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Opi ni on by Chapman, Adm nistrative Trademark Judge:

1 pposer was represented by counsel fromthe filing of the
opposition through the filing of opposer’s notices of reliance,
at whi ch poi nt opposer revoked the appointnent of his initial
attorney and law firm and appointed a new attorney and law firm
After the close of all trial dates, opposer filed a revocation
of the new power of attorney, and has since proceeded pro se.

2 Applicant was pro se when she filed her application and

t hroughout the ex parte prosecution thereof. She appointed
counsel at the tine her answer to the notice of opposition was
filed with the Board. About two nonths | ater she revoked that
power of attorney and appoi nted new counsel. In the mdst of
her testinmony period as defendant in the opposition, she revoked
t he new power of attorney and proceeded pro se until June 2000
when she re-appoi nted her second attorney as counsel of record.



Qpposition No. 104398

An application has been filed by Yvonne R Sewal |
(an individual) to register on the Principal Register the
mar k
MAX' S KANSAS CI TY for *“CD-ROVs, phonograph records, audio
and video cassette tapes, and conpact discs, featuring
music and lyrics, poetry, taped interviewed [sic],
phot ographs, narratives and docunentaries, about nusic
and art” in International Class 9; “T-shirts and jackets”
in International Class 25; and “bar and restaurant
services” in International Class 42. The application for
all three classes of goods and services is based on
applicant’s assertion of a bona fide intention to use the
mark in commerce.?

Thomas D. M| Ils has opposed the application in al
three classes, alleging that since 1975, long prior to
the filing date of applicant’s application, he has used
the mark MAX' S KANSAS CI TY in connection with “CD ROV,
phonograph records, audi o and video cassette tapes, and
conpact discs,
featuring music and lyrics, poetry[,] taped intervi ewed
[sic], photographs, narratives and docunentaries, about

music and art” in International Class 9, “T-shirts and

3 In an Exaniner’s Arendment, the Exanining Attorney entered the
follow ng statenent into the record: *“Section 2(f) In Part--The
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jackets” in International Class 25, and “bar and
restaurant services” in International Class 42; that by
virtue of his continuous use, the mark MAX' S KANSAS CI TY
i ndi cates the single source of said goods and services to
be opposer; that opposer owns application Serial No.
75/ 096, 169, filed April 29, 1996, for the mark MAX' S
KANSAS CI TY for “prerecorded nmusic and vi deo records,
prerecorded cassette tapes, conpact di sks and CD- ROM
di sks” in International Class 9* and that applicant’s
mar k, when used on or in connection with her goods and
services, would so resenbl e opposer’s previously used
mark as to be likely to cause confusion, m stake, or
decepti on.

In her answer applicant admtted “that the services
and products to which Opposer clains it [sic] applies or
seeks to apply the mark are sold or would be sold to the

same class of customers and in the sane channels of trade

applicant clainms the benefit of Section 2(f) of the Trademark
Act, 15 U S.C. 81052(f), in part as to KANSAS CITY.”

4 This application is based on opposer’s clained date of first
use and first use in commerce of January 1975. COpposer

di sclai ned “Kansas City.” Action on opposer’s application
Serial No. 75/096, 169 has been suspended in Law Ofice 103.

We note that subsequent to the filing of opposer’s notice of
opposition (and not added to the pleading by notion to anend),
opposer filed on January 20, 1998 application Serial No.

75/ 420, 053, based on opposer’s assertion of a bona fide
intention to use the mark in commerce, for the mark MAX' S KANSAS
CITY for “restaurant, bar, night club and cabaret services.”
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as those of Applicant. Applicant further admts that, if
Opposer were to so use the mark, confusion or ni stake
anong purchaser [sic] will be caused”; and that opposer’s
application Serial No. 75/096,169 is seriously
j eopardi zed shoul d applicant’s application mature into a
registration. Applicant otherw se denied the allegations
of the notice of opposition, and she al so asserted
several *"affirmative defenses,” including a claimthat
opposer has acqui esced in applicant’s use of the mark;
t hat opposer is estopped from objecting to applicant’s
use of the mark; that opposer’s undue del ay constitutes
| aches; and that opposer’s failure to use the mark for
over fifteen years constitutes an abandonnent of whatever
rights he may have had.”®

The record consists of the pleadings; the file of
t he opposed application; opposer’s notices of reliance on
(i) applicant’s responses to opposer’s first set of
interrogatories, (ii) applicant’s docunents produced in

response to opposer’s first set of docunent requests,

Action on this application has al so been suspended in Law Ofice
103.

5> Applicant did not mention any of her affirmative defenses in
her brief on the case, hence, the Board considers acqui escence,
estoppel and | aches to have been waived. [Specifically, with
regard to laches in an opposition proceeding, see National Cable
Tel evi si on Association, Inc. v. Arerican Cinena Editors, Inc.,
937 F.2d 1572, 19 USPQ2d 1424 (Fed. Cir. 1991).] The question
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(iii) a copy of the file of opposer’s application Serial
No. 75/096, 169, and (iv) the testinmony, with exhibits, of
opposer, Thomas Dean MI|s; applicant’s notices of
reliance on (i) a copy of the cover and copyri ght pages
from her book, (ii) photocopies of certain pages fromthe
1997- 2000 Manhattan Bell Atlantic/Nynex white pages,
(iii) copies of certain pages printed fromapplicant’s
website, (iv) a photocopy of the January 12, 1998
decision of the U S. District Court for the Southern
District of New York® and (v) the transcripts of the
January 8, 1998 depositions of opposer, Thomas D. MIIs,
and applicant, Yvonne R Sewall, taken in the U S

District Court case.’

of opposer’s all eged abandonnent of his mark will be di scussed
later in this decision.

® The civil action was Yvonne R Sewall v. Thomas D. MIls, aka
Tommy Dean, Max’s Kansas City, Inc., “John Doe”, Marivi Wlfe in
the United States District Court for the Southern District of
New York, Case No. 97 Cv. 8316 (RPP). In the January 12, 1998
decision of the Court, a notion by plaintiff (applicant in this
Board proceeding) for a prelimnary and pernmanent injunction was
deni ed.

" The deposition transcripts fromthe U.S. District Court case
were submtted pursuant to the stipulation of the parties
(signed in Septenber 1999 by their respective counsel); and both
were filed under seal as “confidential.” Applicant’s cover

| etter acconpanying this notice of reliance states that “[T]o
the extent that confidential information is disclosed in the
depositions, this information is protected by the order of
confidentiality in the civil action above.” There was no

del i neation by either party as to precisely what was consi dered
confidential information. Therefore, in our decision we have
used discretion in referring to informati on contained in said
depositions which was not otherwise in the record. See
Trademark Rule 2.27(d) and(e).
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I n addition, during opposer’s rebuttal testinmony
peri od opposer (pro se) filed on July 26, 2000, three
separate docunents, specifically (i) “opposer’s notice of
reliance” (on photocopies of a nmagazine article from
1995, opposer’s New York state service mark registration,
and a June 25, 1998 letter fromthe New York Division of
Al cohol Beverage Control regardi ng approval and formal
processi ng of the application of MKC New York LLC for a
liquor license), (ii) “opposer’s rebuttal brief,”?® and
(iii) “opposer’s production of docunents in response to
applicants [sic] request.”

None of these three docunents indicates proof of
service of a copy thereof on counsel for applicant as
required by Trademark Rule 2.119(c). After opposer
revoked his | atest power of attorney and thereafter went
forward pro se in this case, the Board repeatedly advi sed
hi m of the requirenent of conplying with the tradenmark
rule on serving the adverse party’s attorney, but to no
avail. However, it is obvious that applicant’s attorney
obt ai ned copies of at least the latter two docunents

ei ther from opposer or by other nmeans because in

8 The docunent titled “rebuttal brief” (but submitted during
opposer’s rebuttal testinony period) consists primarily of
statenents made in “rebuttal” to various quoted sections of the
January 8, 1998 deposition of Yvonne R Sewall introduced into
the record by applicant.
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applicant’s brief on the case she objected to both
opposer’s “rebuttal brief” (and the exhibits attached

t hereto) and opposer’s “producti on of docunents” paper.
These two docunents have not been made of record as

provi ded by the Trademark Rul es of Practice (indeed, a
brief on the case after trial does not constitute
evidence at all) and they have not been considered by the
Board. Even if they had been considered, it would not
alter our decision herein. W have, however, considered
opposer’s notice of reliance.

Opposer’s untinely brief submtted on March 19, 2001
was stricken by Board order dated March 28, 2001.°
Applicant has filed a brief on the case. Neither party
requested an oral hearing.

The record shows that an individual named M ckey
Ruski n founded a bar and restaurant under the name MAX' S
KANSAS CITY in New York City in 1965. It was “the sal on
of the psychedelic era” where one could mngle with the
“underground jet set” including noviemkers, actors,

painters, witers, sculptors and singers; and there was

® W note that even if opposer’'s brief on the case had been
consi dered, the argunents and statenents therein would not alter
our deci sion because factual statenents made in a party’s brief
on the case can be given no consideration unless they are
supported by evidence properly introduced at trial. See BL Cars
Ltd. v. Puma Industria de Veiculos S/A 221 USPQ 1018 (TTAB
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live music, frequently by then-unknown arti sts/nusical
groups. However, M ckey Ruskin's MAX'S KANSAS CI TY bar
and restaurant was | osing noney by 1974, and it closed in
Decenber 1974. In 1975 opposer, Thomas D. MIIls (aka
Tommy Dean) and his partners purchased the bar and
restaurant, and reopened it using the name MAX S KANSAS
CITY. This new MAX' S KANSAS CITY bar/restaurant operated
from 1976 to 1981. |In January 1977 J.M K. C. Inc.
obt ai ned Regi stration No. 1,135,914 for MAX' S KANSAS CI TY

"1 However, when no

for “restaurant and bar services.

Section 8 affidavit of use was filed, the registration

was cancel |l ed pursuant to Section 8 of the Trademark Act.
Applicant net M ckey Ruskin in 1967, and she worked

briefly as a waitress at his MAX S KANSAS CI TY

bar/restaurant in the late sixties. Yvonne Sewall and

M ckey Ruskin were a couple for about seven years

(separating in about 1973), and they had two children

together. M. Ruskin died in 1983.

1983); and Abbott Laboratories v. TAC Industries, Inc., 217 USPQ
819 (TTAB 1981). See al so, TBMP §706. 02.

10 According to opposer’s testinony, the “partners” who

purchased the bar/restaurant in 1975 were opposer, his wife
(Laura Dean), Joseph Vogel and Murray Lawence; and that it was
this “partnership” that obtained a registration. However, the
registration issued to J.MK C. Inc. (a corporation of New
York). Opposer was the vice president of the corporation and
the on-site person at the bar/restaurant.
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Opposer submtted under a notice of reliance a copy
of the file history of his application Serial No.
75/ 096, 169 for the mark MAX' S KANSAS CI TY for goods in
I nternational Class 9, including the Ofice action
suspendi ng acti on on opposer’s application pending the
outcone of applicant’s prior-filed application Serial No.
74/ 731,584 (the subject of this opposition proceeding).
Thi s evidence establishes opposer’s standing. See
Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d
1842, 1844 (Fed. Cir. 2000); and Lipton Industries, Inc.
v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185 ( CCPA
1982) .

Applicant essentially admtted that there is a
i kel'i hood of confusion, and we agree in view of
opposer’s all eged use of and applicant’s intent-to-use
application for the identical mark on identical goods and
services. Thus, the issue to be decided by the Board is
whet her opposer has proven prior rights, which are “not
abandoned,” in the mark MAX' S KANSAS CITY for “CD- ROVs,
phonograph records, audi o and video cassette tapes, and
conpact discs, featuring nusic and lyrics, poetry][,]
taped interviewed [sic], photographs, narratives and
docunent ari es, about nusic and art” in International

Class 9, and/or “T-shirts and jackets” in International



Qpposition No. 104398

Cl ass 25, and/or “bar and restaurant services” in
| nternational Class 42.

Section 2(d) of the Trademark Act reads, in relevant
part, as follows (enphasis added):

No trademark by which the goods of the
applicant may be distinguished from

t he goods of others shall be refused
registration on the principal register
on account of its nature unless it—
...(d) consists of or conprises a mark
whi ch so resenbles a mark registered
in the Patent and Trademark Office, or
a mark or trade nanme previously used
in the United States by another and
not abandoned, as to be likely, when
used on or in connection with the
goods of the applicant, to cause
confusion, or to cause nmi stake, or to
decei ve:

In the absence of proof of actual use at an earlier
date, and applicant has provided no such evidence, the
earliest date of use of the mark MAX' S KANSAS CI TY on
whi ch applicant can rely for purposes of this proceedi ng
is the filing date of her application, specifically,
Sept enber 20, 1995, which is deemed to be the
constructive use date of her mark for her identified
goods and services. See Section 7(c) of the Trademark
Act .

Sonme of the testinony submtted in this case is not

a nodel of clarity; however, the record is clear that

10
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after opposer closed MAX'S KANSAS CITY bar/restaurant in
1981, he engaged in no use of the mark MAX S KANSAS CI TY
in connection with a bar/restaurant, and he did not
reopen any bar/restaurant prior to the filing date of
applicant’s application. For exanple, opposer testified
as follows in the January 8, 1998 civil action deposition
(pp. 54-55):

Q And could you tell nme what your use
of the name [ MAX' S KANSAS CITY] in the
commercial area of restaurants has
been?

A. Max’s Kansas City, 213 Park Avenue
Sout h.

Q And what years was that restaurant

i n existence?

A. | believe it was 1975 to 1981 or
"82. | think it’'s ’81.

Q Have you ever operated any ot her
restaurant establishment under that
name?

A. No.

Q Have you owned any other restaurants
since 19817

A. No.

Q Have you been a part owner of any
ot her restaurant?

A. No.

The record shows that while opposer (as an officer
of JJLMK C, Inc.) was involved in the ownership and use
of the mark MAX'S KANSAS CITY for a bar/restaurant from
1975 to 1981, that use conpletely ceased in 1981. Wile
the record does show sonme activity in working on
reopening a restaurant, all such evidence involves

activity after Septenber 20, 1995, the filing date of

11
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applicant’s application. Once a person abandons a nark,
others are free to claimfuture possession and property

rights therein. See 2 J. Thomas McCarthy, MCarthy on

Trademarks and Unfair Conpetition, 8817:1 and 17:2 (4th

ed. 2000). Even assum ng opposer as an individual was
the owner of the mark MAX'S KANSAS CI TY for the
bar/restaurant (1975-1981), he abandoned the nmark by the
cessation of use for at |east 15 years; and he testified
t hat he has not used the mark in connection with
bar/restaurant services since 1981. Thus, opposer has
not established priority with regard to bar and
restaurant services.
The record is also clear that opposer has not sold

cl ot hi ng under the mark MAX' S KANSAS CI TY since 1984.
Speci fically, opposer testified as follows in the January
8, 1998 civil action deposition (pp. 17-18):

Q Okay. Now, aside from your nusic

activity, which you cited, you had no

ot her merchandi se or anything that you

sold bearing Max’'s Kansas City; true?

A. Sone T-shirts, sonme jackets that

were remants of inventory that we

had, sonme nenorabilia. No storefront

or no nail order or no website, no.
Q Okay. And these items were

| eft overs—

A. Exactly.

Q —-fromyour store?
A. Exactly.

Q Okay

A. No new purchases.

12
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Q Okay. Did the distribution of these
itens take place shortly after you
cl osed or when?

A It -— it was going on for
approximately a year and a half to two
years.

Q So sonetinme to nmaybe ' 83, '84 -

A. Exactly.

Q —-when you wound down?

A. Exactly.

Opposer (or the corporation) ceased use of the mark
MAX' S KANSAS CITY on clothing itenms in 1984, and he has
not used the mark on or in connection with clothing since
that date. Thus, opposer has not established priority
with regard to T-shirts and jackets.

The nore difficult question before us is the issue
of priority as to the goods in International Class 9
(e.g., CD-ROVs, phonograph records, audio and video
cassette tapes, and conpact discs). There is no question
t hat nusi ci ans/ bands were featured at MAX'S KANSAS CI TY
bar/restaurant between 1975 and 1981, sonme of whom such
as Debra Harry, Blondie, Devo, and the B-52's, |ater
becanme quite successful. During that tine frame of 1975-
1981, about $100, 000 dollars per year was spent on
advertising the bar/restaurant and pronoting the
nmusi ci ans/ bands playing there; about 11 record al buns
were made (nost were recorded at studios, but a few were
recorded live at MAX'S); and approxi mately 5000 such

recordings were sold, primarily in the United States, in

13
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1981. Opposer testified that between 1975 and 1981 he
had 55 separate agreenments with performng artists; that
t hese are not current agreenents; and that he does not
have copies of any of those agreenents. (Civil action
deposition, p. 45-46.) A “Farewell To Max’s” al bum was
rel eased in 1982, and opposer has not issued any further
al bums under the mark MAX'S KANSAS CITY. There is no
evi dence of opposer’s use of the involved mark on CDs,
records or tapes between 1982 and applicant’s Septenber
20, 1995 date of constructive use.

Opposer testified regarding use of the mark MAX' S
KANSAS CI TY that as a record producer, he “continued to
stay in the business froma marketing standpoint and re-
rel easing Max’s Kansas City records, |ooking for new
tal ent, and being very much interested in that portion of
Max’ s Kansas City, not the restaurant business, but the
mar ket i ng of merchandi se, the marketing of records.”
(Board proceeding deposition, pp. 18-19.) He also
testified in the civil action (pp. 11-12) as foll ows:

Q When you closed Max's Kansas City
back in 1981 how did you continue to

use the trademark Max’'s Kansas City?
A. Restaurant closed in 1981.

Q Right.

A. There were sone records and

| i censing agreenments that needed to be
mai nt ai ned for the next two years.

was in the studio making a record

14
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called Farewell to Max’s which did not

come out until 1982.

Q Okay.

A. That was nmy only ongoing in 1982.

Q Okay. And how about in the years

subsequent to that, what was the use

of the trademark?

A. The use of the trademark basically

was in the nusic industry, which would

be licensing agreenents.

Opposer testified regarding, and submtted a

phot ocopy of, a licensing agreenent dated July 27, 1995
bet ween opposer (“Tomry Dean”) and RO R (Reachout
| nternational Records, Inc.). See opposer’s exhibit 4.
In this six-page agreenment opposer grants to RO R an
irrevocabl e exclusive worldwi de license in perpetuity to

"1 The agreement includes no listing of the

the “masters.
“masters” involved, either by artist or by any other
means of identification. (The agreenment refers to a
“Schedule A" listing of the “masters,” but it was not
included in the exhibits submtted to the Board.)
Moreover, there is no reference in the agreenent to the
mar k MAX'S KANSAS CITY. Even assuming this July 27, 1995
contract covers recordings involving the mark MAX S

KANSAS CI TY, Paragraph 6 thereof states that “[a]ll

recordi ngs made hereunder and all reproductions fromthe

11 «“NMaster recording” is defined in the agreenent, and
essentially it refers to “the original material object in which
sounds are fixed.” (Opposer’s exhibit 4, p. 4.) That is, the

15
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perfornmances enbodi ed therein and the copyrights therein
and thereto shall be entirely [ROR s] property, free of
any cl ai ns what soever by you or any third party deriving
any rights through or fromyou. Wthout |limtation of

the foregoing, [ROR and its designees] shall have the

wor |l dwi de right in perpetuity to manufacture ..., to
lease ..., to release sane under any trademarks, trade
names or labels ..., to performthe records or other

reproductions publicly .... This agreenment and the
testinmony related thereto is not sufficient to establish
opposer’s use of the mark MAX'S KANSAS CI TY for

recordi ngs prior to Septenber 20, 1995.

term“master” or “master recording” refers to naster recordings
from whi ch other copies are made for distribution and sal e.

16



Qpposition No. 104398

M. MIlls also testified that he has continuously
received royalties from 1976 to 1997, and several
documents were introduced into the record relating
thereto. Opposer’s exhibit 11 is a photocopy of an
August 15, 1995 seven-page |etter regardi ng accounting
for royalties payable to opposer froma conpany in
Engl and, Beggars Banquet Records Limted, for sales from
Decenber 1984 to Decenber 1994 of the “Live At Max’s”
recording. We do not doubt that opposer has received
royalties for this al bum however, the problemis that
this evidence does not support use or sales in the United
States. The other documents relating to this aspect of
opposer’s claim (generally those attached as exhibits to
M. MIIls Septenber 17, 1997 testinmony in the Board
proceedi ng) include the following: (i) copies of Apri
18, 1996 and July 22, 1996 royalty statenments from RO R
regarding the recording “Heartbreakers Live At Max’s,”
(both royalty statenents, opposer’s exhibits 5 and 6,
state the rel ease date for that recordi ng of “Novenber
17, 1995,” a date approximately two nonths after
applicant’s filing date); (ii) a two-page
advertisement/press release on ROR | etterhead (opposer’s
exhibit 7) touting, anong other recordings, the re-

rel ease of “Johnny Thunder & The Heartbreakers ‘Live At

17
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Max’ s Kansas City 79’ scheduled “for release on
November 15, 1995”; (iii) several letters either from
persons in England to “Tomry Dean,” or from “Tommy
Dean’s” London representative (acting to assist himin
recovering past royalties) to various persons/conpanies
in England, or to “Tomry Dean” regarding the noney
matters in England (opposer’s exhibits 8-12) (all of

whi ch deal with royalties and use in England, not the
United States, sone of which are dated after Septenber
20, 1995 - applicant’s priority date - and sonme of which
do not specify MAX'S KANSAS CITY or “Live at Max' s” or
relate in sonme neaningful way to the mark involved before
t hi s Board).

Considering the entire record before us, there is no
evi dence of opposer’s use in the United States of the
mar k MAX'S KANSAS CITY on CDs, records, and/or tapes
bet ween 1982 and Septenber 20, 1995. The July 27, 1995
agreenent between RO R and opposer establishes only that
he licensed “masters” to ROR; it does not establish
opposer’s use, Or any use inuring to opposer’s benefit,
of the involved mark for CDs, records or tapes. The
evi dence of opposer’s receiving royalties for records
(presumably all involving the MAX' S KANSAS CI TY mar k)

relates to sales in the United Kingdom and hence cannot

18
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establish opposer’s use in the United States. Opposer
has not established, by a preponderance of the evidence,

t hat he has previously used and not abandoned the mark

MAX' S KANSAS CI TY on CD- ROMs, phonograph records, audio
and video cassette tapes, and conpact discs. See
Cerveceria Centroanericana, S.A v. Cerveceria India
Inc., 892 F.2d 1021, 13 USPQ2d 1307 (Fed. Cir. 1989).

In summary, opposer has not shown prior use that has
not been abandoned as to any of the goods or services (in
the three involved International Classes 9, 25 and 42).
Therefore, although applicant has adm tted that confusion
woul d be |ikely, opposer has not established a necessary
el ement of the likelihood of confusion ground for
opposi tion.

Deci sion: The opposition is disnissed.
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