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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Teera Hanharutai van and Kri eng Wongtangj ai seek

regi stration on the Principal Register of the mark shown

N CARRYBOY

bel ow
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for goods identified in the application, as anended, as

fol |l ows:
“truck accessories, nanely front and rear
bunper, vehicle seats, canper shell, gear
shift 1ock, wheel house liner, anti-theft
door security |ock, anti-sway bar, finished
safety gl ass w ndows for vehicles and side
bunper,” in International Cass 12, and

“fit floor tray, nanely floor mats for
vehicles,” in International C ass 27.1

On February 12, 1997, registration was opposed by MVJ
Corporation, a predecessor in interest to The Pep Boys
Manny, Mbe & Jack OF California, on the grounds of
| i kel i hood of confusion, dilution and that the application
is void ab initio. During the prosecution of this
opposi tion, opposer alleged and tried a fourth ground,
nanely, fraud on the United States Patent and Trademark
Ofice.

The first ground for the current opposition, under
Section 2(d) of the Trademark Act, is based on the
al l egation that applicants’ mark, when applied to
applicants’ goods, so resenbles opposer’s previously used
and registered marks as to be likely to cause confusion, to

cause m stake or to deceive as to source or sponsorship.

! Application Serial No. 74519445 was filed on April 22, 1994
based upon applicants’ allegation of use in conmerce between
Thailand and the United States at |east as early as March 1994.
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Opposer

mar ks:

has pl eaded ownership of the follow ng registered

o, “high pressure |ubricants, notor
Q "“}* | ubricating oils, transm ssion
7 ':I_‘, and differential lubricants,” in
A % International O ass 42
- enBet
A\ 4y -yf
“retail store services in the
PEP BOYS field of autonotive
accessories,” in International
Cl ass 423
“retail store services in the

THE THREE BEST FRIENDS
YOUR CAR EVER HAD

field of autonotive
accessories,” in International
Cl ass 42¢

“retail store services in the
field of autonotive
accessories,” in International
Cl ass 425

MANNY MOE & JACK

“retail store services in the
field of autonotive
accessories,” in International
Cl ass 42°

2 Reg. No. 0310199 issued on February 13, 1934; fourth
renewal

3 Reg. No. 1288346 issued on July 31, 1984; renewed.

4 Reg. No. 1363854 issued on Cctober 1, 1985; section 8
affidavit accepted and section 15 affidavit acknow edged.

5 Reg. No. 1395353 issued on May 27, 1986; section 8
affidavit accepted and section 15 affidavit acknow edged.

6 Reg. No. 1420631 issued on Decenber 9, 1986; section 8

affidavit accepted and section 15 affidavit acknow edged.
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“oil additive, transni ssion
PEP BOYS fluids, and power steering
fluids,” in International C ass
1;
“hand soap cleaners,” in
I nternati onal C ass 3; and

“batteries for |land vehicles,”
in International d ass 9”7

MANNY, MOE & JACK

“vehicle servicing, repair and
mai nt enance services and
installation of vehicle parts,”
in International Cass 378

“vehicle servicing, repair and
mai nt enance servi ces and
installation of vehicle parts,”
in International O ass 37°

PEP BOYS

“vehicle servicing, repair and
mai nt enance services and
installation of vehicle parts,”
in International Cass 37

SR——
PEPBOYS

“vehi cl e mai ntenance and repair

services,” in Internationa
Cl ass 37;
“retail autonotive store

services,” in Internationa

Cl ass 421

1-800-PEPBOYS

“t el ephone counsel i ng, nanely,
of fering advi ce regardi ng notor
vehi cl e nmai nt enance and repair;
not or vehi cl e mai nt enance and

repair services,” in

I nternational O ass 37*%
! Reg. No. 1472747 issued on January 19, 1988; section 8
affidavit accepted and section 15 affidavit acknow edged.
8 Reg. No. 1562597 issued on Cctober 24, 1989; section 8
affidavit accepted and section 15 affidavit acknow edged.
o Reg. No. 1562598 issued on Cctober 24, 1989; section 8
affidavit accepted and section 15 affidavit acknow edged.
10 Reg. No. 1883212 issued on March 14, 1995; section 8
affidavit accepted and section 15 affidavit acknow edged.
1 Reg. No. 1997613 issued on August 27, 1997; section 8
affidavit accepted and section 15 affidavit acknow edged.
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“ watches” in Internationa
Cl ass 14;

“mugs” in International d ass

21; and

“clothing, nanely T-shirts,

sweatshirts, denimjackets, tank

tops, nightshirts.” In

I nternational C ass 25

“metal key rings, netal noney
F—-‘-‘_ clips,” in International C ass

6;

PEP BOYS “cigarette lighters nmade of
preci ous netal, watches,” in
International O ass 14;
“correspondence hol ders, pens,
pl ayi ng cards, pen and penci
sets,” in International d ass
16;

“tote bags, non-leather duffle
bags, golf unbrellas, nylon
backpacks,” in Internationa

G ass 18;

“drinking gl asses, mnugs,

portabl e beverage cool ers;
beverage insulators sold
together as a unit with sport
bottles sold enpty, in

International Cass 21;

“caps, visors, clothing, nanely,
sweaters, polo shirts, golf
shirts, jackets, pullovers, T-
shirts, sweatshirts, denim

j ackets, cotton jackets,
basebal | jackets, tank tops,
nightshirts,” in Internationa

G ass 25%

12 Reg. No. 2001610 issued on Septenber 17, 1996; section 8
affidavit accepted and section 15 affidavit acknow edged.
13 Reg. No. 2026793 issued on Decenber 31, 1996; section 8
affidavit accepted and section 15 affidavit acknow edged.
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“metal key rings, netal noney
PEP BOYS clips,” in International C ass
6;
“cigarette |lighters nade of
preci ous netal, watches,” in

International O ass 14;
“correspondence hol ders, pens,
pl ayi ng cards, pen and penci
sets,” in International d ass
16;

“tote bags, non-leather duffle
bags, golf unbrellas, nylon
backpacks,” in Internationa

G ass 18;

“drinking gl asses, mnugs,
portabl e beverage cool ers;
beverage insulators sold
together as a unit with sport
bottles sold enpty,” in
International Cass 21;

“beach towel s” in Internationa
G ass 24;

“caps, visors, clothing, nanely,
sweaters, polo shirts, golf
shirts, jackets, pullovers, T-
shirts, sweatshirts, denim

j ackets, cotton jackets,
basebal | jackets, tank tops,
nightshirts,” in Internationa
G ass 25; and

“tossing disc toys, footballs,
golf balls, teddy bears,” in
International O ass 28%

“wat ches” in International C ass
14;

“mugs” in International d ass
23; and

“clothing, nanely, T-shirts,
sweat shirts, denimjackets, tank
tops, nightshirts,” in

I nternational C ass 25

14 Reg. No. 2036750 issued on February 11, 1997; section 8
affidavit accepted and section 15 affidavit acknow edged.
15 Reg. No. 2130799 issued on January 20, 1998; section 8
affidavit accepted and section 15 affidavit acknow edged.
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“retail stores featuring

PEP BOYS EXPRESS aut onotive parts and
accessories,” in International
G ass 35%

pEP “retail stores featuring

BO‘S autonotive parts and

SENPRESS accessories” in International
Cl ass 35%

PEP BOYS. LOS AUTOS NOS “retail stores featuring vehicle

QUIEREN. LA GENTE NOS parts and rel ated accessories,”
' in International dass 35; and

ADORA. “vehicle repair and
mai nt enance,” in International
G ass 37
“providing informati on about
PEPBOYS.COM autonotive vehicles, autonotive

parts and accessories, and
aut onoti ve nmai ntenance and
repair via a global conputer
network,” in International C ass
421
Opposer also alleges that its PEP BOYS narks are
di stinctive and becane fanobus | ong before the earliest date
on which applicants can rely and that applicants’ mark
di l utes opposer’s narks.
Thirdly, opposer clainms that applicants’ nmark was not

in use in comrerce prior to the filing date of the

application and, thus, the application is void ab initio.

16 Reg. No. 2226116 issued on February 23, 1999.

1 Reg. No. 2228755 issued on March 2, 1999. The mark is
lined for the colors red and bl ue.

18 Reg. No. 2345076 issued on April 25, 2000. The English
translation of the mark is: “PEP BOYS. CARS LIKE US. PEOPLE
LOVE US.”

19 Reg. No. 2408968 issued on Novenber 28, 2000.
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Finally, opposer alleges that applicants have on nore
t han one occasion nmade fal se, naterial representations to
the O fice that applicants knew were fal se.

Applicants, in their answer, denied the salient
al | egations of the opposition.

The record consists of the pleadings; the file of the
i nvol ved application; trial testinony, with rel ated
exhi bits, taken by opposer of Frederick A Stanpone,
opposer’s senior vice president and chief admnistrative
of ficer, Bernard Keith MElroy, vice president/chief
accounting officer and treasurer, and WIIliam Vincent
Furtkevic, director of marketing comuni cations; status and
title copies of opposer’s pleaded registrations introduced
by way of opposer’s notice of reliance; applicants’
responses to certain of opposer’s witten di scovery
requests, nmade of record in opposer’s notice of reliance;
trial testinmony, with related exhibits, taken by
applicants, of Yee Tantiyavarong, applicants’ business
partner in Truck Style, Inc., and of Lawence J. Irel and,
an investigator hired by applicants’ attorney; the
di scovery deposition of M. Stanmpone, introduced by way of
applicants’ notice of reliance; as well as opposer’s

responses to certain of applicants’ witten discovery
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requests, nmade of record in applicants’ notice of reliance.
Bot h opposer and applicants filed main briefs on the case,
and opposer filed a short reply brief. The parties did not

request an oral hearing before the Board.

(hj ections to Evi dence

Qpposer has made a series of objections to the
testinmony of M. Ireland based upon the fact that his
statenents are allegedly hearsay. Essentially, M.
Ireland’s testinony is limted to a review of his survey of
hal f - a- dozen PEP BOYS stores in Southern California
undertaken at the request of applicants’ counsel. After
visiting all six PEP BOYS | ocations, he issued a brief
report of his observations. After his direct testinony, he
was then fully cross-exam ned by opposer’s counsel. To the
extent M. lreland testified to statenents nade by Pep
Boys’ enpl oyees, and applicants intended to offer these
statenents for the truth thereof, they conprise
i nadm ssi bl e hearsay and we have not considered themin
reachi ng our decision herein. However, nuch of M.
Ireland’ s testinony sinply relates details of his store
visits, what he observed, and he then offers for the record
t he cat al ogues he purchased at each stop as well as his

witten report. Hence, we regard nost of M. Ireland s
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testinony as being adm ssible, although we find that it is
of little probative value in deciding the issue of

| i kel i hood of confusion. Indeed, we find, infra, contrary
to the thrust of M. Ireland’ s testinony, that applicants’
goods herein are either identical to opposer’s goods, or
are closely related to opposer’s goods and servi ces.

Qpposer has al so objected to the fact that M. Ireland
tal ked to opposer’s enpl oyees w thout going through
opposer’s appoi nted attorneys. However, on this issue, we
al so agree with applicants that M. Ireland’ s incidental
contact with sales personnel at several Pep Boys stores,
e.g., to find out if certain itens were avail able at that
| ocation, and if so, where these itens were displayed
within the store, does not constitute inperm ssible contact
W th opposer.

As to opposer’s various objections to M.
Tantiyavarong’ s testinony on the ground that the questions
posed by applicants’ counsel were |eading or that the
W tnhess’ s answers were nonresponsive, it is quite clear in
reading this testinony that English is not M.
Tantiyavarong’ s first |anguage, and that applicants’
counsel and the witness were doing their best to deal with

this fact. Indeed, the transcript of the exchanges that
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opposer’s counsel had wwth M. Tantiyavarong reflects this
sanme chall enge. Accordingly, we find this testinony
adm ssi bl e as taken.

Opposer al so objected to a nunber of questions put to
Messrs. Furtkevic and Stanpone by applicants’ attorney on
the basis of attorney-client privilege, |ack of personal
know edge, calling for |egal conclusions, vagueness, etc.
However, these objections were either dealt with at the
time of the testinony, e.g., at the point of counsel’s
obj ection, the witness was not pressed to answer the
question posed, or the witness denonstrated with his answer
t hat he understood an all egedly confusing query. Moreover,
on substantially all of the likelihood of confusion factors
to which the rel evant testinony of Messrs. Furtkevic and
St anpone was directed, we have found in opposer’s favor,
infra.

Finally, opposer continues to object to applicants’
clains of attorney-client privilege based on interaction
wWith prior counsel. In an interlocutory order in this case
dat ed August 28, 2002, the Board reviewed in detail how the
under | yi ng purpose of the attorney-client privilege
supported its application in the instant case, that no

wai ver of a privilege had occurred when applicants and
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their agent submtted their declarations in opposition to
opposer’s first notion for summary judgnent, disclosing

i nformation regardi ng their m sunderstanding of the phrase
“use in commerce,” and hence the Board deni ed opposer’s
notion to conpel production of privileged information.
Wiil e we see no reason to reverse our earlier decision on
this matter, we are synpathetic to opposer’s argunents
about the unfairness of applicants’ use of this privilege
in the context of litigating the question of fraud on the
United States Patent and Trademark O fice, and we wl|l

discuss this matter further, infra, at pp. 40 - 43.

Li kel i hood of Conf usion

THERE 1S NO | SSUE AS TO PRI ORI TY

Qpposer has introduced into the record by way of its
notice of reliance certified copies of its pleaded
regi strations, which show that they are valid, subsisting
and owned by opposer. Thus, this proof renoves the issue

of priority fromthis case. See King Candy Co. v. Eunice

King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA

1974).
LI KELI HOOD OF CONFUSI ON FACTORS
Accordingly, as to the claimof priority of use and

l'i keli hood of confusion, the focus of our determ nation is
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on the issue of whether applicants’ CARRY BOY and design
mar k, when used in connection with the goods set forth in
their application, so resenbles one or nore of opposer’s
PEP BOYS marks, including those conposite nmarks having its
banner, images of Manny, Mwe and Jack, etc., for its

vari ous goods and services as to be likely to cause
confusion, to cause m stake or to deceive as to source or
sponsor shi p.

The record denonstrates that opposer is a national
retailer of replacenent vehicle parts, supplies,
accessories and tires as well as a provider of vehicle
repair and mai nt enance services. Qpposer renders such
services through a chain of stores owned and nanaged by
opposer. According to M. Furtkevic’'s testinony, opposer
was operating 630 stores in thirty-six states and Puerto
Rico, an increase fromthe 313 stores that it operated in
seventeen states as of 1990. (Furtkevic Trial Deposition,
pp. 11-13; Opposer’s Exhibit #11A).

Qpposer was founded in 1921 by industrious young
Phi | adel phi ans Emanuel “Manny” Rosenfeld, Maurice L. *Moe”
Strauss and W G aham “Jack” Jackson when they opened an
auto supply store at 63'% and Market Streets. According to

the testinony of M. Stanpone, Manny and Moe were sitting
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on a box of Pep valve grinding conpound in the back room of
one of their first stores in Phil adel phia and deci ded * Pep”
woul d be a great name for a conpany given the way it
conjured up images of notion, action or hustle. Hence,
opposer was originally known as “Pep Auto Supplies.” Wen
Manny and Moe | earned how t hey were wi dely and

affectionately known as “the boys,” they changed the
conpany nane to “Pep Boys” sonetine in the early 1920’ s.
Shortly after that, when Mde noticed a dress store in
Hol | ywood, California, trading under the nanme “M nnie,
Maude and Mabel’'s,” he thought it would be an interesting
tw st to add the “Manny, Mde and Jack” reference to the
nane of the grow ng conpany. (Stanpone Trial Deposition
pp. 24 — 26; Qpposer’s Exhibit #8).

Opposer uses the PEP BOYS nane as a service nmark on
the building facade of all of its retail outlets, in all of
its print advertising and el ectronic pronotions. Furtkevic
Trial Deposition, pp. 18-26. Opposer’s national television
advertising appears on sports prograns seen on the
foll ow ng networks: “ABC, NBC, CBS; Fox; ESPN, ESPN2;

PBS.” Id. at 26. In recent years, it sponsored sports

shows such as the Daytona 500, the Pennsylvania 500, the

I ndy 500 and ot her NASCAR events, Motorweek on PBS, NCAA
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Basket bal |, Maj or League Baseball, the Indy Raci ng League,
the XFL, NOPI Nationals, etc. 1d. at pp. 27-28. Qpposer

has nmai ntai ned a website at ww. pepboys. com since 1994.

ld. at 39 — 40.

Qpposer has for years also pronoted its goods and
services through the distribution or sale of |icensed
nmer chandi se — including T-shirts, baseball caps, notepads,
bobbl e heads, sports bottles, coffee nugs, travel nugs,
golf balls, key chains, and key fobs — all bearing its PEP
BOYS marks. 1d. at 46 — 48

Qpposer has garnered publicity over the years for a
variety of public-service activities. For exanple, opposer
set up a job-training partnership programw th the Urban
League in Los Angel es, and established the Pep Boys Los
Angel es Arts Programto paint the exterior of public
schools in the Los Angeles Unified School District. |Id. at
48 — 52.

In addition to press clippings reflecting decades of
free publicity (1d. at 56 — 57), the record contains
exanpl es of radio and tel evision exposure ranging from
| ocal radio to national television broadcasts. These
i ncl ude appearances of the Manny, Me and Jack characters

on “The Today Show' and “The Early Show,” “Jeopardy,” “Wo
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Wants to be a MIlionaire,” “The Wakest Link,” “The Rosie
Show,” Jay Leno’s “The Toni ght Show’ broadcasts as well as
David Letterman’s “The Late Show' prograns. References in
feature filns stretch from“Auntie Mane” (1959) to “The
Anmerican President” (1995) and “Striptease” (1996). 1d. at
46, 52 — 55.

When asked about the value of the Pep Boys nmarks, M.
St anpone testified as foll ows:

... The Pep Boys nane, Manny, Me & Jack, are
such a rich part of this conpany and are such a
recogni zabl e nane in Anerican fol klore, the
nanmes are icons of American culture. They're
often tinmes used in unsuspecting ways.

You may be watching television and could be

wat chi ng Jay Leno, and he could nention Pep
Boys either in a joke, or, you know, by
reference to his experience. You know, he’'s an
avid notorist.

You coul d be watching a novie and seeing a Pep
Boys store or a Pep Boys battery sitting in a
front seat. | recall in some novie.

Certainly, you cannot drive down the street for
very long without seeing a Pep Boys store.

For 81 years, hundreds of mllions, probably
billions of people have been exposed to the Pep
Boys nanme through our various adverti sing
canpai gns. W spend tens of mllions of
dollars a year pronoting the Pep Boys Manny,
Mbe & Jack nane. So the value that | would

pl ace on Pep Boys Manny, Mye & Jack woul d be
somewhat |ike the Visa Conmmercial, it’s
priceless; it would be hard to place a value on
it, it’s so val uable.

St anpone Trial Deposition, pp. 32 — 33.
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The record refl ects opposer’s year-by-year financial

records for the years 1985 t hrough 2002.
t abl e,
[ opposer’ s] product or
Boys stores either to [opposer’s]
commer ci al

“Servi ce revenue”

“mer chandi se sal es”

custoner.”

is the annual

consi st of

i nventory itens

McEl roy Tri al

retail

total of

“the sal e of

In the foll ow ng

...sol d through Pep

Deposi ti on,

custoners or to a
pp. 8-9.

“t he nmechanic’s

| abor that [opposer] would charge to [its] custonmers.” 1d.

at p. 8.

two, nerchandi se sal es and servi ce,

at pp.

“Tot al

8 — 9.

Net Sal es”

Finally,

“gross nedi a”

“is the conbination of these
added together.” 1d.

reflects opposer’s

expenditures on advertising and marketing its goods and

services. 1d. at p. 10.

Year Merchandise Sales | Service Revenue Total Net Sales Gross Media

1985 366,707,000 22,207,000 388,914,000 11,936,000
1986 452,650,000 33,249,000 485,899,000 18,601,000
1987 505,583,000 48,181,000 553,764,000 21,470,000
1988 586,162,000 69,806,000 655,968,000 27,312,000
1989 703,487,000 95,204,000 798,691,000 33,512,000
1990 774,502,000 110,172,000 884,674,000 39,154,000
1991 873,381,000 128,127,000 1,001,508,000 41,758,000
1992 1,008,191,000 147,403,000 1,155,594,000 40,346,000
1993 1,076,543,000 164,590,000 1,241,133,000 40,293,000
1994 1,211,536,000 195,449,000 1,406,985,000 40,825,000
1995 1,355,008,000 239,332,000 1,594,340,000 36,614,000
1996 1,554,757,000 273,782,000 1,828,539,000 41,069,000
1997 1,720,670,000 335,850,000 2,056,520,000 41,430,000
1998 1,991,340,000 407,368,000 2,398,708,000 53,189,000
1999 1,954,010,000 440,523,000 2,394,533,000 52,334,000
2000 1,957,480,000 460,988,000 2,418,468,000 51,153,000
2001 1,765,314,000 418,401,000 2,183,715,000 46,166,000
2002* 1,073,534,000 246,532,000 1,320,065,000 41,083,000

* Through August 2002
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Qpposer’ s exhi bit #7.

Thi s pl aces opposer within the top five autonotive
after-market providers in the nation as well as ranking it
in the top several repair/mintenance service providers.

St anpone Trial Deposition, pp. 29 — 32.

Most of opposer’s 630 retail |locations are |arge
format stores often referred to as “super centers,” where
opposer “does everything in autonotive except internal
engi ne work and body and collision crash repair.” Stanpone
Trial Deposition, p. 7. As to autonotive parts,
accessories, tires, chemcals, oils, etc., opposer offers
“around 30,000 different itens” in the typical super center
| ocation. Stanpone Trial Deposition, p. 8.

As to the specific listing of goods for which
applicants seek registration of their mark, nanmely, “truck
accessories, nanely front and rear bunper, vehicle seats,
canper shell, gear shift |ock, wheel house |inear, anti-
theft door security |ock, anti-sway bar, finished safety
gl ass wi ndows for vehicles and side bunper,” and “fit fl oor

tray, nanely floor mats for vehicles,” Messrs. Stanpone and
Furtkevic testified on direct exam nation that opposer
sells floor mats, tonneau covers, customfit running

boards, truck bed mats and truck bed liners, rooftop
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carriers, seat covers, truck bunpers, tailgate covers and
sliding rear wi ndows for pickup trucks. 1d. at 11 - 14;
Furtkevic Trial Deposition, pp. 10 — 11; Exhibit #9, pp.
303, 344 - 346, 348-355, 358 - 359, 360 — 361, 363.
Appl i cants have indicated that they have used their
CARRYBOY and design mark in the United States in connection
with their fiberglass canopies or canper shells, slider
w ndows, rear truck bed seat kits, fit floor trays and door
security locks since |late 1994 and early 1995 (applicants’
suppl emental response to interrogatory #1); that the record
does not show whet her applicants were even aware of opposer
when this mark was adopted in Thailand in 1983; that
opposer does not sell applicants’ flagship product (canper
shells); that the related truck accessory products sold by
opposer are not sold under the PEP BOYS marks; that
applicants’ goods will never be sold in opposer’s retai

stores; and that opposer uses its PEP BOYS nmarks at retai

whil e applicants use their mark exclusively at the
whol esal e | evel .

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are

relevant to the factors bearing on the issue of I|ikelihood
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of confusion. Inre E |. du Pont de Nemours & Co.,

476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

After applying the du Pont factors to the factual
record herein, we find that opposer has not shown that
appl i cants’ CARRYBOY and desi gn mark, when used in
connection with its autonotive accessories, so resenbles
one or nore of opposer’s PEP BOYS marks, which opposer uses
in connection with its various goods and services as to be
i kely to cause confusion, to cause m stake or to deceive
as to the source or sponsorship of applicants’ goods.

Turning first to the du Pont factor focusing on the
rel at edness of the goods and/or services and the simlarity
of established, likely-to-continue trade channels, we agree
Wi th opposer that applicants’ goods are related to
opposer’s goods and services. Qpposer’s and applicants’
products are both sold in the autonotive after-market.
Goods bearing applicants’ CARRYBOY and design mark wl|l

eventual |y be purchased by truck owners through, inter
alia, retail store locations featuring the sale of vehicle
parts and accessories not unlike opposer’s retail outlets.
Mor eover, the record shows that a portion of opposer’s
sal es occur through i ndependent repair shops. Accordingly,

it is possible that sonme consuners would be able to
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pur chase PEP BOYS branded products through channel s of
trade other than opposer’s own retail outlets.

On the other hand, while opposer argues that under
opposer’s custoner-friendly service policies, opposer could
be faced with a special order request for a CARRYBOY
product, we agree with applicants that nothing in the
record denonstrates that applicants’ goods would ever be
sol d under its CARRYBOY and design nmark in opposer’s retai
autonotive parts and service centers.

In any case, it is well settled that the
registrability of applicants’ mark nmust be eval uated on the
basis of the identification of goods as set forth in the
i nvol ved application and that conpared with the
identification of the goods and/or recital of services
contained in the pleaded registrations of record. See

Qct ocom Systens Inc. v. Houston Conputer Services Inc., 918

F.2d 937, 16 USPQ2d 1783 (Fed. G r. 1990) and Canadi an

| nperial Bank of Commerce, N. A v. WIlIls Fargo Bank, 811

F.2d 1490, 1 USPQ2d 1813 (Fed. Cr. 1987). Additionally,
it is settled that absent any specific limtations in
applicants’ identification of goods and in the
identification of goods and recital of services contained

wi thin the opposer's registrations, the issue of |ikelihood
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of confusion nust be determ ned by |ooking at all the usual
channel s of trade and nethods of distribution for the
respective goods and services. See CBS Inc. v. Mrrow,

708 F.2d 1579, 218 USPQ 198 (Fed. Cir. 1983).

Here, neither applicants’ identified goods nor
opposer’s autonptive goods contain any restrictions as to
the channels of trade or classes of purchasers.

Accordi ngly, the respective goods nust be presuned to be
avai l abl e through third-party retailers of autonotive
after-market parts including retailers who offer vehicle
mai nt enance and repair services as does opposer.
Furthernore, even if opposer’s goods and services are
regarded as being marketed exclusively through its own
retail stores, consuners shopping for after-nmarket
autonotive parts and custoners of vehicle repair services
will likely seek out desired goods and/or services froma
variety of different retailers.

W agree with applicants that tonneau covers for
trucks are not inter-changeable itens wth canper shells,
and that the various aftermarket accessories that opposer
sells for use in the bed of a truck carry third-party
trademarks. Wil e opposer does not list a variety of

canper shells in its catal ogues, the closest itens opposer
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does |list are a nunber of Bestop brand hardtops for a
nunber of vehicles such as the Jeep Wangl er, Suzuk

Si deki ck and Geo Tracker. COpposer’s exhibit #9, p. 496.
Moreover, it is clear fromthe record that owners of al
ki nds of regular trucks are accustoned to seeking out

opposer to purchase a wide variety of afternarket

accessories for the beds of their pickup trucks — if not
all fromthe retail l|ocations, at |east through opposer’s
extensive catal ogue (e.g., Opposer’s Exhibit #9). 1In

addition, the record contains testinony that opposer offers
a wde variety of vehicle repair, naintenance and parts
installation services. Accordingly, on this record, it is
clear that the respective goods and services at issue
herein, and the established, |ikely-to-continue channels of
trade therefor, are so simlar or closely related in a
commercial sense that, if such goods and services are sold
or advertised under the sanme or substantially simlar
mar ks, confusion as to the origin or affiliation thereof
woul d be likely to result.

Applicants also argue that their “gear shift | ocks”
are not sold in opposer’s stores or retail catal ogues.
Wiile it is true there is no indication that opposer has

any gearshift locks, it does market a wi de variety of
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shifters, shift kits and transm ssion accessories. These
goods are not identical but nust be deened to be rel ated.

Accordingly, we agree with opposer that sone of
applicants’ listed goods are identical to sone of opposer’s
goods and are otherwi se closely related to opposer’s goods
and services. Mdreover, it is certainly not necessary that
a likelihood of confusion be found as to each item i ncl uded
Wi thin applicants’ identification of goods. See Tuxedo

Monopoly, Inc. v. General MIIs Fun G oup, 648 F.2d 1335,

209 USPQ 986, 988 (CCPA 1981); and Al abama Board of

Trustees v. BAMA-Werke Curt Baumann, 231 USQP 408, footnote

7 (TTAB 1986).

As to the du Pont factor focusing on the conditions
under which and buyers to whom sal es are made, we al so
agree with opposer that nost of applicants’ identified
itens are inexpensive and woul d be “purchased by diverse

buyers wi t hout exercising much care.” Kenner Parker Toys

Inc. v. Rose Art Industries Inc., 963 F.2d 350, 22 USPQd

1453, 1458 (Fed. G r. 1992); cert. denied, 506 U S. 862,
113 S.Ct. 181 (1992). Wiile applicants’ canper shells
cannot be dism ssed as inpulse itens, neither do we assune,
given their retail price, that purchasers of these goods

woul d necessarily qualify as “sophisticated.”
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Opposer contends that a key du Pont factor inits
favor is the fane of its PEP BOYS narks. W agree with
opposer that, at least as it relates to the issue of
| i kel i hood of confusion, the record clearly denonstrates
such fame. The PEP BOYS termis either the entirety of

opposer’s clai ned marks, or makes up a dom nant and

di stinguishing portion of its registered marks. Qpposer
has proven to our satisfaction that this termis fanous in
the after-market for autonotive (including truck) parts and
accessories, wth respect to retail store services
featuring such nerchandi se and with respect to vehicle
repair and mai nt enance servi ces.

The record shows use of the PEP BOYS designation for
nore than eighty years. Currently, opposer’s l|large retai
stores conprise one of the largest retail autonotive parts
and accessories store chains in the nation. The sales and
advertising figures shown supra are nost inpressive,
pl aci ng opposer anong the nation’ s | eaders, whether
nmeasured in terns of its gross sales of parts and
accessories or in terns of the nunmber of service bays in
its stores.

Addi tional Iy, opposer has shown through testinony and

ot her evidence of record that the PEP BOYS nane has
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appeared as a service mark on the building facade of all of
its retail outlets, inits print advertising and
pronotional materials, on in-store point-of-purchase

di splays, and in connection with television, radio and

| nternet advertising. Opposer has pronoted the PEP BOYS
name in connection with its sponsorship of a variety of
auto racing events including several popular NASCAR venues.
Qpposer pronotes its nane by selling or giving anway a
variety of l|icensed |ogo-bearing nmerchandi se. (Qpposer’s
several witnesses testified to opposer’s involvenent with
various civic activities, resulting in free publicity. 1In
addition to free publicity growi ng out of public service
vent ures, opposer has granted |icensees perm ssion to use
the PEP BOYS nmarks in feature filns and ot her popul ar
entertai nment programm ng. Accordingly, we agree with
opposer’s wi tnesses, that after nore than eighty years of
pronotion invol ving hundreds of mllions of dollars of

nati onal and |ocal advertising, the PEP BOYS nane is fanous

i ndeed.
VWil e our principal review ng court has repeatedly
stressed the inportance of the du Pont factor focusing on

the fane of the prior mark, e.g., Kenner Parker Toys Inc.

v. Rose Art Industries Inc., supra;, Recot Inc. v. MC
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Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1897 (Fed. Grr.

2000), fanpbus marks still do not create rights in gross.
That is, even when the tribunal finds that the prior mark
is fanous, this does not preclude the registration to
anot her of the sane or simlar mark for any and all goods
and servi ces.

Accordi ngly, opposer’s reliance upon the fane of its
PEP BOYS marks, along with the rel atedness of the goods and
the simlarity of the channels of trade, etc., is not
sufficient to support a finding of |ikelihood of confusion
when, for exanple, the dissimlarity of the nmarks at issue
wei ghs strongly in applicants’ favor.

Opposer argues that applicants’ CARRYBOY and desi gn
mark is confusingly simlar to opposer’s PEP BOYS marks in

sight, sound and neani ng. Qpposer contends that the term
“Boy” is conpletely arbitrary as applied to applicants’
goods and opposer’s goods and/or services; that the word
“Carry” is not distinctive for applicants’ goods, which are
designed for use with truck beds, or “carriers of cargo”;
and that the word “Carry” in applicants’ mark has a sim|lar
connotation to the word “Pep” in opposer’s narks.

However, we concur with applicants, that their

CARRYBOY and design nmark is so different in sound,

- 27 -
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appear ance and connotation from opposer’s PEP BOYS narks as
to preclude any likelihood of confusion. When the
respective marks are considered in their entireties, the
primary simlarity — the presence of the word “Boy” or
“Boys” as the second portion of the literal elenents of the
respective marks — i s outwei ghed by the prom nent

di fferences.

The initial termin applicants’ nmark, CARRY, does not
sound or look at all like the term PEP in opposer’s narks.
As to connotation, while applicants did state that “in
Thai | and the word CARRYBOY refers to a hel per, servant or
carrier of cargo,” (opposer’s exhibits 90 and 91, response
# 8), it does not follow that the term*®“Carry” “connotes
hustl e, action and notion.” COpposer’s brief, p. 30. Wile
“carry” has the connotation of the novenent of physi cal
things, it does not have the connotations of vitality,
hustle or vimof the word “pep.” This difference in
connot ati on between the words “carry” and “pep” is not
di m ni shed when the respective words are paired with the
wor ds “Boy” and “Boys.

Based on the record before us, we see the |ikelihood

of confusion claimasserted by The Pep Boys Manny, Mye &

Jack O California as amobunting to only a specul ati ve,
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theoretical possibility. Language by our primry review ng
court is helpful in resolving the |ikelihood of confusion
controversy in this case:

We are not concerned with nere
t heoretical possibilities of confusion,
deception, or mstake or with
de mnims situations but with the
practicalities of the commercial world,
with which the trademark | aws deal

El ectronic Design & Sales Inc. v. Electronic Data Systens

Corp., 954 F.2d 713, 21 USPRd 1388, 1391 (Fed. Cir. 1992),

citing Wtco Chemcal Co. v. Witfield Chem cal Co., Inc.

418 F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff'g
153 USPQ 412 (TTAB 1967).

Accordi ngly, notw thstanding the du Pont factors
favoring the position taken by opposer herein, including
the critical factor of the fame of its marks, we find that
there is no |likelihood of confusion fromthe
cont enpor aneous use by applicants of their CARRYBOY and
design mark in connection with their identified truck
accessories, and the use by opposer of its PEP BOYS narks
for its goods and services, inasnmuch as these factors
favori ng opposer are outwei ghed by the differences in the

overall commercial inpressions of the respective marks.
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Di |l ution
Dilution becane avail able as a ground for opposition
with the enactnent of the Trademark Amendnents Act of 1999
("1999 Act") on August 5, 1999.2 The 1999 Act permts
retroactive application so as to all ow oppositions, brought
agai nst applications filed on or after January 16, 1996, to
be amended to include dilution clains, assum ng no

prejudice to the defendant. See Boral Ltd. v. FMC Corp, 59

USPQ2d 1701 (TTAB 2000). 1In the case before us, inasmnuch
as the involved application was filed on April 22, 1994,
there is a statutory bar to any assertion of dilution as a

ground for opposition. See Boral v. FMC, supra; and

Polaris Industries, Inc. v. DC Com cs, 59 USPQ2d 1798 (TTAB

2001) .

Application allegedly void ab initio

Opposer also alleged in its notice of opposition that
the record denonstrates that applicants’ mark was not in
use in conmerce prior to the April 22, 1994 filing date of

the instant application. Inasnuch as the involved

20 Section 13(a) of the Trademark Act, as anended, reads in
pertinent part: “Any person who believes that he woul d be
damaged by the registration of a nmark upon the principal
register, including as a result of dilution under section 43(c),
may... file an opposition...”

- 30 -
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application is based upon use in comerce, if this were
shown to be true, this opposition could be sustained on the
basis that applicants’ application would be void ab initio.

See Interned Communi cations, Inc. v. Chaney, 197 USPQ 501

(TTAB 1977) [where the | NTERMED mark had never been used in
the USA on or prior to the filing date in association with
the services described in the application, the application
was void].

The parties hereto are not disputing the actual facts
as much as di sagreeing over their legal inplications.

Hence, we will review first what the record shows about
applicants’ relevant activities during the period of 1993
and 1994, before turning to a discussion of whether this is
sufficient to neet the statutory requirenents of the Lanham
Act for “use in conmerce” prior to April 22, 1994.

In Septenber 1993, T.K D. Fiber Co. Ltd. (TKD), a
manuf acturer in Bangkok, Thailand jointly owned by the
applicants, transported a variety of goods bearing the
CARRYBOY and desi gn trademark, including front and rear
bunmper, vehicle seat kit, canper shell, gear shift |ock
| i cense plate frame, wheel house |iner, door security |ock,
anti-sway bar, side ski, safety glass windows and fit fl oor

tray, from Thailand to San Francisco, California. These
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goods were received by Running Wld, a proprietorship owned
by the wife of applicants’ U.S. agent and business partner,
M. Yee Tantiyavarong. Most of these itens were then

shi pped to Las Vegas, Nevada, for the Specialty Equi pnment
Mar ket Associ ation (SEMA) show of Novenber 2 — 5, 1993. At
t he SEMA show, TKD was |isted as the exhibitor. After the
SEMA show, these goods were shipped back to San Franci sco,
where M. Tantiyavarong continued to display these goods on
his pickup truck. M. Tantiyavarong assisted the
applicants in formng Truck Style, Inc. in Decenber 1993,
and continued to work to pronote TKD products in the USA.
This pronotional activity included tel ephone calls and
visits to prospective deal ershi ps throughout California,
sending out |etters and pronotional brochures, and securing
a location for offices and a showoomfor the newy-

i ncorporated Truck Style, Inc. entity. It was also during
this period that M. Tantiyavarong provided at no cost a
canper shell to a prospective custoner (e.g., a retai
distributor of truck caps). The first docunentation of an
actual sal e of CARRYBOY products took place on Cctober 24,
1994, nore than six nonths after the filing date of the

i nvol ved application.
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Under the standards established by the Trademark Law
Revi sion Act of 1988, applicants and their U S. |icensee
nmust denonstrate bona fide use of the mark in the ordinary
course of trade, and not nmade nerely to reserve a right in
the mark. As seen in the tineline sumari zed above, goods
bearing the CARRYBOY nmark were transported from Thailand to
San Francisco, California, and then transported to Las
Vegas, Nevada for display at the SEMA show. Over the
following year, this led to further product displays and
ot her continuing pronotional activities by applicants and
M. Tantiyavarong, eventually resulting in the first sale
on Cctober 24, 1994.

VWi | e opposer consistently points to the fact that
there was no technical trademark use prior to the April 22,
1994 filing date of the opposed application, applicants
have taken the position that the entire series of
activities from Septenber 1993 up to and beyond the initial
sal e of Cctober 1994 clearly satisfies the statutory
requi renent of Section 45 of the Lanham Act as amended by
the Trademark Law Revision Act. Applicants clarify that
they are not relying on the single act of this shipnent
from Thailand to California to establish their “use in

comerce,” but rather, conceive of this shipment coupled



Opposition No. 91105133

with a long series of applicants’ later activities to
denonstrate a “concentrated and concerted effort” to pl ace
their products in the marketplace on a conmercial scale.

We agree with opposer on this point, and find that
applicants failed to show any technical trademark usage of
the mark in commerce prior to the April 22, 1994 filing
date of the involved application. The shipnent of product
in the fall of 1993 from TKD in Thail and for further
shipment to TKD s SEMA booth in Las Vegas essentially
conprised internal transactions. The pronotional
activities at the SEVA trade show, which involved no sales
but nerely the display of product, did not constitute “Use
in Conmerce.”

In defining “Use in Comrerce,” Section 45 of the Act,
15 U.S.C. Section 1127, requires that “the goods are sold
or transported in comerce.” Cearly, if applicants had
been able to show a pattern of sales of the goods with the
mark affixed thereto prior to April 1994, this issue would
not be before us.

It is the definition of “use in commerce” as anended
by The Trademark Law Revi sion Act that governs this case.
Applicants’ use, as revealed by the undisputed facts

herein, sinply does not rise to the |level of “bona fide use
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of a mark in the ordinary course of trade.” For exanple,
even if we determ ned that applicants’ display and
pronotional activities mght be judged as sufficiently
public uses to identify the marked goods to an appropriate
segnent of the public mnd, thereby providing rights
superior to those of a subsequent user (i.e., use anal ogous
to trademark use), the statutory requirenment for use on or
in connection with the sale of goods in commerce has stil
not been net. The nere fact that a product is transported
across jurisdictional lines is not legally significant
unless it conprises a bona fide comercial transaction,
e.g., shipnent pursuant to a sale or other conveyance to

the ultinmate customer. See Hydro-Dynamics Inc. v. Ceorge

Put nam & Conpany Inc., 811 F.2d 1470, 1 USPQ2d 1772 (Fed.

Cr. 1987). Hence, we sustain the opposition on the

grounds that the invol ved application was void ab initio.

Al'l egations of Fraud on the United States Patent and
Trademark O fice (USPTO

Again, the parties seemto be in agreenment on the
| egal standards to be applied in judging this ground for
opposition. In order for opposer to prevail on a claimof
fraud in procuring a trademark registrati on, opposer mnust

pl ead and prove that applicants know ngly nmade “fal se,
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mat eri al representations of fact in connection with their

application.” Torres v. Cantine Torresella S.r.|., 808

F.2d 46, 1 USPQ2d 1483, 1484 (Fed. G r. 1986), and Duffy-

Mtt Conmpany v. Cunberland Packi ng Conpany, 424 F.2d 1095,

1098-1100, 165 USPQ 422 (CCPA 1970). That is, to
constitute fraud on the United States Patent and TrademnarKk
Ofice, a statenment nust be (1) false, (2) made know ngly,
and (3) a material representation. Mreover, the charge of
fraud upon the O fice nust be established by clear and

convi nci ng evidence. See Gant Food, Inc. v. Standard

Terry MIIls, Inc., 229 USPQ 955 (TTAB 1986). Needless to

say, the parties strongly disagree on the question of
whet her opposer has proven this allegation.

Qpposer is vehenment in its clains that applicants have
commtted fraud on the O fice. According to opposer,
applicants first nade fal se representati ons when they
declared in the opposed application as filed that the
opposed mark was in use in comerce in connection with the
goods set forth in the involved application as of Mrch
1994. Then in response to an Ofice action, in a
decl aration signed by applicants, they stated that, “Goods
have been shipped in interstate comrerce between Thail and

and the U.S. beginning March 1994 by the distributor, Truck
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Style Inc., a California corporation established Decenber,
1993."

However, opposer points out that neither Truck Style,
Inc. nor anyone el se associated with applicants either
shi pped or sold any products identified in this application
“beginning” in “March 1994” “between Thailand and the U. S.”
Qpposer charges that applicants were fully aware that as of
March and April of 1994, applicants had no product
avail abl e for shipment to, or sale in, the U S. by Truck
Style, Inc. Apart fromany of the legal inplications
surroundi ng “use in conmerce,” opposer charges that the
appl i cants knew when they nade their declaration that these
facts were untrue. Hence, opposer alleges that applicants
knowi ngly made fal se representations in this declaration.

Opposer al so argues that inasmuch as these
representations regarding use of the mark in comrerce were
fundamental to the registrability of applicants’
application, they were certainly “material.” See Wstern

Farnmers Assn. v. Loblaw, Inc., 180 USPQ 345, 347 (TTAB

1973) [fal se statenent in trademark application that mark
had been used on specific goods constituted fraud on the US

PTO; First International Services Corp. v. Chuckles Inc.

5 USPQ2d 1628 (TTAB 1988) [fraud found in applicant’s
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filing of application with statenment that the mark was in
use on a range of personal care products when applicant
knew it was used only on shanpoo and hair setting lotion];

Torres v. Cantine Torresella S.r.l., supra at 49 [fraud

found in registrant’s subm ssion of renewal application
al l eging mark was used on wi ne, vernouth and chanpagne when
registrant knewit was in use only on w nej.

Nevert hel ess, applicants argue that fraud nust be
proved by clear and convincing evidence, citing to Metro

Traffic Control. Inc. v. Shadow Network, Inc., 104 F.3d

336, 340, 41 USP@2d 1369 (Fed. Cir. 1997); Smith

International v. Ain Corp., 209 USPQ 1033, 1044 (TTAB

1981), and applicants argue that opposer has failed to neet
this heavy burden.

Poi nting out that innocently-nade, inaccurate
statenents do not constitute fraud, applicants have sought
to explain these m sstatenments on the basis of “language
difficulties” between thenselves and tradenmark counsel -
and that it was nerely confusion as to the neaning of “use
in commerce” under United States trademark |aw.

Qpposer points out this claimis not about |egal
interpretations of Lanham Act | anguage. Mbreover, opposer

charges that applicants cannot avoid their duty of know ng
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what they were representing factually to the Ofice under
penalty of perjury by sinply relying upon an asserted
unfam liarity with the English | anguage. Cearly, opposer
di sagrees with applicants’ assertions that their

m sstatenents conprised a reasonabl e and honest belief of
facts that rebuts opposer’s charges of fraud. Qpposer
argues as foll ows:

To all ow Applicants to rely on asserted

i gnorance of the very clainms they are
asserting under penalty of crim nal
prosecution woul d render neaningl ess the
requi renent of the Act and regul ati ons that
such statenents of use in commerce be
verified. 15 U . S.C. 81051(a)(l)(A). It
goes, in fact, to the very heart of the
application process. If the verification
cannot be relied upon for the proposition
that the applicant has read, has know edge
of , and understands, at |east at the nost
basic level, the “facts” which the applicant
decl ares under penalty of perjury “are
true,” such verifications are, in effect,
wort hl ess; a procedural requirenment with no
substance. To represent that one has

know edge, as a matter of fact, of sonething
whi ch the declarant, in fact, does not have
know edge, in itself is a fraud and materi al
m srepresentation. Applicants, therefore,
shoul d — and nust — have known exactly which
goods their mark was used in connection with
at the time they made Declarations in this
regard. Therefore, their statenents were
not nerely in error, they were fal se and
fraudulent. Torres, supra and Duffy-Mtt,
supr a.

Qpposer’s brief, p. 47.
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Recogni zing that a charge of fraud nmust be proved by
cl ear and convincing evidence, we find, based upon the
entirety of this volum nous record, that applicants, in the
decl aration executed in response to an O fice action,
knowi ngly nmade fal se, material representations of fact.
When they nade this declaration, applicants knew, or should
have known, that no one associated with applicants had
shi pped or sold products between Thailand and the U. S.
beginning in March 1994. See Torres, supra. The
statenents were clearly false, and in the context of the
prosecution of this application, were definitely material.
It is indefensible to suggest that applicants did not know
that their declaration statenments were false, and so we
agree with opposer that the fal se statenments contained in
t he declaration were nmade know ngly. This Board will not
tolerate a situation where applicants know ngly provide
false, material information to counsel for the preparation
of a declaration so critical to the application process.

In addition to being troubled by applicants’ attenpts
to save this application with knowi ngly fal se statenents,
we share opposer’s concerns about the unfairness in the way

applicants have used their clains of attorney-client
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privilege with their former counsel to defend this fraud
claim Applicants argue as foll ows:

Al t hough Applicants’ fraud is established in
the record, Opposer continues to object to
Appl icants’ asserted reliance on

comuni cations with counsel to defend the
fraud claim while at the sane tinme refusing
to di scl ose these communi cations. Applicants
have refused to produce these purported
communi cati ons or docunents relating or
referring to their “error” and refused to have
their witness testify to it, seeking to shield
t hese docunents and information by the
attorney-client privilege and/or attorney work
product doctrine. It is well established that
a party cannot rely on purported
comuni cati ons and di scussions with counsel,
while at the sane tinme refusing to provide, or
sel ectively providing, those comunications.
See e.g., Afro-Lecon v. United States, 820
F.2d 1198, 1204 (Fed. G r. 1987); Geater
Newberryport C anshell Alliance v. Public
Serv. Co. of New Hanpshire, 838 F.2d 13, 22
(15" Gir. 1988); United States v. Bilzerian,
926 F.2d 1285, 1292 (2" Cir. 1991); Conkli ng
v. Turner, 883 F.2d 431, 434 (5'" Cir. 1989):
Sedco Int’| v. Cory, 683 F.2d 1201, 1206 (8'"
Cr. 1982); GAB Business Servs. v. Syndicate,
627, 809 F.2d 755 (11'" Cir. 1987); and United
States v. Carr, 437 F.2d 662, 663 (D.C. Cir.
1970).

The standard here is fairness — fairness to
the privilege holder, to the rationale and
policy underlying the privilege, and to the
opposing party. In Gorzegno v. Maguire, 62
F.RD. 617 (S.D.NY. 1973), for exanple, the
defendant clained that the plaintiff nmade a
fraudul ent claimof inventorship before the
PTO. In support of this claim the defendants
of fered a docunentary adm ssion that one of
the plaintiffs, Gorzegno, had nade in an
application that he had filed when he was an
enpl oyee of the defendant. The defendant,

- 41 -
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however, resisted production of comrunications
bet ween Gorzegno and defendant’s counsel on
the i ssue being proven by the statenent in the
application — Gorzegno’s know edge. The

def endants argued that they could introduce a
docunent as evidentiary proof of an adm ssion
wi thout | osing privilege protection for
background comuni cations that bore directly
on the substance of what was allegedly to be
indirectly proven in that docunent. The court
found this argunent unpersuasive, stating that
“[f]lundanental precepts of fairness dictate

t he opposite conclusion. It would be

mani festly unjust to allow the application to
be introduced in a vacuum totally inmmunized
fromcontextual analysis.” Id. at 621.

The exact sanme circunstance is presented here.
For Applicants to rely on comuni cations with
counsel to defend a charge that their false
statenments to the PTO were nmade with
fraudul ent intent, “while sinultaneously
foreclosing any further anplification of its
underlying validity unduly prejudices

[ Opposer’s] position.” I1d. “Defendants
cannot have it both ways; they cannot seek
refuge in consultation with counsel as

evi dence of their good faith yet prevent

[ opposer] from di scovering the contents of the
comuni cation.” Dorr-AQiver v. Fluid-Quip, 834
F. Supp. 1008, 1012, 29 UsP@d 1732 (N.D. II1.
1993). Thus, public policy prohibits “the use
of an asserted privilege as both sword and a
shield,” Gorzegno, 62 F.R D. at 621

Qpposer’s brief, pp. 47 — 48.

Accordingly, while we continue to uphold applicants’
clains of attorney-client privilege, we conclude that it
woul d be nost unfair to opposer to permt applicants

successfully to defend thensel ves agai nst a strong show ng
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of fraud on the Ofice by providing them conplete refuge in

their consultations with counsel. See Dorr-Qdiver, supra.

Furthernore, while applicants claimthat their formner
attorney has refused to provide applicants or their current
attorneys with docunents responsive to several of opposer’s
litigation requests, applicants’ wtness, Yee
Tanti yavarong, testified that although he was the sole
conduit of communi cations between applicants and their
former counsel, he had not nmade a single request to this
former attorney to provide docunments and information. This
testinony belies earlier statenents contained in
applicants’ discovery responses as well as in statenents
made before this Board when applicants were opposing
opposer’s renewed summary judgnment notion and opposer’s
notion to conpel. This pattern of conduct is further proof
of applicants’ fraud, and supports opposer’s clains that

this opposition should be sustai ned.

Deci sion: W dism ss the opposition based upon the
clainms of |ikelihood of confusion and dilution. However,
we sustain the opposition based upon the claimthat the
application is void ab initio and based upon the cl ai m of

fraud on the United States Patent and Trademark O fice in
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procuring a trademark registration, and as a result,

registration to applicants is refused.



