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Opinion by Sims, Admnistrative Tradenmark Judge:

Echel on Corporation (opposer), a Del aware corporation,
has opposed the application of Echel on Residential LLC
(applicant), a Florida corporation, to register the mark
ECHELON for rental and | easing of apartnents, office space,
real estate, and real property; apartnent house, office
space and real estate nanagenent; and real estate brokerage

services, in Class 36; real estate devel opnent services, in



Qpposition No. 105,634

Class 37; and the rental and leasing of aircraft, in d ass
39. L

In the notice of opposition, opposer asserts that it
devel ops and di stri butes comuni cations and conputer goods
and services including conputer network systens which
provi de identification, sensing, comrunications and control
of traditional products in homes, buildings and factories;
t hat opposer has used the nane ECHELON since at | east as
early as 1988; that opposer owns registrations covering the
mar Kk ECHELON for such goods as electronic circuits,
el ectronic circuit boards, integrated circuits, and
el ectrical circuit conponents for a network which provides
identification, sensing, conmunications and control, and
instruction manuals sold therewith, as well as conputer
prograns for use in devel opi ng conputer prograns;ﬂthat
opposer has devel oped common law rights in the mark and nane
in the real estate devel opnment and managenent mar ket by
selling its building automati on products and providing
support and technical services relating to its products;

t hat opposer’s nane and mark is well known in the trade; and

1 Application Serial No. 75/159,084, filed Septenber 3, 1996,
based upon applicant’s allegation of a bona fide intention to use
the mark in comerce.

At the oral hearing, opposer withdrew its opposition to the
registration of applicant’s mark in connection with the renta
and |l easing of aircraft. Therefore, no further consideration
will be given to these services.
2 Regi stration Nos. 1,535,141, issued April 18, 1989; 1, 536, 275,
i ssued April 25, 1989; and 1, 783, 245, issued July 20, 1993.
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that applicant’s mark ECHELON so resenbl es opposer’s
previously used and registered nmark as to be likely to cause
confusion, to cause m stake or to deceive.

In its answer, applicant has denied the essenti al
al l egations of the opposition and has all eged, as an
affirmati ve defense, anong other things, that the mark
ECHELON i s descriptive or suggestive of a quality of a
business so that it is a weak mark entitled to a limted
scope of protection.

The record of this case consists of testinony (and
exhi bits) taken by both parties; applicant’s discovery
responses relied upon by opposer’s notice of reliance; a
portion of a printed publication relied upon by applicant’s
notice of reliance; and the application file. An oral
hearing was held at the request of both parties.

Opposer’s Record

Qpposer is in the building controls business,
devel opi ng and selling network connectivity operating
systens hardware and software. Qpposer devel ops so-call ed
“open interoperabl e networks” as opposed to “cl osed,
hi erarchical” proprietary control systens. (Qpposer’s
control systens vary in cost from hundreds of dollars to

hundr eds of thousands of dollars. Opposer’s goods include

Section 8 and 15 affidavits have been filed with respect to these
regi strations.
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central processors called Neuron chips, devel opnent tools,
net wor k managenent products and software.

Qpposer’s building control systens are used in
connection wth heating, ventilation and air conditioning
(HVAC) systens, in lighting and in security systens.
Qpposer’s products are installed in ceiling panels, lighting
panel s and control roonms. According to the testinony,
opposer’s control systens could be accessed by buil di ng
managers and commerci al tenants. Opposer’s mark is visible
on the Neuron chips, as well as on lighting control panels
and on products of so-called systens integrators and
ori gi nal equi pnent manufacturers (OEMs) who i nstal
opposer’s chips and integrated circuits into conputers.
Opposer’s mark al so appears on the conputer screen when
opposer’s conputer prograns are run.

The market for opposer’s goods includes building
owners, both comercial and industrial, as well as, to a
| esser degree, honmeowners. (Cpposer’s primary custoners
i ncl ude consul ti ng engi neers, design, electrical and
devel opnent engi neers, facility and buil di ng managers,
mechani cal and el ectrical contractors, and conpani es that
make el ectronic products. Haaser dep., 9, 10, 23, 45, 70-
71, 92. Systens and network integrators al so use opposer’s

products as well as products from other nmanufacturers to
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create other controls systens. Qpposer’s products are sold
directly by opposer’s sales representatives.
Opposer al so renders training and support services.
M. Barry Haaser, opposer’s fornmer director of
mar keting, testified concerning the selling process or
“sal es cycles” of opposer’s products, at 85-88:

THE W TNESS: Ckay. The sale of a LonBuilder [an
ECHELON product] is a long sale cycle, and woul d
often take several nonths to conplete.

Q(By M. Kelly): That’s the word | was | ooking
for, sales cycle. GCkay. Wy would it be a |ong
sales cycle to sell the LonBuil der product?

A Because although it’s a relatively sinple
product, a conpany deciding to incorporate this —
t he Echel on technology into their product famly
woul d have to nmake a core strategic decision to
change the way they design and build products, and
ultimately sell products.

Echel on’s — by incorporating Echel on technol ogy
to their product, they' re essentially agreeing to
create, nore often than not, an open system And
Echel on was facing a market that was used to
selling closed proprietary systens.

* * * * * *

Q During this long sales cycle for the LonBuil der
work station, would there be a nunber of
comuni cati ons bet ween Echel on personnel and the
potential customer?

A Yes.

Q Wuld there ever be face-to-face discussions?

A Yes. Normally there would be one or nore face-
to-face di scussions.

Q Wul d there al so be tel ephone di scussions?

A Yes.
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Q Approxi mately how nany tel ephone di scussi ons
woul d there be on a typical sale?

Alt's difficult to give you a concrete answer. |
don’t know, to be honest with you. Nunerous sal es
—- telephone conversations. And the reason there
woul d be nunerous sal es conversations is because
there are typically nultiple decision-makers in a
sale like this. You have the engi neer working on
the project. You have a project engineer or
project |eader. You probably have a director or
vi ce-presi dent of engineering. And nore often
than not, because it’s a strategic business

deci sion, senior |evel executives would get
involved. So it was not unconmon for a president
or CEOto also get involved. So there would be
mul ti pl e di scussions taking place.

* * * * * *

Q Wul d the NodeBui |l der devel opnent tool have a
| ong sal e cycle?

A Typically it would have a shorter sales cycle,
because it was a lower priced item and so there
was little risk of investing in a product that was
only 4,000 instead of 20 or $25, 000.

Q How I ong was the sales cycle for the NodeBuil der
devel opnent tool ?

A Probably half that of the LonBuil der.
Q That woul d be approxi mately —-
A Two to three nonths.

Q To nake a sal e of the NodeBuil der devel opnent
tool, would that typically also involve a nunber
of personal and/or tel ephone neetings?

A Yes, although our sales force — we restructured
our sales force and created a tel esal es

organi zati on who was nore productive at selling

t he NodeBuil der over the tel ephone, which did not
require face-to-face neetings.

Q But would it typically require nore than one
t el ephone call ?



Qpposition No. 105,634

A Yes.

Qpposer pronotes its goods and services by neans of
semnars to electrical and design engineers as well as by
nmeans of advertisenents in trade publications. Qpposer’s
annual advertising budget is around $1 mllion. Haaser
dep., 122. In 1997, opposer’s revenue approxi mated $32
mllion.

Accordi ng to opposer’s w tnesses, there was sone
shar ehol der confusi on when sonme of applicant’s investors
cal | ed opposer’s 800 nunber after receiving new stock
certificates in the mail. Concerning these inquiries which
opposer received, M. Haaser testified that opposer was
listed in directories and on the Internet whereas applicant
was not. Al so, when opposer went public in 1998, one of
opposer’s witnesses testified that opposer received
approximately 50 calls frominvestors evidencing sone sort
of sharehol der confusion. Opposer also nmade of record a
statenent filed with the Securities and Exchange Comm ssion
(SEC) by Kestrel Investnent Managenent Corporation which
incorrectly stated that that conpany had purchased opposer’s
stock when it had actually purchased applicant’s stock. M.
Haaser testified that, wth respect to actual purchasers, he

was aware of no instances of actual confusion. Haaser dep.,
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78-79. However, a bill intended for applicant was sent to
and recei ved by opposer. See Ex. 112.

Qpposer’s vice president and chief financial officer
offered the foll ow ng opinion concerning |ikelihood of
confusion (Stanfield dep., 54-55):

A |If you were — had had a comrerci al building
t hat enpl oyed cl osed, hierarchical, proprietary
control systens, then decision-nmakers who were
famliar with that facility — even just fromthe
perspective of going there, | nmean people are
aware this facility does not have LonWirks in it.
Not this one so nuch, but the one next door has
all kinds of interesting problens that sonetines
occur in the sumrer.

| f people going there saw our nane, saw this
system saw that it didn’'t perform properly or
didn’t meet whatever objectives they have, in ny
mnd it would undercut that marketing nessage that
we have -— we have tried to build this |ink

bet ween Echel on and open interoperable.

In the home market, we have worked for years on
that in terns of our power |ine technol ogy, our
net wor ki ng technol ogy, et cetera. And now that
that market is just beginning to happen, | would
not want soneone to attribute to Echel on any
deficiencies that mght exist in smart apartnents
that you were building. Because once again, that
woul d under cut that marketing nessage.

Applicant’s Record

Appl i cant, enpl oyi ng about 140 people, is a real estate
and financial services conpany involved in devel opnent,
owner shi p and managenent of comrercial and multi-famly
residential real estate, as well as comrercial brokerage
services. It was created in 1996 when Florida Progress

Corporation, a public utility, spun off its real estate
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assets. At that tinme applicant’s stock was distributed to
Fl ori da Progress sharehol ders.

Applicant rents and | eases apartnents, office space and
ot her real estate and nmanages apartnent houses and offices.
Appl i cant al so engages in real estate devel opnent services
as well as real estate brokerage services.

Applicant’s wtnesses testified that applicant has been
operating under the nanme Echelon International Corporation
since 1996, first using its mark in Septenber 1996 at a
trade show.

Applicant’s real estate devel opnent services are
offered to real estate investors. |In connection with these
devel opnent services, applicant buys existing buildings
whi ch are then refurbished, or applicant buys |and and
builds nulti-famly and commercial buildings, which it sells
or |l eases. \Wen applicant chooses to build a multi-famly
or commercial building, applicant selects an architectural
firmand then submts plans and specifications for bidding
by contractors. Sone of the devel opnents applicant has
constructed bear applicant’s nanme: Echelon at The Reserve,
Echelon at Bay Isle Key, and Echel on at Wodl and Park.
Appl i cant has spent several hundred thousand dollars in
advertising these services.

In the facilities which applicant owns or manages, the

testinony reveal s that applicant has a maintenance staff of
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techni ci ans who nmai ntain such equi pnent as the HVAC
(heating, ventilation, air conditioning) systens or air
handl i ng systens. |f applicant’s personnel cannot handle a
particul ar mai ntenance problem applicant contacts a
contractor or nechanical subcontractor. Applicant’s
managenment services are rendered to the owners of apartnent
houses, offices and real estate.

Appl i cant’ s brokerage services are rendered to | arge
and smal| buyers, sellers, lessors and | essees of real
estate. I n connection with these brokerage services,
applicant sells or |eases commercial buildings.

According to Julio Maggi, applicant’s vice president of
commerci al devel opnent, a typical commercial real estate
| ease negotiati on process goes as follows:

A O course, we nmarket the building. W

advertise the building. W personally speak with

brokers in the community. W directly solicit

prospective tenants. Either those tenants cone to

us or we find themthrough our own efforts or

t hrough brokers. Once there is an interest

established, we begin the process of negotiating

terms, proposals. And counter proposals are sent

back and forth. Eventually, either the concl usion

is drawn there’s not going to be a deal, or we

cone to terns, at which point either a letter of

intent is executed on the larger, nore conpl ex

deals or we go straight to a | ease. The | ease

negoti ati ons then ensue. The | awers get

i nvol ved, and eventually the |lease is drafted and

execut ed.

Q How long does a typical |ease negotiation
process take?

A It varies dramatically fromdeal to deal
Some get concluded in a matter of two weeks.

10
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O hers take nonths and nonths. So al t hough the

process remains fairly consistent, the | ength of

time really depends on the deal, the personalities

i nvol ved.

Maggi dep., 8-9. M. Mggi also testified concerning
applicant’s build-to-suit devel opnent process, which usually
takes longer and is nore involved. Maggi dep., 10-11.

In 1998, applicant’s sales were around $10 nmillion
while its advertising expenses were | ess than $100, 000.
Applicant advertises and pronotes its services in trade
magazi nes and newspapers, by direct mail and signs, as well
as at trade shows. Applicant is not aware of any instances
of confusion by potential purchasers, although there is
testinmony that applicant received a phone call fromthe
press seeking an interview wi th opposer’s personnel.
According to the discovery responses, applicant first becane

awar e of opposer in 1997.

Argunents of the Parties

Qpposer argues that its mark is well known and i ndeed
famous, having becone synonynous with “smart” buil di ng
technol ogy. Because its mark is strong and distinctive,
with no third-party uses, and because applicant’s mark is
i dentical to opposer’s, opposer contends that the
rel ati onshi p between the goods and services of the parties
need not be as close in order to support a finding of

| i kel i hood of confusion. 1In this regard, opposer notes that

11
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applicant has touted the advanced technol ogi cal features of
its buildings including its pre-wired “smart apartnents.”
Opposer contends that confusion is |Iikely anong such
purchasers as property and building owners, facility
managers, construction and other contractors, architects and
engi neers, and even buil ding occupants and tenants, although
opposer does concede that once its goods are installed by
contractors, the products becone part of a building s
infrastructure and are not |likely to be seen by building
occupants and tenants (brief, 15, fn. 2). Further, opposer
argues that even though purchasers or potential purchasers
may be sophisticated or know edgeable in a particular field,
this does not nmean that they are sophisticated or
know edgeable in the field of trademarks or that they are
i mune fromconfusion. Also, even if initial purchaser
confusi on may be dissipated over the course of time during
the rendering of applicant’s services, it is opposer’s
position that this confusion is neverthel ess actionable.
More particul arly, opposer posits, anong ot her
scenari os, that confusion may occur because applicant’s
services include the installation and mai ntenance of the
sane devices that opposer’s products are designed to
control; that design architects and engi neers enpl oyed by
applicant to design its buildings are at least initially

likely to believe that applicant is associated wi th opposer;

12
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and that building occupants, aware of opposer’s goods
t hrough the nmedia, who rent or |ease fromapplicant wll
al so believe that applicant is connected with opposer.

Opposer al so contends that instances of actual
confusi on have occurred anongst purchasers. |In sum opposer
contends that applicant had a duty to select a mark which
was not confusingly simlar to its mark.

Applicant, on the other hand, contends that the only
factor favoring opposer is the identity of the marks.
Appl i cant di sputes opposer’s contention that the record
establishes that opposer’s mark is fanous, arguing anong
other things that the term ECHELON i s suggestive and
| audat ory.

Wth respect to the rel atedness of opposer’s goods and
applicant’s services, applicant argues that it is a
traditional real estate conpany that builds, sells, nmanages
and | eases commercial and residential buildings. Opposer’s
goods, on the other hand, are incorporated into specialized
bui | di ng aut omati on network control systens for air
conditioning, lighting and security systens. These goods
are placed in a control roomofflimts to building tenants
and occupants, who are not purchasers of these goods. It is
applicant’s position that there is no substanti al
rel ati onshi p between opposer’s specialized control devices

and software and applicant’s real estate services. Al so,

13
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according to applicant, there is no substantial overlap in
the parties’ custoners, applicant’s client base including
bui | di ng owners and conmercial and residential tenants who
have no reason to know of opposer or its goods. Even if an
overl ap existed, according to applicant, the sophisticated
and expensive nature of the respective goods and services as
well as the well-infornmed and sophisticated professionals in
the building and construction industries, including
architects and engi neers, would help prevent any confusion.
Concerning the alleged instances of actual confusion,
appl i cant characterizes those as “vague, anonynous, and
unsubst anti at ed anecdotes” (brief, 18). M sdirected
inquiries fromapplicant’s shareholders as the result of the
initial public offering were not exanples of purchaser
confusion, applicant contends, and resulted because
applicant did not have a toll-free tel ephone nunber.
Mor eover, this sharehol der confusion eventually abat ed.

Di scussi on and Opi ni on

There is no question that opposer has proven priority,
both as a result of its ownership of registrations covering
the mark ECHELON and its testinony of use since 1988. King
Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182
USPQ 108, 110 (CCPA 1974). And, of course, the parties are
using the identical mark. Also, although we find that

opposer’s mark has achi eved recognition in the building

14
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controls field, as a result of sales and advertising and
exposure of the mark to the trade, we cannot say that
opposer has established, for purposes of this proceeding,
that its mark is a “fanous” one.

The central question in this opposition is whether
applicant’s use of the mark in connection with its various
real estate services is likely to result in confusion
because of opposer’s use of the identical mark in connection
with its building controls systens, software and rel ated
servi ces.

After careful consideration of this record, we concl ude
that confusion is not likely. As applicant has argued,
opposer’s specialized controls systens, software and rel ated
services bear only a tangential or superficial relationship
to applicant’s real estate services. Wile there may be
sone overlap in potential purchasers (building owers and
contractors, for exanple), and while one may perhaps
visual i ze a scenari o where opposer’s control systens are
purchased by one of these individuals, who nay al so purchase
applicant’s real estate services, it seens to us that any
confusion could best be described as renote or possible but
not likely. The fact that sonme of applicant’s facilities
may tout their “smart” features is not sufficient to nmake
t hese otherw se nostly unrel ated goods and services rel ated

to such an extent to cause purchaser confusion. Nor is the

15
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nere possibility that sone of opposer’s control systens nmay
end up in sonme of applicant’s buildings enough to
denonstrate that purchasers of the respective goods and
services wll be confused. Furthernore, the expense of the
respecti ve goods and services as well as the sophistication
of the purchasers and the |evel of care exercised in the
negoti ati on process and purchasing decision mlitate agai nst
a finding of likelihood of confusion. Wth respect to
bui I di ng occupants and tenants, they are not generally
purchasers of opposer’s control systens and are therefore
not in a position to be confused. W also do not find

per suasi ve the instances of sharehol der confusion, and any
al | eged i nstances of purchaser confusion are m ninal at
best .

In conclusion, we find that applicant’s mark, although
identical to opposer’s, is not likely to cause confusion
because of the unrel atedness of the respective goods and
services and the sophistication of the purchasers of those
rel atively expensive goods and servi ces.

Deci sion: The opposition is dismssed with respect to

all classes in the application.
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