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Qpi nion by Holtzman, Adm nistrative Trademark Judge:

An application has been filed by The WIliamA. Berdan &
Edward C. Goetz, IIl Partnership (applicant or B& to register
the mark LONDON UNDERGROUND (i n standard character form on the
Principal Register for the follow ng goods and services: "nen's

and wonen's apparel, nanely, shoes and ot her footwear, pants,

! Joined by Board order of February 22, 2001
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shirts, jackets, sweaters, shorts, dresses, skirts, coats, belts,
hosi ery, gloves and headwear" in International Cass 25; and
"retail clothing stores” in International Cass 42. The
application (Serial No. 75123951) was filed on June 24, 1996
based on an allegation of a bona fide intention to use the mark
in commerce. Applicant has not filed an anendnent to all ege use.

On May 1, 1997, London Regional Transport (opposer), a
public utility established by statute in the United Ki ngdom
filed an opposition to registration of the above application. As
grounds for opposition, opposer alleged that long prior to the
June 24, 1996 filing date of the application, opposer has been
engaged in providing public transportation services in the United
Ki ngdom under the mark LONDON UNDERGROUND, and offering for sale
various products, including clothing, in connection therewth;
that the mark as used on these goods and services has becone
fanbus and its reputation is known in the United States; and that
applicant's mark for the goods and services identified in the
application so resenbles opposer's mark as to be likely to cause
confusi on, m stake or deception.

Applicant filed an answer denying the salient allegations of
the notice of opposition. 1In addition, applicant, now
identifying itself as Planet Luv-Tron, Inc. in the answer,
all eges that there has been a series of assignnents involving its

application. In particular, applicant notes an assignnent from
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B&G to Pl anet Luv-Tron, Inc., ("PLT") (on May 28, 1998); a
subsequent assignnment from PLT to Intershoe, Inc., ("Intershoe")
(on April 28, 1999); and an assignnment fromIntershoe back to PLT
(on February 5, 2001).

Opposer, in response, filed an anended pleading alleging, in
addition to its previously stated ground of |ikelihood of
confusion, a claimthat applicant and its successors have
abandoned the mark for all goods and services. Qpposer also
all eged that pursuant to the April 28, 1999 assignnment from PLT
to Intershoe, PLT was not permtted to use LONDON UNDERGROUND as
a mark for retail clothing stores anywhere in the United States
other than an area in and around Portland, Oregon; that from
April 28, 1999 through February 5, 2001, Intershoe did not use
LONDON UNDERGROUND for retail clothing stores or exercise contro
over any retail clothing stores that may have been operated by
PLT in and around Portland, Oregon during that tinme; that from
April 28, 1999 through February 5, 2001, Intershoe did not use
LONDON UNDERGROUND for "pants, shirts, jackets, sweaters, shorts,
dresses, skirts, coats, belts, hosiery, gloves and headwear" or
for any "footwear" other than "shoes"; that the shoes marketed by
| nt ershoe under LONDON UNDERGROUND "differed fromthe shoes
mar keted by B&G [applicant] or PLT prior to April 28, 1999"; and
that I ntershoe discontinued use of LONDON UNDERGOUND for shoes

prior to February 5, 2001.
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Applicant filed an answer to the anmended pl eadi ng denyi ng
the salient allegations therein.

The record consists of the pleadings; the file of the
i nvol ved application; opposer's testinony, with exhibits,? of
David Ellis, head of intellectual property rights devel opnent
for opposer; applicant's testinmony, with exhibits, of WIIliam
Berdan, one of applicant's partners, and John Koo, president of
T.1.S.S., Ltd. (successor to PLT); and notices of reliance by
both parties.

Briefs have been filed, and an oral hearing was not
request ed.

Before turning to the nerits of this case, there are several
prelimnary matters that require our attention. To begin wth,
we need to clarify the issues in this proceeding. As noted
earlier, the application was filed on June 24, 1996 based on an
intent to use the mark in conmmerce, and an anendnent to all ege
use has not been filed. Applicant argues in its brief that it
actually began using the mark through its predecessors in 1989,

and applicant is claining priority based on that use.® Opposer

2 The Board was unable to |ocate the original exhibits which included a
nunber of books. Opposer provided the Board with copies of the m ssing
exhi bits including copies of pages fromthe books that opposer w shed
the Board to consider.

3 Although this claimof use earlier than the filing date was not
pl eaded as a defense, it was nonetheless tried by the parties.
Therefore, the answer is deened anended i n accordance with Fed. R G v.
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argues in its brief that nonuse of the mark by applicant's
predecessors from 1993 to 1996 establishes, prima facie, that
appl i cant abandoned the mark. |In addition, opposer, inits
anended pl eadi ng, alleged that applicant abandoned the mark as a
result of the nonuse of the mark by applicant's successors.

Qpposer appears to have franed the i ssue of abandonnment as a
separate ground for opposition and the parties have argued
abandonnent as a separate claimin their briefs. However, nonuse
of a mark prior to the filing of a statenent of use cannot be
used to make out a prima facie case of abandonnment in an intent-
to-use application.* Consolidated G gar Corp. v. Rodriguez, 65
USPQ2d 1153 (TTAB 2002). There can be no issue of abandonnment of
the mark in this case apart fromthe issue of priority in the
i kelihood of confusion claim Thus, the parties' evidence and
argunent s on abandonnent are construed as relating solely to
applicant's claimof priority and not as a separate ground for
opposi tion.

As a further matter, we note that there have been a series
of assignnents affecting the involved application. 1In addition

to the assignnments noted by applicant in its answer to the

P. 15(b), to conformto the evidence by asserting use of the mark by
applicant prior to the filing date of its intent-to-use application

“ W note that opposer has neither pleaded nor argued that applicant
did not have a bona fide intention to use the mark as of the filing
date of the application, and to the extent, if any, that opposer is
attenpting to assert or argue this claim it has not been proven
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opposition, the record shows that the application was further
assigned, this time to T.1.S.S., Ltd., on April 12, 2002. Wth
respect to all of the assignnents, except the April 28, 1999
assignnment fromPLT to Intershoe, the issue as franed in
opposer's anended pl eading only concerns the all eged nonuse of
the mark by applicant and its successors, not the validity of the
assignments. As to the April 28, 1999 assignnent fromPLT to
| nt ershoe, al though opposer pleaded that Intershoe did not
exercise control over use of LONDON UNDERGROUND for the retai
clothing store services, opposer neither pursued this claimin
its brief nor offered any proof at trial. Accordingly, that
issue will be given no further consideration. |In any event, we
find as to all of the assignnents, including the assignnment from
PLT to Intershoe, that applicant has shown, by appropriate
testi nony and supporting docunents, an uninterrupted chain of
title and continuity of control of these various entities to the
mark conmmencing fromthe filing date of the application.?®

We also note that applicant, in its brief, has attenpted, in
effect, to delete certain goods as well as the services fromthe

application. In particular, applicant states:

® The docunent evidencing the April 28, 1999 assignment fromPLT to
Intershoe indicates that PLT retained a right to own and operate retail
stores selling the LONDON UNDERGROUND products within a 50-nile radius
of Portland, Oregon, and was granted a non-exclusive |license to use
LONDON UNDERGROUND as the nanme of the store. The assignnment further
provides that the stores bearing the LONDON UNDERGROUND nane wil |l neet
the standards of quality established by |ntershoe.
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In addition to shoes and ot her footwear, Applicant's
application also lists the foll owi ng goods and
services: pants, shirts, jackets, sweaters, shorts,
dresses, skirts, coats, belts, hosiery, gloves and
headwear; and retail clothing stores. Applicant no
| onger seeks registration of LONDON UNDERGROUND i n
connection with those goods and services. (Brief, p.
1, footnote 1.)
Qpposer, inits reply brief, maintains that the Board "shoul d
enter judgnent sustaining the oppositioninits entirety." Reply
Brief, p. 1.
In view of applicant's statenent that it no | onger seeks
registration for goods and services ot her than "shoes and ot her

footwear," and since applicant did not argue prior use of the
mar k for any goods or services other than footwear in its brief,
for purposes of the issue of priority, we construe applicant's
statenent as a concession that applicant did not use the mark on
any goods or services other than footwear prior to the filing
date of the application.® However, to the extent that applicant
seeks to del ete those goods and services fromthe application, we
poi nt out that such an anmendnent to the application should have
been raised by a notion, and further, as the amendnent woul d
affect the issues in this case, it should have nade prior to

trial in order to give opposer fair notice of the narrower goods.

See Trademark Rule 2.133(a); and TBMP 8514.03 (2d ed. rev. 2004).

®Inthis regard, we also note applicant's statenent on page 12 of its
brief that "Applicant uses its LONDON UNDERGROUND mark in commerce only
in connection with shoes and ot her footwear."
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An unconsented notion to anmend which is not nmade prior to trial
and which, if granted, would affect the issues involved in the
proceeding, normally will be denied by the Board unless the
matter is tried by express or inplied consent of the parties.
See 8514.03, supra. Thus, we will address the anendnent later in
t hi s deci sion when we reach the substantive issues in the case.
W turn now to the nerits of this case and the issue of
priority. Briefly stated, opposer contends that it first used
the mark LONDON UNDERGROUND in the United States in 1992, prior
to the June 24, 1996 filing date of the application, and that, in
any event, opposer has priority under the "fanous mark exception”
to the requirenent for use in commerce. Applicant, for its part,
contends that it first used the mark LONDON UNDERCROUND at | east
since 1989, prior to opposer's first use, and noreover that the
"fanmous mark exception"” does not apply in this case. Qpposer
di sputes applicant's claimof prior use, contending that
appl i cant abandoned the mark on footwear for failure to use the
mark on footwear for the three-year period from 1993 to 1996.

APPLI CANT' S CLAI M OF USE EARLI ER THAN THE APPLI CATI ON
FI LI NG DATE

We turn first to applicant's claimof use of the mark on
footwear earlier than its filing date and prior to opposer's
clainmed date of first use in 1992. The record shows that prior

to filing the application, WIIliam Berdan was involved in
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numer ous conpani es that allegedly had, at one tine or another,
sol d footwear under marks other than LONDON UNDERGROUND or had
operated retail stores under various nanmes, sonme of which
i ncor porated the nane LONDON UNDERGROUND. The testinony as to
the nature of these different entities and the tinme frames during
whi ch they operated is often vague and confusing. W have
consi dered the various incarnations of these conpanies only
insofar as we can determne that they are relevant to the use of
the mark LONDON UNDERGROUND in connection wth footwear.

M. Berdan testified that prior to 1988 he operated a retai
shoe store as a sole proprietorship under the nane Footsteps, and

"sonmewhere around '86, '87, nmaybe '88" changed the nane of the
store to London Underground. (Test., p. 13-14.) It is not clear
whet her the business renmained a sole proprietorship at the tine
the nane of the store was changed.’ Then, according to M.
Berdan, in 1988 or 1989, M. Berdan, "in partnership with" Ed
CGoetz and Norcrest China, started a whol esal e footwear business,
wth M. Berdan and M. Goetz each owni ng 25% of the business and
Norcrest China owning 50% (Test., p. 16.) M. Berdan states
that this conpany sold DOC MARTENS f oot wear and footwear under

t he mark LONDON UNDERCROUND "starting in 1989." (Test., p. 25.)

" When M. Berdan was asked if the type of business remained a sole
proprietorship when the nane of the store was changed to London

Under ground, he responded, "Well it switched to an LLC sonewhere in the
early 90s." (Test., p. 16.)
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M. Berdan explains that "in '"91 or '92" when this business began
to grow, the nane of the conpany was changed to London
Underground International Limted Partnership, with Berdan and
Goetz as limted partners and Norcrest China as the general
partner. (Test., pp. 17, 25.) Then in 1994, the partnership
formed a new conpany, "Air Wear U S. A ," conprised of Alr Wear (a
factory in England), "Dr. Martens,"” Norcrest China and Ed Coetz.
According to M. Berdan, that conpany was forned to inport and
sell at whol esal e DOC MARTENS brand footwear in the United
States. M. Berdan states that the conpany |asted, by agreenent,
for two years, from 1994 to 1996. M. Berdan does not state that
t he LONDON UNDERGROUND nmar k was used on footwear during that tinme
period. 1In 1996, M. Berdan and M. Coetz formed a conpany
call ed London Underground, Inc., to sell at whol esal e LONDON
UNDERGROUND shoes. M. Berdan explains that B&G the sane entity
that applied for registration, owned London Underground, Inc. at
that tinme.

An applicant is entitled to rely on actual trademark use or
use anal ogous to trademark use earlier than the filing date of
its intent-to-use application. See Corporate Docunent Services
Inc. v. |I.C. E.D. Managenent Inc., 48 USPQRd 1477 (TTAB 1998); and
Dyneer Corp. v. Autonotive Products plc, 37 USPQ@d 1251 (TTAB

1995). In a use-based application, the applicant, when

attenpting to prove a date of first use earlier than that set

10
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forth in its application, is required to prove such use, not by a
preponder ance of the evidence, but by the stricter clear and
convi nci ng evi dence standard. See Hydro-Dynamics, Inc. v. Ceorge
Putnam & Co., Inc., 811 F.2d 1470, 1 USPQ2d 1772 (Fed. G r

1987). However, under either standard of proof, applicant's
evidence is insufficient to establish either actual use or

anal ogous use prior to the filing date of its application.

M. Berdan's broad conclusory statenent that applicant's
predecessor sold shoes under the LONDON UNDERGROUND mar k
"starting in 1989," unsupported by any underlying facts or
docunentary proof, is insufficient evidence of use during that
time. Applicant has offered no details or information regarding
any sale, offer for sale, or preparation for sale that m ght have
taken pl ace between 1989 and 1994. W also note that there is no
testi nony, nor does applicant even argue, that LONDON UNDERGROUND
brand shoes were ever sold in M. Berdan's London Underground
store. Further, applicant has admtted that it made no use of
LONDON UNDERGROUND on f oot wear between 1994 and 1996. 8

Mor eover, applicant has not shown howit is entitled to tack
on earlier use of the mark by third parties such as London

Underground International Limted Partnership and Air War U S A

8 Applicant states in its response to opposer's interrogatory no. 1(c)
that applicant did not use the mark "between approxi mately 1993 and
1996." M. Berdan subsequently testified to the effect that the mark
was not used between 1994 and 1996.

11
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Appl i cant never explains the relationship of these earlier
entities to the present partnership, nor has applicant
established a chain of title to the mark or continuity of control
over use of the mark from one conmpany to the next.?®

Thus, we find the evidence far fromsufficient to establish,

under either standard of proof, that applicant used LONDON
UNDERGROUND on footwear prior to the June 24, 1996 filing date of
the application. Accordingly, the filing date of its application
is the earliest date on which applicant is entitled to rely for
purposes of priority.?*®

DI STI NCTI VENESS OF OPPOSER S MARK
AND OPPCSER S CLAIM OF PRI ORI TY

In order for a plaintiff to prevail on a claimof I|ikelihood
of confusion based on its ownership of an unregistered mark, the
mar k must be distinctive, inherently or otherw se, and plaintiff
nmust show priority of use. See Oto Roth & Co. v. Universa
Foods Corp., 640 F.2d 1317, 209 USPQ 40 (CCPA 1981). The facts
bearing on these issues are found to be as foll ows.

Qpposer, London Regional Transport, is a public utility that

was established under a governnment act in the United Kingdomin

°® To the extent, if any, that M. Berdan's testinony regarding use
coul d be considered sufficient to show a bona fide intent to use the
mark earlier than the filing date, this claimwuld be defeated by
applicant's failure to show any continuing effort to associate the nark
with applicant and its goods. See Dyneer Corp. v. Autonotive Products
pl c, supra.

10 Under the circunstances, any issue as to applicant's abandonnent of
the mark for nonuse between 1993 and 1996 is noot.

12
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1984, and it was succeeded in 2000 by the transport authority,
Transport for London. M. David Ellis, who, as noted above,
testified at trial, is the head of intellectual property rights
devel opnent for Transport for London. He is enployed by the
London Transport Miuseum a "wholly owned conpany"” of Transport
for London, through Transport Trading Limted, which is the
commercial armof Transport For London. (Test., p. 43.) M.
Ellis has been enpl oyed by the conpany for "about 14 years" and
he reports to the director of marketing for Transport for London.

M. Ellis testified that Transport for London is the
transport authority for the greater London area, controlling the
rivers, main road arteries, buses, the London Underground
railway, and essentially the entire public transport systemin
London. According to M. Ellis, opposer's railway system has
been in existence for nearly 150 years, and it was the world's
first underground system \Wen the railway first opened in 1863
it was known as the Metropolitan Railway Conpany. M. Elis
states that opposer has been using the LONDON UNDERGROUND mark in
connection with the railway systemsince at |east as early as
1901.

M. Ellis estimates that between 25 and 30 mllion people
visit London each year. This estimate is apparently based on a

chart prepared by the London Tourist Board which shows the total

13
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nunber of visitors to London for each year from 1950 to 2002.
M. Ellis contends that 20% of visitors to London are fromthe
United States and that 92% of tourists in London ride the London
Underground, stating that it is the "easiest"” and "the nost
fanobus" way to get around the city. (Test., p. 13.)

Pointing to a docunent containing a list of opposer's
overseas sales agents, M. Ellis states that visitors can obtain
i nformati on about the London Under ground and purchase tickets,
maps and guides for the railway before they arrive in London
through its network of agents around the world. The docunent
lists three sales agents in the United States, located in Wite
Pl ai ns, New York; Des Plaines, Illinois; and Bothell, Wshi ngton.
M. Ellis states that opposer sells LONDON UNDERGROUND
mer chandi se through the nmuseum shop associated with the London
Transport Museum  The nuseum opened in the m d-1960s, and since
1984 has been located in the central London district of Covent
Garden, which M. Ellis describes as "the mgjor tourist
attraction in London." (Test., p. 15.) M. Ellis contends that
t he museum has had about 220,000 visitors a year since its nmjor
redevel opnent in 1994 and prior to that, from 1984-1994, about
130,000 to 160,000 visitors a year. He states that the nmuseum

shop sells typical nmuseum products under the LONDON UNDERGROUND

1 Opposer explains that the London Tourist Board is the governnent body
responsi bl e for devel oping tourismin London and that the chart is
conpri sed of "governnent-based statistics." (Test., p. 12.)

14
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mark, including t-shirts, pins, playing cards, unbrell as,
handbags, traveling bags and credit card-shaped flashlights, and
he has introduced exanples of such itens displaying the LONDON
UNDERGROUND mark. In addition to these products, the nuseum shop
sells "London Underground Map" jigsaw puzzles and a LONDON
UNDERGROUND " Comput er Font Set,"™ which includes a "London
Under ground” typeface font, as well as photographs and poster art
featuring the London Underground system

Opposer al so sells LONDON UNDERGROUND ner chandi se t hrough
its mail order business which, according to M. Ellis, ships
products "around the world." (Test., p. 18.) M. Ellis states,
in particular, that its LONDON UNDERGROUND canvas bag "has been
shi pped into accounts in the U S. " (Test., p. 24.) LONDON
UNDERGROUND products are al so sold through opposer's |icensees in
duty free shops which are |located around the city and in Heat hrow
Airport; through its |licensee's major accounts such as Harrods
departnment store and gift souvenir outlets; and through seven
"travel information centers” such as Piccadilly Grcus and Oxford
Circus, located in and around London for the conveni ence of
tourists, as well as in Heathrow and Gatw ck airports.

M. Ellis also testified that opposer has sold LONDON
UNDERGROUND products through conpanies |ocated in the United
States. He states that opposer sells its "Conputer Font Set"

t hrough the website of a U S. |icensee, P22 Type Foundry. He

15
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further testified that opposer "has had a very |long rel ationshi p"
with Rivertowmn Trading, a conpany |located in St. Paul, M nnesota,
and that opposer "started products" bearing the LONDON
UNDERGROUND nmark in 1992 in two of that conpany's mail order
catal ogues called Signals and Wreless. (Test., p. 28.) The

mer chandi se, according to M. Ellis, consisted of such itens as
mugs, t-shirts and "sweats" and opposer's "fanpus" posters.
(Test., p. 28.)

According to M. Ellis, opposer has been marketing the
railway for about 90 years. He states that the railway was first
advertised in 1908 on posters and on "poster sites" and that in
recent times opposer has used the full range of nedia, including
tel evision, poster sites, radio, and newspapers, to advertise the
system M. Ellis states that advertising expenditures have
grown from 400, 000 pounds in the md 1980s to 5 mllion pounds
($7 mllion, Brief, p. 5.) in 2005. 1In addition, M. Ellis
states that opposer gives away around six mllion schematic naps
a year show ng services, tinmes and stations, and that the first
maps were produced by opposer in 1933. M. Ellis does not
i ndi cate whet her the LONDON UNDERGROUND mar k appears on these
nmaps.

M. Ellis notes that LONDON UNDERGROUND rai |l way has been
mentioned in newspapers published in the United States at | east

as early as 1948. He obtai ned archival copies of the relevant

16
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pages of nine newspapers which represent, according to M. Ellis,
a "very small selection” of the total articles. (Test., p. 32.)
Two of the articles appeared in The Frederick Post (Frederi ck,
Maryl and) dated April 24, 2001 and August 28, 1993; two appeared
in Daily Herald (unknown | ocation) dated Decenber 16, 1993 and
Novenber 11, 1988; and he introduced one article each from The
Intelligence Record (unknown | ocation) dated Novenmber 11, 1988;
Chronicl e-Tel egram (Elyria, Ohio) dated March 4, 1985; The
Hol | and, M chi gan, Evening Sentinel dated May 24, 1966; Sheboygan
Press (Wsconsin) dated May 4, 1966; and Council Bluffs (1owa)
Nonparei|l dated Novenber 19, 1948. The articles are about
particular incidents that occurred on the railway during the

rel evant time periods.

In addition, according to M. Ellis, the London Underground
has been the subject of "many hundreds” of books over the years.
(Test., p. 7.) M. Elis states that opposer itself has been
publ i shi ng books for about a hundred years covering the transport
operations, architecture, art, graphic design and the tradenmark,
and t hat ot her conpani es have been publishing books about the
London Underground for about 60 or 70 years. M. Ellis notes
t hat one of opposer's publications about transport operations,

London Underground Rolling Stock, is in its 15" edition, and he

states that the book is sold in Europe, Japan "and North

America." (Test., p. 8.) Another publication entitled The

17
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London Under ground/ A Di agrammatic Hi story, published in 1980, as

described by M. Ellis, is a booklet about the history of the
devel opnment of the London Underground system and all of the
stations. The booklet includes an insert which folds out into a
poster-size schemati c map di agramm ng the devel opnent of the
railway. M. Ellis states that the booklet is sold in bookshops
in the United Kingdom and through its nuseum shop and mail order
busi ness.

M. Ellis testified that opposer has "a world fanous London
Under ground poster collection" (Test., p. 36); that opposer has
been conm ssioning poster art since 1908; and that this poster
art has been the subject of many publications. The publications
featuring the "London Underground” posters are entitled |Icons of

Desi gn! The 20'" Century (publication date unknown); Moderni sm

(published in 1996); Art Deco G aphics (published in 1986); and A

Hi story of Graphic Design (published in 1983). M. Ellis clains

t hat these books establish opposer's "international reputation

for poster art." He points, in particular, to A H story of

G aphi ¢ Design which, according to M. Ellis, describes the

i nportance of the posters and the fanous artists that have been
conmmi ssi oned by opposer to do them and he identifies Man Ray and
Hockney as two such artists. As further support for his

contention, M. Ellis quotes fromArt Deco Gaphics: "In Geat

Britain London Underground and the British Railroad published the

18
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nmost i nmportant posters, with three non-British designers
producing the nost brilliant works: Marfurt, the Swiss artist
[iving in Belgium Al exander Al exieff, the Russian living in
Paris; and the nost inportant, MHKnight-Kauffer, the Anerican who
| ed poster design in England for decades." (Test., p. 38.)

Finally, M. Ellis asserts that "the London Underground” has
been "a back drop” to "hundreds of filnms" and that "many many
many" of those filns have been released in the United States.
(Test., p. 38.) M. Ellis identified "Patriot Ganes" and
"Sliding Doors" as two of the filns that have been released in
the United States.

Di stinctiveness of Opposer's Mark

Opposer is asserting prior rights based on use of the word
mar k LONDON UNDERGROUND in typed form w thout any design or form
of stylization. Applicant argues that opposer uses a conposite
mar k consisting of a word and a desi gn descri bed by applicant as
a "roundel” and that the "roundel" design dom nates its conposite
mar ks and appears in every version of opposer's nmark.? Applicant
contends that the om ssion of the words "London Under ground” from

what applicant clains is the majority of uses of opposer’'s mark

2 The "roundel " design referred to by applicant and as shown in
opposer's exhibits is a circle with a crossbar, and the design appears
in the various exhibits with or without wording in the crossbhar. An
exanpl e of the "roundel" design as it appears w thout wording is shown
bel ow.

S

19
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"essentially confesses" the |ack of inportance of the word
portion of the mark. (Brief, p. 11.) Applicant further contends
that where the wordi ng does appear wi thout the roundel, it is
never used in a trademark sense or as an indicator of source.

Mor eover, according to applicant, opposer's placenment of LONDON
UNDERGROUND on its map of the subway system does not function as
a trademark to identify the source of those goods, but instead is
used in a generic sense to indicate that the map is of the London
subway system

The record shows that opposer’s mark LONDON UNDERGROUND i s
used in a variety of formats in connection with its rail way
services and collateral products. In sone instances the wording
appears alone and in others it is used with, or as part of, the
"roundel " design. Regardless of the format, however, the wording
"LONDON UNDERGROUND' i n each usage creates a separate comerci al
i npression apart fromthe design matter in the mark. Further,
the wording is always displayed in relatively plain block
lettering which is essentially the equivalent, in its comrercial
i npression, of a typed version of the mark.

Applicant's argunment that LONDON UNDERGROUND i s either not
used as a trademark or is used as a generic termis unavailing.
First, to the extent applicant is asserting that the mark is
generic or otherw se | acks distinctiveness, such claimwas

nei ther pleaded as a defense by applicant nor tried by the
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parties.'® Thus, to the extent applicant is nmaking such arguments
inits brief, they are untinely. See The Chicago Corp. v. North
American Chicago Corp., 20 USPQ2d 1715 (TTAB 1991) (finding
applicant's contention, raised for first tinme inits brief, that
opposer's mark THE CHI CAGO CORPORATI ON i s geographically
descriptive and that opposer therefore |acks proprietary rights
in the mark untinely). Moreover, technical trademark use is not
necessary for a showing of priority. See Malcolm N col & Co. v.
Wtco Corp., 881 F.2d 1063, 11 USPQRd 1638 (Fed. G r. 1989); and
Ford Motor Co. v. Ford, 462 F.2d 1405, 174 USPQ 456 (CCPA 1972).
In any event, LONDON UNDERGROUND is clearly used, at least as it
appears on the poster-size schematic map di agranm ng the history
of the stations, as a mark in connection with the rendering of
opposer's railway services.
Priority Based on Use in the United States

Qpposer clains that it has priority based on actual use of
the mark in the United States since 1992 or at |east since the
filing date of the subject application. However, the record

sinply fails to support that claim

13 Nor are there any other circunstances in the case which woul d have
put opposer on notice of this defense. See, e.g., Shalom Children's
Wear Inc. v. In-War A'S 26 USPQ2d 1516 (TTAB 1993) (finding that
opposer's opposition to applicant's mark "BODY GEAR' for clothing on
ground of descriptiveness raised an i ssue as to whether "BODY CEAR'
in opposer's mark is nerely descriptive as applied to opposer's
clothing and thus as to opposer's proprietary rights in the termfor
purposes of its likelihood of confusion clainy.
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Actual trademark use on goods requires a bona fide sale or
transportation of the goods in comerce. See Section 45 of the
Trademark Act. M. Ellis testified that opposer sells the LONDON
UNDERGROUND " Conput er Font Set" through the website of P22 Type
Foundry, a United States-based conpany, but he has offered no
information as to what date the first sale took place or, for
that matter, whether any custoner in the United States ever
purchased the product or visited the website. M. Ellis also
testified that opposer has had "a long relationship” with
Rivertown Trading located in St. Paul, M nnesota. However
opposer never describes this relationship, and it is not clear
fromthe testinony that any LONDON UNDERGROUND goods were
actually sold through that conmpany's Signals and Wrel ess
cat al ogues, or that such goods were sold prior to the filing date
of the application. The extent of M. Ellis' testinony on this
subject is as follows (p. 28):

Q ...Do you know whet her any London Under ground

products have been sold by anyone |ocated in
the United States through custoners in the
United States?

A. Yes, ... we've had a very long relationship with
a conpany called Rivertown Tradi ng who operate
to [sic] mail order, very widely [sic] mai
order catal ogues called Signals and Wrel ess.

How | ong has your relationship with --

We go back, | first contacted themin the U K
in about '91 and we started products in '92.
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Q Wen you say you started products, what do you
mean?

A Well they started entering their catalog in
1992.

Q And what, if any, London Underground products do
t hey make avail abl e?

A Oh, yes, we had quite a variety. W had | think
i ke mugs, of course T-shirts and sweats and our
fanobus posters as well.

Nor is this evidence sufficient to show use anal ogous to
trademark use, which requires a showi ng of an open and public use
of such nature and extent as to create, in the mnd of
the rel evant purchasi ng public, an association of the designation
with the plaintiff's goods. See Oto Roth & Co., supra; and Jim
Dandy Co. v. Martha Wi te Foods, Inc., 458 F.2d 1397, 173 USPQ
673 (CCPA 1972). See also T.A B. Systens v. PacTel Teletrac, 77
F.3d 1372, 37 USP@d 1879 (Fed. Cir. 1996). Wile M. Ellis'
testimony suggests that clothing and posters did appear in the
catal ogues, it is unclear when these itens first appeared and, in
particul ar, whether they appeared prior to the June 24, 1996
filing date of the application. Even if we assunme that LONDON
UNDERGROUND products did appear in the catal ogues prior to the
filing date of the application, we have no testinony as to the
extent of distribution of the catal ogues or how many consuners

t hey may have reached such that we could infer that the use was

sufficient to create a public identification of LONDON
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UNDERGROUND Wi t h opposer's goods. See, e.g., T.A B. Systens v.
PacTel Teletrac, supra at 1882 (brochures and news articles were
not shown to have been so broadly or repetitively distributed
that one could reasonably infer that the consum ng public canme to
identify TELETRAC with PacTel's services).

Just as applicant's general and unsupported statenments about
its use were not sufficient to prove use of its mark on footwear
prior to the filing date of its application, opposer's general
and unsupported statenents are not sufficient to denonstrate its
priority of use of LONDON UNDERGROUND for clothing and posters.

Priority Based on the Fanmbus Mark Exception

We turn next to opposer's claimof priority based on the
famous mark exception. Opposer argues that its LONDON
UNDERGROUND mark is "among the nost well known marks in the
world." (Brief at 3.) Applicant, however, naintains that
opposer has failed to carry its burden of show ng that LONDON
UNDERGROUND qual i fies for the famobus mark exception. Applicant
argues that the only evidence of fane introduced by opposer,

i.e., the nunber of American tourists visiting London, the

per cent age of those tourists that use London's subway system and
the fact that the subway system appears in American novies, isS
irrelevant to the Board's analysis. It is applicant's contention
t hat opposer has failed to introduce any evidence, "that any

person in the United States, nuch | ess any substantial percentage
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of the Anerican public, is famliar with opposer's foreign
trademark." (Brief, p. 18.)

As we noted earlier, in order for a plaintiff to prevail on
a claimof |ikelihood of confusion based on its ownership of an
unregi stered mark, the plaintiff is required to show priority of
use. "Use" neans use of the mark in United States commerce.
Person’s Co. v. Christman, 900 F.2d 1565, 14 USPQ2d 1477, 1479
(Fed. Cir. 1990). It is well settled that under the
"territoriality"” principle of trademark |aw, prior use of a mark
in a foreign country does not create priority rights in the
United States.!* See Person’s Co. v. Christnman, supra; Enpresa

Cubana del Tabaco v. Cul bro Corp., 399 F.3d 462, 73 USPQ2d 1936

4 As noted earlier, a party can establish priority based upon
advertising or other anal ogous use. However, it is well established
that prior use and advertising of a mark in connection with goods or
services marketed in a foreign country, whether the advertising occurs
inside or outside the United States, creates no priority right in said
mark in the United States as agai nst one who, in good faith, adopted
the same or simlar mark for the same or simlar goods or services in
the United States. See Mdthers Restaurants, Inc. v. Mther's Qher
Kitchen, Inc. 218 USPQ 1046 (TTAB 1983). See also First N agara

I nsurance Brokers Inc. v. First Niagara Financial Goup Inc., 77 USPQd
1334 (TTAB 2005); and Techex, Ltd. v. Dvorkovitz, 220 USPQ 81 (TTAB
1983). As to the question of good faith adoption, opposer argues that
"the record fails to establish applicant's innocent adoption of LONDON
UNDERGROUND for footwear." (Brief, p. 12.) However, the burden is on
opposer to prove that applicant adopted the nark in bad faith, not on
applicant to prove its good faith. Furthernore, applicant has offered
a plausible "good faith" explanation for its adoption of the nmark. M.
Berdan testified that he and M. CGoetz nmade the decision "in the late
80s" to adopt and use the LONDON UNDERGRCOUND mark "[b] ecause we want ed
to be associated with London, and we wanted to be associated with the
under ground novenent that was going on, the grunge kind of novenent."
(Test., p. 24.) M. Berdan also testified that the nanme of the retai
store was changed to reflect the style of shoes they wanted to sell,
"nmore punk rock oriented and grunge-type shoes" which were popul ar at
the tinme. (Test., p. 14.)
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(2d Cr. 2005); Gupo Ggante SAde CV v. Dallo & Co., 391 F. 3d
1088, 73 USPQ2d 1258 (9th Cir. 2004); and British-Anerican
Tobacco Co. v. Philip Morrris Inc., 55 USPQd 1585 (TTAB 2000).

An exception to this principle is the "fanous mark"
doctrine.®™ Under this doctrine, a foreign party is entitled to
priority if it can show that its mark was, at the time of the
adoption and first use of a simlar mark by the first user in the
United States, a "fanmous" mark anong rel evant purchasers in the
United States. Mther's Restaurants, Inc. v. Mther's O her
Kitchen, Inc., supra, citing Vaudable v. Montmartre, Inc., 193
N. Y. S 2d 332, 123 USPQ 357 (N. Y. Sup.Ct. 1959). See also First
Ni agara | nsurance Brokers Inc. v. First N agara Financial G oup
Inc., supra; and Techex, Ltd. v. Dvorkovitz, supra.

The question for us to decide is whether the mark is of
sufficient renown to qualify for protection under the fanous mark
doctrine.® See, e.g., Gupo Ggante, supra; |TC Ltd. V.
Punchgini Inc., 373 F. Supp 2d 275, 74 USPQ@d 1239 (S.D.N.Y.

2005); and J. Thomas McCarthy, Trademarks and Unfair Conpetition

§29: 4 (4'" ed. 2006). Although the existence of this doctrine has

15 Anot her exception to the territoriality principle, as noted in
Person's, supra, is Section 44 of the Trademark Act which allows a
foreign applicant to obtain a registration in the United States w thout
ever having used the mark in United States conmmerce.

' The question of "fanme" for purposes of priority concerns whether the
mark is entitled to any protection at all and so nust be distingui shed
fromthe determ nation of fame in the context of a |ikelihood of
confusion analysis where fane is a relative concept and concerns the
extent of protection to which the mark is entitled.
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been acknow edged in decisions by the Board and federal courts,
t he doctrine has sel dom been invoked and there is little
devel oped case law in this area.

The Board's first and, until now, only application of the
doctrine was in The Al England Lawn Tennis C ub (W nbl edon)
Limted v. Creations Aromatiques, Inc., 220 USPQ 1069 (TTAB
1983). In that case, the Board concl uded that W MBLEDON f or
annual tennis chanpionships held exclusively in a foreign country
was entitled to protection in the United States, finding that the
tenni s chanpi onshi ps had recei ved wi despread coverage in
magazines circulating in the United States, that the
chanpi onshi ps had been televised in the United States for over 20
years, and that the chanpi onships "enjoy considerable fame and
notoriety in the United States.” The Board did not enunciate a
specific standard to determ ne the | evel of recognition required
to show fanme for purposes of the fanpbus mark exception,
concluding only that the mark "has acquired fane and notoriety

within the neani ng of Vaudable v. Montmartre, Inc., 193
N.Y.S.2d 332, 123 USPQ 357 (N.Y. Sup.Ct. 1959)." (ld. at 1072.)
Thus, we turn to a consideration of Vaudable for a fuller
explication of the standard necessary to show fane.

I n Vaudabl e, the court granted an injunction sought by

MAXIM S restaurant in Paris agai nst defendants' use of the nane
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MAXIM S for a restaurant in New York, finding the nane "fanous in
t he high-class restaurant field.” The Court stated:

[ MMXIM S] received wide publicity as the setting of a

substantial portion of Lehar's operetta, 'The Merry

W dow,' has been the subject over a |ong period of

years of nunerous newspaper and magazine articles, and

has been nentioned by nanme and filnmed in novies and

television. There is no doubt as to its unique and

em nent position as a restaurant of international fane

and prestige. It is, of course, well known in this

country, particularly to the class of people residing

in the cosnopolitan city of New York who dine out.

(1d. at 358.)

It is not entirely clear fromthe decision, but it appears
that the Court applied the standard of secondary neaning in
making its determnation that the mark was fanmous. [In addressing
def endants' argunents concerning the actual source of the nane
"Maxi M as the nanme of a snokel ess powder and machi ne gun, the
Court concluded that "[w] hatever the source of the nane, it is
the origination and devel opnent of its use in a particular field
which may entitle the user thereof to protection by virtue of the
secondary neani ng acquired therein.” (1d. at 358.)

There have been only three other reported cases since

Vaudabl e that have dealt with this issue on the nerits,” Gupo

Y I'n another recent case, International Bancorp LLC v. Societe des

Bai ns de Mer et du Cercle des Etrangers a Mnaco, 329 F.3d 359, 66
USPQRd 1705 (4'" Gir. 2003), where the foreign conpany advertised its
mar k CASI NO DE MONTE CARLO in the United States but only rendered its
casino services in a foreign country, the question was franed in terns
of whether the services were rendered in comerce, and in particul ar
foreign coomerce, not whether the mark was protectabl e under the fanous
mar k exception to the requirenent for use. Any question of whether
opposer's use in the present case constitutes use in "foreign comerce"
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Ggante S.A de C V. v. Dallo & Co., supra; ITC Ltd. v. Punchgini
Inc., supra; and Enpresa Cubana del Tacaba v. Culbro Corp., 70
USPQ2d 1650 (S.D.N. Y. 2004) rev'd on other grounds, 399 F.3d 462,
73 USPQ2d 1936 (2d CGir. 2005).!® 1|n each case, the court has
grappled with the question of the level of recognition required
for fanme to trigger the exception. The Ninth Grcuit, the only
federal appellate court to address this question, concluded that
more than a show ng of secondary neaning was required.!® The
maj ority stated:
"To determ ne whether the famous-nmark exception to the
territoriality rule applies, the district court nust
determ ne whether the mark satisfies ...[not only the

secondary neaning test], but by a preponderance of the
evi dence, that a substantial percentage of consuners in

has neither been tried nor argued by the parties. The District Court
in Almacenes Exito S.A v. El Gllo Meat Market, Inc., 381 F. Supp. 2d
324,  USPQ@d __ (S.D.N. Y. 2005), while stating that the doctrine nay
support a state cause of action, expressly rejected the doctrine as
part of federal |aw

8 |'n Enpresa, the District Court found that the mark COHI BA for Cuban
cigars was fanous under the famous mark doctrine. The Second G rcuit,
in reversing the District Court's finding of infringenent, found it
unnecessary to reach the question of whether the fanmbus mark doctrine
exi sts or applies because the Cuban enbargo prevented the plaintiff
fromacquiring any rights in COH BA through the doctrine. In another
case, Buti v. Perosa, S.R L, 139 F.3d 98, 45 USPQ2d 1985 (2d G r.
1998), which involved the issue of "use in commerce," the Court
acknowl edged the fanous mark doctrine in a footnote but pointed out
that no cl ai m based on the doctrine had been made in the case and that,
in any event, the record would not support it.

9 1'n expl ai ning why secondary neaning is not the appropriate test, the
Court stated that treating international use differently from donestic
use "is what the territoriality principle does" and that requiring only
a showi ng of secondary neaning would "effectively elinmnate the
territoriality principle by elimnating any effect of international
borders on protectability." (Id. at 1264).
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the rel evant Anerican market is famliar with the
foreign mark."?° (enphasis in original).

Grupo G gante, supra at 1264. The mgjority did not define what
it meant by "substantial percentage" but Judge G aber, in a
concurring opinion, while noting that the test does not require
the I evel of fanme necessary for dilution, stated she woul d
require a showing that "a majority" of the relevant narket is
famliar with the foreign mark. See also MCarthy, supra at
8§29:4 (agreeing that "at |east 50% of the relevant group is an
appropriate neasure of 'substantial' in this context.")

Recogni zing that this is a stringent standard, Judge G aber
expl ai ns that a heightened standard is necessary

...when conferring trademark protection to a mark that

has never been, and perhaps never may be, used in this

country. A conclusion that Plaintiffs' mark is well -

known in the relevant sector brings with it the right

to oust Defendants fromtheir own market, notwth-

standing the fact that they have established priority

of use.
Grupo G gante, supra at 1272.

We find that regardless of which test is applied, either the
Vaudabl e test or the Gupo G gante test, based on this record,

opposer does not neet it. QOpposer has presented essentially no

probative evidence which shows, or fromwhich we could infer, a

20 The court goes on to state that "[t]he rel evant American nmarket is
t he geographi c area where the defendant uses the alleged infringing
mark." In Board cases, where geographic linmtations are not in issue,
the relevant market nust be defined in terns of the purchasers and
potential purchasers for the goods and services throughout the United
States, without regard to geographi c scope of the use.
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w de exposure and recognition of the mark LONDON UNDERGROUND such
that we coul d conclude that LONDON UNDERGROUND i s fanpus anong
the rel evant purchasers in the United States, the rel evant
purchasers for both opposer's and applicant's goods and services
in this case consisting of the general public.

Opposer relies heavily on the all eged exposure of the mark
to American visitors in London. There is reasonable support for
M. Ellis" statenment that 92% of tourists use the city's rail
systemfor transportation. However, M. Ellis has nmade no effort
to explain the basis for his claimthat 20% of the tourists who
visit London are fromthe United States. Further, opposer has
failed to indicate the nunber of Anmericans that the 20%figure
purportedly represents. Thus, even if we accept that percentage
as accurate, we would have to extrapolate fromthe figures
presented in opposer's chart based on the percentages supplied by
opposer to determ ne the nunber of Anerican tourists who visited
London for each year from 1950 to 1996, and then extrapol ate
further to determ ne the nunber of American tourists who used the
railway for each year.

Even if we performthe necessary calculations, ultimtely
finding that approximately 70 mllion United States visitors to
London used the rail system between 1950 and 1996, the result is

not significant. First, while this may constitute evidence that

31



Opp. No. 91106031

70 million Anericans have purchased opposer's railway services, %
opposer has provided no evidence of the circunstances under which
t hese purchasers woul d encounter the mark LONDON UNDERGROUND i n
connection with the services. There is no testinony or other

evi dence that the LONDON UNDERGROUND mark is displayed at the
station entrances or on the trains or anywhere else in or around
the stations. It may be that the only mark purchasers woul d
encounter at the railway is, for exanple, the "roundel" design
wth the word UNDERGROUND in the crossbar, the way it appears in
several of opposer's exhibits such as the jigsaw puzzle of the
London Underground map (Exh. 12), or the railway map depicted on
t he back of the playing cards (Exh. 9) or on one side of the
flashlight (Exh. 7). The poster-size map contained in the

bookl et The London Underground/ A Di agrammatic Hi story, and which

shows LONDON UNDERGROUND on the map, depicts the devel opnent and

hi story of the London Underground system M. Ellis never states
or even suggests that this historical map is representative of

the maps viewed by or distributed to the public. In fact, it is

2l W point out that applicant's reliance on Linville v. Rivard, 26
UsSP@d 1508 (TTAB 1993) and Mot her's Restaurants, Inc. v. Mther's

O her Kitchen, Inc., supra, to support its contention that this
evidence is not relevant is msplaced. The question in both of those
cases was whether the activities were sufficient to constitute "use in
commerce" and Linville, in particular, concerned the question of use
sufficient to obtain or maintain a registration, an issue which is
distinct fromthe nature of use for purposes of establishing priority.
Nei t her of those cases involved a determ nation of whether the mark
fell within the fanbus mark doctrine, which is an exception to the
requi renment for use.
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uncl ear whether the mark LONDON UNDERGROUND appears on any nmap,
or for that matter any guide or ticket, actually distributed or
issued to the public. During the testinony of M. Ellis, he
never introduced any map which he stated was distributed to the
public. The only testinony on this subject is as follows:

Q ...Do you nake available to the public any naps
or other material that --

A. Oh, yes, on top of that we give away around 6
mllion maps a year.

Q Wen you say six mllion maps a year, what
does the map show?

A.  The map is your London Underground nmap, so it

shows your services, your tines, your stations
and i nformation.

Further, there is no way to determ ne how nmany or what
percentage of those 70 mllion Anericans over a forty-six year
period are first-tine visitors or returning visitors to London
such that we could determ ne how many different people would have
been exposed to the mark, assum ng the mark woul d be encountered
at all. 1In any event, that figure represents, at best, |ess than
25% of the United States popul ation and this nunber is not
sufficient, in itself, to prove that the mark is fanmous to a
substanti al percentage of the American public. Moreover, that
nunber does not reveal anything about these consuners' perception
or awareness of the mark. Wile it is safe to assune that many

travel ers to London use the rail systemfor ease and conveni ence
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in getting around the city, there is no evidence that any
Aneri can has used the railway because it is, as M. Ellis clains,
"the nost fanobus way to get around the city."

Qpposer's renai ning evidence is equally unrevealing. There
is no evidence of what percentage or nunber of American tourists
visit the London Underground Miuseum or that the nuseumis a
"must see" destination for American tourists. |In fact, in
conparing the nunber of United States visitors to London with the
nunmber of visitors to the nuseum the results suggest that the
museumis not a priority destination. There is also no evidence
of any sal es of LONDON UNDERGROUND ner chandi se to Anerican
consuners, whether through the nuseum shop or other outlets, |et
al one any evi dence of the quantity of any such sales. Nor is
t here evidence of the anpbunt of sal es generated by opposer's
ticket offices located in the United States or how |l ong the
of fi ces have been operating at those locations. Simlarly,
opposer has offered no evidence regarding the extent of sales or
any sal es of "Conputer Font Sets" over the website of opposer's
i censee or how |l ong the website has been in existence.

Wi | e opposer's current advertising expenditures my be
substantial, there is no nention of how nuch of that total, if
any, has been expended in advertising directed to Anmerican
consuners or if any such advertising reached consuners in the

United States. And, certainly, for us to assune that this

34



Opp. No. 91106031

advertising had any inpact on United States travel ers during
their visits to London would be purely specul ati ve.

Regar di ng opposer's poster art featuring the railway, M.
Ellis has not established by his testinony that the artwork is
internationally famous. Even if we could accept the information
contained in the history, art and design books, on which opposer
relies, as established fact, which we do not, M. Ellis has
pointed to nothing in these books that states or fromwhich we
could infer that the posters are well known to consuners in the
United States. Furthernore, we cannot infer nerely fromthe
exi stence of these books and the fact that they are available to
the public, that any Anericans, |et al one |arge nunbers of
Anmeri cans, have been exposed to themduring their visits to
London. Wil e opposer states that at |east one of the books has
been sold in "North Anerica,"” there is no evidence of the extent
of its circulation or sales in the United States or of any
pur chase of the books by Anmerican consuners.

Even if we assune that the artists conm ssioned to create
the posters are well known to the Anerican public, there is no
information as to whether or to what extent the public is
famliar with works of art featuring the London Underground
railway. In point of fact, we do not see where the nmark LONDON
UNDERGROUND even appears in any poster depicted in the books.

For exanple, the poster shown in the book A History of G aphic
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Design created by the artist Man Ray depicts only the "roundel"
design with the wordi ng "KEEPS LONDON GO NG' al ong t he bottom of
the poster. A poster depicted in Mdernismshows only the
"roundel " design and the word "Underground."” These posters may
pronote the railway, but there is no reference to "London

Under ground” on either poster and no association of that mark
with the rail way.

Opposer's evidence of nedia attention in the United States
is of mniml value. The nine newspaper articles introduced by
opposer, even if they are representative of a greater nunber, are
of little probative value in showi ng wi de exposure of the mark
First, we cannot even determ ne where three of the newspapers are
| ocat ed or what geographic areas they serve. 1In addition, there
is no evidence that any of these newspapers are nationally or at
| east widely circulated. |In fact, they all appear to be | ocal
newspapers with very limted circulation and we cannot infer that
this limted exposure significantly increased awareness of the
mark in the United States. Although M. Ellis states that this
is "a very small selection" of articles, he has failed to provide
any context for that statement.

Finally, M. Ellis" conclusory assertion that "the London
Under ground"” has appeared as a backdrop in "many, many, nany"
films released in the United States is entitled to little weight.

There is no testinony as to when the two filnms nentioned by M.

36



Opp. No. 91106031

Ellis, and the unidentified "many" others, were rel eased, or how
wi de an audi ence they reached. Moreover, w thout evidence of the
manner in which the mark LONDON UNDERGROUND i s depicted in these
films, if at all, we can draw no concl usions about its inpact on
vi ener s. %

Opposer' s evi dence of purported fane of the mark in the
United States suffers fromthe same deficiencies as its evidence
of use of the mark in the United States. W cannot find that the
mark is fanous based on what are essentially conclusory and
unsupported assertions by opposer's witness that the mark is
famous.?® As our primary review ng court, the Federal Circuit,
stated in Packard Press Inc. v. Hewl ett-Packard Co., 227 F.3d
1352, 56 USP2d 1351, 1356 (Fed. Cir. 2000) (in connection with

the du Pont factor of fane):

22 \W¢ note that opposer also introduced printouts of pages dated
February 24, 2005 fromthe eBay auction website show ng postings of
vari ous "London Underground" products for sale. This evidence was

i ntroduced by opposer's counsel during the cross-exam nation of
applicant's witness, John Koo, to show an asserted "actual confusion”
bet ween the parties' goods and/or services. The postings include
products identified by M. Koo as applicant's LONDON UNDERGROUND shoes,
as well as products which, as argued by opposer, are "genui ne" LONDON
UNDERGROUND products from opposer. To whatever extent opposer is
relying on this evidence to support its claimthat the mark is fanous,
t he evidence can be given no consideration because it is dated after
the June 24, 1996 filing date of the application

2 (Opposer also points to its "successful opposition" in the New Zeal and
Tradenark Office "to B&G s application to regi ster LONDON UNDERGROUND
for men's and wonen's apparel and footwear" and a statenment in the
deci si on that opposer's LONDON UNDERGROUND rmark "may be considered to
be an icon." Actually, when read in context, the New Zeal and Trademark
O fice found the mark to be an icon "in New Zeal and," but, regardless,
this finding in a foreign venue is not persuasive evidence of how the
termis perceived in the United States.
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That the fanme factor is based on underlying factfinding

dictates that rel evant evidence nust be submtted in

support of a request for treatnent under the fane

factor. This responsibility to create a factual record

i s heightened under the nore deferential standard that

this court nust apply when review ng PTO factfinding.

See Zurko, 527 U.S. at 165, 50 USP2d at 1937;

Gartside, 203 F.3d at 1315, 53 USPQ2d at 1775. This is

because judicial review under the substantial evidence

standard, see Gartside, 203 F.3d at 1314, can only take

pl ace when the agency explains its decisions with

preci sion, including the underlying factfindings and

t he agency’s rationale. This necessarily requires that

facts be submtted to the agency to create the record

on which the agency bases its deci sion.

We can only draw reasonabl e inferences fromthe evidence.
The | ayers of assunptions and inferences opposer expects us to
draw fromits evidence are sinply not justified. W find that
opposer has not established that LONDON UNDERGROUND i s fanous
even "within the nmeaning of Vaudable," |et al one under any higher
standard of review.

| nasnuch as we find that opposer has not established
priority based on either use in comerce or under the fanous mark
doctrine, opposer cannot prevail on the likelihood of confusion
claim

Under the circunstances, and because it is unnecessary to
determ ne whether applicant's proposed restriction to its
application would affect the issue of |ikelihood of confusion,

the anendnent is accepted, and the application will be anended in
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accordance with applicant's request to delete all goods and
servi ces except "shoes and other footwear."?*

Deci sion: The opposition is dism ssed.

2 In pernmitting this amendment, we note that there is no issue as to
fraud in this case nor any question raised by opposer as to applicant's
bona fide intention to use the mark on all of the identified goods when

the application was filed. Cf. Medinol Ltd. v. Neuro Vasx Inc., 67
USP@@d 1205 (TTAB 2003).
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