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Qpi nion by Drost, Admi nistrative Trademark Judge:
G eenville Hospital System (applicant) has applied to
regi ster the mark HEALTHFI RST (typed) for:

Providing health care benefit plans for other[s],

heal th care cost contai nnent, health care cost review,
health care utilization and review services, hospital
managenent, nedi cal cost managenent, nedical referrals,
and physician referrals in International Cass 35

| nsurance admi ni stration, adm nistration of enpl oyee
benefit plans, admnistration of pre-paid health care
pl ans, adm nistration of preferred provider plans,
underwiting insurance for pre-paid health care,

adm ni stration of pre-paid health care plans,
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organi zing pre-paid health care plans, and nedi cal
i nsurance underwiting in International Cl ass 36

Heal t h cl ubs and physical fitness instruction in
International O ass 41

Health care, health care in the nature of HMOs, health
care, nanely, assisting individuals to stop snoking,
provi di ng health and nedical information, supplying
prescription drugs to health plan participants for the
fundi ng organi zation, hospitals, energency nedi cal

assi stance, nedical clinics, maintaining files and
records concerning the nedical condition of

i ndi vi dual s, medi cal counseling, rental of nedical

equi pnent, nedical |aboratories, nedical research,

medi cal testing, nedical services, in vitro
fertilization, physical fitness consultation, physical
rehabilitation, physical therapy, and physician
services in International Cass 42!

Heal thFirst, Inc. (opposer) has opposed the
registration of applicant’s mark. In its notice of
opposi tion, opposer alleges that it has used the nmarks
HEALTHFI RST and desi gn and HEALTHFI RST WHERE THE CARE STARTS
and design since 1993. It also clains that it will be
damaged because “[i]f two entities are entitled to provide
identical services under simlar marks, there is a
i kel i hood that the public will be confused.” Notice of
Qpposition, p. 4. Applicant denied the salient allegations
of the notice of opposition.

The Record

The record consists of the followng itens: the file

of the involved application; the trial testinony deposition

! Serial No. 75/158,941 filed August 30, 1996. The application
contains an allegation of a bona fide intention to use the mark
in comerce
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of opposer’s senior vice-president, Thomas W Bergdall, with
acconpanyi ng exhibits; copies of opposer’s interrogatories
and applicant’s answers to interrogatories; excerpts of
South Carolina laws, the file wapper of applicant’s

Regi stration No. 1,683,958 and printouts fromthe USPTO s
dat abase, and copies of applicant’s |icense agreenents.
Applicant has submtted the trial testinony deposition of
applicant’s fornmer enployee, Cornelia Qutten, with
acconpanyi ng exhi bits? copies of the file w appers of
opposer’s trademark applications (Serial. Nos. 75/117,694
and 117, 256) and copies of applicant’s interrogatories and
opposer’ s responses.

Li kel i hood of Conf usion

The parties in this case essentially concede that there
is a likelihood of confusion here and the central issue is
the question of who has priority. See Qpposer’s Brief at 6
(“Accordingly, there is a likelihood of confusion between
the respective marks”); Applicant’s brief at 1 (“Both
parties agree that there is a |likelihood of confusion

bet ween Applicant’s HEALTHFI RST mark and Opposer’s

2 Opposer’s objection to this deposition on the ground that it
has not been verified is overruled. Applicant has submitted the
signature of the witness. Accord Tanpa Rico Inc. v. Puros Indios
Cigars Inc., 56 USP@d 1382, 1383 (TTAB 2000) (“[While it is
clear that M. Reyes did not sign his deposition as Trademark

Rul e 2.123(e)(5) requires, it is equally clear that this defect
is curable: applicant is ordered to send M. Reyes a

copy of the Spanish | anguage transcript for his signature”).
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Heal t hFirst mark”) (enmphasis deleted).® Indeed, there is
little doubt that when applicant’s HEALTHFI RST mark in typed
formis used on the sane health care services associ ated
W th opposer’s HEALTHFI RST mark and design, there would be a

i kel i hood of confusion. Inre E. |I. du Pont de Nenoburs &

Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973). See also

Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1896

(Fed. Cr. 2000). WMoreover, although the application covers
services in four classes, it is clear that opposer has based
its opposition on the likelihood of confusion with respect
to opposer’s health care services. Therefore, we proceed to
the central question of priority.?*
Priority

Qpposer does not all ege ownership of a registration,
rather it relies on its comon |law rights in the nmarks
HEALTHFI RST and design for health care services. In that
case, “the decision as to priority is made in accordance

wi th the preponderance of the evidence.” Hydro-Dynam cs

Inc. v. George Putnam & Conpany Inc., 811 F.2d 1470, 1

USPQ2d 1772, 1773 (Fed. Cir. 1987).

® Subsequent quotations fromthe parties’ papers will |ikew se
not set the marks out in bold as the parties do.

“ Wil e opposer alleges that the mark HEALTHFIRST is weak, it is
not clear what relevance that argunent has in this case. The
parties have agreed that there is confusion. Even if they did
not, confusion would still be likely when virtually the sanme word
mar k HEALTHFI RST is used on the sanme services, even if the mark
is weak.
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Opposer and applicant agree that opposer has used its
mark on health care services since 1994. See Applicant’s
Brief at 9 (“Since Septenber 1994, Qpposer or an affiliate
have used the mark Heal thFirst to provide nanaged heal th
care plans”). (Opposer has alleged that it began using the
mark before that tine. “Opposer has used the HEALTHFI RST
mar k, through its predecessor in interest, the Geater New
Yor k Hospital Association, in Decenber 1992 in recruiting
nmenber hospitals. Since 1993, Opposer began using the
Heal t hFirst mark for the sane purpose and subsequently, in
Sept enber of 1994 used the mark in connection with the
successful conclusion of contracts between HealthFirst, Inc.
and the Gty of New York.” Opposer’s Brief at 7-8.
Opposer’s allegation of a date of first use earlier than
Septenber 1994 is not supported by the record. QOpposer’s
witness testified that “HealthFirst first becane active in
of fering services to nenbers in Septenber of 1994...1 am
confident in the Septenber of 1994 date.” Bergdall dep. at
10-11.° The evidence of an earlier date of use is not
persuasive. The wtness’s testinony was vague and it was
not based on the w tness’s own experience. See Bergdal
dep. at 12 (“At sone point in their discussions to

organi zing this hospital -controll ed managed- care conpany,

® The witness becane senior vice-president of opposer in August
of 1995. Bergdall Dep. at 6. Prior to that, he was an attorney
for the Gty of New York. Bergdall dep. at 38.
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t hey began using the name HealthFirst...It wouldn’t be based
on ny recollection. Fromny conversations with Paul and
primarily Pat Wang, at G eater New York, | know that it was
in late 1992, because it was — everyone has cl ear
recollections”). It is not even clear how the mark was
used. See Bergdall dep. at 41 (“What woul d have been used
in 1992, to ny know edge and belief, was using this as a
name to recruit hospitals to join in this common enterprise
to formthis managed care conpany. There was no public
advertisenents. There was no programthat was offered to
the public”).® Therefore, based on the evidence of record
we concl ude that opposer has established Septenber of 1994
as its priority of use date for its health care services.
Qpposer does not allege that it has used the mark on all the
services that are in the opposed application and it has not
established an earlier priority date for any other service.
The Septenber 1994 date is significant because
applicant filed its intent to use application on August 30,
1996, and unl ess applicant had used the mark prior to that

filing date, opposer would have priority. Zirco Corp. V.

Aneri can Tel ephone and Tel egraph Co., 21 USPQRd 1542, 1544

(TTAB 1991) (“[T]here can be no doubt but that the right to

® Per haps because of the vagueness of the evidence, opposer
subsequently argues that the “evidence of record is clear as to
Opposer’s rights, it has used the mark Heal thFirst since 1993.”
Opposer’s Br. at 17.



Qpposition No. 106, 208

rely upon the constructive use date cones into existence
with the filing of the intent-to-use application and that an
intent-to-use applicant can rely upon this date in an
opposition brought by a third party asserting comon | aw
rights”). However, an applicant can establish a priority
date earlier than its application’s filing date. Corporate

Docunent Services inc. v. |.C E.D. Managenent Inc., 48

usP2d 1477, 1479 (TTAB 1998) (“[Aln intent-to-use applicant
is entitled to rely upon actual use, or use analogous to
trademark use, prior to the constructive use date of the
intent-to-use application”). Wen an applicant attenpts to
prove a date of first use earlier than the date alleged in
its use-based application, it must establish this date by

cl ear and convi ncing evidence. Mrtahus v. Video

Duplication Services Inc., 3 F.3d 417, 7 USPQRd 1846, 1852

n.7 (Fed. Gr. 1993) (“VCDS all eges use prior to the date
that it apparently listed in its registration application as
its date of first use, i.e., prior to May of 1985, and
therefore VCDS has the burden of establishing that use by

cl ear and convincing evidence instead of nere preponderance

of the evidence”); Hydro-Dynam cs, 1 USPQRd at 1773 (" Were

an applicant seeks to prove a date earlier than the date
alleged in its application, a heavier burden has been
i nposed on the applicant than the common | aw burden of

preponderance of the evidence”). Even if the sanme standard
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is applied to applicants who seek to establish a date of
actual use prior to the intent-to-use application’s filing
date, we find that applicant’s evidence is sufficient to
establish its priority in this case.

Applicant relies on the testinony deposition of
Cornelia Qutten to support its claimof an earlier date of
use. The witness left the applicant in January 1995.

Qutten dep. at 5. Applicant asked the witness: “And if

you' re aware that these services were offered or not offered
prior to, say, 1992, if you would just advise ne as | go
through the list.” CQutten dep. at 10. The w tness was then
asked about each service in the application individually.
She answered in the affirmative for nost of the services in
the application. OQutten dep. at 10-12 (Providing healthcare
benefit plans for others, healthcare cost containnent,
heal t hcare cost review, healthcare utilization and review
servi ces, hospital managenent, nedial cost managenent,

nmedi cal referrals, physician referrals, insurance

adm ni stration, adm nistration of enployee benefit plans,
adm ni stration of prepaid insurance plans, underwiting

i nsurance for prepaid healthcare, adm nistration of prepaid
heal t hcare pl ans, organi zi ng prepai d heal thcare pl ans,

medi cal insurance underwiting, physical fitness
instruction, primary heal thcare, snoking cessation classes,

provi di ng health and nedical information, energency nedical
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assistance, maintaining files and records concerning nedi cal
conditions of individuals, nedical counseling, rental of
medi cal equi pnent, operation of nedical |aboratories,
medi cal research, nedical testing, in vitro fertilization
physi cal fitness consultation, physical rehabilitation,
physi cal therapy, physician services, healthcare
publ i cations and medical practice managenent).’

On cross-exam nation, the wtness was asked to
el aborate on her direct testinony and she expl ai ned t hat
“all of those prograns and services were initially offered
through the Geenville Hospital System enployee benefit plan
and expanded into the comunity in 1990 when we began the
enrol |l nrent of other enployee groups.” Qutten dep. at 28.
The witness also identified a brochure entitled
“HealthFirst, A Partnership for Hgh Quality Cost-effective
Health Care” that she said “was used in our materials for
enpl oyer groups that we were contracting with...l believe
this was devel oped in 1990, '91, 92, that tine frane.”
Qutten dep. at 14-17. See also Qutten dep. at 23-24:

In 1989, we began marketing and selling Heal t hFirst

services to other enployers within that area.

bel i eve our second account beyond the hospital

enpl oyees was Liberty Corporation, and | think their

effective date was January of 1990... W provided the

Heal t hFirst network, which was the organi zati on of

physi ci ans, hospitals, and ancillary providers that
made up the provider conponent; we provided to Liberty

"1t was clear that the witness was indicating that the
“Heal t hFirst nane was associated with” these services. Qutten
dep. at 12.
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assi stance with health benefits design; we provided

utilization managenent services; nenber services;

provi der services; and re-pricing services to Liberty

Cor por at i on.

The witness al so explained that these services such as
provi di ng heal thcare benefit plans for others and heal thcare
cost contai nnent were “provided under the Heal thFirst nane.”
Qutten dep. at 27. “It was the mddle of '87 — June or July
of 1987 is when the program known as Heal t hFi rst becane
recogni zed by the hospital and the provider conmunity.”
Qutten dep. at 6-7.

In order to prevail on the issue of priority, applicant
can rely on intrastate use and use anal ogous to trademark

use prior to the intent-to-use application’s filing date.

Cor por at e Docunent Services, 48 USPQRd at 1479. The

evi dence denonstrates that applicant was using the mark
HEALTHFI RST on services that were identical to, or closely
rel ated to, opposer’s services prior to opposer’s date of
first use of Septenber 1994.

Opposer does offer two argunents to attenpt to undercut
applicant’s evidence of use. First, opposer argues that the
Wi tness's testinony is contradicted by applicant’s earlier
answer to an interrogatory. The opposer’s interrogatory
asked applicant to provide the date each service identified
in the applicant was provided by the applicant. Applicant
responded to the interrogatory by providing a |ist of

services and a date of first use prefaced by the statenent

10
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“that at least the follow ng services have been and are
bei ng provi ded under the HEALTHFI RST mark, either by
Applicant or by Applicant’s licensees.” (Qpposer’s Notice of
Rel i ance dated January 19, 2001, Ex. 2. Applicant then

i ndi cated that nunerous services including adm nistration of
enpl oyee health care benefit plans, health care cost

contai nment, health care cost review, health care
utilization and revi ew services, hospital nmanagenent,

medi cal cost managenent, nedical referrals, physician
referrals, insurance adm nistration, adm nistration of

enpl oyee benefit plans, adm nistration of preferred provider
pl ans, providing health and nedical information, and

mai ntaining files and records concerning the nedical
condition of individuals were provided by 1992.

Applicant’s wtness confirned that applicant used the
mark on these services and, in addition, she testified that
applicant also used the mark on primary health care,
energency nedi cal assistance, nedical clinics, nedical
counseling, rental of nedical equipnent, nedical testing, in
vitro fertilization, physical fitness consultation, physical
rehabilitation, physical therapy and physician services.
Qutten dep. at 10-14. \Wile applicant’s w tness expanded on
the services for which applicant was using the mark, the
testi nony has not been underm ned by its answer to the

interrogatory.

11
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Opposer’ s second argunent concerns a provision in a
| i cense agreenent between applicant and a third party. The
agreenent indicates that applicant had filed an I TU
application and that “Licensor shall convert Services
described in (2), all of which are identified in the |ITU
application, to use-based applications as soon as reasonably
feasible follow ng inplenentation of one or nore of these
Services by Licensee.” (Qpposer’s Notice of Reliance, Ex. 3,
003677. The license is dated February 27, 1998.
Apparently, opposer would have this agreenent stand for the
proposition that as “this |license agreenent was executed in
February 1998, clearly no use coul d have taken place prior
thereto.” Opposer’s Brief at 18.% However, the evidence of
record of applicant’s use of the mark on various pronotional
items and Ms. Qutten’s testinony rebuts opposer’s argunent
and indicates that this provisionis not to be read as
opposer maintains. It is clear that applicant had used the
mark on various services well before the date of this
agreenent and this agreenent appears to be directed to
perfecting its intent-to-use application.

We also briefly discuss several other issues that

opposer raises. First, opposer argues that applicant’s

8 pposer’s argument does not take into consideration the fact
that an applicant may have used a mark in intrastate comerce.
As di scussed previously, this type of use may be sufficient to
establish priority but it would not be sufficient to justify the
filing of a use-based application

12
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termnation of business with its primary |icensee as of
Decenber 31, 1999, “acknow edges that any use by this

| i censee has been discontinued and that there is no intent
to resune use of the mark.” Qpposer’s Brief at 18.

Di scontinuing business with a “primary” |icensee hardly
denonstrates that applicant has discontinued all use of the
mark and that it has no intent to resune use. (Qpposer’s

evi dence of abandonnent of an intent-to-use application
falls far short of that necessary for it to prevail. 1In
addition, we note that opposer’s allegation of abandonnent
woul d i nvol ve the period beginning after this opposition was
filed (June 2, 1997). The Court of Custons and Patent
Appeal s has recognized that a party litigating its right to
register a mark may refrain fromusing the mark until it is
clear that the party will be permitted to register the mark.

Community of Roquefort v. Santo, 443 F.2d 1196, 170 USPQ

205, 208 (CCPA 1971) (An applicant’s “subsequent decision to
hold further activities in abeyance pending the outcone of
the opposition appears to be but a reasonabl e busi ness
precaution and does not denonstrate a |lack of intention to
mar ket the product commercially upon successful term nation
of the proceeding”).

Opposer al so argues that the mark “HEALTHFIRST is
descriptive of the services designated in the opposed

application. The term*“‘Health’ describes the area of

13
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services, i.e. ‘“health care’ while the term‘First’ is
nerely | audatory, suggesting that the owner of the mark is
the first choice in health care services.” Qpposer’s Brief
at 20. Opposer was notified in a previous decision in this
case that “nere descriptiveness has not been pl eaded by
opposer as a ground for opposition.” Opinion dated May 30,
2000, p.8 n.2. QOpposer continues to argue that it has

pl eaded descriptiveness by referring to statenents in its
noti ce of opposition that “Qpposer will be denied the right
to continue using the mark in a manner in which it is now
legally entitled to do so” and that the application wl|
“prevent other parties fromusing a simlar mark.”
Qpposer’s Brief at 20. Qobviously, these statenents do not
pl ead that applicant’s mark is merely descriptive.®

| nasnmuch as opposer never anended its pleadings and the

i ssue has not been tried by express or inplied consent,
opposer is not entitled to prevail on this point.

Finally, opposer has included evidence that applicant
has been chartered by the State of South Carolina to
“provide its services for the benefit of Geenville County
residents, thereby limting the use of the nmark to
intrastate use.” Qpposer’s Brief at 17. (Qpposer argues

that applicant “is limted to intrastate commerce in

° It is also noted that it is manifestly untinely to request
reconsi deration of the Board s determ nation that opposer has not
pl eaded nere descriptiveness as a ground for opposition

14
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connection wth the mark HEALTHFI RST, a use insufficient to
satisfy a claimof use in interstate comrerce.” 1d. W
note that applicant’s charter does not limt its operations

to only the County of Greenville in South Carolina. Again,

we point out that applicant has filed an intent-to-use
application. Based on the evidence of record, we sinply
have no basis at this point to hold that applicant is

prohibited fromusing its mark in interstate comrerce.'°

Deci sion: The opposition is dism ssed.

0 Until applicant subnmits its Statenent of Use, any other
guestions regarding applicant’s use in comerce are prenature.

15



