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Diners Cub International Ltd. filed its opposition to

the application of Rosenbluth International, Inc. to

regi ster the mark GLOBAL VI SION for “conputer software for
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use in the travel industry for information managenent,” in
| nternational Cass 9.1

As grounds for opposition, opposer asserts that
applicant’s mark, when applied to applicant’s goods so
resenbl es opposer’s previously used mark GLOBAL VI SI ON for
“conputer software designed to nanage reporting of travel
expenses” as to be likely to cause confusion, under Section
2(d) of the Trademark Act.

Applicant, in its answer, denied the salient
al l egations of the claimand asserted affirmatively that it
“i's the owner of a famly of marks containing the dom nant
commercial termVISION for travel and travel rel ated goods
and services; including VISION, VISION CONSOLI DATOR, VI SI ON
DI RECT, USER VI SI ON and TAP THE POMNER OF VISION, as well as
the mark GLOBAL VISION ...” (Answer, p. 2, para. 9.)
Appl i cant asserts, further, that it has been using its
VI SI ON mar ks since at | east Septenber 1986, and that its use
predates opposer’s use alleged in its notice of opposition.

The Record

The record consists of the pleadings; the file of the

i nvol ved application; the testinony deposition by opposer of

Judith Hlvers, opposer’s senior vice president of corporate

! Application Serial No. 74697987, filed July 16, 1995, based upon an
all egation of a bona fide intention to use the mark in conmerce in
connection with the identified goods. The application includes a
statenent that applicant is the owner of Registration Nos. 1,504,237 and
1,627,853, although we note that the latter registration is cancell ed.
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mar keti ng, Yol anda Pi azza, opposer’s senior vice president
of information products, and Nornma Love, opposer’s director
of information products in 1992, all with exhibits;
opposer’s rebuttal testinony deposition of Norma Love, with
exhi bits; opposer’s responses to applicant’s first request
for adm ssions, and status and title copies of registrations
owned by applicant, both of which were submtted by
applicant’s notice of reliance; and the testinony deposition
by applicant of Nina Keenehan, applicant’s business nanager
for informati on managenent, with exhibits. Both parties
filed briefs on the case and an oral hearing was held, but
only opposer appeared at the oral hearing.

Factual Findi ngs

Qpposer’s principal business is the issuance of credit
cards and charge cards to charge expenses that are billed
nonthly. The cards are issued to individuals, including
personal cards and corporate cards for enpl oyees of
corporate custoners.

Opposer also offers infornmati on managenent software to
its corporate clients so that such clients can receive
spendi ng summari es and anal yses of the travel and
entertai nment expenditures of corporate enployees. This
information is formatted so that clients can conduct
busi ness pl anni ng, such as negotiating discount travel

rates, allocating personnel and noney for business travel,
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and determ ning the cost and business benefit bal ance of
corporate travel and entertai nnent expenditures. The
software permts a corporate client to aggregate and
organi ze the travel data of |arge nunbers of enployees into
different sunmaries and reports for nunmerous purposes.

Qpposer’s key conpetitor in the field of managenent
information reporting is American Express. (Opposer’s
busi ness differs fromthe business of Anmerican Express
because, while both offer charge card products, Anerican
Express has its card program and travel agency under one
unbrella. To conpete with American Express, opposer has,
since 1984, aligned itself with travel agencies in the
market. Applicant is one of the travel agencies with whom
opposer has a “preferred” arrangenent. The two entities
work closely together to present their products to corporate
custoners. Joint pronotional materials include both
opposer’s | ogo and applicant’s | ogo.

As part of opposer’s relationship with applicant,
opposer conducts training sessions to educate applicant’s
sal es force about opposer’s product offerings. Opposer
submtted a copy of a pronotional itemcalled a “sell” sheet
(Hlvers Dep., Ex. 25) that pronptes opposer’s core
products, including GLOBAL VI SION software, and i ncl udes
applicant’s logo thereon. This sell sheet is used by

applicant in its proposals and sal es presentations, and by
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opposer in sales initiatives conducted jointly with
appl i cant.

Opposer submtted a copy of its “Conti nuum
Presentation” (Hlvers Dep., Exs. 27 & 28), which was part
of an interactive exhibition set up by applicant in the
| obby of applicant’s headquarters in Phil adel phia. The
exhi bit showcased for corporate custoners the trave
services and products of applicant and its preferred
vendors, including opposer. Qpposer’s interactive Continuum
Presentation includes an explanation of its GLOBAL VI SI ON
| nt ernet product.

Qpposer first introduced its travel information
managenment software at a trade show in July 1992 under the
trademark T&E ANALYZER  This software was initially
di stributed on disks during the first quarter of 1993.°2

Opposer subsequently devel oped an updated version of
its T&E ANALYZER software and determ ned that it would be
renamed “GLOBAL VISION,” with the first version nunbered
2.0. Disk labels were first printed in April 1995 and a
press rel ease announcing the product is dated April 17, 1995
(Love Dep., Ex. 2). The information contained in the press
rel ease appeared in the April 17, 1995 issue of Business

Travel News, an industry periodical (Love Dep., Ex. 3). On

2 The record indicates that opposer may have used the mark GLOBAL VI SION
on a software product in 1992, but that opposer could find no
docunentation of this use. Since this use has not been adequately
establ i shed, we have not considered it.



Opposition No. 91105261

June 1, 1995, opposer distributed a bulletin to its
custonmers announcing the availability of its GLOBAL VI SI ON
version 2.0 software and advi sing custoners of the hardware
and software requirenents necessary to upgrade to the G.OBAL
VI SION software fromthe T&E ANALYZER software (Love Dep.
Ex. 6). Several custoners responded to the bulletin in June
1995. On June 5, 1995, opposer | oaded the software onto
di sks and nailed a copy to one of its custoners, Ted Barrett
of National Starch (Love Dep., Ex. 7). Qpposer’s tel ephone
tracki ng system shows a tel ephone call from M. Barrett on
June 7, 1995 indicating that National Starch had installed
the GLOBAL VI SI ON software but was havi ng probl ens | oadi ng
data; and another tel ephone call is |logged fromM. Barrett
on June 13, 1995 with a question about G.OBAL VI SI ON
software report results. (Love Rebuttal Dep., Ex. 31.)
Opposer has used the mark GLOBAL VI SI ON conti nuously
since June 1995 in connection with each of the successive
versi ons of opposer’s information managenent software and
the user manuals and bulletins distributed in connection
therewith. The type of nedia used has mgrated from
di skettes to CD Rom and, presently, to a web-based product.
Qpposer’s GLOBAL VI SION software is part of what applicant

describes as its suite of “GLOBAL” software products,
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presently consisting of GLOBAL PRODUCT MANAGER, GLOBAL
VI SI ON and T&E RECONCI LER. 3

Appl i cant began its business as a steanship ticket
office in 1892; in the 1930's and 1940’s, applicant’s
busi ness expanded to include |eisure travel sales; and in
1965, applicant’s busi ness expanded to include national and
i nternational corporate custoners. At the tine of trial
appl i cant had approximately 1,500 clients worldw de and an
annual business of $3.2 billion. The record does not
establi sh what percentage of clients and business is in the
United States.

Applicant owns the follow ng registrations:

Regi stration No. 2,678,526

Mar k: EVI SI ON@GROSENBLUTH

Services: “Travel information services available

t hrough a gl obal conputer network”

Regi stered: January 21, 2003 based on an

application filed on August 30, 1999.%

Regi stration No. 2,663,703

Mar k: VI SI ON@GROSENBLUTH

Services: “Travel information services avail able

t hrough a gl obal conputer network”

Regi stered: Decenber 17, 2002 based on an

application filed August 31, 1999.°

Regi stration No. 1,998,414
Mar k: VI SI ON DI RECT

3 There is insufficient evidence in the record to draw any concl usi ons
about the use of narks other than GLOBAL VI SI ON by opposer

4 Ms. Keenehan, applicant’s business manager for information nmanagement,
testified that applicant first used this mark in connection with the
identified services in July 2000.

5 Ms. Keenehan testified that applicant first used this mark in
connection with the identified services in August 1999.
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Goods: “Conputer software used in connection with
t he managenent of travel expense information and
general travel information”

Regi stered: Septenber 3, 1996 based on an
application filed October 26, 1995.°

Regi stration No. 2,087,044

Mar k: VI SI ON CONSOLI DATOR

Goods: “Conputer software for use in the trave
i ndustry, nanely, for national and gl obal trave
managenent”

Regi stered: August 12, 1997 based on an
application filed February 7, 1996.°

Regi stration No. 2,064,590

Mark: TAP THE POAER OF VI SI ON

Goods: “Conputer software for use in nmanagi ng
travel information”

Regi stered: May 27, 1997 based on an application
filed Cctober 26, 1995.8

Regi stration No. 1,977,102

Mar k: VI SI ON DI RECT

Goods: “Conputer software used in connection with
t he managenent of travel expense infornmation,”
Regi stered: May 28, 1996 based on an application
filed Decenber 7, 1993.°

Regi stration No. 1,504, 237

Mar k: VI SI ON

Goods: “Processi ng managenent data and generating
managenent reports for others concerning the
travel activities of their personnel”

Regi stered: Septenber 13, 1988 based on an
application filed November 6, 1986.°

® Ms. Keenehan testified that applicant first used this mark in
connection with the identified goods in Novenber 1993.

" Ms. Keenehan testified that that applicant first used this mark in
connection with the identified goods in April 1995.

8 Ms. Keenehan testified that she was aware that this mark was a sl ogan
t hat woul d have been used, but that she had no personal know edge of its
use.

9 Ms. Keenehan testified that that applicant first used this mark in
connection with the identified goods in February 1994.

10 Ms. Keenehan testified that the VISION mark was first used in
connection with the identified services on or around Septenber 1986.
However, she also stated that she first began working for applicant in
1993 and that her know edge about the first use of this mark is based on
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Applicant’s core technology is its d obal Distribution
Net wor k, which allows applicant to access all stored
i nformati on necessary to provide services to a corporate
client regardl ess of where that corporate client, or the
client’s traveler, is in the world. Applicant’s travel
managenent system where all client travel data is
integrated and maintained, is identified by its registered
mark, VISION. The information contained therein is
organi zed i nto managenent reports for clients and reports
can be custom zed for clients. Applicant’s software program
that nonitors travel itineraries and, anong other things,
flags travel itineraries that are not in conpliance with a
client’s travel policies, is identified by the mark
ULTRAVISION. It is not clear fromthe record exactly when
clients began using the described services identified by the
ULTRAVI SION nmark, i.e., whether it was in July 1993 or sone
time thereafter. An article entitled “Travel Agencies Still
Search for dobal Uniformty” in Business Travel News, My
18, 1998 (Keenehan Dep., Ex. 5), includes the follow ng
st at enent s:

Like its nega conpetitors, Rosenbl uth

I nternational [applicant] also is working

diligently on selling the concept of a gl obal

account managenent, but still has a limted nunber
of truly global custoners.

conversations with colleagues. Therefore, we find her statenents in
this regard to be of little probative val ue.
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On the technol ogy side; Rosenbl ut h provi des gl obal
data collection through its G obal Distribution
Network. “We operate on a dom nant CRS platform
and our international offices are |inked through
the GODN. All data fromthe Apollo/Galileo
platformis forwarded el ectronically into Vision
our back-office system” MGQurk said.

Applicant’s desktop software program that clients
| i cense and use to obtain data fromapplicant’s VI SI ON
system and mani pul ate the data into various types of
reports, is identified by the registered mark VI SI ON
DI RECT. ™

Ms. Keenehan stated that applicant’s first on-line
I nt er net - based reporting product was identified by the
regi stered mark VI SI ONGROSENBLUTH. A second rel ated
product, identified by the mark EVI SION, was | aunched in
July 2000 and permits clients to obtain on-line ad hoc
reporting on a flexible schedule. Both products were stil

available at the tinme of trial. A third product, identified

by the mark IVISION, was | aunched during 2002 and pernits

11 Applicant’s attorney stated during and at the close of Ms. Keenehan's
testimony that several specified exhibits were marked confidential. W
note that applicant conplied with none of the requirenents for
submitting confidential docunents to the Board and the referenced

exhibits are presently part of the public record. In this regard, we
note the rel evant provisions of Trademark Rule 2.125(e), 37 CFR
§2.125(e):

Upon notion by any party, for good cause, the Trademark

Trial and Appeal Board nmmy order that any part of a

deposition transcript or any exhibits that directly disclose

any trade secret or other confidential research

devel opnent, or commercial information nmay be filed under

seal and kept confidential under the provisions of 82.27(e).
Al t hough required, there is no protective order in place and applicant
did not submit the allegedly confidential docunents separately under
seal

10
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clients to access data via the Internet and run reports at
any time. A fourth product, identified by the registered
mar k VI SI ON CONSOLI DATOR, perm ts applicant to inport
hi storical data froma corporate client and nerge it with
the client’s data in applicant’s Vision database so that the
corporate client has a single source for its travel
managenment reporting.

Ms. Keenehan opined that if both applicant and
regi strant use the mark GLOBAL VI SION, customers are likely
to be confused.

Anal ysi s

This case is primarily a priority dispute. Inits
brief, applicant concedes that there is a |likelihood of
confusi on and argues that applicant has priority of use.

Regardi ng the marks, there is no question that the
marks are identical. Both parties agree that their
respective goods are closely related, and the evidence of
record supports this conclusion. Both parties offer travel-
related conputer software. Qpposer describes its software
as being designed to manage reporting of travel expenses;
and applicant describes its software as bei ng designed for
use in the travel industry for information managenent. The
record shows that the information “managed” by the software
of the two parties herein overlaps and, to the extent it

does not overlap, it is substantially simlar.

11
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The evidence al so establishes, and the parties agree,
that the channels of trade for their respective software
products are identical, nanely, corporations wth enpl oyees
who travel. This is reinforced by the fact that opposer and
appl i cant have a business relationship to offer services to
the sane corporate clients, albeit not with respect to the
goods involved in this case.

Turning to the issue of priority in this case, we begin
by noting that applicant’s position is based primarily upon
its affirmative defense that it owmms a famly of VISION
mar ks and that, by virtue thereof, applicant has priority of
use of its GLOBAL VI SI ON mark. However, as opposer points
out, the Board has clearly and affirmatively determ ned t hat
a famly of marks argunent can be used only offensively by a
plaintiff, not defensively by a defendant. See Baroid
Drilling Fluids Inc. v. Sun Drilling Products, 24 USPQRd
1048 (TTAB 1992).

The Baroi d deci sion addressed “the question of whether
a defendant in a Board inter partes proceeding can rely upon
its asserted ownership of a famly of marks as a defense
against a plaintiff's intervening common-|aw rights.”

Baroi d, supra at 1049. The Board stated the following in
this regard:

The i ssue under Section 2(d) is whether

applicant's mark sought to be registered, or

respondent’'s mark, the registration of which is
sought to be cancelled, so resenbles plaintiff's

12
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regi stered and/ or previously used nark or marks as
to be likely to cause confusion. Thus, the fact
that a plaintiff may rely upon any confusingly
simlar mark which it has either registered or
previously used, is to be contrasted with the fact
that a defendant whose sole mark in issue is its
mar Kk sought to be registered or its mark sought to
be cancelled, can rely upon only its rights in
that mark, except in very limted situations.

One situation involves a defendant's claimthat it
al ready owns a substantially simlar registered
mark for substantially simlar goods and/or

servi ces such that the second registration (or
second regi stration sought) causes no added injury
to the plaintiff. See Morehouse Manufacturing
Corp. v. J. Strickland & Co., 407 F.2d 881, 160
USPQ 715 ( CCPA 1969).

A second situation involves a defendant's attenpt
to defeat a plaintiff's priority of use claimby
virtue of the defendant's earlier use of a mark
which is the | egal equivalent of defendant's

i nvolved mark for the same or simlar goods. This
| atter situation involves the concept of

‘tacking.' See Van Dyne-Crotty Inc. v. War-Cuard
Corp., 926 F.2d 1156, 17 USPQd 1866 (Fed. GCir.
1991), aff'g 18 USPQ2d 1804 (TTAB 1990) [ ot her
citation omtted] ... [A] party seeking to tack on
its use of an earlier mark to its use of a later
mark may do so only if the earlier mark is the

| egal equivalent of the mark in question or

i ndi stingui shabl e therefrom and woul d be

consi dered by purchasers as the sane mark. For
pur poses of tacking, two marks are not necessarily
| egal equivalents nerely because they are
considered to be confusingly simlar. Tacking of
an earlier use of one mark onto the |ater use of a
very simlar mark, for purposes of priority, has
been permtted only in “rare” instances.

[citation omtted.]

To all ow a defendant to plead and prove as a
defense against a plaintiff's intervening common-
law rights that it owns an earlier famly of marks
woul d create, at least in our mnds, an
unaccept abl e | oophole to the stringent standards
applicable to the two situations set forth above.
[footnote omtted.] The |oophole would be
unaccept abl e because, as noted above, the

13
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priority-of-use issue under Section 2(d) (when

priority of use is in issue) is whether the

defendant's use of its mark sought to be

regi stered, or the registration of which is sought

to be cancell ed, precedes the plaintiff's use of

the plaintiff's pleaded mark(s), not whether the

def endant has priority of use of another mark or

mar ks which the plaintiff's mark(s) so resenbl es

as to be likely to cause confusion. Thus, we nust

narrowy construe the availability of defenses

grounded upon ownership of other earlier-used

and/ or registered marks.

Id. at 1052-53. See al so Hornbl ower & Weeks Inc. v.
Hor nbl ower & Weeks Inc., 60 USPQ@2d 1733 (TTAB 2001).

As noted above in Baroid, there are two exceptions to
the rule that a defendant may rely only on the mark in the
opposed application, which brings us to applicant’s
assertion of a Mdrehouse defense, one of the exceptions
noted in Baroid, for the first tine inits brief. See
Mor ehouse Mg. Corp. v. J. Strickland Co., 407 F.2d 881, 160
USPQ 715 (CCPA 1969). (Opposer objects that this defense was
nei ther asserted in applicant’s answer, nor tried by the
express or inplied consent of the parties. W agree. W do
not consider applicant’s pleading of a famly of marks to
inplicitly include a Mdirehouse defense. Therefore, this

def ense has been given no consideration. !

12 Moreover, even if we were to consider whether a Morehouse situation
exists in this case as a limted exception to the fanmly of marks
prohi bition, we would find that applicant has not net the requirenents
set out in Mrehouse. Morehouse requires that the narks and goods in
the prior registration(s) and invol ved application are "substantially
identical." 1d. at 717. See also TBC Corp. v. Grand Prix Ltd., 12
USP@d 1311, 1314 (TTAB 1989). For purposes of the Mrehouse defense,
two marks are "substantially identical" when they are either literally
identical or legally equivalent. See OMBread Inc. v. United States

14
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Nor has applicant established the other Baroid
exception, nanely, the |egal equival ency of marks and goods
necessary to permt tacking of earlier dates of use of its
other VISION marks to the mark herein. Therefore, Baroid is
directly applicable to the situation involved in this case
and we concl ude that whether applicant has a famly of
VISION marks is irrelevant and we have given this allegation
no further consideration in reaching our decision. As in
Baroi d, our analysis considers only opposer’s pl eaded and
establ i shed mark and goods and the mark and goods identified
in the opposed application.

In this regard, the earliest date upon which applicant
can rely is its application filing date of July 16, 1995.

Qpposer does not own a federal registration for its
GLOBAL VISION nmark.*® Regarding its use, Opposer contends
that its first use of its pleaded mark was “bona fide use in
the ordinary course of business, and denonstrate[s]

l egitimate, substantial and continuing use of the GLOBAL
VISION mark in connection with its software product.”

(Brief, p. 10.) Opposer contends that its use precedes the

A ynmpic Committee, 65 F.3d 933, 36 USPQ2d 1041 (Fed. Cir. 1995) (OLYMPIC
and OLYMPI C KIDS are neither the sane nor legally equivalent).

Appl i cant has not established that any of the registered or unregistered
mar ks about which it has subnmitted substantial evidence are literally
identical or legally equivalent to the nark in the application herein.

13 Neither party has alleged that the mark GLOBAL VISION is not

i nherently distinctive in connection with the parties’ respective goods
and, therefore, for the purposes of this proceeding at |east, we
consider the mark to be inherently distinctive in connection with each
party’s goods.

15
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July 6, 1995 filing date of applicant’s intent-to-use
application.

Appl i cant di sputes opposer’s allegations that it mde
any sales of its product prior to applicant’s July 6, 1995
filing date, and argues that opposer’s June 5, 1995 shi pnent
was a single shipnment that “does not constitute a bona fide
use in commerce in the ordinary course of business
sufficient to establish priority.”* (Brief, p. 14.)
Appl i cant states that opposer’s evidence of use is anbi guous
at best and applicant infers from opposer’s evidence that no
product was actually shipped by opposer on June 5, 1995;
that only a draft user manual was sent to the custoner; and
that the custoner was nerely testing a beta version of
opposer’s software on a trial basis. (Brief, p. 15.)

W find that the record clearly establishes that
opposer began pronoting its GLOBAL VI SI ON product and
printing | abels and user manuals in April 1995; that, in
June 1995, opposer’s software was ready for delivery,
product bulletins were distributed, and orders were
recei ved; and that product sales were made and delivered
begi nning June 5, 1995. Applicant’s nere statenent to the

contrary is insufficient to refute opposer’s show ng that

14 Applicant contends that opposer’s evidence is also insufficient to
establ i sh use anal ogous to trademark use. However, opposer points out
that it has not made such an argunent; rather, opposer asserts that it
comenced actual bona fide use of its mark in comrerce on June 5, 1995.
Therefore, we have not considered this argunent by applicant.

16
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its use commenced on June 5, 1995. \Wet her opposer sold
only one product on June 5, 1995 is not inportant in view of
the evidence of its continued sales up to and including the
time of trial.

Therefore, we conclude that opposer has clearly
established its priority of use in this case.

Deci sion: The opposition is sustained.
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