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Cor por at i on.

Bef ore Sinms, Hanak and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Rogers, Adm nistrative Trademark Judge:
I nternational Wb Broadcasting Corporation has filed an
application to register the mark CAR ZONE for services

identified as "providing an on-line conputer database via

Y1t appears applicant has tw ce recorded its change of name in
the Assignnment Branch, at Reel 1775, Frane 0568, and at Reel
1789, Frame 0849. On applicant’s "List of TTAB Depositions
Taken," filed January 14, 2000, applicant reports a further
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the gl obal conputer information network and el ectronic
bull etin board featuring advertisenent and marketing

i nformati on for others about autonobile and notorcycle-
rel ated goods and services; and on-line ordering services
featuring autonobil e and notorcycl e-rel ated goods and
services," in Oass 35.2 The application includes a

di sclaimer of the exclusive right to use "CAR "

Aut oZone, Inc. has opposed registration on the grounds
that since "long prior to" the filing date of applicant’s
application, opposer’s predecessor adopted and used, and
opposer continues to use, in commerce, "the trademark and
service mark AUTOZONE® for, inter alia, a variety of retai
autonotive products and for retail auto parts store
services"; that "long prior to" the filing date of the
opposed application, opposer "adopted, used and is stil
using in conmerce AUTQZONE. COM as [a] domai n nane and
service mark for "on-line electronic services nanely, on-
| ine ordering services in the field of autonotive parts and
accessories, and providing information regardi ng autonotive
repair and mai ntenance via a gl obal conputer network," and

t hat opposer, on February 7, 1996 filed to register

change of nanme to | WBC. Net Corporation, but this apparently has
not been recorded.

2 Serial No. 75/044,430, filed January 16, 1996, based on
applicant’s allegation of a bona fide intention to use the mark
i n commerce.

% Opposer relies on registrations for the mark in both typed form
and in stylized formwith a design el enment.
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AUTQOZONE. COM as a service mark for these services? that
opposer "duly registered AUTOZONE. COM as an I nternet domain
nane" on Septenber 26, 1995; that purchasers of its goods
and services recogni ze AUTQZONE as an indication of origin
I n opposer; that its mark "has becone exceedingly well -
known"; that opposer’s mark and applicant’s mark "are
Identical in terns of their neaning, and accordingly are
confusingly simlar"; that the goods and services descri bed
I n opposer’s registrations and in its approved application
"are commercially related" to the services in applicant’s
application; and that consuners will be confused or

decei ved.

Appl i cant has expressly or effectively denied the
salient allegations of the notice of opposition. Applicant
asserts that "the apparent differences in sight, sound,
connotati on and commercial inpression, as well as the
di fferences in services and channels of trade, show that
there exists no likelihood of confusion.” Applicant also
states that "[s]hould the Board determ ne that Opposer is
entitled to judgnent with respect to Applicant’s services as
broadly defined in the application, Applicant clains the
following affirmati ve defense in the alternative.” The

def ense asserts:

4 Serial No. 75/054,355. O fice records reveal that a Notice of
Al'l owance issued on August 19, 1997 and that opposer has obtai ned
five extensions of tine to file a statenent of use.
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5. Applicant has adopted and has begun actually
mar keting the service mark CAR ZONE i n associ ation
with an Internet Wb Site that offers links to
ot her, independently owned and operated, Internet
Wb Sites, each site for providing an on-line
conput er database via the gl obal conput er
informati on network and electronic bulletin board
featuring advertisenent and marketing information
for others about autonobile and notorcycle-rel ated
goods and services; and on-line ordering services
featuring autonobile and notorcycle-rel ated goods
and servi ces.

6. Applicant’s service does not offer content
under the name CAR ZONE. On the contrary, CAR
ZONE is an on-line infrastructure, linking users
to Wb Sites controlled and operated by
I ndependent entities, each bearing the trademark
or service mark of that entity. ...In order for the

user to obtain specific, automobile related

information, the user must link to one of these

independent Web Sites.

7. Applicant's services provided through CAR ZONE
is one [sic] among many services organized into an
on-line infrastructure known as New Atlantis.
Along with CAR ZONE, users of New Atlantis can
access Web sites concentrating on a number of
different professions or areas of interest. ...

8. Based on, among other things, the actual
services offered by Applicant in association with

the service mark CAR ZONE, the independent nature
of the Web Sites containing specific information,

and the family of "Zone" marks utilized by
Applicant, there is no likelihood of confusion

with respect to Opposer's mark.

9. Even if the Board ultimately finds that Opposer

IS entitted to judgment with respect to
Applicant's  services as broadly identified,
Applicant would be entitled to a registration of

its mark with a restricted identification

reflecting the actual nature of its goods [sic].
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The record includes the pleadings, the opposed
application and, as described by opposer in its brief, the
follow ng itens submtted by opposer: the testinony
deposition of Anthony Dean Rose, Jr., opposer’s senior vice
president, advertising and custoner satisfaction, with
exhi bits® applicant’s answers to certain of opposer’s
I nterrogatories; applicant’s responses to certain of
opposer’s request for adm ssions; status and title copies of
opposer’s pleaded registrations; and dictionary definitions
of "auto," "autonmobile,” and "car."

Applicant did not submt any testinony or other
evi dence. Opposer filed a brief; applicant did not. An
oral hearing was not requested.

| nsof ar as opposer relies on its pleaded registrations,
priority of use is not an issue, because the record shows
that the registrations are subsisting and owned by opposer.

See King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d

1400, 182 USPQ 108, 110 (CCPA 1974). Insofar as opposer
relies on its use of AUTQZONE. COM opposer has failed to
prove priority. Wile the unchallenged testinony of
opposer’s wi tness establishes that opposer maintains a Wb
site with the address AUTOZONE. COM there is no testinony to
as to the date of registration of that designation as an

Internet address, or as to first use of that designation as

> Applicant did not attend and cross-exam ne the wtness.
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an address. Thus, the allegations in the notice of
opposition as to registration of the designation as an
Internet address and as to use of the designation as a mark
since prior to the filing date of applicant’s application
bot h are unproved.

Turning to the issue of |ikelihood of confusion, we
find upon consideration of the pertinent factors set forth

inlnre E. 1. du Pont de Nenoburs & Co., 476 F.2d 1357, 177

USPQ 563, 567 (CCPA 1973), that confusion as to source or
affiliation or sponsorship is likely in this case. 1In the
du Pont analysis, two key considerations are the simlarity
of the marks and the simlarity or comrercial rel atedness of

t he goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24, 29. 1In the case at hand, other
key du Pont considerations include the fame of opposer’s
mar k, as evidenced by its w despread pronotion, and the |ack
of evidence that there are any other marks at all simlar to
opposer’s in use for simlar goods or services. W consider
first, the marks.

Whil e we nust consider the marks in their entireties,
it is well settled that one feature of a mark nmay be nore
significant than another, and it is not inproper to give
nore weight to this domnant feature in determning the

commercial inpression created by the mark. 1n re National

Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Gir. 1985).
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Applicant has disclainmed rights in "CAR " and the
record establishes that "car" and "auto" or "autonobile" are
i nt erchangeabl e terns.® Disclaimed or descriptive el enents
in marks typically are less significant. See Tektronix,

Inc. v. Daktronics, Inc., 189 USPQ 693 (CCPA 1976). In

contrast, there is nothing in the record to indicate that
"ZONE" is anything other than arbitrary for opposer’s and
applicant’s respecti ve goods and services. Moreover,
opposer has submitted evidence sufficient to support its

"7 and there

claimthat its mark is "exceedingly well-known
IS no evidence that any other "Zone" marks are in use for
t he i nvol ved goods or services or any related thereto.

In short, we find opposer’s mark strong and wi dely
pronot ed anong consuners, and we find applicant’s mark
simlar in sight and sound and nearly identical in
commercial inpression. Guven the fallibility of the nornal
consuner’s recoll ection of marks, we find the nearly

I dentical comercial inpression created by the marks to be

quite significant. See In re Lanson G| Co., 6 USPQ2d 1041,

® The evidence on this point includes the dictionary definitions
made of record by opposer and the unchal |l enged testinony of
opposer’s W tness.

" Opposer’s witness testified to use of its registered marks in
2,124 stores in 38 states and opposer has submitted evidence of
nati onal advertising that has reached even into states where
opposer has not yet expanded its operations. Qpposer’'s wtness
testified that, as a result of its national advertising, opposer
has received calls from consuners inquiring when opposer would
open stores near them
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1042 n. 4 (TTAB 1988) (one elenment in the sight, sound and
meaning trilogy can, under the circunstances of a particular
case, be sufficient to find marks confusingly simlar).

Consi dering the respective goods and services, we note
that much of applicant’s answer and sonme of its responses to
opposer’s interrogatories attenpt to differentiate
applicant’s actual services fromthose covered by the
Identification of services inits application. It is well
settled, however, that our consideration of the question of
|'i kel i hood of confusion nust be based on the identifications
I n opposer’s pleaded registrations and in applicant’s

application. See Octocom Systens Inc. v. Houston Conputers

Services Inc., 918 F.2d 937, 16 USPQd 1783, 1787 (Fed. Cr

1990), and Canadi an I nperial Bank of Commerce, Nati onal

Associ ation v. Wl ls Fargo Bank, 811 F.2d 1490, 1 USPQd

1813, 1815-16 (Fed. Cr. 1987).

Applicant’s identification includes "on-1line ordering
services featuring autonobile and notorcycl e-rel at ed goods
and services." Qpposer has subsisting registrations for its
mark, in both typed and design form for various autonotive
parts and supplies® and for "retail auto parts store

services."

8 As for goods, the registrations of record cover autonotive
batteries, autonobile and truck engi nes, cleaning preparations
for hands and aut onobil es, vehicle engine thernostats, and
vehi cl e engi ne belts.
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There is, of course, no question that the use of
simlar marks for goods on the one hand and rel ated services
i nvol vi ng those goods on the other may, in appropriate
cases, be likely to result in confusion in trade. See,

e.g., Steelcase Inc. v. Steelcare Inc., 219 USPQ 438, 435

(TTAB 1983) (STEELCARE for refinishing of furniture and
of fice equipnent held likely to be confused wth STEELCASE
for office furniture and accessories). See also, Safety-

Kleen Corp. v. Dresser Industries, Inc., 518 F.2d 1399, 186

USPQ 476, 480 (CCPA 1975).

Mor eover, we take judicial notice of the increasing use
of Internet Web sites as an additional channel of trade for
traditional retail outlets.® Thus, many of the same
consuners that have used opposer’s stores over the years,
finding applicant’s Web site, may be confused and believe it

to be sonehow sponsored by or affiliated with opposer.

W find this a fit subject for judicial notice as a fact
"generally known". Cf. CGeneral MIls Fun Goup, Inc. v. Tuxedo
Monopol y, Inc., 204 USPQ 396, 400 (TTAB 1979), aff’d, Tuxedo
Monopoly, Inc. v. CGeneral MIls Fun Group, Inc., 648 F.2d 1335,
209 USPQ 986, 988. W also note the foll ow ng:

Wrld Wde Wb The Il argest collection of online
information in the World. The Wb is an I|nternet
facility that has beconme synonynous with the Interent
[sic].

...[T]he Web is turning into "the" worldwide
information system for education, research,
entertainment and commerce.
The Computer Glossary The Conplete Il ustrated
Dictionary 470 (8 '"ed.1998)
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W find that if applicant uses its mark, for its
identified services, there will be a likelihood of confusion
anong consuners, in view of opposer’s prior registration and
use of its mark for various autonotive goods and for its
retail auto parts store services.

We note that applicant pleaded, in the alternative,
that confusion of consunmers is unlikely but that, were we to
find otherwi se, then applicant is entitled to registration
of its mark "with a restricted identification reflecting the
actual nature of its goods [sic]." W viewthis as an
attenpt to nmake a cl ai munder Section 18 of the Trademark
Act, 15 U.S.C. 81068. We have no testimony or evidence from
applicant, however, regarding the exact nature of its
services. Moreover, it is entirely unclear from the
pleadings and applicant's responses to opposer's
interrogatories whether applicant has begun use of the mark
and, if so, for what precise services. In this regard, we
compare applicant's responses to opposer's interrogatories
23 and 24, applicant's denial of paragraph 2 in opposer's
notice of opposition, and applicant's affirmative defense.

Applicant denied opposer's allegation that applicant
made no use of its mark prior to filing the involved
application (answer, 12), and the allegations in applicant's
affirmative defense discuss applicant's use of the mark. In

contrast, applicant's interrogatory responses deny any use

10
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of the mark: "Applicant has not commenced use of the mark.
Applicant filed an Intent to Use Application. Applicant
wi |l use the mark pendi ng the outcone of the Qpposition
period [sic]." (Response to Qpposer’s Interrogatory 23).

Under the circunstances, applicant has failed to
appri se opposer and the Board of the precise [imtation on
applicant’s identification that would support a clai munder
Section 18. Mreover, for the Board to grant relief under
Section 18, applicant woul d have had to show that it is
actually using its mark and the precise nature of the
services it is using the mark for. Having failed to do so,
applicant’s affirmative defense has not be consi dered.

Deci sion: The opposition is sustained and registration

to applicant is refused.

R L. Sinms

E. W Hanak

G F. Rogers
Adm ni strative Tradenmark

Judges, Trademark Tri al
and Appeal Board
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