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Opi nion by Sims, Adm nistrative Trademark Judge:

North American Bear Co., Inc. (opposer), an lllinois
corporation, has opposed the application of The Vernont
Teddy Bear Co., Inc. (applicant), a New York corporation,

to register the mark THE GREAT AMERI CAN TEDDY BEAR f or
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stuffed toy animals and for nmessage delivery services
acconpani ed by stuffed toy animals.?

In the notice of opposition, opposer asserts that it
first used the mark NORTH AMERI CAN BEAR CO. INC. no | ater
t han Novenber 1979 for stuffed toys; that it owns two
registrations covering this mark and the mark with a

design for stuffed toys;?

and that applicant’s mark THE
GREAT AMERI CAN TEDDY BEAR so resenbl es opposer’s
previously used and regi stered marks NORTH AMERI CAN BEAR
CO. INC. with and w thout design as to be likely to cause
confusion, to cause m stake or to deceive. Inits
answer, applicant has denied the essential allegations of
t he opposition and has asserted as an “affirmative

def ense” that opposer’s mark is generic. However,
because this defense is an attack on opposer’s pl eaded

registrations, applicant was required to file a petition

to cancellation or a counterclaimseeking

1 Application Serial No. 75/030, 467, filed Decenber 4, 1995,
based upon applicant’s assertion of a bona fide intent to use
the mark in commerce. The words “TEDDY BEAR’' have been

di scl ai ned

2 Regi stration No. 1,365,742, issued Cctober 15, 1985, Sections
8 and 15 declaration filed; and Registration No. 1,438,174,

i ssued April 28, 1987; Sections 8 and 15 declaration filed. 1In
both registrations the words “BEAR CO. |INC.” have been

di scl ai ned, and the representation of the teddy bear has been
disclained in the ' 742 registration.
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cancel |l ati on of opposer’s pleaded registrations. See
TBMP 88318.02(b) and 319. Applicant has not done this.
Accordingly, no further consideration will be given to
this
“affirmative defense.”?

Both parties have submtted notices of reliance upon
di scovery depositions and/or discovery responses of the
ot her party. Opposer has also relied on its pleaded
registrations as well as on printed publications, and has

taken testinmony. Both parties have submtted briefs.

Opposer’s Record

Opposer’s co-founder, M. Paul Levy, testified that
opposer has sold teddy bears wi th hangtags bearing the
mar k NORTH AMERI CAN BEAR CO. INC. since 1979. Levy dep.

pp. 10, 17, 53. See Levy Exhibits 1 and 16 bel ow.

2\ note, however, that, in Cancellation No. 28,205, applicant
herein did seek cancell ati on of one of opposer’s pleaded
registrations on the basis of allegations of fraud because
opposer had assertedly never used its mark as a trademark but
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Opposer’s goods are sold to the general public in retail
and departnent stores, specialty stores, and flower, gift
and card shops. Opposer’s goods are al so sold over the
| nternet and by nmeans of catal ogs of other conpanies.
The price range of opposer’s teddy bears is $8 to $110.
In the period 1992 to 1998, opposer’s sal es under the
mar k exceeded $100 mllion with almpst 10 mllion units
sold and nearly $8 million in advertising expenses. Levy
dep., pp. 27-28. Since the conpany was founded,
opposer’s sal es have reached al nost one quarter of a
billion dollars. Levy dep., p. 29.

M. Levy testified that applicant is a conpetitor
with goods of both conpanies being sold in the adult gift

market. The parties advertise in sone of the sane

only as a trade nane. On Septenber 6, 2000, the Board dism ssed
with prejudice that petition for cancellation.
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consumer magazi nes, and the sane articles have discussed

the products of both parties.

Wth respect to instances of actual confusion, M.

Levy testified, at p. 77:

Q Did you find that any consuners
confused your mark with the G eat
American Teddy Bear mark at the tine

t hat Vernont was using it.

A. Yes. We had people calling us asking
about the opening of our store, you
know, in New York and a variety of other
cal |l s.

And then | asked, you know, Loraine in
our office to keep track of all the

i nci dences of confusion that arose and
to keep a record of every call that we
got or ask custonmer service to keep
track of it. Asked everyone -- Asked
her to ask everyone in the conpany to
keep track of any confusion that
occurred during -— after this nane

ar ose.

Opposer has nmade of record handwitten | ogs of alleged

i nstances of actual confusion.

ot her

Applicant’s Record

Applicant is a direct marketer of teddy bears and

products. Applicant’s president and chi ef

executive officer, Ms. Elisabeth Robert, testified that

applicant began use of the mark herein sought to be

registered in 1995. Applicant’s goods have been sold

over

the radio, by catalog and at its own retail stores,

only one of which is currently open. While at one tinme
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appl i cant consi dered changing the name of its conpany to
The Great Anerican Teddy Bear Conpany, applicant decided
agai nst this name change. However, applicant continued
to use the trademark GREAT AMERI CAN TEDDY BEAR unti |
approximately the mddle of 1997 (Burns discovery dep.,

p. 100). Applicant’s goods were sold frominventory

t hrough the end of August or Septenber 1998. Robert

di scovery dep., pp. 93, 192. Applicant planned to resune
nati onwi de use in early 1999, by its catalog and its
retail store. Robert discovery dep., pp. 48, 129.
Applicant’s main conpetitors appear to be gift, candy and
mai | -order fl ower businesses rather than teddy bear
retailers. Burns discovery dep., p. 22.

Applicant’s sales in 1997 were approximately $1
mllion, with advertising expenses around Y2nillion
dollars, nostly by neans of radio advertisements. Mpst
of applicant’s sales are by mail order or by phone.
Appl i cant was aware of opposer and opposer’s marks before
applicant filed the instant application.

Ms. Robert was interrogated about applicant’s suit
against a third party for infringenent of another of
applicant’s marks, and the steps taken by applicant at
that time to document instances of actual confusion.

Thereafter, she testified:
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Q And at the time that you | earned of North
Anmeri can Bear Conpany’s objections to The G eat
American Teddy Bear mark, were there ever any
di scussi ons about instituting that same kind of

pl an?
A No.
Q Wiy not?

A Because we did not believe that it was

mat erial, and we did not believe that it was a
threat to us.

Q What was a threat to Vernont Teddy Bear?

A The confusion between the North American
Teddy Bear Conpany, or North American Bear
Conpany, |’msorry, and Great Anmerican Teddy
Bear Conpany.

Q Did you believe that there was confusion out
t here?

A Yes, we did. W believed, based on what you
gave us, that there was — or what North Anerican
Bear Conpany gave us — that there could be
confusi on out there.

Robert di scovery dep., p. 100. She testified, however,
that there were no known instances of confusion between
the marks involved herein. See also Burns discovery
dep., p. 77.

Applicant also took the testinony of an expert
witness, M. Herbert Larson, a practitioner in the field
of patents and trademarks for over 35 years. He
testified that, in his opinion, there was no |ikelihood

of confusion between the respective marks.?

® W have chosen to give relatively little weight to this
testinony for the followi ng reasons. First, M. Larson's

opi nion seens to be significantly influenced by the manner of
opposer’s usage in its catal ogs and pronotional material.
However, the expert did not apparently consider opposer’s
ownershi p of federal trademark registrations covering opposer’s
pl eaded marks, and the presunptions of validity we nust give to
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There is no evidence of third-party use of simlar
mar ks.

Argunments of the Parties

Essentially, opposer argues that the rel evant
factors to be considered in the |ikelihood-of-confusion
anal ysis support its position that confusion is |ikely.
Opposer notes that it has used its marks for over 20
years and that opposer’s significant sales and
advertising as well as favorable press coverage have
resulted in “an enornous anmount of recognition and good
wi |l anong consuners” (brief, p. 5) so that opposer’s
mar k NORTH AMERI CAN BEAR CO. nust be consi dered fanous or
at | east very strong in the teddy bear market. Opposer
states that its advertising expenditures have averaged
around $1 mllion per year.

It is opposer’s position that the marks of the
parties are substantially simlar and convey simlar

overall comrercial inpressions. 1In this regard, opposer

those registrations of record. Applicant’s witness was al so

i nfl uenced by the fact that opposer does not use the standard
registration notice (®, which the witness stated had a bearing
upon his opinion on the issue of |ikelihood of confusion.
However, the presence or absence of a registration notice is not
a factor in the Iikelihood-of-confusion analysis under In re
E.l. duPont de Nenpburs & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). We al so nust consider the goods as described in
opposer’s pl eaded registration and in applicant’s application,
goods that are for our purposes legally identical. For these
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notes that both marks are nmulti-word phrases that share
the significant words “AMERI CAN' and “BEAR. " Opposer
argues that the respective marks have sinilar neani ngs
and that, in addition, opposer’s design depicting a teddy
bear enhances the |ikelihood of confusion.

Wth respect to the goods, opposer argues that they
are identically described products which are sold to the
general public in simlar channels of trade, including by
Internet retailers. The respective goods are al so
advertised through catal ogs and the parties’
advertisenments have appeared in sone of the sane
publications. Opposer also notes the lack of simlar
third-party uses as well as opposer’s evidence of actual
confusion. In this regard, it is opposer’s position that
the i nstances of actual confusion increased at the tine
appl i cant opened its New York store and began adverti sing
its goods under its mark on the radio. According to
opposer, the instances of actual confusion are
illustrative of how confusion may occur if applicant is
permtted to register its mark. Opposer also maintains
t hat applicant prosecuted its application in bad faith
because, after the filing of the application, opposer

brought to applicant’s attention sone of the instances of

and ot her reasons, we have given little weight to M. Larson’s
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actual confusion. Finally, opposer asks us to resolve
any doubt that we may have in favor of the prior user and
regi strant.

Applicant, on the other hand, argues that the
respective marks are different in sound, appearance and
meani ng. Applicant maintains that the dom nant parts of
opposer’s marks are the words “NORTH AMERI CAN’ while the
dom nant part of applicant’s mark is the expression
“GREAT AMERI CAN.” W th respect to opposer’s narks,
applicant argues that “NORTH AMERI CAN' is geographically
descriptive or m sdescriptive (“North American” connoting
goods com ng from Canada, the United States or Mexico,
wher eas opposer’s goods are inported from Asia), and that
this aspect of opposer’s marks is not strong since
“AMERI CA” is commonly used in many marks. Applicant
contrasts this significance with the words “GREAT
AMERI CAN” in its mark, which applicant argues connotes
very fine products made in the United States.

It is also applicant’s position that opposer’s narks
are not fanmous or strong because there is no evidence of
a significant percentage of opposer’s advertising being
used to pronote opposer’s asserted marks rather than

ot her marks by which it identifies its teddy bears.

expert testinony.

10
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Al so, according to applicant, opposer’s advertising is
directed to the use of opposer’s asserted marks as a
trade nane and not as a trademarKk.

Wth respect to the goods, applicant maintains that
t he goods travel in different channels of trade because
opposer is a whol esal er whereas applicant is a direct
distributor selling its goods in its own stores, by mail
order, by phone and over the Internet. Also, wth
respect to distinctions in the goods, applicant argues
t hat opposer’s goods are made in Asia while its goods are
made in the United States. Applicant contends that
opposer’s evidence of alleged actual confusion is hearsay
whi ch is not adnmi ssible as a business record exception to
this rule because the evidence was gathered in
contenplation of this litigation, and is al so not
adm ssi bl e under the state-of-m nd exception to the
hearsay rule. Further, applicant notes that opposer took
no testimony of anyone who was actually confused or who
conpiled the information of all eged instances of actual
confusion. If anything, applicant maintains that this
evi dence only suggests possible confusion between the
conpani es and not between their trademarks. Applicant
mai ntai ns that there has been no bad faith on its part

because, while applicant knew of opposer and one of its

11
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registrations prior to applicant’s use, there is no
evi dence that applicant adopted its mark to trade on any
goodwi | | of opposer.*

Opi ni on _and Deci si on

Opposer’s registrations (and the testinony)
establi sh opposer’s priority in this case. The only real
i ssue is whether applicant’s nmark THE GREAT AMERI CAN
TEDDY BEAR is so simlar to opposer’s marks NORTH
AMERI CAN BEAR CO. INC. with and wi thout a teddy bear
design that confusion is |ikely.

Upon careful consideration of this record and the
argunments of the parties, we agree with opposer that
confusion is likely. First, while there are obvious
differences in the respective marks, opposer’s mark NORTH
AMERI CAN BEAR CO. I NC. and applicant’s mark THE GREAT
AMERI CAN TEDDY BEAR have significant simlarities in
sound, appearance and commercial inpression. In this
regard, both opposer’s and applicant’s marks are nmulti -
word mar ks, which include the words AMERI CAN and BEAR in
that order, and both signify or suggest that the teddy

bears sold under those marks are Anerican (or North

3 Applicant also argues that there is evidence of other “third-
party” marks since opposer failed to oppose anot her of
applicant’s marks -— THE ALL AMERI CAN TEDDY BEAR. However,
aside fromits irrelevance, there is no evidence of record on
this point.

12
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American) teddy bears. See Anerican Optical Corp. v.
North American Optical Corp., 489 F.Supp. 443 (N.D.N. Y.
1979) (public would likely confuse defendant’s nane NORTH
AMERI CAN OPTI CAL with protected
AMERI CAN OPTI CAL nane). The image of a teddy bear in one
of opposer’s marks reinforces the simlarity to
applicant’s mark, which contains the words TEDDY BEAR
Al so, as opposer has pointed out, the degree of
simlarity between marks necessary to support a finding
of likelihood of confusion declines if the marks appear
on identical goods, as in the instant case. See Century
21 Real Estate Corp. v. Century Life of Anerica, 970 F.2d
874, 23 USPRd 1698 (Fed. Cir. 1992). Moreover,
applicant’s nmessage delivery services involving teddy
bears are substantially related to opposer’s products.
Because the goods are considered substantially
identical, we also nust assune (and the evidence supports
the fact that) the channels of trade in which these goods
and services are sold and the classes of purchasers to
whom t hey are sold are also substantially identical
Al so, stuffed teddy bears are not very expensive itens
and may be purchased on inmpul se, or at |east wthout
careful consideration. This factor also weighs in favor

of opposer.

13
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Al t hough we are not convinced, at |east on this
record, that opposer’s marks have achi eved a fanous
status, we neverthel ess believe that they nust be
consi dered reasonably strong ones in the field with sales
over 20 years approaching Y billion dollars. Also, there
is no evidence of third-party use of sim/lar nmarks.

VWil e we have considered the evidence with respect
to instances of actual confusion, we do not find it to be
controlling. However, we do believe that the instances
of confusion of potential purchasers are at | east
illustrative of how confusion may occur. W concl ude
t hat purchasers, aware of opposer’s NORTH AMERI CAN BEAR
CO. INC. (with and wi thout design) teddy bears who then
encounter applicant’s THE GREAT AMERI CAN TEDDY BEAR t eddy
bears are likely, especially considering the fallibility
of menory, to confuse the source or origin of applicant’s
goods.

The opposition is sustained and registration to

applicant is refused.
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