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Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

Col unmbi a Tel ecommuni cations Group, Inc. (a New York
corporation) has applied to register on the Principal
Regi ster the mark WEBNETPHONE f or goods amended to read as
“t el ephones and t el ephone accessories, nanely, sound cards,

integrated circuits, and nodens for data and voice
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communi cation via interconnected conputer networks” in
| nternational Cass 9.1

Net Speak Corporation (a Florida corporation) has
opposed the application asserting as grounds therefor that
it is the owner of Registration No. 2001102 for the mark
VEBPHONE for “conputer software and conputer hardware that
enabl e real -tine audi o communi cati on over conputer
networks”:? that opposer has priority because of the July
20, 1995 filing date of the application that matured into
opposer’s Registration No. 2001102; that opposer owns four
pendi ng applications, all for the mark WEBPHONE, all filed
on Novenber 20, 1997 based on clained dates of first use
(and all under Section 2(f) of the Trademark Act, 15 U S.C.
81052(f)) -— (i) application Serial No. 75393535 for
“conputer software and conputer hardware that enable
mul ti medi a data conmuni cati ons and conferenci ng over
conput er networks and tel ecommuni cati ons net wor ks”
(I'nternational Class 9), (ii) application Serial No.
75393831 for “conputer software and conputer hardware that
enabl e real -tinme audi o communi cati on over conputer networks”

(International Cass 9), (iii) application Serial No.

! Application Serial No. 75215850, filed Decenber 19, 1996, is
based on applicant’s assertion of a bona fide intention to use
the mark in commerce on the identified goods.

2 Reg. No. 2001102 issued on the Principal Register on Septenber
17, 1996; Section 8 affidavit accepted. The application was
originally filed by The Internet Tel ephone Conpany (a Florida
corporation), which assigned it to Net Speak Corporation. See
Reel 1494, Frane 0889.
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75393536 for a variety of goods in International Class 9 and
a variety of services in International Cdass 42, and (iv)
application Serial No. 75393753 for “information, directory
and call processing services over conputer networks and

t el econmuni cati ons networks” (International Cass 38); that
froma time prior to applicant’s filing date (Decenber 19,
1996), opposer has continuously used the mark WEBPHONE on or
in connection with its goods and services; that “Qpposer’s
mar k VEBPHONE i s synbolic of extensive good will and
consuner recognition built up by Opposer through substanti al
anounts of tinme and effort in advertising, pronotion and

sal es of the goods and services in connection with the mark
VEBPHONE” (paragraph 7); and that applicant’s mark, when
used on or in connection with its goods, so resenbles
opposer’s previously used and regi stered mark, as to be

i kely to cause confusion, m stake, or deception.

Appl i cant/countercl ai mpetitioner (hereinafter
applicant) filed an answer with a counterclaimto cancel
opposer’s pl eaded Regi stration No. 2001102. In its answer
applicant denies the salient allegations of the notice of
opposition. In its counterclaim applicant alleges that

opposer/ countercl ai mrespondent’s (hereinafter opposer)
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asserted mark, VWEBPHONE, “is generic, functional or nerely
descriptive ...and ...has no secondary neaning.”?3
Inits answer to the counterclaim opposer denies the

salient allegations of applicant’s counterclaim

Pendi ng Motions Decided / Pl eadi ngs

Briefs on the opposition and counterclaimwere filed,
and both parties included notions in their trial briefs.?*

The Board notes that this case (first instituted in My
1998) is unusual in that there are several notions which are
pending at this final stage of the proceeding. W shall now
determ ne the pendi ng notions.

The notions now pendi ng before the Board are the

fol | ow ng:

3 The counterclaimto cancel was filed prior to the subject
registration being five years old. Therefore, all grounds for
cancel l ation, including nere descriptiveness, were available to
applicant. See Section 14(1) of the Trademark Act, 15 U. S. C
§1064(1).

Applicant submtted neither evidence nor argunent in support of
its pleaded counterclaimground of “functional.” Thus, this
ground wi Il not be further considered by the Board.

Qpposer’s March 13, 2003 consented notion to extend its
testinony period as rebuttal in the opposition and as def endant
in the counterclaimfor a few days to March 26, 2003 is granted.

Opposer’ s anended consented notion (filed August 25, 2003, via
certificate of mailing) to extend its tinme to file a reply brief
to applicant’s notion to dism ss under Trademark Rule 2.132, as
wel |l as applicant’s consented notion (filed Septenber 8, 2003,
via certificate of mailing) to extend its tine to file a reply
brief on the counterclaimand a reply brief in support of its
notion to dism ss under Trademark Rule 2.132 are each granted.

Opposer’ s original consented notion (filed August 18, 2003, via
certificate of mailing) to extend tine is considered noot as it
was superseded by the anended notion
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(1) applicant’s notion to dism ss under
Trademark Rule 2.132;

(2) applicant’s notion to strike the
affidavit testinony of Martin
Rot hber g, opposer’s CEQ

(3) opposer’s notion to reopen its
testinony period to allow newy
di scovered evi dence; and

(4) opposer’s notion to amend its
notice of opposition.

We consider first applicant’s notion to di sm ss under
Trademark Rule 2.132. Qpposer did not submt any testinony
or other evidence during its testinony period. Applicant
did not specify whether it seeks judgnment under Trademark
Rule 2.132(a) or (b), but that is imuaterial as applicant
stated the following in the introductory remarks to its
cross-exam nation deposition of opposer’s CEOQ Martin
Rot hber g:

This is in effect the cross-exam nation
testimony or deposition of [opposer]
because we have agreed that [opposer’s]
di rect evidence which was submtted as
part of its rebuttal tinme, [opposer] did
not submt evidence during the testinony
period, but is submitting in rebuttal an
affidavit of Martin Rothberg which we
have wi th us.

W find this statenent to indicate applicant’s consent
to continue trial of this case on the nerits despite
opposer’s failure to submt evidence during its main

testinmony period. Mreover, applicant did not nove to

di sm ss under Trademark Rule 2.132 prior to the opening of
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its own testinony period as required by Trademark Rul e
2.132(c). The parties continued with trial after the close
of opposer’s testinony period, so there would be no saving
or judicial econony for the parties or the Board in

di sm ssing the case under Trademark Rule 2.132 at this stage
and in these circunstances rather than deciding it on the
merits. Applicant’s notion to dismss under Trademark Rul e
2.132 is denied.

Turning next to applicant’s notion to strike the
affidavit testinony of Martin Rothberg (submtted by opposer
on March 13, 2003, via certificate of mailing), it is clear
that the affidavit does not include and is not acconpani ed
by the witten agreenent of the adverse party as required by
Trademark Rule 2.123(b). However, both parties have treated
the affidavit as if it were of record, noting in particular,
applicant’s deposition of M. Rothberg, which is
characterized as cross-exam nation. Thus, the Board
considers M. Rothberg' s affidavit to have been stipul ated
into the record. Applicant’s argunents in support of its
notion to strike relate to the weight to be accorded this
evidence, not its admssibility. Applicant’s notion to
strike the affidavit of Martin Rothberg is denied.

Next, we turn to opposer’s notion to reopen its
testinmony period for newy discovered evidence. The

evi dence opposer seeks to introduce as newly discovered
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consists of two exhibits to the declaration of Daniel
Sol onon, which was submtted with opposer’s reply brief as
plaintiff in the opposition and its trial brief as defendant
in the counterclaim Specifically, these are (1) Exhibit C
-- a (heavily) redacted copy of a docunent titled “Trademark
Li cense Agreenent,” dated May 15, 2003, between opposer and
Sprewel | - Consul tadorio e Projectos, LDA (located in
Portugal ) (Sprewell); and (ii) Exhibit B -- a printout of one
page froma ww. webphone. com web site, show ng a copyri ght
in the name of Sprewell thereon.

This evidence essentially relates to applicant’s claim
t hat opposer abandoned the mark WEBPHONE. Al t hough the
ground of abandonnent was not pleaded, we find that it was
tried by consent of the parties. Thus, we treat the
pl eadings to be anended to assert this ground. Applicant’s
ground of abandonnent is added as a pl eaded ground in the
counterclai mpursuant to Fed. R GCv. P. 15(b). However, as
explained later in this opinion, we are denying applicant’s
abandonnent counterclaim Accordingly, no purpose would be
served in reopening opposer’s testinony period for the
adm ssion of additional evidence to prove opposer has not
abandoned its mark. Therefore, opposer’s notion to reopen
i s denied as noot.

OQpposer’s notion to anmend its notice of opposition was

offered in the alternative to applicant’s notion to dism ss



Qpposition No. 91110328

under Trademark Rule 2.132. Inasnmuch as we have denied
applicant’s notion to dism ss, we do not have to reach
opposer’s notion to file an amended notice of opposition.
However, to ensure the scope of the pleadings is clear, we
w |l determ ne opposer’s alternative notion to anend its

pl eadi ng. Opposer seeks to anmend the pleadings to include a
claimof likelihood of confusion with respect to its

Regi stration No. 2094102.° This registration was not

pl eaded in the original notice of opposition, and opposer
has not provided any reason why | eave should be granted to
anend the pleadings at this stage of the proceeding. See
Long John Silver’s, Inc. v. Lou Scharf, Inc., 213 USPQ 263
(TTAB 1982). Moreover, it is clear that the issue of

| i keli hood of confusion with respect to the additional
registration was not tried. Accordingly, opposer’s notion
to anend the pleadings under either Fed. R Gv. P. 15(a) or

(b) is denied.?

> Registration No. 2094102 issued on the Principal Register on
Septenber 9, 1997, for the nmark WEB PHONE (“phone” di scl ai med)
for “providing tel ephone directory information over a gl obal
computer information network.” A Section 8 affidavit has been
filed.

® W note that opposer’s originally pleaded Registration No.
2001102 and opposer’s second Regi stration No. 2094102 are the
subj ect of separate petitions to cancel filed by a third-party,
Sansung Tel econmuni cations Anerica, Inc. (Cancellation No.
92028616 i nvol ves Regi stration No. 2100102 and Cancel | ati on No.
92028617 invol ves Registration No. 2094102. These cancell ation
petitions are currently consolidated and pending at the Board.)
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The Record

The record consists of the pleadings; the file of the
opposed application; the file of the registration which is
the subject of applicant’s counterclaim and the affidavit
testinony of Martin Rothberg, and applicant’s cross-
exam nation of this witness. Applicant has submtted, under
a notice of reliance, (i) printouts fromthe USPTO s
Trademark El ectronic Search System (TESS) of four
applications as well as copies of four Board deci sions
thereon, all marked “not citable as precedent,”’ (ii)
printouts of additional records fromthe USPTO s Trademark
El ectronic Search System (TESS) for 11 applications for
mar ks whi ch include the words “web” and “phone,” (iii) a
printout of a listing fromthe USPTO s Trademark El ectronic
Search System (TESS) showing the first 100 “hits” in a
listing format of the 1067 records for applications and
registrations in which the term“web” has been di scl ai ned,
and (iv) printouts of stories retrieved fromthe Wstl| aw
dat abase. Applicant also submtted printouts of pages from
opposer’s web site and Adir Technologies, Inc.’s web site.

Printouts of Internet pages do not constitute printed

" Wi le the copies of non-precedential Board decisions are

adm ssi bl e under Trademark Rule 2.122(e), nonethel ess, these
deci si ons, each nmarked “not citable as precedent,” are of no
precedential value and, thus, have not been considered. See
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publications within the nmeaning of Trademark Rule 2.122(e),
and thus may not be nmade of record by way of notice of
reliance. See TBMP 8704.08 (2d ed. June 2003). However,
because both parties have treated this material as if it
were of record, we consider it to have been stipulated into
t he record.

OQpposer has submtted, under a notice of reliance, (i)
printouts of stories retrieved fromthe Wstl aw dat abase and
the Nexis database, (ii) printouts of several third-party
registrations fromthe USPTO s Trademark El ectronic Search
System (TESS) wherein the term“web” is not disclained, and
(ti1) copies of four Board decisions, all marked “not
citable as precedent”® and opposer’s affidavit testinony of
Martin Rot hberg, CEO of both Adir Technol ogies, Inc. and
opposer. Finally, applicant submtted the cross-exam nation

testimony of Martin Rothberg;®

and applicant’s notice of
reliance on the assignnent abstract for opposer’s pleaded
Regi stration No. 2001102, show ng opposer, Net Speak
Corporation, as the owner thereof.

W note two final matters regarding the record as

argued in the parties’ briefs, the first being the parties’

CGeneral MIls Inc. v. Health Valley Foods, 24 USPQ2d 1270,
footnote 9 (TTAB 1992).

8 These decisions have not been considered as expl ained in
footnote 6, infra.

® The cross-exam nation deposition transcript was originally
taken as “confidential,” but when subnmitted by applicant, the
cover letter explained that opposer withdrew its prelimnary
confidential designation.

10
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various requests for judicial notice and the second being
applicant’s request that the Board draw adverse inferences
fromopposer’s witness’s refusal to answer various

questi ons.

Applicant requests that the Board take judicial notice
of dictionary definitions of “web” as the “world w de web”
and “phone” as “a shorthand reference of telephone.”
(Applicant’s opening brief, p. 10). Although applicant did
not provide copies of any dictionary definitions, we hereby
grant applicant’s request for judicial notice, and we

specifically take judicial notice of The Anerican Heritage

Dictionary of the English Language (Fourth Edition 2000)

definitions of “phone” as “n. A tel ephone,” and “web” as “n.
..6. often Wb, The Wrld Wde Web. ...~

In its brief as defendant in the counterclaimand reply
brief as plaintiff in the opposition, opposer requests that
the Board take judicial notice of third-party applications
and registrations which are the results of opposer’s search
of the Internet website ww. saegis.com as “these searches
[contain] information fromthe U S. Patent and Trademark
Ofice' s federal tradenmark database.”

The cases are |egion that the Board does not take
judicial notice of third-party applications or
regi strations, or of search reports taken from private

conpany’s databases. See In re Carolina Apparel, 48 USPQd

11
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1542, footnote 2 (TTAB 1998); and In re Smth & Mehaffey, 31
USP2d 1531, footnote 3 (TTAB 1994). See al so, TBWP
8704.03(b)(1)(B) (2d ed. June 2003), and cases cited
therein. QOpposer’s request for judicial notice of the
search report results is denied.

On page 15 of that same brief, opposer referred to the
USPTO s acceptance of opposer’s Section 8 affidavit filed in
connection with its Registration No. 2001102. Opposer
asserts that the affidavit, and the specinmen submtted with
the affidavit, is evidence that the mark is being used in
commerce for the goods identified in the registration; and
opposer then sinply nakes reference to its previous request
for judicial notice. To the extent opposer seeks judici al
notice that it is using its mark in comrerce, that is not a
matter appropriate for judicial notice. See Fed. R Evid.
201(b); and TBMP 8704.12 (2d ed. June 2003). Qpposer’s
request for such judicial notice is denied.

In applicant’s opening brief, it specifically requests
that the Board draw adverse inferences fromthe refusal (on
instruction of counsel) of Martin Rothberg, opposer’s CEQ
to answer questions on asserted generic uses of the term
“VWEBPHONE.” See pp. 70-77 of the deposition. Having
carefully reviewed this testinony and the reasons for the
refusal to answer, we conclude that the questions propounded

by applicant on cross-exam nation did exceed the scope of

12
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M. Rothberg s affidavit testinony. Thus, we will not draw
adverse i nferences agai nst opposer. However, the testinony
and exhibits remain of record for whatever probative val ue
t hey have. W disagree, though, with applicant’s argunent
t hat because Exhibit Nos. 5 and 6 are of record as part of
Exhibit E to applicant’s notice of reliance, they are proper
subject matter for cross-exam nation. W also disagree with
applicant’s argunent that opposer’s attorney’s instruction
to the witness not to answer certain questions is grounds to
strike the Rothberg affidavit.

As expl ai ned above, both parties filed briefs on the

case. Neither party requested an oral hearing.

The Parties

Opposer Net Speak Corporation was acquired for
approximately $48 mllion by and becane a whol | y- owned
subsidiary of Adir Technologies, Inc. in the sunmer of 2001.

(Dep., pp. 9, 13 and 48). As stated by M. Rothberg in his

10 Opposer’s attorney, M. Solonon, subnmtted a declaration with

opposer’s brief as defendant in the counterclaimand its reply as
plaintiff in the opposition. This is an untinely subm ssion, and
has not been considered by the Board. Mreover, Exhibits B and C
are not part of the record in view of our denial of opposer’s
notion to reopen testinony for newy discovered evidence. Even
if considered, these materials are of limted probative value and
woul d not alter our decision herein.

1 Neither party’ s brief included a description of the record or a
statenent of the issues. Such information is generally hel pful

to the Board. Both parties’ attorneys are strongly urged to
supply such information in future briefs in inter partes Board
cases. See Trademark Rule 2.128(b); and TBMP 8801.03 (2d ed.
June 2003).

13
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af fidavit, NetSpeak Corporation first used the mark WEBPHONE
for Internet tel ephony!? services on Septenber 25, 1995;
that “[FJollowi ng the acquisition, the WebPhone service was
pl aced on hold while the busi nesses were being
integrated..”; and that while the service was on hold,
opposer never intended to abandon use of the mark WEBPHONE
and in fact, it plans to license the mark to Adir’s parent
conpany, Net2Phone, Inc. (Aff. Paragraphs 3, 5 and 7.)
M. Rothberg later testified (during the cross-

exam nation deposition) regarding the products offered by
Net Speak Cor poration under the mark WEBPHONE as fol |l ows
(dep., pp. 18-20):

Q D d they show you any products using

t heir Webphone nane?

A. They showed us their Wbphone

products.

Q What did that consist of at that

time? This is prior to the acquisition

soneti ne.

A. They have a PC to phone offering.

Excuse ne. PCto PC offering, PCto

phone offering as well as Internet cal

wai ti ng product which they utilized

t heir Webphone client for that offering.

Q Now, were there plans nade to

term nate those products in connection

wi th the acquisition?
A. No.

2 The Board takes judicial notice of the Conputer Desktop
Encycl opedia (Ninth Edition 2001) definition of Internet

tel ephony as “Using the Internet for a voice call.” See TBWMP
8§704.12(a) (2d ed. June 2003).

14
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A. Net Speak had a service conponent
that they were marketing to
consuners. That was put on hold
after the acquisition, but the
product, the Wbphone product that
they offered to service providers
was utilized before the acquisition,
during the acquisition and to this
day [is] being utilized.

M . Rot hberg expl ained that Adir Technol ogi es, Inc.
provides its product to the service providers to enable them
to offer PCto PC, PC to phone and Internet call waiting
solutions to their custoners. (Dep., p. 22.) WM. Rothberg
testified that his conpanies get custoners through
“resellers”; that docunentation is sent out to custoners who
i nqui re about the WEBPHONE product. It is clear fromhis
testinony that he had not seen the packagi ng, the CDs or
advertising carrying the mark; and that he was not famliar
with the service offered by Net Speak Corporation prior to
its acquisition by Adir Technol ogies, Inc. (Dep., pp. 28-
30.) Prior to the acquisition of NetSpeak Corporation by
Adir, he was aware of opposer through trade shows, and he
had seen the software box that had a WEBPHONE product in it,
but he never had used the product. (Dep., p. 35.)

M . Rot hberg was unaware of who put the notice up on
opposer’s web site that “...the Net Speak Webphone service has
been di scontinued. .o (Applicant’s Exhibit No. 2 --
www. webphone. con), or when it was put up. (Dep., pp. 43-

44.) But to his know edge the WEBPHONE service that was

15
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pl aced on hol d has not been restored, and he was not aware
of any business plans to do so. (Dep., pp. 55-56.)

M. Rothberg was aware that Adir Technol ogies, Inc. has
participated in discussions regarding the licensing of the
VEBPHONE mark for Internet tel ephony services, but he was
not aware of whether or not an actual |icensing contract had
been drawn up yet. (Dep., pp. 58-60.)

What |imted information we have about applicant cones
fromits application. Applicant is a corporation of New
York originally located in Port Washi ngton, New York, now in
Far mi ngdal e, New York; and that it asserts a bona fide
intention to use the mark WEBNETPHONE i n comerce on the

identified goods.

Burden of Proof

In Board proceedings regarding the registrability of
mar ks, our primary review ng Court has held that the
plaintiff nust establish its pleaded case (e.g., |ikelihood
of confusion, genericness, descriptiveness), as well as its
standi ng, and nust generally do so by a preponderance of the
evi dence. See Cunni nghamv. Laser Golf Corp., 222 F.3d 943,
55 USPR2d 1842, 1848 (Fed. G r. 2000); Martahus v. Video
Duplication Services Inc., 3 F.3d 417, 27 USPQ2d 1846, 1850
(Fed. Cir. 1993); Magic Wand Inc. v. RDB Inc., 940 F.2d 638,

19 USPQ2d 1551, 1554 (Fed. Cir. 1991); and Cerveceria

16
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Centroanericana, S.A v. Cerveceria India Inc., 892 F.2d
1021, 13 USPQ2d 1307, 1309 (Fed. Cir. 1989).

Thus, opposer bears the burden of proving by a
preponderance of the evidence its standing, and its clai m of
priority and |ikelihood of confusion, and applicant (as
plaintiff in the counterclaim bears the sane burden of
proof as to its clainms of abandonnent, genericness and nere
descriptiveness. 3

W now turn to the nerits of the clains of the parties,

starting with applicant’s counterclaim

Count ercl aim
Abandonnent

The Trademark Act provides for the cancell ation of
registrations if use of the registered mark has been
abandoned. See Section 14 of the Trademark Act, 15 U. S. C
81064. The Trademark Act defines abandonnent as
di scontinued use with intent not to resunme use. See Section
45 of the Trademark Act, 15 U. S.C 8§1127. Because
regi strations are presuned valid under the law, the party
seeki ng cancel l ation nust rebut this presunption by a

preponderance of the evidence. See On-Line Careline Inc. v.

13 Applicant’s standing to maintain the counterclaimis inherent
inits position as defendant in the opposition proceeding in
whi ch opposer asserted the registration against applicant. See
Ceccato v. Manifattura Lane, 32 USPQ2d 1192, footnote 7 (TTAB

17
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Anerica Online Inc., 229 F.3d 1080, 56 USPQ2d 1471, 1476
(Fed. Cir. 2000).

The evidence relating to opposer’s asserted abandonnment
of its mark WEBPHONE consists of Exhibit A to applicant’s
notice of reliance, consisting of printouts of four web
pages fromthree web sites; the affidavit of Martin
Rot hberg, CEO of opposer and CEO of Adir Technol ogies, Inc.;
and applicant’s cross-exam nati on deposition of M.

Rot hberg, with exhibits (including two of the four pages
fromweb site printouts--Exhibit Nos. 2 and 3).

What evidence there is about non-use refers to non-use
of the mark WEBPHONE for a service. The web site page so
heavily relied on by applicant reads as foll ows:

Net Speak, Inc. no |longer exists as a
public corporation. As a result, the
Net Speak Webphone servi ce has been

di sconti nued. W apol ogi ze for any
confusi on or inconvenience. Thank you
for your patronage. www. webphone. com
(Applicant’s Exhibit No. 2.)

However, the registration sought to be cancelled is for
goods, not services. There is no specific evidence relating
t o opposer ceasing use of the mark on goods, and
particularly to the goods identified in the registration
whi ch is sought to be cancelled. To the contrary, in M.

Rot hberg’s affidavit he avers only that the WEBPHONE service

was tenporarily placed on hold. (Paragraphs 5-7.) And, in

1994); and Syntex (U.S.A) Inc. v. EER Squibb & Sons Inc., 14

18
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his cross-exam nation testinony, he testified that opposer’s
“service conponent” was put on hold after the acquisition;
that there were no plans to termnate the products in
connection wth the acquisition of opposer by Adir; that the
VEBPHONE product was utilized before, during and after the
acquisition; and that opposer uses the mark WEBPHONE in its
literature when it is selling the product to service
providers. (Dep., pp. 18-21).

Appl i cant has not proven either that opposer ceased use
of the mark WEBPHONE for “conputer software and conputer
har dwar e that enable real-tinme audi o conmuni cati on over
conputer networks,” or that, if there had been nonuse,
opposer had no intent to resune use of the mark. Therefore,

appl i cant has not established abandonnent.

Generi cness

Section 14(3) of the Trademark Act, 15 USC §1064(3),
permts cancellation of a registration if the “registered
mar k becones the generic nanme for the goods or services, or
a portion thereof, for which it is registered...”

The critical issue in determ ning genericness is
whet her nmenbers of the relevant public primarily use or
understand the designation to refer to the genus or category
of goods or services in question. See H Marvin G nn Corp.

v. International Association of Fire Chiefs, Inc., 782 F.2d

UsPQ2d 1879 (TTAB 1990).

19



Qpposition No. 91110328

987, 228 USPQ 528 (Fed. Cir. 1986). In making our

determ nation, we follow the two-step inquiry set forth in
that case and reaffirmed in In re Amrerican Fertility
Society, 188 F.3d 1341, 51 USPQd 1832 (Fed. Cir. 1999),
nanmel y:

(1) What is the genus or category of goods at
i ssue?, and

(2) |Is the designation sought to be registered
understood by the relevant public primarily to
refer to that genus or category of goods?

“The correct |legal test for genericness, as set forth
in Marvin G nn, requires evidence of ‘the genus of goods or
services at issue’ and the understanding by the general
public that the mark refers primarily to ‘that genus of

goods or services. Anerican Fertility Society, 51 USPQd
at 1836. That is, do the nenbers of the relevant public
understand or use the term sought to be registered to refer
to the genus of the goods and/or services in question?

The genus or category of goods involved in this case is
“conputer software and conputer hardware that enable real-
ti me audi o comruni cati on over conputer networks”--the goods
identified in opposer’s registration.

In support of applicant’s contention that opposer’s
registered mark is generic, applicant points to (i) the
comon di cti onary nmeani ngs of the two individually

assertedly generic ternms, each having a commonly under st ood

meaning; (ii) precedent, both citable -— e.g., In re Wb
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Comruni cati ons, 49 USPQ2d 1478) (TTAB 1998) and not citabl e;
(1i1) evidence fromthe USPTO s Trademark El ectronic Search
System (TESS) of several applications and registrations in
which the term*“web” is part of the nmarks and was
di sclai med; and (iv) copies of printed publications wherein
the term “webphone” is used.

Qpposer argues that its mark is a coined term
consisting of two common words; that its goods are not
t el ephones used to access the Wrld Wde Wb, but rather are
conput er hardware and software that enable people to use the
Internet for making a voice call; that applicant’s
“dictionary” approach is not sufficient to prove genericness
in this case; that opposer has nade of record information
fromthe USPTO s Trademark El ectronic Search System ( TESS)
showi ng that there are many registrations for marks which
i nclude the word “web,” in which the termhas not been
di scl ai med (opposer’s Exhibit Cto its notice of reliance);
that there are several instances in which WEBPHONE appears
as opposer’s trademark in printed publications (opposer’s
Exhibit Ato its notice of reliance); and that applicant’s
references to uses of the term WEBPHONE in printed
publications are generally inapposite because several of the
publications are foreign and thus do not reflect the
significance of the mark to consuners in the United States,

whil e others refer to tel ephones that can access or browse
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the World Wde Wb, which are not the sane as opposer’s
goods.

I n considering the understanding of the rel evant
public, we nust first determ ne who conprises the public for
the identified goods. See Magic Wand Inc. v. RDB Inc.,
supra; and Stocker v. General Conference Corp. of Seventh-
day Adventists, 39 USPQd 1385, at 1394 (TTAB 1996). In
this case, we find the relevant public is general consuners
in the United States.

As previously stated, it is applicant’s burden (as
plaintiff in the counterclain) to establish, by a
preponderance of evidence, that the registered mark is
generic. Aside fromthe dictionary definitions, applicant’s
evi dence essentially consists of copies of 11 stories
retrieved fromWstlaw s “ALLNEWS” database. O these 11
stories, 2 are fromforeign publications. Qpposer is
correct that sonme of the remaining 9 stories do not relate
to opposer’s goods, but rather they relate to uses of “Wb
phone” or “Wbphone” for a tel ephone that can access or
browse the Wrld Wde Web.

Only a few of the excerpts from publications
distributed in the United States utilize the term*“Wb
phone” or “Whbphone” for conputer hardware or software that

is for audi o communi cation over conputer networks. See
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e.g., Rothberg, dep., applicant’s Exhibits Nos. 5 (“Forbes,”
July 9, 2001) and 6 (“BusinessWeek,” July 9, 2001).%

There is a high standard to find a termgeneric. See
Marvin G nn v. International Association, supra; and Mgic
VWand v. RDB, supra. |In the case now before us, applicant
asks that we cancel opposer’s registration for the mark
VEBPHONE based on dictionary definitions of the separate
words, a few articles fromprinted publications, and records
of the USPTO show ng disclainers of the term“web.”
Applicant’s evidence is weak or anbi guous. For exanple,
evi dence showi ng the descriptiveness of “web” is not
sufficient to show that “web phone” is generic. Nor do we
agree with applicant that the circunstances of this inter
partes case invol ving opposer’s use of WEBPHONE fit squarely
within the circunstances of the case of In re Gould Paper,
834 F.2d 1017, 5 USP@2d 1110 (Fed. G r. 1987) (involving the
mar Kk SCREENW PE), whi ch was subsequently di scussed and
limted by the Court in Anerican Fertility, supra. Wile
opposer’s goods enabl e people to use their conputers as they
woul d use a tel ephone, clearly the conputer hardware and

conputer software are not really a “tel ephone.”

¥ As mentioned previously, the witness was instructed to not
answer questions regarding these exhibits, but as decided
previously herein, we do not draw an adverse inference agai nst
opposer based thereon. The articles (Exhibit Nos. 5 and 6) were
al so part of applicant’s Exhibit Eto its notice of reliance.
They are in the record for whatever probative val ue they have,
and even if negative inferences were drawn agai nst opposer, it
woul d not alter our decision herein.
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Al t hough there are a few excerpted articles in which
“webphone” is used in a generic manner, there are al so
printed publications show ng use of WEBPHONE as opposer’s
trademar k

In view of the limted and conflicting evidence of
generic use, and the |lack of direct evidence of consuner
under standing of this nmark as a generic termfor opposer’s
goods, we find that applicant has not established, by a
preponderance of the evidence, that the nmark WEBPHONE i s
generic for “conputer software and conputer hardware that
enabl e real -tine audi o communi cati on over conputer

net wor ks.”

Mere Descri ptiveness

Once again, applicant (as plaintiff in the
counterclain bears the burden of proving, by a
preponderance of the evidence, its asserted ground of nere
descri pti veness.

The test for determ ning whether a mark is nerely
descriptive is whether the mark i medi ately conveys
informati on concerning a quality, characteristic, function,
ingredient, attribute or feature of the product or service
in connection with which it is used. See In re Abcor
Devel opment Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978).

Moreover, in order to be nerely descriptive, the mark nust
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i mredi ately convey information about the goods or services
wth a “degree of particularity.” 1In re TMS Corporation of
the Anericas, 200 USPQ 57, 59 (TTAB 1978); and In re
Entenmann’s Inc., 15 USPQ2d 1750, 1751 (TTAB 1990), aff’d,
unpub’d, Fed. G r. February 13, 1991. Wiereas a nark is
suggestive if imagination, thought or perception is required
to reach a conclusion on the nature of the goods or
services. See In re Qi k-Print Copy Shop, Inc., 616 F.2d
523, 205 USP@d 505 (CCPA 1980).

O course, whether a mark is nerely descriptive is
determ ned not in the abstract, but in relation to the goods
or services for which the mark is registered, the context in
which it is being used on or in connection with those goods
or services, and the possible significance that the termor
phrase woul d have to the average purchaser of the goods or
servi ces because of the manner of its use. See Inre
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987); and
In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).

While the test for nmere descriptiveness is different
fromthat for genericness, we find, on this sparse record,

t hat applicant has not established the mark WEBPHONE i s
nerely descriptive of opposer’s identified goods. Qpposer’s
goods are not tel ephones or “phones” per se; rather,
opposer’s goods enabl e the purchasers and users thereof to

engage in audi o comruni cation over the Internet.
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Based on the record before us and the limted evidence
that has been submtted, we find that applicant has not
establ i shed, by a preponderance of evidence, that the mark
VEBPHONE is nerely descriptive of opposer’s identified
goods.

Applicant’s counterclaimpetition to cancel opposer’s

Regi stration No. 2001102 is denied. '

Qpposition
Standing and Priority

Appl i cant makes nmuch of opposer’s failure to submt a
proper status and title copy of its pleaded Regi stration No.
2001102, or otherw se properly nake the registration of
record under Trademark Rule 2.122(d). However, opposer’s
registration is of record by virtue of the counterclaim
brought by applicant. See Trademark Rule 2.122(b).*®

Because opposer’s pleaded Registration No. 2001102 is of

¥ O course, on a different record, we m ght reach a different
result. (W note that opposer’s involved registration renains

t he subject of Cancellation No. 28616, consolidated with
Cancel |l ation No. 28617.)

' 1f a registration owned by a party has been properly nade of
record in an inter partes case (as is the case here), and there
are changes in the status of the registration between the tine it
was made of record (when applicant filed its counterclaim and
the time the case is decided, the Board will take judicial notice
of, and rely upon, the current status of the registration as
shown by the records of the United States Patent and Trademark
Ofice. See TBMP 8704.03(b)(1)(A) (2d ed. June 2003), and the
cases cited therein. The Board hereby takes judicial notice of
the current status of opposer’s Registration No. 2001102,
specifically, opposer’s Section 8 affidavit has been accepted by
t he USPTO
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record, we find that opposer has established its standing.
In addition, in view of opposer’s ownership of a valid and
subsisting registration for its WEBPHONE mark, the issue of
priority does not arise in this opposition proceeding. See
King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d
1400, 182 USPQ 108, 110 (CCPA 1974); WMassey Junior Coll ege,
Inc. v. Fashion Institute of Technol ogy, 492 F.2d 1399, 181
USPQ 272, at footnote 6 (CCPA 1972); and Carl Karcher
Enterprises, Inc. v. Stars Restaurants Corp., 35 USPQ@d 1125

(TTAB 1995).

Li kel i hood of Confusion

We turn now to a consideration of the issue of
| i kel i hood of confusion. Qur determ nation of |ikelihood of
confusion is based on an analysis of all of the facts in
evidence that are relevant to the factors bearing on the
i ssue of |ikelihood of confusion. See Inre E. |. du Pont
de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
See also, Inre Majestic Distilling Conpany, Inc., 315 F.3d
1311, 65 USP@2d 1201 (Fed. G r. 2003).

In any likelihood of confusion analysis, tw key
considerations are the simlarities of the marks and the
simlarities of the goods and/or services. See Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) (“The fundanmental inquiry mandated
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by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods [and services] and
differences in the marks.”). See also, Inre Dxie
Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cir.
1997). In fact, in this case, as explained previously
herei n, opposer submtted no evidence on the issue of
| i keli hood of confusion. Therefore, we are essentially left
with the marks and the goods as set forth in applicant’s
application and opposer’s registration.

Turning first to a consideration of the parties’
respective goods, in Board proceedi ngs the issue of
| i kel i hood of confusion nust be determned in |light of the
goods as identified in the involved application and
registration and, in the absence of any specific limtations
therein, on the presunption that all normal and usual
channel s of trade and nethods of distribution are or may be
utilized for such goods. See Cctocom Systens Inc. V.
Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQRd
1783 (Fed. G r. 1990); Canadi an Inperial Bank of Conmerce,
N. A v. Wells Fargo Bank, 811 F.2d 490, 1 USPQ2d 1813, 1815
(Fed. Cr. 1987); and CBS Inc. v. Mrrow, 708 F.2d 1579, 218
USPQ 198 (Fed. Cir. 1983).

The goods invol ved herein are opposer’s “conputer
sof tware and conputer hardware that enable real-tinme audio

comuni cati on over conputer networks” and applicant’s

28



Qpposition No. 91110328

“t el ephones and tel ephone accessories, nanely, sound cards,
integrated circuits, and nodens for data and voice

communi cation via interconnected conputer networks.” As
identified, opposer’s goods are conputer hardware and

sof tware which all ow audi o conmuni cati on over conputer
networ ks, while applicant’s goods are tel ephones and

t el ephone accessories allow ng data and audi o comruni cati on
over conmputer networks. These identifications of goods are
not the sanme on their face -- conputer hardware and software
vis-a-vis tel ephones and tel ephone accessories. Wile both
have an audi o conponent, there is no evidence that these
goods are nade or sold by the sane entities. Qpposer’s
statenment in its brief (p. 4) that “it is likely that the
products of the two conpanies will be in direct conpetition”
is conpletely unsupported in the record.

Qpposer has failed to establish that the parties’
respective goods are related within the neaning of the
Trademark Act. That is, opposer has not proven that the
rel evant consuners are likely to believe that goods of this
type woul d emanate fromthe sane source. See Hewlett-
Packard Conpany v. Packard Press, Inc., 281 F.3d 1261, 62
USPQ2d 1001, 1004 (Fed. Cr. 2002); and Recot Inc. v. MC.
Becton, 214 F.3d 1332, 54 USPQR2d 1894 (Fed. Cir. 2000).

While there are no limtations in either party’s

identification of goods as to channels of trade and/or
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conditions of sale, nonetheless there is |ikew se no

evi dence regarding these du Pont factors. Thus, we cannot
find that these respective goods are likely to be sold

t hrough the same channel s of trade.

Turning next to a consideration of the simlarities or
dissimlarities of the marks, we first address opposer’s
assertion in its opening brief (p. 1) that *“Opposer has
devel oped protectable rights in a famly of WEBPHONE mar ks
(both as one and two words)....” It is an understatenent to
say that opposer has not proven (or even pleaded) a famly
of WEBPHONE marks. Opposer’s claimof a famly of WEBPHONE
marks will not be further addressed herein.

In this case, we nust determne the simlarities and
dissimlarities of the marks WEBPHONE and WEBNETPHONE.
Earlier in this decision, we took judicial notice of the
dictionary definition of “web” as “Wrld Wde Wb” and
“phone” as “tel ephone.” W also take judicial notice from

the sane dictionary (The Anerican Heritage Dictionary of the

Engl i sh Language (Fourth Edition 2000)), of the definition

of the term®“Net” as “n. The Internet.” Cearly the two

el ements conprising opposer’s mark are weak, highly
suggestive or descriptive wrds, and when these el enents are
conbi ned as WEBPHONE, we find that opposer’s mark is highly

suggestive and is not entitled to a broad scope of
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protection.'” See General MIIls Inc. v. Health Valley
Foods, supra; Local Trademarks Inc. v. The Handy Boys Inc.,
16 USPQ2d 1156 (TTAB 1990); Whoster Brush Co. v. Prager
Brush Co., 231 USPQ 316 (TTAB 1986); Col or Key Corp. V.

Col or Associates, Inc., 219 USPQ 936 (TTAB 1983); and

| ndustrial Adhesive Co. v. Borden, Inc., 218 USPQ 945 (TTAB
1983) .

In the context of opposer’s goods (conputer software
and conputer hardware used for audi o comruni cati on over
conputer networks), the term “phone” has a different nuance
or connotation with regard to conputer hardware and conputer
software than it does for tel ephones. VWhile in the context
of applicant’s goods (tel ephones and tel ephone accessories
i ncl udi ng nodens for data and voi ce comruni cation via
conputer networks), the term “phone” is generic.

Further, applicant’s mark, which conbines the simlar
terms “web” and “net,” creates a repetitive, incongruous
i npression. Thus, the overall connotations of the parties’
respective marks, WEBPHONE and WEBNETPHONE, in the context
of the parties’ respective goods, are sonewhat different.

In addition, because of this incongruity in applicant’s
mar k, the presence of the word “NET” is |likely to nmake an
i npressi on on consuners, thus enphasizing the differences in

appearance and sound in the marks.

" As indicated previously, we cannot find on this record that
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As the Court of Custons and Patent Appeals (the
predecessor Court to our primary reviewing Court) stated in
Sure-Fit Products Co. v. Saltzson Drapery Co., 254 F.2d 158,
117 USPQ 295 (CCPA 1958): “Where a party chooses a weak
mark, his conpetitors may conme closer to his mark than woul d
be the case with a strong mark without violating his rights.
The essence of what we have said is that in the fornmer case
there is not the possibility of confusion that exists in the
| atter case.” See also, In re National Data Corporation,
753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985);: and 2 J.

Thomas McCarthy, McCarthy on Trademarks and Unfair

Conpetition, 811:73 (4th ed. 2001).

In view of the differences in the marks and t he goods,
and the weakness of opposer’s mark, we find that confusion
fromapplicant’s use of its mark is unlikely.?®

Deci sion: The counterclaimpetition to cancel
opposer’s Registration No. 2001102 is denied, and the

opposition is dism ssed.

opposer’s mark is nerely descriptive.

¥ Applicant argued, inter alia, that “there are a |arge nunber of
other simlar marks in use for simlar goods,” referring to

evi dence of applications and registrations fromUSPTO s Tradenark
El ectronic Search System (TESS). (Applicant’s opening brief, pp.
6-7.) Suffice it to say that we find there is no evidence of use
of simlar marks in this record.
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