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Lucasfil mLtd. and Lucas
Li censing, Inc.
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Mar k Rose, dba Merope Ganes

Qpposition No. 112,743
to application Serial No. 75/330, 318
filed on June 26, 1997

Carole F. Barrett and Tuan T. Le of Coudert Brothers LLP for
LucasfilmLtd. and Lucas Licensing, Inc.

Mar k Rose, pro se.
Before Simms, Hairston and Hol tzman, Adm nistrative
Trademar k Judges.
Opi nion by Hairston, Adm nistrative Trademark Judge:

Mar k Rose dba Merope Ganes has filed an application to
regi ster THE FORCE as a trademark for “equi pment used to
play a card gane.”?

Regi strati on has been opposed by LucasfilmLtd. and

Lucas Licensing, Inc. under Trademark Act Section 2(d).

! Serial No. 75/330,318 filed June 26, 1997 alleging first use on
May 23, 1997 and first use in conmerce on June 4, 1997.
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Opposers allege that they are the creators and producers of
the Star Wars notion pictures; that these notion pictures
are famliar to hundreds of mllions of people in the United
States and throughout the world; that the first of the Star
Wars notion pictures, nanely, The Enpire Strikes Back, was
rel eased for theatre viewing in May 1977; that a centra
theme in the Star Wars notion pictures is the manipul ation
of extrasensory powers, referred to as The Force, on the
side of either good or evil; that the Star Wars nythology is
prem sed on the power of the Force as “the generative or
creative inpulse, a spiritual energy that courses through
the Star Wars universe and that prom ses victory in the
struggl e between the noble Rebel forces and the evil Enpire
to whonever nost effectively marshals that power on its
side”; that as a result, the public closely associates the
wel | known sl ogans May The Force Be Wth You and The Force

W th opposers; that opposers continue to use May The Force
Be Wth You and The Force as trademarks and service marks in
connection with the Star Wars notion pictures; that opposers
first used the mark MAY THE FORCE BE WTH YOU on posters at

| east as early as July 1, 1977 and the mark THE FORCE on
toys at least as early as July 27, 1977; that opposers own
several registrations for the mark STAR WARS, i ncl udi ng

regi strations which cover equi pnent sold as a unit for

pl ayi ng a board gane, puzzles, equipnent sold as a unit for
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pl ayi ng a video gane, and vi deogane cartridges; that for
many years opposers have operated a substantial marketing
and licensing programto pronote products based on the Star
Wars notion pictures; that opposers have aggressively
pronoted the marks STAR WARS, THE FORCE and MAY THE FORCE BE
WTH YOU; that the marks THE FORCE and MAY THE FORCE BE W TH
YOQU have been used at |l east as early as 1977 in association
wth the first Star Wars notion picture; that as a result of
opposers’ extensive advertising and use of these marks in
connection with the Star Wars notion pictures, these marks
are closely associated with opposers in the mnds of the
general public; and that applicant’s use of the mark THE
FORCE for equipnent used to play a card gane is likely to
cause confusion as to the origin, source or sponsorship of
applicant’s goods.

Applicant, in his answer, admts that opposers are the
creators and producers of the Star Wars notion pictures, and
that these notion pictures are famliar to hundreds of
mllions of people in the United States and throughout the
worl d. Applicant denies the remaining salient allegations
of the likelihood of confusion claimand affirmatively
al | eges that “QOpposer does not use THE FORCE as a trademark
and service mark in connection with goods or services so as

to cause a likelihood of confusion with the proposed mark of

Applicant.”
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The record consists of the pleadings; the file of the
i nvol ved application; and opposers' notice of reliance on
a photocopy of Registration No. 1,126,381 for the mark STAR
WARS whi ch covers, inter alia, “equipnent sold as a unit for

pl ayi ng a board gane;”?

copies of office correspondence
indicating that the registration has been renewed; printouts
fromthe Ofice' s TESS dat abase of opposers’ application
Serial Nos. 75/495,647 and 75/ 496, 228 for the mark THE FORCE
for a variety of toys and ganes, including “card ganmes”;

excerpts fromthe book A Guide To The Star Wars Uni verse;

and a printout of information downl oaded on July 19, 2000
fromthe “Star Wars” web site. Acconpanying the notice of
reliance is the declaration of one of opposers’ officers,
Toni k Barber, who states that Registration No. 1,126,381 is
owned by opposers and is valid and subsisting; and that
opposers filed application Serial Nos. 75/495, 647 and

75/ 496, 228. 3

> The phot ocopy does not show status and title.

3 Wile a party may not generally establish ownership of a
registration or application by way of notice of reliance and a
declaration, in this case, applicant has not objected to the
materials. Thus, we consider applicant to have stipulated to the
entry of these materials for purposes of establishing opposers’
ownership of the registration and applications. Simlarly, while
a printout retrieved fromthe Internet does not qualify as a
printed publication under Trademark Rule 2.122(e) and generally
may not be introduced in an opposition by neans of a notice of
reliance, in this case, applicant has not objected to the
printout. Thus, we consider applicant to have stipulated to the
entry of the printout into the record.
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Applicant took no testinony and of fered no other evidence.
Both parties filed briefs on the case.

It is essentially opposers’ position that they have
rights in the sl ogans THE FORCE and MAY THE FORCE BE W TH
YOQU “that are superior to the alleged rights applicant has
in THE FORCE.” (Brief, p. 4). Opposers contend that the
sl ogans THE FORCE and MAY THE FORCE BE W TH YQU have been
associ ated with opposers and the Star Wars npotion pictures
since the first filmwas released in 1977, and that because
of the fanme of the notion pictures, the public
associ ates these slogans with opposers. Further, opposers
argue that these slogans are identical/simlar to
applicant’s applied-for mark THE FORCE, and that opposers’
Star Wars notion pictures and applicant’s card gane are
sufficiently related that confusion is likely to result from
cont enpor aneous use of the phrases and applicant’s mark.

Applicant, on the other hand, argues that opposers have
“failed to produce evidence where THE FORCE mark was used on
goods in class 28 prior to applicant’s approval”; that
opposers continually refer to their use of Star Wars, but
that “Star Wars or anything sim|lar appears nowhere on
applicant’s mark;” and that opposers have submtted no proof

of damage or actual confusion. (Brief, pages 1-2).
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Considering first the issue of priority, our primary
reviewing court in T. A B. Systens v. PacTel Teletrac, 77
F3d. 1372, 37 USPQ2d 1879, 1881 (Fed. G r. 1996), noted:

In an opposition founded on section 2(d), the opposer

nmust establish its own proprietary rights in the sane

or a confusingly simlar designation in order to
defeat the application. It is well settled that one
may ground one’s opposition to an application on the
prior use of a termin a nmanner anal ogous to service
mark or trademark use. Such an “anal ogous use”

opposi tion can succeed, however, only where the

anal ogous use is of such a nature and extent as to

create public identification of the target term

wi th the opposer’s product or service. (citations

omtted).

At the outset, we wish to nake clear that opposers have
failed, on this record, to establish technical trademark or
service mark use of THE FORCE or MAY THE FORCE BE WTH YQU
in connection with any goods or services prior to
applicant’s alleged date of first use. QOpposers submtted
no testinmony and/ or docunentary evidence during their
testimony period that would establish such prior technical
trademark or service mark use. Although opposers pleaded
prior use of THE FORCE and MAY THE FORCE BE W TH YQU as
“marks”, mere allegations in a notice of opposition (unless
adm tted) are not proof of the matter pleaded. In this
case, applicant did not admt these allegations. Thus, we
turn to the question of whether opposers have used THE FORCE
and MAY THE FORCE BE WTH YOQU in a manner anal ogous to

trademark or service mark use prior to applicant’s alleged
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date of first use. In this regard, we note that A Guide to

the Star Wars Universe (1994) contains the follow ng entry:

Force, the

The force is an energy field generated by al
living things. It surrounds and penetrates
everything, binding the galaxy together. Like
any energy field, the Force can be mani pul at ed.
Know edge of these manipul ation techni ques
gives the Jedi Knights their powers. There are
two sides to the Force: the peace, know edge,
and serenity of the light side, and the anger,
fear, and aggression of the dark side. Both
sides of the Force are a part of the natura
order, life-affirmng and destructive. Through
the Force, a Jedi Knight can see far-off places,
perform amazi ng feats, and acconplish what
woul d ot herwi se be inpossi bl e.

There are three known Force skills: control,
sense, and alter. Only Force-sensitive beings
can master Jedi skills and the techniques they
control. The control skill is the ability of
the Jedi to control his or her own inner Force.
Wth this skill the Jedi learns to master the
functions of his or her own body. The sense
skill helps a Jedi sense the Force in things
beyond and outside thensel ves. A Jedi |earns
to feel the bonds that connect all things.

The alter skill allows a Jedi to change the

di stribution and nature of the Force to create
illusions, nove objects, and change the
perceptions of others.

In addition, we judicially notice the followng two entries

fromA Dictionary of Catch Phrases (Anerican and British,

fromthe Sixteenth Century to the Present Day) (1992)*

force: See: brute force; don't force; my
t he Force.

* The Board may take judicial notice of dictionary definitions.

Uni versity of Notre Dame du Lac v. J.C. Gournet Food Inports Co.,

Inc., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ
505 (Fed. Cir. 1983).
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may the Force be (or go) with you!: Picked up from

Star Wars — now jocular for “God bl ess you”

(Ashl ey, 1983, fromUS). The Star Wars series

of films burst upon the world from Hol | ywood in

the late 1970’s; in UK the phrase may have

enj oyed nmuch quot’ n, but never really becane a

c.p., except perhaps as a punning ref. to the

Pol i ce Force.

Al so, applicant has admtted in his answer that opposers are
the creators and producers of the Star Wars notion pictures;
that the first Star Wars notion picture was rel eased for
theatrical exhibition in May 1977, foll owed by The Enpire
Strikes Back in 1980 and The Return of the Jedi in 1983; and
that the Star Wars notion pictures are famliar to hundreds
of mllions of people in the United States and throughout

t he worl d.

Because the Star Wars notion pictures are famliar to
mllions of people in the United States, there is sinply no
guestion that THE FORCE and MAY THE FORCE BE WTH YQU are
wel | known sl ogans that the public associates with these
notion pictures and opposers. The fanme of the sl ogans THE
FORCE and MAY THE FORCE BE WTH YQU i s evidenced by their
inclusion in a dictionary. See e.g., The B.V.D. Licensing
Corp. v. Body Action Design Inc., 846 F2d. 727, 6 USPQd
1719, 1720 (Fed. Cir. 1988) [In finding that “B.V.D.” is a
fanous trademark for underwear, the court noted “[w] hen a
trademark attains dictionary recognition as a part of the

| anguage, we take it to be reasonably fanous.”]. Thus, we

find that opposers have proprietary rights in THE FORCE and
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MAY THE FORCE BE WTH YQU dating fromthe rel ease of the
first Star Wars notion picture in May 1977, which is prior
to applicant’s alleged date of first use.

We turn then to the issue of likelihood of confusion.
Qur determ nation under Section 2(d) is based on an anal ysis
of all of the probative facts in evidence that are rel evant
to the likelihood of confusion factors set forth iniIn re
E.l. du Pont de Nemours and Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973).

Considering first opposers’ slogans THE FORCE and NAY
THE FORCE BE WTH YOU and applicant’s applied-for mark THE
FORCE, it is obvious that opposer’s THE FORCE and
applicant’s mark THE FORCE are identical. Moreover, we find
t hat opposers’ MAY THE FORCE BE WTH YOU, the dom nant
portion of which is THE FORCE, and applicant’s mark THE
FORCE are substantially simlar. The parties’
sl ogans/ marks, in short, are so simlar/identical that, if
used in connection wth the sanme or closely rel ated
products, confusion as to the origin or affiliation of such
products would be |ikely.

Turning, therefore, to consideration of the respective
goods, it is well settled that goods need not be identical
or even conpetitive in nature in order to support a finding
of likelihood of confusion. |Instead, it is sufficient that

the goods are related in some manner and/or that the
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ci rcunst ances surroundi ng their marketing are such that they
woul d be likely to be encountered by the sanme persons under
situations that would give rise, because of the marks

enpl oyed in connection therewith, to the m staken belief
that they originate fromor are in sone way associated with
t he sanme producer or provider. See e.g., Mnsanto Co. V.
Envi ro- Chem Corp., 199 USPQ 590, 595-96 (TTAB 1978) and In
re International Tel ephone & Tel egraph Corp., 197 USPQ 910,
911 (TTAB 1978).

In the circunstances of this case, we concur with
opposers that its Star Wars notion pictures, on the one
hand, and applicant’s card ganme, on the other hand, are
related products. It is conmmon know edge that notion
pi cture conpanies |license their marks for use on a variety
of products. Indeed, opposers are the owners of a
registration for the mark STAR WARS for a board gane and an
application for the mark THE FORCE for a card gane.

Mor eover, the potential for confusion as to the origin or
sponsorship of applicant’s card gane i s hei ghtened by the
fact that card ganes are relatively inexpensive itens and
are sold to ordinary consuners. Thus, a great deal of care
woul d not be exercised in their purchase.

Further, a review of the specinmens (shown bel ow)
submtted with applicant’s application reveals that the card

gane is identified as “A Space Age Card Gane” and THE FORCE

10
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mark (in increasing size) is displayed on a background

depicting a galaxy along with |aser lights.

GAME

-

A SPACE AGE CARD

This certainly evokes the thene and i nmagery of opposers’
Star Wars notion pictures.
Finally, with respect to applicant’s argunent that

there is no proof of actual confusion or danage to opposers,

11
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in the absence of any evidence concerning the extent of
applicant’s sales of his card gane, we are unable to
determ ne whet her there has been an opportunity for
confusion to occur. In any event, the test is not actual
confusion, but |ikelihood of confusion.

In sum based on the identity/substantial simlarity in
t he sl ogans/ marks, and the rel atedness of the goods, we find
that there is a likelihood that the purchasing public would
be confused as a result of applicant’s use of the mark THE
FORCE for equipnent for playing a card gane in view of
opposers’ prior use of the slogans THE FORCE and MAY THE
FORCE BE WTH YOU in their Star Wars notion pictures. 1In
particul ar, purchasers are likely to believe that
applicant’s equi pnent for playing a card gane origi nates
with or is sponsored by or |icensed by opposers.

Deci sion: The opposition is sustained.
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