THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT OF
THE TTAB

Paper No. 38
ejs

Mai | ed: February 12, 2003

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Shar p Kabushi ki Kai sha
a/t/a Sharp Corporation

V.

Lee A. Nam sniak and D anna L. Nam sni ak

Qpposi tion No. 113,941
to application Serial No. 775/294, 205
filed on May 19, 1997

Robert W Adans of N xon & Vanderhye P.C. for Sharp
Kabushi ki Kai sha a/t/a Sharp Corporation

Lee A. Nam sniak and Dianna L. Nam sniak, pro se.

Bef ore Seeherman, Qui nn and Hohein, Adm nistrative Trademark
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pi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Shar p Kabushi ki Kai sha, a/t/a Sharp Corporation, has
opposed the application of Lee A Nam sniak and Di anna L.
Nam sni ak, joint applicants, for the trademark SHARP
KITCHEN, with the word KI TCHEN di scl ai med, for “food storage
tracki ng system consisting of electronic tiners, inventory

lists, liquid crystal displays, database featuring conmon
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food item nanes, estimated food |ifetines and recipes,
war ni ng devi ces, nanely flashing characters in a liquid
crystal display, for use in nonitoring the storage and

repl eni shnent of perishable food.”?

As grounds for

opposi tion, opposer has alleged that it is the ower of the
mark SHARP as well as a famly of SHARP trademarks including
SHARP CARD, SHARP CORPORATI ON and SHARPVI SI ON and design for
a wde variety of electrical and/or electronic products;

that “since its initial use nmany years ago,” opposer has
sol d such products under the mark SHARP in the United
States; that opposer’s SHARP mark and SHARP fam |y of marks
have becone fanmpus within the United States and throughout
the world in the field of electric and el ectroni c products;
that it owns a nunber of federal registrations for the mark
SHARP, as well as a registration for SHARPVI SI ON and desi gn
and for SHARP CORPORATI ON, and pending applications for the
mar k SHARP or the SHARP fam |y of marks; that applicants

use of SHARP KI TCHEN for their identified goods is likely to
cause confusion, m stake or deception; and that the

regi stration of the mark SHARP KI TCHEN by applicants is
likely to infjure and/or dilute the strength of opposer’s

trademarks and its related goodw I |.

1 Application Serial No. 75/294,205, filed May 19, 1997, and
based on an asserted bona fide intention to use the mark in
CONMEr ce.
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In their answer applicants have denied the salient
all egations of the notice of opposition, and asserted
affirmatively that the notice of opposition failed to state
a clai mupon which relief can be granted, and that dilution
was not a perm ssible basis for opposing the application.
However, applicants never filed a notion to di sm ss.

In view of applicants’ affirmative defenses, we wll
begi n our discussion with the grounds for this opposition.
It is clear that the notice of opposition adequately sets
forth opposer’s standing and a claimof |ikelihood of
confusi on based on opposer’s pl eaded regi strations pursuant
to Section 2(d) of the Trademark Act. W agree with
applicants that the notice of opposition fails to adequately
pl ead the ground of dilution, but it does not appear to us
t hat opposer ever intended to actually assert dilution as a
separate ground. Opposer’s nmain brief asserts, under
“Statenment of the Issues,” that “the only issue before the
Board is whether Applicant’s mark is registrable under the
provi sions of 82(d) of the Lanham Act, Title 15 U S. C
81052(d) bearing in mnd Opposer’s allegations of a
| i kel i hood of confusion and a l|ikelihood of dilution.” In
the brief it appears that opposer’s argunents regarding a
| i keli hood of dilution go nore to the strength of opposer’s
mark and the fame of that mark as they relate to the

| i kel i hood of confusion factors than they do to the issue of
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dilution. In fact, opposer does not cite any cases inits
main brief that deal wth the ground of dilution.

Accordi ngly, we have treated the opposition as proceedi ng
solely on the ground of |ikelihood of confusion under
Section 2(d) of the Trademark Act.

The record includes the pleadings; the file of the
opposed application; the testinony, with exhibits, of
opposer’s w tness, Donald Mdssman; and status and title
copi es of opposer’s twenty pl eaded registrations,
applicants’ responses to opposer’s requests for adm ssion
and applicants’ answers to certain of opposer’s
interrogatories, submtted under opposer’s notice of
reliance.? Applicants did not subnt any evidence. The
case was fully briefed, and al though opposer initially

requested an oral hearing, when applicants advi sed the Board

2 In their brief on the case applicants state that they never

received a copy of M. Mssman’s deposition. This was apparently
due to applicants’ failure to advise the Board and opposer of
their change of address. Opposer has subnmitted proof that it
served a copy of the deposition on applicants at the address

whi ch was of record at the tinme, and that it was returned by the
U S. Postal Service because the forwarding tinme had expired. See
opposer’s reply brief. A simlar situation occurred with an
order mailed by the Board to applicants on May 29, 2002.
Presumabl y applicants had obtained a copy of the deposition
transcript at the tine they filed their brief; certainly they did
not indicate any need for additional tinme to file their brief
because they needed to obtain a copy of the deposition, and their
brief indicates know edge of M. Mssnman's testinony. |n any
event, because opposer conplied with the rule regarding the
service of the testinony deposition/notice of reliance, and
because applicants’ failure to receive it was due to applicants
own negligence in advising the Board of their current address, we
have proceeded with rendering our decision in this matter.
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that they would not attend the hearing, opposer withdrew its
request.

The record shows that opposer markets a wi de variety of
electric and el ectroni c goods under the mark SHARP. Its
consuner products include m crowave ovens, el ectronic ovens,
vacuum cl eaners, air conditioners, washing nmachi nes,
el ectroni c organi zers (PDAs), tel ephones, televisions,
radi os, stereo systens and canctorders; its office products
i nclude copiers, printers, calculators and facsimle
machi nes; and its conmponent parts products include LCD
screens and sem conductors. Opposer has used the SHARP nark
on its various products since prior to the May 1997 filing
date of applicants’ intent-to-use application.

Appl i cants have not submtted any evi dence what soever,
so the only informati on we have about applicants and their
activities is fromapplicants’ discovery responses which
opposer has nmade of record. Essentially applicants have not
made any use of their mark, and were unable to give any
i nformati on about their business, projected channels of
trade or purchasers for their product.

W note that opposer has pleaded and argued that it has
a famly of SHARP marks, but we find that this has not been
proved. What opposer has shown is that it has used and owns
regi strations for the mark SHARP for a w de variety of

electric/electronic itens, and that it al so owns
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registrations for SHARP witten in cursive, depicted within
an oval (Registration No. 877,692), for SHARP CORPORATI ON
(Registration No. 1,517,107) and for SHARPVI SI ON and desi gn
(Registration No. 1,606,267). However, the nere ownership
of a nunmber of registrations for marks consisting of or
containing the word SHARP is not sufficient to prove a
famly of marks. See J & J Snack Foods Corp. v. MDonald's
Corp., 932 F.2d 1460, 18 USPQ2d 1889 (Fed. G r. 1991).

Here, opposer has not submtted evidence sufficient to
establish that it has pronpoted its SHARP, SHARP CORPORATI ON
and SHARPVI SION marks as a famly. W should add, however,
that it does not appear from opposer’s argunents that it is
using the term*“famly of marks” in the manner that the term
is treated under the case law. Instead, it appears that
opposer is sinply using the phrase to refer to its mark
SHARP which is used for a wide variety of goods, and also to
refer to its large nunber of registrations for this mark for
its various products.

Because virtually all of opposer’s registrations are
for the mark SHARP per se, and this mark is the closest to
applicants’ mark SHARP KI TCHEN, we wi || focus our analysis
on a consideration of whether applicants’ mark is likely to

cause confusion with opposer’s mark SHARP per se.?

® It should be noted that opposer’s registration for SHARP and

design is for electronic ovens, and opposer has nade of record a
registration for SHARP per se for electronic ovens. The
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Qur determnation is based on an analysis of all of the
probative facts in evidence that are relevant to the factors
set forthinlnre E. |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). The fifth duPont factor,
fanme of the prior mark, plays a domnant role in cases
featuring a famous or strong mark. A mark with extensive
public recognition and renown deserves and receives nore
| egal protection than an obscure or weak mark. Kenner
Par ker Toys Inc. v. Rose Art Industries Inc., 22 USPQ2d 1453
(Fed. Cir. 1992). 1In this case, opposer has proven that its
mar k SHARP i s fanmobus. (Qpposer began using the mark for many
of its consuner itens over 30 years ago, and it has been
used for m crowave ovens for over 40 years. (Qpposer has
provi ded sales figures for its various goods for the years
1996 t hrough 2000. Because this information has been filed

4 we cannot set forth the anounts

under seal as confidential,
in this opinion, although we can state that the sales

figures are extrenely high. Opposer’s advertising costs

registration for SHARP CORPORATION is for blood pressure
monitors, and these goods are not as simlar to applicants’ goods
as those in many of opposer’s SHARP regi strations, while the
registration for SHARPVI SION and design is for LCD projectors,
and opposer has a registration for SHARP for apparatus for the
screen projection of imges.

* The exhibit itself states that it is “Confidential” and is to
be viewed by “outside counsel only,” although we note that
applicants are not represented by counsel, and are appearing pro
se in this proceeding. W do not know what arrangenents the
parties have made regarding the viewing of this confidential
material, but the Board will hold the exhibit as confidenti al
and will not divulge the actual nunbers of sales in this opinion
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anount to at least 2%of its sales revenues, and the
advertising expenditures are mllions of dollars each year.
Al t hough applicants are correct that opposer has not broken
down these figures to show the sales for each item the
figures are so high that even if we were to assune that the
bul k of the sales were for audi o and video products, for
exanpl e, rather than the nore closely related m crowave
ovens, the mark would still be considered fanous. See Recot
Inc. v. MC Becton, 214 F. 3d 1322, 54 USPQ2d 1894 (Fed.
Cir. 2000) (fanme of a mark may affect the |ikelihood that
consuners wi Il be confused when purchasi ng goods that are
not closely related).

Turning next to the marks, they are clearly very
simlar. Qpposer’s mark is SHARP; applicants’ mark is SHARP
KITCHEN. The first word in applicants’ mark is identical in
appear ance, sound and connotation to opposer’s mark. The
addi tional word KITCHEN in applicants’ mark does not
distinguish it fromopposer’s mark. The word KITCHEN i s
descriptive for applicants’ food storage tracking system
and applicants disclained this termin their initial
application papers. It is well-established that, although
mar ks must be conpared in their entireties, there i s nothing
i nproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature of a mark. In

re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
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Cr. 1985). In this case, SHARP is clearly the dom nant
el enrent of applicants’ mark SHARP KI TCHEN.

Wth respect to the goods, we agree with applicants
that there are clear differences between opposer’s goods and
applicants’ food storage tracking system However,
applicants’ systemis related to opposer’s goods in that
bot h opposer’s goods and applicants’ goods are electronic
products; both applicants’ goods and nany of opposer’s
products, nost particularly its mcrowave ovens, are used in
the kitchen; and both opposer’s m crowave ovens and
applicants' food storage tracking systemrelate to the use
of food, one in connection with food preparation and ot her
in connection with food storage. There are also
simlarities in the features of opposer’s m crowave ovens
and applicant’s identified food storage tracking system in
that they both contain, for exanple, liquid crystal displays
and electronic tiners. Although the goods are not closely
related, we think the relationship is sufficient, when the
simlarity of the marks and the fane of opposer’s mark is
considered, to support a finding of |ikelihood of confusion.

There are additional duPont factors which favor such a
finding. Applicants’ goods, as identified, can be sold to
the public at large for use in honme kitchens. Certainly
applicants do not argue, nor have they submtted any

evi dence, to show that the use of their food storage



Opposi tion No. 113,941

tracki ng systemwould be restricted as to the cl asses of
purchasers. These are the sanme consuners who woul d purchase
opposer’s consuner el ectronic products, including mcrowave
ovens which are also used in home kitchens. Although
applicants’ food storage tracking system woul d presunmably
not be i nexpensive, even careful purchasers are likely to
assune a connection in source between a system sold under
the mark SHARP KI TCHEN and t he various SHARP consuner

el ectronic products sold by opposer, given the fane of
opposer’s mark.

The variety of goods on which opposer’s mark is used is
anot her factor which favors opposer. As already noted,
opposer uses its mark SHARP on a wi de variety of consuner
el ectronic goods. In view of this, consuners encountering
food storage tracking systens sold under the mark SHARP
KITCHEN are |ikely to assune that opposer has expanded its
line to include this product.

Finally, we note that there is no evidence of any
third-party use or registration of SHARP marks that would
suggest that the scope of protection for opposer’s SHARP
mark should be limted.

In view of the foregoing, we find that applicants’ mark
SHARP KI TCHEN, if used on applicants’ identified food

storage tracking system is likely to cause confusion with

10
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opposer’s mark SHARP for its electronic goods, and in
particular, with SHARP for m crowave ovens.

Deci sion: The opposition is sustained.

11



