UNI TED STATES PATENT AND
TRADEMARK OFFI CE

Trademark Trial and Appeal Board
P. O Box 1451

Al exandria, VA 22313-1451

wel |'i ngton Mai | ed: Decenber 17, 2004
Qpposi tion No. 91115198

THE VERMONT TEDDY BEAR
COVPANY, | NC.

V.

BUI LD- A- BEAR WORKSHOP, LLC

Before Sinms, Quinn, and Chapman, Adm nistrative Tradenmark
Judges.

By the Board:
On February 13, 1998, applicant filed an intent-to-use based

application! to register a trademark which appears on the draw ng

page as:
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The proposed mark is described in the application as follows:

! Application Serial No. 75434462.
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“The mark consists of a three-di nensional heart shaped object.

The outline of a teddy bear is used to signify the placenent

of a heart shaped object inside a stuffed or plush toy aninal;

the teddy bear design itself is not clainmed as part of the
mar k, as the heart shaped object nay be placed in any stuffed
or plush toy aninmal.”
Appl i cant seeks to register the proposed mark for “plush aninals
and stuffed toy aninmals” in International Cass 28, and “retai
store services featuring plush toy animals, stuffed toy aninals,
and accessories” in International C ass 35.

Qpposer tinely filed its notice of opposition to registration
of applicant’s proposed mark under Section 2(d) of the Trademark
Act, 15 U. S.C. Section 1052(d), on the ground that applicant’s
mark, as applied to the goods, so resenbles a trademark previously
used by opposer, as to be likely to cause confusion, m stake or
deception. Specifically, opposer alleges, inter alia, that it
mar kets various stuffed toys, including teddy bears, by nmail order,
toll-free tel ephone nunbers, retail stores and an online website,;
that “one aspect of opposer’s business involves encouraging
custoners to place a felt or brass heart within the chest of a
stuffed bear before the chest of the stuffed bear is closed with
thread or other fastening neans”; that opposer “sells the concept”
of placing the heart in the stuffed teddy bear through “Make a
Friend For Life” toy animal kits that include a blueprint
instructing the custonmer to place the heart in the teddy bear; that

opposer also “markets this concept” within its retail stores and

retail stores of others, pursuant to an agreenent w th opposer,
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wher eby opposer’s teddy bears can be assenbled “including the step
of placing a felt or brass heart” inside the teddy bear; that
opposer has been “providing the service of permtting custoners to
pl ace a heart within the chest of stuffed animals and has been
providing stuffed animals with a heart placed within the chest
t hereof continuously in interstate comerce since at |east as early
as Septenber, 1996”; that as a result of opposer’s continuous and
extensive use and pronotion of the placenent of a heart within the
chest of a stuffed aninmal before the chest is closed, “the trade
and consum ng public have been | ed to believe that this concept
originates with opposer”; that opposer’s mark and applicant’s
proposed mark are “virtually identical, the only possible
difference being the particular materials fromwhich the heart is
manuf actured”; that applicant’s proposed mark “so resenbl es
opposer’s mark as to [be] likely when used in conjunction with
applicant’s goods to cause confusion or cause m stake or to
deceive”; and that opposer believes it has prior continuous use of
its mark.

Inits notice of opposition, opposer also pleads ownership of
application Serial No. 757740772 for a mark which appears on the

application drawi ng page as foll ows:

2 The application was filed on August 12, 1999, and contains an

all egation of a date of first use anywhere and in conmerce of
Septenber 19, 1996 for all goods and services identified in the
appl i cati on.



Opposition No. 91115198

and contains the foll ow ng description of the mark:
“[the mark] consists of a three-di nensional heart shaped
object. The outline of a teddy bear is used to signify the
pl acenment of a heart shaped object inside a stuffed or plush
toy animal; the teddy bear design itself is not clained as
part of the mark, as the heart shaped object may be placed in
any stuffed or plush toy animal.”
Qpposer’ s pl eaded application covers “blueprints and catal ogs” in
International Cass 16, “plush animals and stuffed toy animals” in
International Cass 28, and “retail store services and mail order
services featuring plush toy animals, stuffed toy animals, and
accessories therefor” in International C ass 35.
This case now conmes up on applicant’s notion (filed
June 15, 2004) for summary judgnent.® The parties have

briefed the notion. |In order to expedite our decision, the

Board presunes famliarity with the issues presented and

® W note that the notion is filed prior to applicant’s filing an
answer to the conplaint. After the Board instituted this
proceedi ng, applicant filed numerous consented notions for
extensions of tine to answer the opposition based on the
representation that the parties were engaged in settlenent
negoti ati ons. The Board granted these notions and suspended
proceedi ngs on nore than one occasion in view of the parties’
ongoi ng settl enment negoti ations.
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does not provide a conplete recitation of the contentions
and evi dence of each party.

In its notion, applicant argues that, based on the
facts and the docunents, and even if all of opposer’s
assertions concerning its use of a heart object are taken as
true, opposer’s use of its alleged mark is nerely
“ornanental or decorative” and that, as a matter of |aw,
cannot give rise to trademark rights. Applicant states that
based on “nunerous interrogatories, interrogatory answers,
and several hundred docunents” exchanged between the parties
during discovery, the undisputed facts denonstrate that
opposer’s alleged prior use of a three-dinensional heart
consists in actuality of the followng: placing a brass
heart pendant around the neck of teddy bears, incorporating
a brass heart pendant with opposer’s teddy bear kits whereby
the pendant is to be placed around the teddy bear’s neck,
and “to the extent that [opposer] now clains that it
provi ded custoners with the option of placing a brass
pendant inside the bear, the only evidence of such alleged
use is a single reference in [opposer’s] 1996 Holi day
catalog.” Applicant asserts that there is “no evidence that
[ opposer] used a heart in any nanner other [than] as nere
decoration for its bears” and, as a result, opposer cannot

possibly carry its burden of establishing priority, i.e.,
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t hat opposer obtained trademark rights in its mark prior to
the filing date of applicant’s application.

In support of its argunent that opposer’s prior use is
not tradenmark use as a matter of |aw, applicant nakes
reference to the USPTO s refusal to register opposer’s
pl eaded mark, the subject of application Serial No.
75774077, on the basis that the proposed mark does not
function as a trademark or service mark, under Sections 1,
2, 3, and 45 of the Trademark Act. Applicant also cites the
decision by the United States Court of Appeals for the First
Circuit in Wley v. American Geetings Corp., 762 F.2d 129,
226 USPQ 101 (1% Cir. 1985), which involved the use of a
heart - shaped object affixed to a teddy bear.

Applicant attached the following exhibits to its
notion: opposer’s pleaded application; copies of excerpts
from opposer’s “Holiday 1996 The Great Anerican Teddy Bear”
catalog; a “blueprint” that was included with opposer’s toy
bear kits; copies of three Ofice actions (dated January 6
and 12, 2000 and Septenber 1, 2000); copies of opposer’s
advertisenents for its goods, including those for the “Happy
Anni versary” and “Pregnancy” toy bears; a copy of opposer’s
instructions contained in its toy bear kits; and copi es of
opposer’s responses to applicant’s discovery requests.

In response to applicant’s notion for sumrary judgnent,

opposer argues that the parties’ respective marks are
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“identical in all respects” and applicant, in fact, “copied’
opposer’s nmark; that opposer used its mark prior to the
filing date of applicant’s intent-to-use based application;
and that opposer’s prior use of its mark not only “goes well
beyond nere ornanental or decorative use,” but that its mark
is inherently distinctive. In clarifying its mark and

di sputing applicant’s characterization of its mark, opposer
states that it does not claimtrademark rights for placing a
heart - shaped object as a pendant on the outside chest of a
teddy bear; rather, opposer states that it “only clains as
its Trademark placenent of the heart inside the stuffed
animal .” [Qpposer’s Brief p. 4, underline provided by
opposer].

Qpposer also attenpts to distinguish its proposed
trademark fromthat in the Wley case cited by applicant.
Opposer states that its mark consists of placenent of a
heart inside the chest of a teddy bear during assenbly and
argues that “this procedure is highly distinct fromnerely
sew ng a heart on the chest or outside another portion of
the anatony of a stuffed teddy bear or another stuffed
animal.” Opposer also argues that there is no evidence of
“any third parties consistently using as a trademark
pl acenent of a heart within the chest of a teddy bear during

assenbly.”
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At the end of its response to applicant’s notion,
opposer requests that the Board enter judgnent in its favor,
citing TBMP 8§ 528.08 (2d ed. rev. 2004) [entry of summary
judgnent in favor of nonnoving party]. Opposer argues that
there is sufficient evidence for the Board to concl ude that
opposer acquired prior rights in “the placenent of a heart
in the chest of a teddy bear” and the record is “abundantly
cl ear and supports grant of summary judgnent in favor of
opposer.”

In support of its response, opposer attached exhibits
that include several of the sane exhibits filed by
applicant, but also include the follow ng: copies of self-
descri bed “pages evidencing the creation and mailing” of
opposer’s Holiday 1996 Catal og; printouts of pages from
opposer’s website; copies of correspondence between
opposer’s counsel and the O fice concerning the prosecution
of opposer’s pl eaded application; a copy of a discovery
deposition taken in this proceeding of Ms. Maxine C ark,
applicant’s president; a copy of a “cease and desist” letter
fromapplicant’s counsel to Children’s Concept, Inc.;
printouts fromthe TARR database for registrations owned by
opposer; and copies of charts concerning sal es of opposer’s
goods.

Opposer al so submtted the declarations of Robert

Patrick Burns, opposer’s Chief Executive Oficer (1995-1997)
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and Elisabeth B. Robert, opposer’s Chief Executive Oficer
(1997-present) with its response. Attached as exhibits to
the Burns declaration are: (1) a copy of a docunent that M.
Burns avers is dated May 1996 and “provi des evi dence
concerning the date of conception of this marketing idea”
and (2) a copy of opposer’s “blueprint” instruction sheet
(dat ed Septenber 6, 1996) which M. Burns avers is “included
in [opposer’s toy bear kits], and that evidences the general
time period during which the idea for the [toy] kits was
created.” Attached as exhibits to the Robert declaration
are phot ographs that Ms. Robert avers show “[opposer’s]
teddy bear with a heart in its chest as assenbl ed at
[ opposer’s toy bear kit] station at its factory store”; and
t hat these phot ographs “depict the manner of use of the
heart as a trademark as it has been used by [opposer] since
[ opposer’ s] station opened at [opposer’s] factory store in
1996. "

In a reply brief, applicant contends that exhibits
subm tted by opposer with its response were not properly
i ntroduced and requests that the Board “take these
procedural deficiencies into consideration when exam ni ng
[ opposer’ s] all eged proof of use.” Applicant al so argues
that the declarations submtted by opposer with its response
contain “inadm ssible conclusions” and are “procedurally

deficient.”
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Finally, after the filing of applicant’s reply brief,
opposer submtted a “notice of precedential decision”
wher ei n opposer states that it seeks to “[bring] to the
attention of the Interlocutory Attorney the decision of the
Trademark Trial and Appeal Board in In re Dell Inc., Serial
No. 75851765, dated August 12, 2004” because it “concerns
the types of specinens that are appropriate for
denmonstrating trademark use.”*

A party noving for sunmmary judgnent has the burden of
denonstrating the absence of any genuine issue of materi al
fact, and that it is entitled to sunmary judgnent as a
matter of law Fed. R Cv. P. 56(c). See al so, Cel ot ex
Corp. v. Catrett, 477 U.S. 317 (1986). Wen the noving
party’s notion is supported by evidence sufficient, if
unopposed, to indicate that there is no genuine issue of
material fact and that the noving party is entitled to
judgnent, the nonnoving party nay not rest on nere denials
or conclusory assertions, but rather nust offer countering
evi dence, by affidavit or as otherwi se provided in Fed. R
Cv. P. 56, showing that there is a genuine factual dispute
for trial. See Fed. R Gv. P. 56(e), and Oct ocom Systens
Inc. v. Houston Conputer Services Inc., 918 F.2d 937, 16

USPQ2d 1783 (Fed. Cir. 1990). 1In a notion for sumrary

* The proper citation for the case is Inre Dell, Inc., 71

UsPQ2d 1725 (TTAB 2004).

10
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judgnent, the evidentiary record and all reasonable

i nferences to be drawn fromthe undi sputed facts nust be
viewed in the light nost favorable to the nonnoving party.
See Lloyd's Food Products Inc. v. Eli’s Inc., 987 F.2d 766,
25 USPQ2d 2027 (Fed. Cir. 1993).

For purposes of the summary judgnent notion, we
initially find it necessary to clarify the “trademark” upon
whi ch opposer relies in this opposition and to nmake a
determ nation as to what trademark rights, if any, opposer
is entitled to protect. |If opposer is unable to establish
trademark rights in its heart-shaped object, then opposer
wll not be able to establish priority or prove its
| i kel i hood of confusion ground as alleged in the notice of
opposi tion.

Based on all of the parties’ subm ssions, we find that
opposer seeks trademark protection for a procedure or step
in the assenbly of its goods, nanely, that of placing a
heart-shaped object in a stuffed toy animal.®> It is evident
fromthe exhibits submtted by both parties that opposer’s
al l eged prior trademark use consists of advertising and
selling toy animals and toy animal kits, usually teddy

bears, that include a heart-shaped object and instructions

> As noted previously in this order, applicant objected to the
authenticity and manner of introduction into evidence of certain
exhibits submtted by opposer with its response. These

obj ections are noot in view of our decision herein which was
reached after considering all of the parties’ subm ssions.

11
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for the consuner to insert the object into the toy aninal.
As to its services, we find that opposer also rendered
services at retail stores or stations where consuners could
assenbl e stuffed toy aninmals, including the step of
inserting the heart-shaped object inside the chest of the
toy animal. In other words, when consuners or potential
purchasers encount ered opposer’s goods or services, the
heart - shaped object was not already inserted in the toy
animal’s chest but could be inserted by the consuner after
purchasing the toy aninmal kit.

For the reasons discussed below, we find the procedure
or step of placing the heart-shaped object in the toy
animal’s chest by the consumer cannot be construed as a
trademar k nor accorded trademark protection under the
Trademar k Act.

Section 45 of the Trademark Act defines a "trademark"
as follows:

any word, nane, synbol, or device, or any conbination

thereof -- (1) used by a person, or (2) which a person

has a bona fide intention to use in comrerce and
applies to register on the principal register
established by this [Act], to identify and distinguish
his or her goods, including a unique product, from

t hose manufactured or sold by others and to indicate

t he source of the goods, even if that source is
unknown. ® 15 USC § 1127.

® A “service mark” is defined identically as that of a

trademark, except that it is used to “identify and distinguish
the services of one person, including a unique service, fromthe
services of others and to indicate the source of the services,
even if that source is unknown.” 15 USC § 1127.

12
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Qpposer’s proposed mark fails to nmeet the definition of
a trademark or service mark and, thus, is not capable of
di stingui shi ng opposer's goods or services. Qpposer’s
proposed nmark does not consist of any tangible “word, nane,
synbol, or device, or any conbination thereof” but merely of
an action to be performed by consuners of opposer’s goods
and services. Even under the concept of "trade dress,"”
whi ch expands the Trademark Act’s definition of a
“trademark,” trade dress is not so pliable as to give
exclusive rights for the concept of placing a heart inside a

stuffed animal. See 1 J. Thomas McCarthy, MCarthy on

Trademarks and Unfair Conpetition, 8§ 8:6 (4th ed. 2001), and

cases cited therein, [nmere marketing theme of a product or
styl e of doing business is not protectable trade dress].

To the extent that opposer is nerely seeking protection
for the three-dinmensional heart, itself, |ocated inside the
chest of a toy aninmal (and not the step or procedure of
inserting the heart into the chest of the toy aninal),
opposer has not submtted any evidence show ng trademark use
of the heart, per se. And, even if opposer did submt
speci nens showi ng such use, the evidence already submtted
by both parties clearly shows that the three-di nensional
heart is only placed in the toy aninal’s chest by the
consuner after the product has been purchased (either the

kit or in person at retail stores). Qpposer is essentially

13



Opposition No. 91115198

relying on the consuner to prepare or create opposer’s
proposed trademark. Al though opposer’s nethod of use is
different fromthat in the Wley case, we find opposer’s use
and its reliance on the consuner to create the proposed
trademark as even less |likely to be perceived as trademark
use. In Wley, the plaintiff alleged conmon | aw trademark
rights in affixing a solid red heart to the | eft breast of
teddy bear and the court held that this carries no
di stinctive nessage of origin to consunmers and hence does
not serve to distinguish it fromhearts on other stuffed
ani mal s, such characteristics being comonly adopted and
wel | known fornms of ornanentation. WIley, 226 USPQ at 1083.
Consequent |y, because opposer’s heart is not even visible
once it is placed inside the chest of the toy animal, this
can only decrease the possibility that it can be a source
i ndi cator for the goods and/or services.

Finally, opposer’s reliance on the Board s decision in
In re Dell, Inc., supra, is not well-founded. 1In this
decision, cited by opposer after the briefing period had
cl osed, the Board held that a printout of a page fromDell’s
website was tantanmount to a display associated with the
goods and properly denonstrated trademark use of Dell’s
mark. In the matter at hand, opposer has submtted as
evidence of its use, printouts of web pages fromits website

and, again, these web pages denonstrate nothing nore than

14
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t hat opposer sells goods whereby the consuner can insert a
heart into the chest of opposer’s teddy bears and ot her
stuffed animals. (Qpposer’s use certainly cannot be
construed as di splays associated with the goods because
there is no trademark being prom nently displ ayed.

In view of the above, we find that opposer’s use of a
heart does not constitute trademark use and is not
protectabl e under the Trademark Act. Draw ng all factual
inferences tending to show triable issues in the |ight nost
favorabl e to opposer, we find no genuine issue of nmateri al
fact exists as to whether opposer can denonstrate its
priority.

Accordingly, applicant’s notion for sumary judgnent is
granted and the opposition is dismssed.” Applicant’s
application will be forwarded for the issuance of a notice

of all owance. @

" Opposer’s request to have summary judgment granted in its favor
i s deni ed.

8 Al'though the opposition is being dismissed, we note that this
does not nean the subject application will ultimtely nature into
a registration. Should applicant file a statenent of use and
speci mens of use in support thereof (which is required for the
mark in the intent-to-use based application to be registered),

t he USPTO exam ning attorney may at that point refuse

regi stration on various grounds, including failure to function as
a trademark under Sections 1, 2, 3 and 45 of the Trademark Act.
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