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Opi ni on by Hanak, Adm nistrative Tradenmark Judge:

Z-Flex (U.S.), Inc. (applicant) seeks to register U
NOVA in typed drawing formfor “netal industrial duct and
hose products, nanely hoses, ducts, pipes, joints and
connectors” (Class 6) and “non-netallic industrial duct and
hose products, nanmely hoses, ducts, pipes, joints and

connectors manufactured fromplastic, rubber and fabric”
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(Cass 17). The intent-to-use application was filed on
August 11, 1997.

On Septenber 2, 1999 UNOVA, Inc. (opposer) filed a
Notice of Qpposition alleging that it had prior rights in
the mark UNOVA for a wide array of industrial machines, and
further alleging that the contenporaneous use of UNOVA by
opposer for its goods and U- NOVA by applicant for its goods
is likely to cause confusion. Subsequently, opposer
obtai ned a registration of UNOVA in typed drawi ng form
covering, anong other goods, “automated nanufacturing,
machi ni ng and assenbly |lines for the autonotive and ot her
hi gh vol ume manufacturing industries.” Opposer has
properly made of record a certified status and titled copy
of this Registration No. 2,406,597 which issued on Novenber
21, 2000.

Applicant filed an answer which denied the pertinent
al l egations of the Notice of Qppostion. Opposer and
applicant filed briefs, and were present at a hearing held
on February 26, 2002.

The record in this case is sunmari zed at page 2 of
opposer’s brief and page 1 of applicant’s brief. It
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consists of, in part, the deposition testinony (wth
exhibits) of the followi ng three individuals: M M chae
Carpenter (opposer’s Staff Vice-President of Intellectua
Property); Douglas Biddy (Vice-President of Sales for a
whol | y owned subsidiary of applicant); and lan Donnelly
(President of applicant).

Because opposer has properly nmade of record a
certified status and titled copy of its aforenentioned
regi strati on of UNOVA for, anong ot her goods, “autonated
manuf act uring, machi ning and assenbly lines for the
aut onoti ve and ot her high volunme manufacturing industries,”

priority rests with opposer. King Candy Co. v. Eunice

King’s Kitchen Inc., 496 F.2d 1400, 182 USPQ 108 ( CCPA

1974). Hence, as applicant agrees, the only issue in this
proceeding is one of |ikelihood of confusion. (Applicant’s
bri ef page 2).

In any |ikelihood of confusion analysis, two key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192
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USPQ 24, 29 (CCPA 1976) (“The fundanental inquiry mandated
by Section 2(d) goes to the cunul ative effect of the
differences in the essential characteristics of the goods
and differences in the marks.”).

Considering first the marks, they are virtually

identical. Cbviously, in terns of pronunciation, the marks
are absolutely identical. |In ternms of visual appearance,
they are nearly identical. Finally, as will be discussed

at greater length in a nonent, the marks are totally
arbitrary. In considering the marks, we take note of the
foll ow ng statenent nmade by applicant at page 22 of its
brief: “The parties’ marks — UNOVA and U NOVA — are
pronounced identically and differ in witten formonly by
the fact that [applicant’s] mark has a hyphen while
opposer’s mark does not.”

In sum the first Dupont “factor weighs heavily
agai nst applicant” because opposer’s mark and applicant’s

mark are virtually identical. Inre Martin's Fanous Pastry

Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289, 1290 (Fed. GCir

1984).
Turning to a consideration of opposer’s goods and
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applicant’s goods, we note that because the marks are
virtually identical, their contenporaneous use can lead to
the assunption that there is a comobn source “even when
[the] goods or services are not conpetitive or

intrinsically related.” In re Shell Gl Co., 992 F.2d 1204,

26 USPQ2d 1687, 1689 (Fed. Cir. 1993). This is
particularly true when the virtually identical marks are
also (1) arbitrary in that they |ack any neaning, and (2)
unique in the sense that no third parties are using the

mar ks for any type of goods or services. Philip Mrris,

Inc. v. K2 Corp., 555 F.2d 815, 194 USPQ 81, 82 (CCPA

1977) (Confusi on was found when the nmark K2 was used on very
di fferent goods, nanely, skis and cigarettes). See also

Nati onal Mdtor Bearing Co. v. Janmes-Pond-Cl ark, 266 F.2d

799, 121 USPQ 515, 518 (CCPA 1959). In this regard, we
note that applicant’s president testified that U NOVA has
absol utely no neaning in English, and is “purely fanciful.”
(Donnel |y deposition pages 13-14). Moreover, before
adopting their marks, both opposer and applicant had
conduct ed extensive trademark searches to ascertai n whether
any third parties were using UNOVA or U NOVA for any goods
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or services. These extensive trademark services reveal ed
that no third parties were using either UNOVA or U- NOVA for
any type of goods or services. (Donnelly deposition pages
18 and 56; Carpenter deposition page 27).

As just noted, because the marks are virtually
i dentical, their contenporaneous use can lead to the
assunption that there is a comon source “even when [the]
goods or services are not conpetitive or intrinsically

related.” Inre Shell Gl Co., 26 USPQ2d at 1689. However,

inthis case we find that certain of opposer’s goods and at
| east certain of applicant’s goods are clearly related in
that applicant’s hoses, ducts and connectors could be used
as replacenent parts for opposer’s automated manufacturing
and assenbly |ine equipnment. Before discussing the
specifics of our finding, one |legal principle should be
articulated. In Board proceedings “the question of

I'i kel i hood of confusion nust be determ ned based on a

anal ysis of the mark as applied to the goods and/or
services recited in applicant’s application vis-a-vis the
goods and/or services recited in opposer’s registration,
rat her than what the evidence shows the goods and/ or
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services to be.” Canadi an |Inperial Bank v. Wl |ls Fargo

Bank, 811 F.2d 490, 1 USPQd 1813, 1815 (Fed. G r. 1987).
Appl i cant has acknow edged this | egal principle when it
makes the followi ng statenent at page 23 of its brief: “In
making this inquiry [into |ikelihood of confusion], the
Board must conpare the parties’ products, as described in
[ applicant’s] trademark application and opposer’s
regi stration, and nust assume that the products nove
through all the normal channels of trade.”

As previously noted, applicant seeks to register U-
NOVA for netal and non-netallic (plastic, rubber and
fabric) industrial duct and hose products, nanely hoses,
ducts, pipes, joints and connectors. As M. Biddy
testified, applicant’s identification of goods is “pretty
broad.” (Biddy deposition page 93).

Wth the foregoing in mnd, we turn nowto a
consi deration of opposer’s goods as described inits
regi stration and applicant’s goods as described inits
application. As applicant has conceded, “both parties
manuf acture industrial products which nmay be found on a
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factory floor.” (Applicant’s brief page 28). Wth regard
to opposer’s automated manufacturing, machining and
assenbly lines for the autonotive and ot her high vol une
manuf acturing industries, there is no dispute that
opposer’s machi nes are expensive and are purchased wth
great care. Qpposer’s |arge automated manufacturing
machi nes sell from $50,000 to “several hundreds of

t housands of dollars.” (Carpenter deposition pages 107 and
149) Moreover, opposer has conceded that when the m ddl e
managers of its custonmers initially purchase opposer’s

| ar ge aut omat ed manuf acturi ng nmachi nes, they “exercise

extreme care.” (Carpenter deposition pages 157 to 158, and
page 121).

As m ght be expected, opposer’s |arge automated
manuf act uri ng machi nes have “hundreds of conponent parts.”
(Carter deposition page 155, and page 146). Anobng these
conponent parts are hoses, ducts, joints and connectors.
(Carter deposition pages 62, 76, 86, 91 and 162). Wth
time, the hoses, ducts, joints and connectors on opposer’s
| arge automat ed manufacturing machi nes nust be repl aced.

Appl i cant has conceded that its U NOVA hoses and the
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i ke could be used as replacenent parts on opposer’s UNOVA
aut omat ed manuf acturi ng machi nes. (Bi ddy deposition page
86). Wile M. Biddy testified that nmany of applicant’s
actual hoses, ducts, joints and connectors would not be
suitable for opposer’s |arge automated manufacturing

machi nes, this is irrelevant because, as M. Biddy
conceded, the identification of goods in applicant’s
application is quite broad in that it enconpasses all types
of netal and non-netallic (plastic, rubber and fabric)

i ndustrial duct and hose products, nanely hoses, ducts,

pi pes, joints and connectors. \Wether many of applicant’s
actual current line of hoses and the |ike are suitable for
opposer’s machines is not the issue. As previously noted,
appl i cant has conceded that its products are found on
factory floors, the precise |ocation where one would find
opposer’ s aut omat ed manufacturing machi nes (Applicant’s
brief page 28). Wwen it cane tine to replace a hose, duct,
joint or connector on one of opposer’s nmachi nes, an
ordinary factory worker, seeing opposer’s UNOVA nmark

di spl ayed on the nmachine, could easily turn to one of
applicant’s U NOVA catal ogues listing various hoses, ducts,
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pi pes and connectors, and nake the erroneous assunption

t hat these U-NOVA hoses and the |ike were specifically

desi gned as replacenent parts for opposer’s UNOVA

machi nery. In other words, an ordinary factory foreman or
wor ker coul d easily assune that the manufacturer of the

| ar ge UNOVA aut omat ed manuf acturi ng machi ne was al so t he
manuf acturer of, or at |east the endorser of, the U NOVA
hoses and the like. 1In short, we find that there exists a
I'i keli hood of confusion not when opposer’s |arge, expensive
aut omat ed nanufacturing nmachines are initially purchased
with care by m ddl e managenent, but rather there exists a
i keli hood of confusion when it cones tine to replace hoses
and the |i ke on opposer’s nmachines. At this point, the
repl acenent of such mundane itens as hoses and the |ike
woul d not be done by m ddl e managenent with great care, but
rat her woul d be done by factory forenen and factory workers
who coul d easily assune that applicant’s U- NOVA hoses and
the like are made by or at |east endorsed by the

manuf acturer of the | arge UNOVA aut omat ed manufacturing
machi nes. Accordingly, we find that there exists a
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I'i kel i hood of confusion and sustain the opposition.

O course, to the extent that there are any doubts on
the issue of likelihood of confusion, we are obligated to
resol ve said doubts in favor of opposer who has prior

rights. In re Martin's Fanous Pastry Shoppe, Inc., 748 F.2d

1565, 223 USPQ 1289, 1290 (Fed. Cir 1984).

Two final coments are in order. First, at page 13 of
its brief, opposer argues that actual confusion has
occurred involving its mark UNO/A and applicant’s mark U
NOVA. Wil e opposer has established that a mi nor anount of
confusion occurred in the formof msdirected e-mails and
reader response cards froma publication entitled

| ndustrial Equi pmrent News, this confusion did not involve

actual or potential customers of opposer, as M. Carpenter
acknow edges at page 124 of his deposition. Accordingly,
in reaching our conclusion that there exists a |ikelihood
of confusion, we have accorded no wei ght to opposer’s proof
that there existed a m nor anount of actual confusion anong
i ndi vi dual s who were not proven to be actual or potential
custoners of opposer or applicant. O course, it need
hardly be said that proof of actual confusion is not a
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prerequisite for a finding of |ikelihood of confusion.
Accordingly, we have treated the Dupont factor of actua
confusion as being neutral in this case.

Second, we wish to distinguish two cases cited by

applicant. The first is Toro Manufacturing v. d eason

Wrks, 474 F.2d 1401, 177 USPQ 330 (CCPA 1973) cited by
applicant at page 24 of its brief. |In Toro, the Court
found no |ikelihood of confusion between opposer’s TORO
mark for | awnowers, tractors and golf carts and
applicant’s TORO D nmark for gears, gear cutters and bl ades.
However, in Toro the Court quoted with approval the
foll owi ng | anguage fromthe TTAB: “TORO and TORO D ...do not
| ook or sound very nuch alike, and the several neanings
t hereof are not the sane.” 177 USPQ at 331. In stark
contrast to the marks in the Toro case, the marks here are
virtually identical (UNOVA and U- NOVA).

The second case relied upon by applicant at page 21 of

its brief is Electronic Design & Sales Inc. v. Electronic

Data Systens Corp., 954 F.2d 713, 21 USPQ2d 1388 (Fed. Cir

1992). In Electronic Design & Sales the Court found no

i keli hood of confusion despite the fact that “the two
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parties conduct business not only in the sane fields but

also with sone of the sane conpanies.” 21 USPQR2d at 1391.
The Court made it clear that the nere sale by opposer and
applicant of their respective goods to the sane

institutions was not sufficient to prove that there existed

a likelihood of confusion. Rather, the Court stated that
opposer nust establish that actual “users [individuals] who
m ght influence future purchasers” had to be exposed to
bot h opposer’s goods and applicant’s goods in a manner such

that a |ikelihood of confusion would exist. Electronic

Design & Sales, 21 USPQRd at 1392. Here there is no

di spute that actual individuals (factory forenmen and

wor kers) are exposed to both opposer’s UNOVA aut onat ed
manuf act uri ng machi nes and applicant’s hoses, joints, pipes
and connectors. |Indeed, at page 86 of his deposition M.
Biddy testified that if soneone on a factory floor was
operating | arge manufacturing equi pment and had a probl em
with the hoses on the equipnent, they could call applicant
to seek a replacenent hose. |In short, unlike the situation

in Electronic Design & Sal es where the goods of opposer and

applicant were sold to entirely different sections of a
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particul ar conpany (institution), here opposer has
established that factory forenmen and workers operating
opposer’s | arge UNOVA aut omat ed manuf act uri ng nmachi nes
coul d have access to one of applicant’s U NOVA cat al ogues
and could call applicant to order a U-NOVA hose or the like
as a replacenent part for opposer’s UNOVA nmachi ne.

Deci sion: The opposition is sustained, and

registration to applicant is refused.
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