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Opi ni on by Chaprman, Adm nistrative Trademark Judge:

Origins Natural Resources Inc. (a Del aware corporation)
has opposed the application of Robin E. Lendrum (an
individual, United States citizen) to register on the
Principal Register the mark ORIA NAL SIN for goods anended
to read “ladies perfune and cosnetics, nanely, nakeup,

rouge, |lipstick, mascara, facial cleansers, facial and skin
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nmoi sturi zers, skin exfoliants, nail polish, eyeliner, blush,
and eyeshadow’ in International Cass 3.1

Opposer asserts as grounds for opposition that since
1976 opposer and its predecessor have manuf act ured,
distributed and sold a wide variety of goods, including
“cosnetics, skin care products, cleansers, exfoliants,
| oti ons and ot her beauty products” under the mark ORI G NS
and other marks derived fromthe word “ORIGA N’'; that
opposer’s goods are sold through opposer’s own stores which
are | ocated across the United States, departnent stores,
mai | order catal ogs and over the Internet; that continuously
since 1993 opposer has manufactured, distributed and sold
foundati ons, pressed and | oose powders and conceal ers under
the mark ORIA NAL SKIN, that opposer owns Regi stration No.
1860236 for the mark ORI G NAL SKIN for “makeup foundation”;?
and that applicant’s mark, when used on his goods, so
resenbl es opposer’s previously used and regi stered mark, as
to be likely to cause confusion, m stake, or deception.

In his answer applicant denies the salient allegations

of the notice of opposition.3

! Application Serial No. 75548543, filed Septenber 8, 1998, based
on applicant’s assertion of a bona fide intention to use the mark
in commerce on the identified goods.

2 Regi stration No. 1860236, issued October 28, 1994, Section 8
affidavit accepted, Section 15 affidavit acknow edged.

3 Applicant’s “affirmati ve defenses” are not affirmative defenses
(see Fed. R Civ. P. 8(c)), but are nore in the nature of further
information relating to his denials of opposer’s |ikelihood of
confusion claim
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The record consists of the pleadings; the file of
applicant’s involved application; the testinony, with
exhibits of Daria Myers, a fornmer senior vice president for
gl obal marketing for opposer; opposer’s notice of reliance
on (i) a status and title copy of its pleaded registration,
(ii) applicant’s answers to opposer’s first set of
interrogatories and docunent requests, and (iii) a
dictionary definition of the term*®original sin”; the
testinony, with exhibits, of applicant, Robin E. Lendrum
and applicant’s notice of reliance on (i) opposer’s answers
to applicant’s first set of interrogatories and a few
docunent s produced by opposer to applicant in response to

appl i cant’ s documents requests, *

and (ii) printouts of
twenty-three registrations fromthe USPTO s Tradenark
El ectroni ¢ Search System ( TESS)

Both parties filed briefs on the case.® Neither party
requested an oral hearing.

Opposer, Origins Natural Resources Inc., a division of

Est ee Lauder, sells, inter alia, skin care, hair care,

* Each party subnitted a notice of reliance on at |east sonme of
the adverse party’s answers to docunent requests. Wile a notice
of reliance is not normally a proper way to enter such docunents
into the record, in this case the Board considers that the
parties have stipul ated such docunments into the record. See
Trademark Rule 2.120(j)(3)(ii).

® The briefs were filed in this case in 2001. The inordinate
delay in deciding this case and any resulting inconvenience to
the parties is regretted. (There is no indication in the record
of any inquiry fromeither party as to the status of the case
during the last few years.)
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makeup, and body care products. Qpposer first used the mark
ORI G NAL SKI N on nmakeup foundation, |oose powder, and
conceal er in 1993, and such use has been conti nuous.
Thereafter, in 1998 opposer added use of the mark ORI G NAL
SKIN for a conpact nmakeup foundation, and this use has been
continuous. The mark was selected to fit in wth the
“Origins philosophy” by suggesting sonething about the
product, while at the sanme tinme conveying a sense of

i ght heartedness and a fun point of view. Specifically,
opposer intended “to nmake reference to the biblical term of
‘“Original Sin,” to have that play on words”; and *because
the coverage fromthis nakeup is natural ...we have this kind
of play on words, where we say that our nakeup is the nost
natural coverage since the fig leaf.” (Mers dep., pp. 13
and 14, Exhibits 4 and 5, nationw de press release fromthe
| aunch of the products and an advertisenent fromthe first
pronotional campaign.)® An advertisenent announcing the

1998 | aunch of the pressed nakeup begins with the phrase “Do
you believe in Oiginal Skind?” (Opposer’s Exhibit 6.)
Opposer has substantial annual sal es (1994-2000) and

has spent considerable suns on advertising.’ The ORI G NAL

SKI N products are sold through departnent stores such as

® Another item nentioned in opposer’s Exhibit 4 is “Oigins

For bi dden Fruits for Lips.”

" Opposer submitted this information as confidential under seal,
and thus, the actual nunmbers cannot be set forth herein.
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Nordstrom s, Macy’'s, Hecht’'s, Dayton’s, and Dillard's;
opposer’s own freestanding ORIGA NS retail stores;

and on the Internet through opposer’s website. These
products are advertised on radio, in national nagazi nes and
newspapers (e.g., “Madenoiselle” and “d anour”) and through
significant direct mailings.

Opposer’s ORI G NAL SKI N products have been witten
about in several well-known beauty magazi nes such as
“Harper’s Bazaar,” “Mdern Bride” and “Seventeen.”

Havi ng pondered the concept since 1992, applicant filed
an application to register the mark ORIG@ NAL SIN for | adies
perfume and certain cosnetics in Septenber 1998. As stated
by applicant’s attorney in his brief (p. 3): “Lendrum has
testified that he intends to use the mark only for perfune.
(Lendrum Dep. pp. 11-12). To date, he has not used the mark
at all. (Dep. p. 6).” Applicant applied for the mark
covering cosnetics as well as perfune because he plans on
using the mark on fragrances and hopes to expand to other
products that tie into fragrances. (Dep., pp. 6-7 and 10-
11.) He has contacted conpanies, but has not reached the
stage of negotiations to |icense or sell the mark. (Dep., p
10.)

In view of opposer’s status and title copy of its

pl eaded registration for its ORIA NAL SKIN mark, the issue
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of priority does not arise in this opposition proceeding.?
See King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d
1400, 182 USPQ 108, 110 (CCPA 1974); WMassey Junior Coll ege,
Inc. v. Fashion Institute of Technol ogy, 492 F.2d 1399, 181
USPQ 272, at footnote 6 (CCPA 1972); and Carl Karcher
Enterprises, Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125
(TTAB 1995). Moreover, the record establishes opposer’s use
of its mark ORI G NAL SKIN for makeup foundation, | oose
powder, and concealer in 1993, well prior to the Septenber
8, 1998 filing date of applicant’s application. (Applicant
testified that he has not yet used his mark.)

We turn now to consideration of the issue of |ikelihood
of confusion. Qur determnation of |ikelihood of confusion
is based on an analysis of all of the facts in evidence that

are relevant to the factors bearing on the issue of

8 pposer submitted a proper status and title copy of its pleaded
registration with its notice of reliance (tinely filed in Cctober
2000). In this regard, when a registration owned by a party has
been properly made of record in an inter partes case, and there
are changes in the status of the registration between the tine it
was made of record and the time the case is decided, the Board
will take judicial notice of, and rely upon, the current status
of the registration as shown by the records of the United States
Pat ent and Tradermark Office. See TBWMP 8704.03(b)(1)(A) (2d ed.
June 2003), and the cases cited therein. The Board notes that a
Section 9 renewal was due on this registration on or before Apri
25, 2005. The records do not reflect that a renewal was fil ed,
but there is also no indication that the registration has been
deened expired under Section 9 of the Trademark Act. Nbreover,
in view of the unusual delay in deciding this case, the Board
will treat Registration No. 1860236 as a valid registration. In
any event, as expl ai ned above, opposer pleaded and proved prior
common law rights in the mark ORIA@ NAL SKIN for certain cosnetic
products.
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I'i kel i hood of confusion. Inre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In
re Majestic Distilling Conpany, Inc., 315 F.3d 1311, 65
USPQ2d 1201 (Fed. Cir. 2003). In any likelihood of
confusion analysis, two key considerations are the
simlarities of the marks and the simlarities of the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The
fundanmental inquiry mandated by 82(d) goes to the cunulative
effect of differences in the essential characteristics of
the goods and differences in the marks.”). See also, In re
D xi e Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed.
Cir. 1997). Based on the record before us, we find that
confusion is |ikely.

Turning first to a consideration of the parties’
respecti ve goods, in Board proceedi ngs, the issue of
I'i kel i hood of confusion nmust be determined in |ight of the
goods as identified in the involved application and
registration and, in the absence of any specific |imtations
therein, on the presunption that all normal and usual
channel s of trade and nethods of distribution are or may be
utilized for such goods. See Octocom Systens Inc. v.
Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQd
1783, 1787 (Fed. G r. 1990); Canadi an |Inperial Bank of

Comrerce, N. A v. Wlls Fargo Bank, 811 F.2d 490, 1 USPd
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1813, 1815 (Fed. G r. 1987); and CBS Inc. v. Mrrow, 708
F.2d 1579, 218 USPQ 198 (Fed. Cr. 1983).

Opposer’s goods are those identified inits
regi stration, “makeup foundation,” as well as those for
whi ch opposer has proven use of its mark and thus comon | aw
rights for “loose powder, and concealer”; and applicant’s
goods are identified as “l adies perfune and cosnetics,
nanmel y, makeup, rouge, lipstick, mascara, facial cleansers,
facial and skin noisturizers, skin exfoliants, nail polish,
eyeliner, blush, and eyeshadow.”® As identified, we find
that these goods are closely related. \Wile opposer’s
cosnetic itens (e.g., “makeup foundation,” “l|oose powder,”

“pressed powder”) and applicant’s cosnetic itens (e.qg.,

® Applicant suggested on page 15 of his brief that:

This Board has the authority to decide
this case on marketplace realities. |If
this Board feels that the evidence
warrants nodi fication of the description
of goods or services to avoid likelihood
of confusion, such as by linmting the
trade channel s of product distribution or
by narrowi ng the descriptions of the
products thenselves, it has the authority
to do so. 37 C.F.R 82.133(b).

While it is true that the Board has such authority pursuant
to Section 18 of the Trademark Act, 15 U S.C. 81068, it is not
true that the Board can | ook to marketplace realities generally
(see Cctocomyv. Houston case, supra). |In any event, in order for
such natters to be considered by the Board, the defendant nust
timely and properly raise the issue by way of an affirnmative
pleading in its answer to the conplaint or by way of notion under
Trademark Rule 2.133. See TBMP 8311.02(b) (2d ed. rev. 2004).
Applicant did not nmake clear what specific restriction of its
application’s identification goods would be appropriate. Raising
this matter in his brief on the case is untinely and inproper and
will not be further considered.
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“makeup,” “rouge,” lipstick,” “mascara,” “nail polish,”
“facial and skin noisturizers”) are specifically different
products, nonetheless they are closely rel ated personal
groom ng products. Mreover, we find that perfune and
opposer’s various cosnetic products are also related. See
In re Anerican Safety Razor Co., 2 USPQRd 1459 (TTAB 1987);
Royal Hawaiian Perfunmes, Ltd. v. D anond Head Products of
Hawai i, Inc., 204 USPQ 144 (TTAB 1979); and Frances Denney
v. ViVe Parfuns Ltd., 190 USPQ 302 (TTAB 1976). See al so,
Hew ett - Packard Conpany v. Packard Press, Inc., 281 F.3d
1261, 62 USPQR2d 1001, 1004 (Fed. Cir. 2002)(“even if the
goods and services in question are not identical, the
consum ng public may perceive themas rel ated enough to
cause confusi on about the source or origin of the goods and
services”).

| nasnmuch as neither applicant’s application nor
opposer’s registration includes any type of restriction as
to trade channels or purchasers, we nust presune in this
adm ni strative proceeding that the involved goods are sold
in all normal channels of trade to all the usual classes of

purchasers for such goods. See COctocom Systens Inc. V.

Houst on Conputers Services Inc., supra; and Canadi an

| nperial Bank of Commerce, N. A v. Wlls Fargo Bank, supra.
Specifically, we find that the channels of trade and the

cl asses of purchasers for the parties’ goods, as identified,
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are identical, for purposes of determ ning whether there is
a likelihood of confusion.

In addition, we find that the invol ved goods (perfune
and various cosnetic itens) nmay be expensive or

i nexpensi ve. 1°

We also find that these goods are not
necessarily purchased by sophisticated purchasers. !

Turning next to a consideration of the marks, it is
wel |l settled that marks nust be considered in their
entireties because the commercial inpression of a mark on an
ordinary consuner is created by the mark as a whole, not by
its conmponent parts. This principle is based on the conmobn
sense observation that the overall inpression is created by
the purchaser’s cursory reaction to a mark in the
mar ket pl ace, not froma neticul ous conparison of it to

others to assess possible legal differences or simlarities.

See 3 J. Thomas McCarthy, MCarthy on Trademarks and Unfair

Conpetition, 823:41 (4th ed. 2005). See also, Dassler KGv.

Rol | er Derby Skate Corp., 206 USPQ 255 (TTAB 1980).

10 pposer’s request (brief, p. 14) that the Board take judicial
notice “that makeup, facial care products and fragrances are
generally not very expensive itens” is denied. See TBMP 8§704. 12
(2d ed. rev. 2004).

1 Applicant commented (brief, p. 11) that “The ‘speci al

sophi stication of wonen consuners has been acknow edged by at

| east one court. ‘The courts will take judicial notice of ‘a
certain degree of sophistication of wonen purchasers.’ Avon
Shoe Co. v. David Crystal, Inc. 171 F. Supp. 293 (SDNY 1959),
citing Warner Brothers conpany v. Jantzen, inc., 249 F.2d 353,
354 (2d Cir. 1957).” To the extent, if any, that applicant
requests that the Board take judicial notice of “the

sophi stication of wonen purchasers,” applicant’s request is
deni ed. See TBMP 8704.12 (2d ed. rev. 2004).

10
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Moreover, the differences in the marks may not be recalled
by purchasers seeing the nmarks at separate tines. The
enphasis in determning |likelihood of confusion is not on a
si de-by-si de conparison of the marks, but rather must be on
the recoll ection of the average purchaser, who normally
retains a general rather than a specific inpression of the
many trademarks encountered; that is, the purchaser’s
fallibility of menory over a period of tinme nust be kept in
m nd. See G andpa Pidgeon’s of M ssouri, Inc. v.
Borgsmller, 477 F.2d 586, 177 USPQ 573 (CCPA 1973); and
Spoons Restaurants Inc. v. Mirrison Inc., 23 USPQ@d 1735
(TTAB 1991), aff’d unpub’d (Fed. Cr., June 5, 1992).

In this case, both applicant’s and opposer’s two-word
mar ks begin with the word “ORIGA NAL,” and the second word
differs by only one letter, the letter “K.” These marks
ORIG NAL SKIN and ORIG@ NAL SIN, are simlar in sound and
appearance. It is often the first termwhich is nost likely
to be inpressed upon the mnd of a purchaser and be
remenbered by the purchaser. See Presto Products Inc. v.

Ni ce- Pak Products Inc., 9 USPQRd 1895, 1897 (TTAB 1988).
Mor eover, consuners have fallible nmenories when considering
the marks they have seen, and the difference may not be
heard by consuners when they hear the marks spoken. The
fact that the second word is not identical does not obviate

the |ikelihood of confusion.

11



Opposition No. 91115859

As to connotation and conmercial inpression, clearly
the words “SKIN" and “SIN' are different words with
different specific neanings. However, our primary review ng
Court has explained that on registrability questions, we do
not ordinarily look to the trade dress, “but the trade dress
may neverthel ess provide evidence of whether the word marks
projects a confusingly simlar commercial inpression.”
Specialty Brands, Inc. v. Coffee Bean Distributors, Inc.,
748 F.2d 669, 223 USPQ 1281, 1284 (Fed. Cir. 1984). Here it
is clear that since opposer’s initial use of its mark in
1993, opposer has played on the association between its
ORIG NAL SKIN mark and the Biblical story of “original

S| n. n 12

The first advertisenents, press releases, and the
i ke, include allusions to the Garden of Eden, the fig |eaf,
forbidden fruit, and the like. [In 1998, opposer used the
phrase “Do you believe in Original Skin®?" in |aunching its
new pressed makeup product. Thus, the connotation and
overall commercial inpression of both marks are simlar.

We find the respective marks ORIG NAL SKIN and ORI G NAL SIN
are simlar in sound, appearance, connotation and conmerci al

inpression. See In re Azteca Restaurant Enterprises Inc.,

50 USPQ2d 1209 (TTAB 1999).

12 The Col unbi a Encycl opedia (Fifth Edition 1993) defines
“original sin” as “in Christian theology, the SIN OF ADAM by
which all humankind fell fromdivine GRACE. .” (Qpposer’s notice
of reliance, Exhibit C.

12
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Turning to the du Pont factor of the fame of opposer’s
mar k, opposer has established that its mark ORIA@ NAL SKIN i s
strong and well known in the field of cosnetics. Opposer’s
sales of its ORIGA NAL SKIN products are substantial, with
tens of mllions of dollars in sales since 1993. (Qpposer’s
advertising expenditures are also substantial. Opposer
advertises nationwi de through direct mailings and on radio
and in newspapers and nmgazi nes.

We find that opposer’s mark ORIA NAL SKIN is clearly
well known and a strong mark entitled to a broad scope of
protection.

The strength of opposer’s mark increases the |ikelihood
that consuners will believe that applicant’s goods enanate
fromor are sponsored by opposer. As the Court stated in
Kenner Parker Toys Inc. v. Rose Art Industries Inc., 963
F.2d 350, 22 USPQ2d 1453, 1456 (Fed. G r. 1992):

A strong mark, on the other hand, casts
a | ong shadow whi ch conpetitors nust
avoid. See e.g., Nina Ricci, 889 F.2d
at 1074. Thus, the Lanham Act’s
tolerance for simlarity between
conpeting marks varies inversely with
the fame of the prior mark. As a mark’s
fame increases, the Act’s tolerance for
simlarities in conpeting marks falls.

Applicant’s argunent that it adopted its mark in good
faith is unavailing. Although an intent to trade on the

mar k of another is strong evidence of |ikelihood of

confusion because it is presuned that such an intention is

13
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successful, the converse is not true. That is, good faith
adoption does not necessarily nean that confusion is not
likely. Stated another way, that applicant did not intend
to cause confusion by adopting a simlar mark in connection
wth closely rel ated goods does not justify registration if
confusion is likely to occur. See Hydra Mac, Inc. v. Mack
Trucks, Inc., 507 F.2d 1399, 184 USPQ 351 (CCPA 1975); and
G eyhound Corp. v. Both Wrlds Inc., 6 USPQ2d 1635 (TTAB
1988). See also, J & J Snack Foods Corp. v. MDonald’ s
Corp., 932 F.2d 1460, 18 USPQd 1889, 1891 (Fed. G r. 1991)
(“Whether there is evidence of intent to trade on the
goodwi I | of another is a factor to be considered, but the
absence of such evidence does not avoid a ruling of

I'i kel i hood of confusion. (citation omtted).”)

Appl i cant al so argues that “the expertise of exam ners
is entitled to respectful consideration” and “The Exam ner
here is presuned to have perforned her job conpetently. The
mar k was passed to publication and [the] decision of the
Exam ner is entitled to consideration.” (Brief, p. 15.)
However, the Board is not bound by the Exam ning Attorney’s
decision to allow the mark for publication. Rather, the
Board nust determ ne an inter partes case on the evidence
supported by the record. See McDonald s Corp. v. MLain, 37
UsP2d 1274, 1276 (TTAB 1995).

14
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On bal ance, and considering all of the evidence on the
rel evant du Pont factors, and giving each such factor its
appropriate weight in the circunstances of this case, we
find that confusion is |ikely between applicant’s mark
ORI G NAL SIN and opposer’s mark ORI G NAL SKI N when used on
these closely related goods. See generally, Kangol Ltd. v.
KangaROOS U. S. A. Inc., 974 F.2d 161, 23 USPQd 1945 (Fed.
Cr. 1992); Mles Laboratories Inc. v. Naturally Vitamn
Suppl enents Inc., 1 USPQ2d 1445 (TTAB 1986, anended 1987);
and Chem cal New York Corp. v. Conmar Form Systens, Inc., 1
USP2d 1139 (TTAB 1986).

Wil e we have no doubt in this case, if there were any
doubt on the question of |ikelihood of confusion, it nust be
resol ved agai nst the newconer as the newconer has the
opportunity of avoiding confusion, and is obligated to do
so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44 USPQd
1315 (Fed. Gr. 1997); and In re Hyper Shoppes (Ghio) Inc.,
837 F.2d 840, 6 USPQ2d 1025 (Fed. Cir. 1988).

Deci sion: The opposition is sustained and regi stration

to applicant is refused.
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