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Qpi nion by Walters, Adm nistrative Tradenmark Judge:
Ameri can Pharnaceutical Association filed its

opposition to the application of Anerican Association of
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Phar maceutical Scientists to register the mark AAPS PHARMSCI
for “conputer services, nanely, providing an on-line journa
of interest to researchers in the pharnmaceutical and drug
field” in International dass 42.1

As grounds for opposition, opposer asserts that
applicant’s mark, when applied to applicant’s services, so
resenbl es opposer’s previously used marks JOURNAL OF
PHARVACEUTI CAL SCI ENCES and J. PHARM SCI for its “peer-
reviewed periodical in the field of pharmaceutical sciences”
as to be likely to cause confusion, under Section 2(d) of
the Trademark Act, 15 U . S.C. 81052(d).

Applicant, in its answer, denied the salient
all egations of the claim

Prelim nary/ Procedural Matters

1. Gounds of Qpposition.

In addition to |ikelihood of confusion, opposer
asserted in its notice of opposition that applicant’s mark
fal sely suggests a connection with opposer, under Section
2(a) of the Trademark Act, 15 U. S.C. 81052(a); that
“[t] hrough extensive use of J. PHARM SCI in the
phar maceutical field, [opposer’s] J. PHARM SCI mark has
becone distinctive and fanobus” and that applicant’s mark

will dilute the distinctive quality of such mark, under

! Application Serial No. 75569580, filed Cctober 12, 1998, based upon an
al l egation of a bona fide intention to use the mark in conmerce in
connection with the identified services.
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Section 43(c) of the Trademark Act, 15 U. S.C. 81125(c); and
that applicant made fal se and fraudul ent statenments in the
declaration to its trademark application opposed herein
because it had know edge that the public used J. PHARM SCI
to identify opposer and its journal. In its answer,
applicant denied the salient allegations of these clainmns.

However, in its brief (p. 12, footnote 8), opposer
stated that it will proceed only on its claimof I|ikelihood
of confusion under Section 2(d) of the Act. Therefore, we
consider these clains to have been expressly stricken and we
have not considered them W note, further, that only the
i ssue of |ikelihood of confusion was tried by the parties.

2. Qpposer’s Mdition for Leave to File a Substitute
Reply Brief.

Trademark Rule 2.128(b), 37 CFR 2.128(b), states that
“areply brief shall not exceed twenty-five pages in its
entirety.” However, opposer’s reply brief, including the
tabl e of contents and index of cases, is nore than twenty-
five pages. (Opposer was advised by the Board at the oral
hearing, on August 14, 2003, that its reply brief exceeded
the page limt and that the Board nmay decide, at its
di scretion, not to consider opposer’s reply brief.

On August 25, 2003, opposer filed its notion for |eave
to file a substitute reply brief. Opposer stated that it
had i nadvertently printed its originally-submtted reply

brief in 13-point type rather that 12-point type; and that
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the substitute brief is identical to the originally-
submtted brief except that it is 12-point type and it omts
the table of contents, thus bringing it wwthin the twenty-
five-page limt. Opposer contends that consideration of its
substitute reply brief will not prejudice applicant, who had
received the substance of the brief in its original form and
had not objected thereto; and that it would aid the Board in
determ ning the case on the nerits.

Appl i cant opposed the notion, contending that the table
of contents is a required portion of the reply brief; that
opposer’s notion is untinely because |eave to file a brief
that exceeds the page limt nust be filed on or before the
due date for the brief; that the Board is prejudiced by
acceptance of a substitute brief because the Board did not
have an opportunity to question opposer at the oral hearing
on assertions made in the substitute reply brief, or obtain
applicant’s position on such assertions; and that opposer
had an opportunity to sunmarize the argunents in its reply
brief at the oral hearing and, thus, subm ssion of a witten
brief is unnecessary.

While we hold parties responsible for ensuring that the
papers submitted in a proceeding are in proper formand we
do not condone opposer’s apparent oversight in submtting a
brief that exceeded the maxi num page |imt, we have

exerci sed our discretion in favor of considering opposer’s
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substitute reply brief in this case. Except for the
deletion of the table of contents, the substitute brief is
purportedly identical in substance to the originally

subm tted brief, and applicant does not contend ot herw se.
Contrary to applicant’s contention, the table of contents is
not a required elenent, although it is a strongly
reconmmended portion of a brief because it enables the Board
to locate easily particular portions of the party’s argunent
and it concisely outlines the brief’s contents. However, we
find that neither the Board nor applicant is prejudiced by
our consideration of the substitute brief and, further, it
has assisted our determination of the nerits of this case.

3. Applicant’s Motion to Anend Application to Disclaim
the Exclusive R ght to Use “PHARVSCI .~

On Novenber 16, 2001, the last day of its testinony
period, applicant filed a notion to anend its application
herein to add a disclainmer of the term PHARMSCI. The notion
has been contested by opposer. The notion was deferred
until final decision; thus, we now consider applicant’s
not i on.

Appl i cant contends that an accepted international
standard exists for abbreviations of the titles of
scientific journal nanes, exerpts of which are in the
record; that this standard identifies the accepted
abbrevi ati on of “Pharnmaceutical Sciences” in scientific

journal titles as “Pharm Sci.”; that, therefore, the term
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PHARMSCI in applicant’s mark is nerely descriptive of the
subject matter of applicant’s publication and a discl ai nmer
thereof is “appropriate and warranted.” (Mtion, p. 2.)?2
Opposer objects to entry of a disclainer and contends
that the fact that two publications may identify “Pharni and
“Sci” as abbreviations for the respective terns
“pharmaceutical” and “sciences” does not necessarily lead to
the conclusion that the unitary term PHARVSCI is nerely
descriptive in connection with the goods and services
i nvol ved herein; that “there is no evidence that the
conbi nati on of these abbreviations of descriptive terns
results in a descriptive conposite” (Response, p. 3); and
that “the term PHARVSCI points uniquely to opposer’s well -
known mark J. PHARM SCl.” (Response, p. 3-4.)
Trademark Rul e 2.133(a) provides “an application
i nvol ved in a proceeding nay not be anended in substance
except with the consent of the other party or parties and
the approval of the [Board], or except upon notion.”
Odinarily this notion should be made before trial and when
such a notion is not made prior to trial, as in this case,
the Board will normally deny the notion if granting it would

affect the issues involved in the proceeding. See Tradenark

2 Nl'though there is no provision in the rules for subnmitting reply
briefs on notions, the Board has considered applicant’s reply brief in
this instance because it has been of assistance in deciding the nerits
of applicant’s notion.
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Trial and Appeal Board Manual of Procedure (2" ed. June
2003), § 514.03 and cases cited therein.

We deny applicant’s notion to add to its application a
di scl ai mer of PHARMSCI. Wile the issue of the
di stinctiveness of opposer’s mark J. PHARM SCI is an issue
that was tried by the parties, the specific issue of whether
di scl aimer of the conbi ned phrase PHARMSCI in applicant’s
mark is perm ssible and whether it obviates |ikelihood of
confusion was not tried by express or inplied consent of the
parties. To avoid any appearance that entry of the
di sclainmer could affect the substantive issues herein, we
find this unconsented notion to be inproper at this tine.

However, had we permtted applicant’s voluntary entry
of a disclainmer of exclusive rights in PHARMSCI, under
Section 6 of the Trademark Act, 15 U.S.C. 1056, our analysis
and conclusion in this case would remain the sanme. The
foll owi ng words of Judge Nies in the case of In re Nationa
Data Corp., 753 F.2d 1056, 1059 (Fed. Cr. 1985), 224
US P.Q 749 (Court affirmed Board finding that CASH
MANAGEMENT EXCHANGE, with voluntarily entered disclainmer of
CASH MANAGEMENT, confusingly simlar to CASH MANAGEMVENT
ACCOUNT, both for financial services) are equally applicable
in the case before this Board:

The technicality of a disclainmer in National's

application to register its mark has no | egal

effect on the issue of |ikelihood of confusion.
The public is unaware of what words have been
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di scl ai med during prosecution of the trademark

application at the PTO It appears that National

voluntarily disclained these words, as a tacti cal

strategy, believing it would assist in avoiding a

hol di ng of |ikelihood of confusion with the cited

mark. However, such action cannot affect the

scope of protection to which another's mark is

entitled. (Footnotes omtted.)

In conclusion on this issue, applicant’s notion to amend its
application to add a disclaimer of PHARMSCI is denied.

4. Applicant’s Motion to Anmend the Pleadings to

Conformto the Evidence and to Assert the Defense of
Acqui escence.

On Novenber 16, 2001, the last day of its testinony
period, applicant filed a notion to anmend its answer to
i nclude a defense of acqui escence, citing Fed. R Cv. P.
Rul e 15(b). The notion has been contested by opposer. The
noti on was deferred until final decision; thus, we now
consi der applicant’s notion.

Applicant contends that on June 28, 2001, opposer and
applicant entered into an agreenent whereby applicant wll
post on its Internet website the table of contents and
article abstracts of opposer’s publication J. PHARM SCl ;
that applicant will provide to subscribers hyperlinks
directly to articles in opposer’s J. PHARM SCl; that opposer
agreed that applicant’s website shall include inages of the
print version cover and contents pages of opposer’s J. PHARM
SCl; that opposer was aware at the time of the agreenent

that applicant’s mark AAPS PHARMSCI is featured on

applicant’s website; that “[b]y the affirmative act of
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entering in the agreenent, opposer acquiesced in applicant’s
use of the mark AAPS PHARMSCI and thus is estopped from
contesting applicant’s right to register this mark”
(Motion, p. 2); and that the issue relative to the agreenent
was raised during trial

I n opposing the notion, opposer contends that it wll
i ncur substantial prejudice if applicant is permtted to add
this defense at this stage of the proceeding, five nonths
after the agreenent was concluded and three weeks after the
cl ose of both parties’ testinony periods; that the defense
is nmeritless because the June 28, 2001 agreenent contains no
reference to applicant’s online journal or to this
opposi tion proceeding; that the evidence establishes that
opposer gave no assurances, either express or inplied, that
it would not assert its trademark rights against applicant;
and that the parties had agreed to separate the issues
i nvol ved herein fromthe issues addressed in the agreenent.

Rule 15(b) Fed. R CGv. P. provides as foll ows:

(b) Amendnents to Conformto the Evidence.

When i ssues not raised by the pleadings are tried

by express or inplied consent of the parties, they

shall be treated in all respects as if they had

been raised in the pleadings. Such amendnent of

t he pl eadings as may be necessary to cause themto

conformto the evidence and to raise these issues

may be made upon notion of any party at any tine,

even after judgnment; but failure to so amend does

not affect the result of the trial of these

issues. |If evidence is objected to at trial on

the ground that it is not within the issues nmade

by the pleadings, the court may allow the
pl eadi ngs to be anmended and shall do so freely
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when the presentation of the nerits of the action

wi |l be subserved thereby and the objecting party

fails to satisfy the court that the adm ssion of

such evidence would prejudice the party in

mai ntaining the party’ s action or defense upon the

nmerits. The court may grant a continuance to

enabl e the objecting party to neet such evi dence.

As the basis for its notion, applicant submtted a copy
of the June 28, 2001 agreenent between the parties. Also in
support of its notion, applicant submtted a printout
alleged to be fromapplicant’s website, e-nai
correspondence, and excerpts fromthe trial testinony of Dr.
Gans and M. Cox.

The agreenent which forns the basis of applicant’s
proposed defense provides, in pertinent part, that “AphA
[ opposer] will provide the tables of contents and abstracts
for all issues of the Journal [of Pharnaceutical Sciences]
to AAPS [applicant] for posting on the AAPS website
Phar maceutica web portal” (Agreenent, p. 1, para. 1); and
that “AphA will provide an Internet hyperlink between each
tabl e of contents entry and each abstract posted on the AAPS
Pharmaceutica that wll take the user directly to that
portion of a website ...that contains the referenced articles
in the Journal. ...These hyperlinks will be so arranged on
t he AAPS Pharmaceutica that the full text of the Journal

articles may only be accessed by those who hol d indivi dual

subscriptions to the Journal.” (Agreenent, p. 1, para. 2).

10
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Dr. John A Gans, opposer’s executive vice president
and CEQ, testified during opposer’s main trial period that
he was famliar with the June 28, 2001 agreenent between the
parties herein. Wen asked if the issue of applicant’s use
of PHARMSCI cane up during discussions |leading up to the
June 28, 2001 agreenent, Dr. Gans stated the foll ow ng:

Answer - Yes. Wen we originally started to sort

out, map out what kind of relationship we
wanted to have, | tried again to resolve this
i ssue of the nane and put it as one of the
criteria. And they didn't want to deal with
it so they took it off the negotiation table.
Whi ch is another m stake because it could
have been dealt w th then.

Question — More particularly, what did they say?

Answer — W will deal with this later.

During cross exam nation, Dr. Gans was questioned, under
opposer’s counsel’s objection based on rel evance, about the
substance of the June 28, 2001 agreenent.

John B. Cox, applicant’s executive director, testified
during applicant’s trial period that discussions |eading up
to the June 28, 2001 agreenent began in approximately June,
2000. He also confirnmed that the agreenent between the
parties had, in fact, been inplenented, stating that
abstracts from opposer’s journal were appearing on
applicant’s website. On cross exam nation, M. Cox gave the
foll owm ng answers to the questions shown:

Question — So you and the president of AAPS had

di scussions regarding this proceeding at the

sanme time you were discussing this
agreenent ..?

11
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Answer — Actually, not at the sane tinme. M
understanding is that he spoke to Dr. Gans
and said why not take this off the table.

W' || never get to an agreenent on the
inportant thing, the inportant thing being a
| i nki ng agreenent. So siderail it, sidebar

it, and that’s where we proceeded from

Question — Siderail it or sidebar it, what did you

take that to nean?

Answer — That it would be addressed at a |ater

tinme.

After a review of the record we conclude that there
clearly was no express consent by opposer to applicant’s
assertion of the defense of acquiescence. To find that
there was inplied consent to trial of this previously
unasserted defense, we would have to find that opposer
rai sed no objection to the introduction of evidence on the
i ssue, and that opposer was fairly apprised that the
evi dence was being offered in support of the issue. See
Col ony Foods, Inc. v. Sagemark, Ltd., 735 F.2d 1336, 222
USPQ 185 (Fed. Cir. 1984); and P.A B. Produits et Appareils
de Beaute v. Satinine Societa In Nome Collecttivo di S. A
e.M Usellini, 570 F.2d 328, 196 USPQ 801 (CCPA 1978).

Applicant’s questioning of Dr. Gans and M. Cox about
the terns of, and negotiations |eading up to, the June 28,
2001 agreenent gives no indication, expressly or inmplicitly,
that applicant was pursuing this line of questioning in
contenpl ati on of asserting a defense of acqui escence.

Further, opposer’s counsel objected to the rel evance of

applicant’s line of questioning. Neither the evidence

12
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submtted with applicant’s noti on nor any other evidence in
the record warrants a concl usion that the defense of

acqui escence was tried expressly or inplicitly by the
parties.

Moreover, the nerits of the proceedi ng woul d not be
served by permtting applicant to add its proposed defense
of acqui escence because, based on the evidence, the defense
is wthout nerit. The affirmative defense of acqui escence
requi res applicant to show that opposer actively represented
that it would not assert its claimof |ikelihood of
confusi on; that opposer inexcusably delayed in asserting its
claim and that the delay caused undue prejudice. See Coach
House Restaurant Inc. v. Coach and Six Restaurants Inc., 934
F.2d 1551, 19 USPQd 1401 (11'"™ Gir. 1991); and Hitachi
Metals International, Ltd. V. Yamakyu Chai n Kabushi k
Kai sha, 209 USPQ 1057 (TTAB 1981). In this case, not only
di d opposer never represent that it would not pursue its
claim but the testinony establishes that the parties
actively agreed not to address the issue of the pending
opposition in their discussions |eading up to, or in, the
June 28, 2001 agreenent. It would be inequitable for
applicant to nmake such assertions during discussions |eading
up to the agreenent, and then be permtted to use the

agreenent agai nst opposer to establish acqui escence.

13



Opposition No. 91115985

Further, the agreenent makes no reference to applicant’s
mark at issue herein.

Finally, evidence establishing that portions of
opposer’s journal appear on applicant’s website along with
applicant’s journal identified by the mark herein may be
relevant to the issue of |ikelihood of confusion, but such
evidence is not reason to permt applicant to assert a
def ense of acqui escence, nor does it establish such a
def ense.

In conclusion, we deny applicant’s notion to anend its
answer to add a defense of acqui escence.

5. (Objections to Evidence.

We next consider the objections to evidence nade by
applicant. Applicant contends that the testinony of Dr.
Gans, p. 31, and M. Kane, opposer’s vice president of
publ i shing, pp. 11-12, regarding actual confusion is
i nadm ssible on the grounds that it is hearsay and that
opposer “failed to produce the docunents pertaining to the
purported actual confusion despite applicant’s request for
production of such docunents during discovery” (applicant’s
brief, p. 24). Applicant alleges that it specifically
requested during discovery “all docunments which related to
any instance of actual confusion of which opposer is aware
[and that] in response to that request and subsequently,

opposer has maintained that it possesses no such docunents”

14
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(applicant’s brief, p. 26). Applicant states that the
testinony of Dr. Gans and M. Kane indicates that Dr.

Dol usi 0 sent an announcenent regardi ng applicant’s use of
its AAPS PHARMSCI mark to Dr. Gans and that M. Kane nade
notes of his tel ephone conversation with an unidentified
caller Applicant notes further that neither of these
docunents was produced.

Appl i cant objects to the adm ssibility of M. Kane’s
testinmony in its entirety on the ground that the testinony
was pursuant to a tel ephone deposition to which applicant
objected at the time of the deposition. Applicant argues
additionally that, even if this testinony regardi ng actual
confusion is adm ssible, it is of little probative val ue.

Opposer contends that the evidence is adm ssible; that
the statenents by Dr. Gans and M. Kane are not hearsay and,
if they are, then they are adm ssible under the state-of-
m nd exception. QOpposer argues that the alleged docunents
were not, in fact, in opposer’s possession, nor is opposer
relying on docunents to support its position that actual
confusi on has occurred.

Applicant’s objections are overruled. The case |aw
clearly establishes that Dr. Gan’s and M. Kane' s statenents
regarding third-party statenments to them are evi dence that
the statenents were nmade to them The statenents are not

offered for the truth thereof. See Corporate Fitness

15
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Programs, Inc. v. Wider health and Fitness, Inc., 2 USPQRd
1682 (TTAB 1987).

Simlarly, applicant’s objection inits brief to the
taking of M. Kane' s testinony by tel ephone is overrul ed.
The transcript of the deposition indicates that applicant’s
counsel received proper notice of the deposition and there
is no indication that applicant had previously objected and
been unable to resolve the objection prior to the
deposition. Applicant’s counsel participated in the
deposition and has not shown any prejudice resulting from
the fact that the deposition was conducted by tel ephone.

Tel ephone depositions are widely utilized in cases before
the Board as a viable neans to obtain testinony and m nim ze
costs.
The Record

The record consists of the pleadings; the file of the
i nvol ved application; various specified responses of opposer
to applicant’s interrogatories and requests for adm ssions,?
and excerpts fromvarious publications, all nmade of record
by applicant’s notices of reliance; excerpts from opposer’s
publication and third-party publications, nmade of record by
opposer’s notices of reliance; the testinony depositions by

opposer, all wth acconpanying exhibits, of Dr. John Gans,

3 Applicant also submitted by notice of reliance several responses of
opposer to applicant’s requests for production of docunments to show t hat
opposer stated it did not have certain docunents.

16
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opposer’s executive vice president and CEQ John B. Cox,
applicant’s executive director, Harvey Kane, opposer’s vice
presi dent of publishing, Ronald L. WIIlians, opposer’s now
retired director of communi cations and strategic planning,
and Sanuel Kal man, opposer’s nowretired director for
devel opnent and adm ni strator of opposer’s foundation; and
the testinony depositions by applicant of John B. Cox,
applicant’s executive director, Victor Van Buren,
applicant’s director of publishing, and Eva M Nye, nanager
for technical and adm nistrative services for applicant’s
counsel’s law firm all wth acconpanying exhibits. Both
parties filed briefs on the case and an oral hearing was
hel d.
Factual Findi ngs

Opposer, Anerican Pharnaceutical Association, was
founded in 1852 in Philadelphia. 1t is a nenbership
organi zati on of pharnmaceutical professionals conprised of
t hree academ es, the Acadeny of Pharmaceutical Sciences and
Research, the Acadeny of Pharmacy Practice and Managenent,
and the Acadeny of Students of Pharmacy, and a foundati on.
Qpposer has published a scholarly and peer-revi ened
scientific journal for nearly 100 years. The journal was
originally entitled Journal of the Anerican Pharnaceuti cal
Associ ation, Scientific Edition; however, in 1961, the nane

was changed to Journal of Pharmaceutical Sciences, its

17
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present nane. Regarding the nane change, the editor of the
January 1961 edition wote the followng [Exhibit 1 to
deposition of Ronald L. WIIians]:

The former nane ...was criticized as being

nondescriptive with regard to content, too

unwi el dy, easily subject to confusion with the

Practical Pharmacy Edition, and difficult to cite

correctly in literature references. The newtitle

...appears to overcone all of these objections.

Dr. Gans, opposer’s executive vice president and CEQ
acknow edges that the nanme of its journal is descriptive of
the journal and its subject matter. He characterizes
opposer’s Journal of Pharnaceutical Sciences as one of the
preem nent journals in the field of pharnaceutical sciences,
noting that there are other periodicals in this field.
Qpposer’s journal articles address all aspects of the
pharmaceutical sciences, including research,

di scovery/ devel opnment of pharmaceutical products, and the
efficacy, quality and delivery, in whatever form to the
human body of such drugs.

Qpposer’s journal was published for sone tine in
association with the American Chem cal Society, but it is
now publ i shed by John Wl ey and Sons, a publisher of
scientific periodicals. OQpposer’s journal is wdely
circulated to, inter alia, university and scientific
i braries, corporations and individuals. The National

Li brary of Medicine’ s database of health sciences literature

and information, known as “Medline,” includes opposer’s

18
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Journal of Pharnmaceutical Sciences anong its periodicals,
showing its title in abbreviated formas J Pharm Sci .
Medl i ne presents the titles in its database in abbreviated
formaccording to the follow ng standards*:

[ The National Library of Medicine] NLMcollects,
i ndexes, preserves, and nmekes avail able health
sciences literature to health professionals and
serves as supplenental resource after other |ocal
regi onal, and national resources have been
cont act ed.

Journal title abbreviations are created foll ow ng
the rul es established by the International

Organi zation for Standardi zation (1SO in |ISO 4

| nformati on and Docunentation — Rules for the
abbreviation of title words and titles of
publications. The |atest version of this standard
is the 3% edition, 1997. According to the | SO
rules, single words and oriental |anguage titles
are never abbreviated, and all punctuation is
renmoved. Abbreviations for individual words
within atitle are obtained fromthe List of
Serial Title Word Abbreviations published by the
I nternational Serials Data System (2" edition.
Paris; ¢1991 and | ater suppl enents).

These referenced docunents were nmade of record through
the testinony of Eva M Nye as Applicant’s Exhibits 4 and 5
and provide, in relevant part, that, “very frequently used

generic words” are abbreviated to a single letter, giving as

an exanpl e for “journal”; and that, in a title, English

J
words with the root “pharmaceut-" are abbreviated as

“pharm” and English words with the root “scienc-" are

4 Mpplicant’s Exhibit 1 to Van Buren deposition — e-nmmil expl anation
dat ed September 17, 2001, from C. Marks, National Library of Medicine
custonmer service. The truth of this e-mauil statenent is established by
applicant’s testinonial wtnesses, Victor Van Buren and Eva M Nye, and
is not disputed by opposer.

19



Opposition No. 91115985

abbreviated as “sci.” According to these standards,
opposer’s Journal of Pharnmaceutical Sciences is abbreviated
as J. Pharm Sci.

Periodicals cited in articles and bibliographies in the
record also present titles in abbreviated form which form
appears to follow the sane or simlar conventions foll owed
by Medline. Throughout these various sources in the record,
opposer’s Journal of Pharnaceutical Sciences is witten as
J. Pharm Sci. Wile there is no testinony as to when this
convention was adopted with respect to opposer’s journal,
copies of articles in the record fromas early as 1990 show
use of this abbreviation in a bibliographic context.

Qpposer’s Journal of Pharnaceutical Sciences is also
referred to verbally in the testinonial depositions as “J
Pharm Sci” and the testinony establishes that opposer’s
journal is verbally referred to as “J Pharm Sci” by
scientists, academ cs and other professionals in the
phar maceuti cal sciences field, which is the source of its
readership. Wile it is not clear how | ong peopl e have so
referred to opposer’s journal, it clearly predates the
filing date of the application in this case. Opposer’s
journal is not referred to as “Pharm Sci.”

Appl i cant, Anerican Association of Pharnaceuti cal
Scientists, was fornmed in 1986 and has many nenbers in

comon with opposer. In fact, applicant’s founders were

20
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nmenbers of opposer’s Acadeny of Pharnaceutical Scientists
who | eft opposer’s organization to formtheir own
organi zation. Applicant’s nenbership consists entirely of
i ndi viduals, not business entities, who are professionals in
t he pharnmaceutical sciences. There is substantial overlap
in the nenbership of opposer and applicant.

Appl icant also has a peer-reviewed journal, in
partnership with a commercial publisher, entitled
Phar maceuti cal Research, which focuses on research in the
phar maceuti cal sciences field. Mre recently, in January
1999, applicant began online publication of another journal,
covering all aspects of the pharnaceutical sciences, titled
AAPS PHARMSCI, which is the subject of the opposed
application herein.®> Consistent with the standards revi ewed
above for abbreviating titles, applicant’s online journal is
not abbrevi ated, but appears as “AAPS PHARVSCI” when cited
in articles and bibliographies. There is substantial
overlap in the readership of opposer’s and applicant’s
peri odi cal s.

Appl i cant organi zation has an Internet website at
wwwv. aapsphar maceutica.com On its hone page is reference to

its electronic journal, AAPS Pharntci, with a list of

5 The application that is the subject of this opposition is based on an
al l egation of a bona fide intention to use the nmark; however, the

evi dence clearly establishes that use of the mark in connection with the
identified services has occurred and we have considered this evidence in
reachi ng our deci sion.
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articles. Through the site’'s search function, one can go to
a screen entitled AAPS Annual Meeting Abstracts. Fromthis
screen, one can search “over 2,000 abstracts accepted for
this year’s AAPS Annual Meeting.” Three boxes on the left
side of this screen indicate “AAPS Pharntci,”

“Pharmaceuti cal Research” and, pursuant to the previously-

di scussed agreenent between opposer and applicant, “Journal
of Pharmaceutical Sciences.” Fromthis screen, one can
search title, author and abstract data in these three
journals. If one is a subscriber to J. Pharm Sci., one may
go froman article abstract to the full article.

The record establishes that many scientific periodicals
published in print formare also avail able electronically.
Qpposer has its Internet website at www aphanet.org, where
is refers to its publication as both Journal of
Phar maceuti cal Sciences and J Pharm Sci. As di scussed
supra, opposer and applicant entered into an agreenent in
June 2001, which has been inpl enented, whereby applicant
posts on its Internet website the table of contents and
article abstracts of opposer’s journal, J Pharm Sci, with
hyperlinks, for subscribers only, directly to the full text
of articles in opposer’s journal.

There are several third-party journals, all of which
are available in the United States, that include in their

titles a phrase which appears abbreviated in article and
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bi bl i ography citations as “Pharm Sci.” The follow ng are
“active” titles of such journals with the abbreviati on shown
i n parentheses: Advances in Pharnaceutical Sciences (Adv
Pharm Sci ); European Journal of Pharmaceutical Sciences:

O ficial Journal of the European Federation for

Phar maceuti cal Sciences (Eur J Pharm Sci); Journal of

Phar macy & Pharnmaceutical Sciences: a Publication of the
Canadi an Soci ety for Pharnmaceutical Sciences (J Pharm Pharm
Sci); PDA Journal of Pharnmaceutical Science and
Technol ogy/ PDA (PDA J Pharm Sci Technol); and Trends in
Phar macol ogi cal Sci ences (Trends Pharmacol Sci). There is
no evidence in the record regardi ng whether the citations
for these third-party publications are used so as to have
attained any recognition or whether the readership of these
publications overlaps that of opposer’s and applicant’s
publ i cati ons.

The record establishes that opposer and applicant had
negoti ated unsuccessfully for several years to publish
opposer’s journal through sonme kind of joint arrangenent.
The record al so establishes that, when applicant first began
pronotion and el ectronic publication of its journal, several
i ndividuals, including principals in both opposer’s and
applicant’s organi zati ons, conmunicated to persons in
opposer’s organi zation the m staken belief that AAPS

PharnSci was a col | aborati on between opposer and applicant.
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Additionally, M. Kane, opposer’s vice president of
publ i shing, reported receiving a phone call from an
i ndi vi dual responding to information regarding an openi ng

for an editorial position with “Pharm Sci,” although
opposer’s journal did not have such an openi ng.
Anal ysi s

OQpposer’s standing is a threshold inquiry nmade by the
Board in every inter partes case. In Ritchie v. Sinpson
170 F. 3d 1092, 50 USPQ2d 1023 (Fed. Cr. 1999), the Federal
Crcuit has enunciated a |liberal threshold for determning
standing, i.e., whether one’'s belief that one will be (is)
damaged by the registration is reasonable and reflects a
real interest in the case. See also Jewelers Vigilance
Committee Inc. v. Ulenberg Corp., 823 F.2d 490, 2 USPQRd
2021, 2023 (Fed. Cir. 1987); and Lipton Industries, Inc. v.
Ral st on Purina Conmpany, 670 F.2d 1024, 213 USPQ 185 (CCPA
1982). Opposer has submtted evidence of its ownership and
publication of a scientific periodical titled Journal of
Phar maceuti cal Sciences and that this title is abbreviated
as J. Pharm Sci. W consider this evidence as sufficient
to establish opposer’s interest and, therefore, standing in
t hi s proceeding.

Regar di ng whet her opposer’s publication title and the
abbreviation therefore are inherently distinctive and, if

not, whether these terns have acquired distinctiveness as
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t rademar ks, opposer contends that it has established that it
has priority and that Journal O Pharnacheutical Sciences
and J. Pharm Sci. are distinctive and well known trademarks
of opposer for its journal, which is available both in print
and online. Applicant, on the other hand, contends that
“Pharm Sci” is a descriptive term that J. Pharm Sci. is
nerely descriptive in connection with opposer’s journal; and
t hat opposer has not established that J. Pharm Sci. has
acquired distinctiveness as a tradenarKk.

There is no question that the title Journal of
Phar maceuti cal Sciences is nerely descriptive, and thus not
i nherently distinctive, in connection with opposer’s
scientific periodical. However, it is equally clear from
the evidence of record that this title, both inits full and
abbreviated form has acquired distinctiveness as a
trademark for opposer’s publication through use — for the
full title, since at |east 1961, and for the abbreviated
form since at least prior to the filing date of the opposed
application. The record al so supports the conclusion that
opposer’s journal, whether called Journal of Pharnaceuti cal
Sciences or J. Pharm Sci., is well known and respected anong

prof essional s in the pharnmaceutical sciences field.®

6 The record falls short of sufficient factual information fromwhich to
concl ude that Journal of Pharnmaceutical Sciences or J. Pharm Sci. is a
fanmous trademark as used in connection with opposer’s publication
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J. Pharm Sci. is recognized in the scientific
community as the accepted abbreviation for Journal of
Phar maceuti cal Sciences for citation in articles and
bi bl i ographi es. The question about which the parties
di sagree is whether J. Pharm Sci. also functions as a
trademark as it is used in connection with opposer’s
publication. Because J. Pharm Sci. is the recognized
abbrevi ation for Journal of Pharmaceutical Sciences, it is
simlarly nerely descriptive in connection thereof and,
thus, it is not inherently distinctive. However, the
evidence in the record, including use of J. Pharm Sci. by
those in the pharmaceutical field in their testinony herein,
and acknow edgenent by several w tnesses that J. Pharm Sci.
is used to refer to opposer’s publication, we find that J.
Pharm Sci. is used, and functions, as a trademark to
identify opposer’s publication.

In view thereof, opposer has established its priority
of use of its trademarks Journal of Pharmaceutical Sciences
and J. Pharm Sci. in connection with a peer-revi ened
scientific periodical in the pharmaceutical sciences field.

W turn now to a determ nation of the issue of
| i kel i hood of confusion, which, under Section 2(d), nust be
based on an analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the

| i kel i hood of confusion issue. In re E.1. du Pont de
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Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See
also, Inre Majestic Distilling Conpany, Inc., 315 F.3d
1311, 65 USPQ2d 1201 (Fed. Cir. 2003). 1In considering the
evi dence of record on these factors, we keep in mnd that
“[t] he fundanental inquiry mandated by Section 2(d) goes to
the cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the marks.”
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also In re Azteca
Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB 1999) and
t he cases cited therein.

Opposer contends that its mark is fanous and entitled
to a broad scope of protection; that the parties’ nmarks are
substantially simlar in sound, appearance, connotation and
overall commercial inpression; that the parties’ goods and
services are identical and travel through the sanme channels
of trade to the sane class of purchasers; that there has
been actual “neaningful” confusion; and that applicant has a
duty to adopt a mark dissimlar fromother marks in the
field and “applicant ignored this duty and, with full and
conpl ete know edge of opposer’s well known mark, adopted a
near-identical imtation.” (Opposer’s Brief, p. 22.)

Appl i cant contends that evidence of third-party uses of
Pharm Sci. support the conclusion that there is w despread

use of the termas an abbreviation of “pharmaceuti cal
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science”; that evidence of third-party journals in the field
of pharmaceutical science establishes that Pharm Sci. is
used as an abbreviation of “pharmaceutical science” in
journal titles; that Pharm Sci. is used as an abbreviation
of “pharmaceutical science” as part of various domai n nanes
for web sites in that field; that opposer has not
established that J. Pharm Sci. is a strong and fanmous marKk;
that the purchasers of the parties’ goods and services are
sophi sticated individuals within the pharmaceutical science
field, all of whomare famliar with both parties and their
goods and services; that opposer has not established actual
confusion; and that there is no evidence that applicant
adopted its mark in bad faith.

Wth respect to the goods and services of the parties,
we observe that both parties’ products are peer-revi ened
scientific periodicals in the pharmaceutical sciences field.
Qpposer’s publication is available in print and
el ectronically via the Internet. Applicant’s publication is
available only electronically via the Internet. Thus, even
if the goods and services are not identical, the parties’
publications are closely related and/or substantially
over | appi ng goods and services. Thus, this du Pont factor
strongly favors opposer.

Further, the evidence establishes that the channels of

trade overlap and the class of purchasers of the parties’
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publications are the sane, i.e., professionals and students
in the pharmaceutical sciences. The record shows that the
relevant public for both parties’ publications is highly
educat ed and sophisticated with respect to the scientific
publications they read. Wile the du Pont factors of
over |l appi ng channels of trade and identical purchasers
clearly favor opposer, the sophistication of those
purchasers is a mtigating factor.

However, we al so note opposer’s reported instances of
confusi on anong several pharmaceutical sciences
professionals famliar with opposer’s publication as to the
source of applicant’s electronic publication. W find this
evidence to be credible and to indicate that even
know edgeabl e, experienced and wel | - educat ed professionals
in the pharmaceutical sciences are not inmune to trademark
confusion. Thus, we find the instances of actual confusion
to weaken the significance of the purchasers’ sophistication
inthis case.’

Turning to consider the marks, we note that while we
nmust base our determ nation on a conparison of the marks in
their entireties, we are guided, equally, by the well

established principle that in articulating reasons for

" W have al ready addressed, supra, the admissibility of opposer’s

evi dence of actual confusion. Oher than applicant’s technica
objections to the adnissibility of that evidence, applicant does not
assert that this evidence is not credible. Moreover, given the

know edgeabl e i ndi viduals involved in at |east two i nstances, we do not
find these few instances to be de nininus.
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reaching a conclusion on the issue of confusion, “there is
not hing i nproper in stating that, for rational reasons, nore
or less weight has been given to a particular feature of a
mar k, provided the ultinmte conclusion rests on
consideration of the marks in their entireties.” Inre

National Data Corp., 732 F.2d 1056, 224 USPQ 749, 751 (Fed.

Cir. 1985).
First, we note that J. Pharm Sci. is equivalent to
Journal of Pharnaceutical Sciences and J. Pharm Sci. is

comonly used to refer to opposer’s publication. Therefore,
we focus our conparative analysis on J. Pharm Sci. The
| atter portion of applicant’s mark, AAPS Pharnfsci, is
identical to the latter portion of opposer’s mark. The fact
that applicant has nerged “Pharni and “Sci” to forma single
word does not change the perception of that termas nerely a
tel escoping of its two conmponents, “Pharni and “Sci.” The
marks differ only in their initial ternms, opposer’s “J.” or
“Journal ,” which is generic in connection with opposer’s
publication, and applicant’s “AAPS,” which is an
abbreviation of its name. Thus, the marks are substantially
simlar.

Opposer woul d have us conclude that its narks are
famous and entitled to a broad scope of protection. Wile
opposer has established that its journal, as identified by

its two marks, is a significant publicationinits field and
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i s known anong pharmaceutical sciences professionals,
opposer has not established that its marks are fanpus, and
we do not accord them as broad a scope of protection as they
woul d be entitled to if fanme had been establi shed.

Appl i cant has shown us evidence of four other
publications that include the term “pharnaceuti cal
science(s),” which is abbreviated in each title as “Pharm
Sci.” However, there is no evidence that these terns, or
the abbreviations therefor, serve as trademarks in
connection with those publications, nor do we know t he
extent to which professionals in the pharnmaceutical sciences
are famliar wth these titles. Thus, we do not find this
evi dence determ native of whether opposer’s mark has been
weakened by third-party use.

W find this to be a very cl ose case, but having
considered all of the relevant du Pont factors, we resolve
our doubts in favor of opposer, and we find that the
addition of applicant’s nane, AAPS, to the tel escoped term
PharntSci, is insufficient to distinguish applicant’s mark
from opposer’s marks in connection with their respective
publications. It is well established that one who adopts a
mark simlar to the mark of another for the sanme or closely
rel ated goods or services does so at his own peril, and any
doubt as to |ikelihood of confusion nust be resol ved agai nst

t he newconer and in favor of the prior user or registrant.
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See J & J Snack Foods Corp. v. MDonald s Corp., 932 F.2d
1460, 18 USPQR2d 1889 (Fed. GCir. 1991); In re Hyper Shoppes
(Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed Cir. 1988);
and WR. Grace & Co. v. Herbert J. Meyer Industries, Inc.,
190 USPQ 308 (TTAB 1976). There is absolutely no evidence
that applicant adopted its mark in bad faith. However,
applicant, as the newconer who intended to use the new mark
in connection with its electronic journal, had both the
opportunity and the obligation to avoid confusion. Qut of
an entire universe of marks to choose fromin namng its
publication, applicant chose, with full know edge of
opposer’s nmarks, a mark which is simlar to the marks

previ ously used by opposer in connection with its well

est abl i shed publication.

Deci sion: The opposition is sustained.
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