THI'S DI SPOSITION | S
CI TABLE AS
PRECEDENT OF THE TTAB

Oral Hearing: June 9, 2005 Mai | ed: January 10, 2006

UNI TED STATES PATENT AND TRADEMARK CFFI CE

Trademark Trial and Appeal Board

Standard Knitting, Ltd.
V.
Toyot a Ji dosha Kabushi ki Kai sha

John F. A Earley Ill of Harding, Earley, Follnmer & Frailey for
Standard Knitting, Ltd.

David J. Kera of blon, Spivak, Mdelland, Mier & Neustadt,
P.C. for Toyota Jidosha Kabushi ki Kai sha.

Before Walters, Holtzman and Kuhl ke, Adm nistrative Trademark
Judges.

Qpi nion by Holtzman, Adm nistrative Trademark Judge:

Toyot a Ji dosha Kabushi ki Kai sha (applicant or Toyota) has
filed an application to register the mark TUNDRA on the Princi pal
Regi ster for "autonobiles and structural parts thereof” in

| nternational dass 12.1

! Application Serial No. 75493787, filed on June 1, 1998, based on an
all egation of a bona fide intention to use the mark in conmmrerce.
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On January 12, 2000, Standard Knitting, Ltd. (opposer or
Standard Knitting) filed an opposition to registration of the
above mark. In the notice of opposition, opposer alleges that
since 1969, long prior to the June 1, 1998 filing date of the
i nvol ved application, opposer has used the mark TUNDRA in
interstate commerce in connection with the sale of clothing.
Opposer also alleges that it is the owner of the foll ow ng
registrations:

Regi stration No. 2268109 for the mark TUNDRA for nen's,

| adies’ and children's clothing, nanely, sweaters, hats,

jackets, coats, t-shirts, vests, and shirts;? and

Regi stration No. 2268110 for the mark TUNDRA SPORT for

men's, ladies', and children's clothing, nanely, sweaters,

hats, jackets, coats, shorts, t-shirts, vests and shirts.?
Further, opposer alleges that it is the owner of two applications
filed on May 14, 1997, one for TUNDRA (Serial No. 75291854) and
the other for TUNDRA SPORT (Serial No. 75291853);* and t hat

applicant's mark so resenbl es opposer's marks, as to be |likely,

when applied to applicant's goods, to cause confusion.

2 | ssued August 10, 1999 with clainmed dates of first use and first use
in commerce in 1969.

3 I'ssued August 10, 1999 with clainmed dates of first use and first use
in comerce in 1994. The word SPORT is disclai ned.

* Both applications were filed on the basis of a bona fide intention to
use the mark in comerce. Application Serial No. 75291854 was
subsequent |y abandoned. Applicant filed a statenent of use in Serial
No. 75291853 on February 3, 2000, asserting dates of first use and
first use in comrerce in 1994. The application subsequently issued as
Regi stration No. 2408997 on Novenber 28, 2000. The word SPORT is

di scl ai ned.
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Applicant, in its answer, has denied the salient allegations
in the opposition. |In addition, applicant asserted counterclains
on March 24, 2000 which, as subsequently amended on April 24,
2001, seek to cancel the pleaded registrations and Regi stration
No. 2408997 which issued on Novenber 28, 2000 from pl eaded
application Serial No. 75291853, on the ground of fraud, or in
the alternative to restrict the three registrations.

In particular, as to Registration No. 2268109, applicant
all eges that the mark TUNDRA was not used in conmerce in
connection with any of the identified goods, other than possibly
men's sweaters and shirts, when the underlying application
(Serial No. 75291872) was filed on May 14, 1997; that
specifically, opposer was not using the nmark TUNDRA on the
identified children's clothing as of the filing date of the
application; that the mark was not used continuously since the
clainmed date of first use in 1969; that the application was
signed on May 5, 1997 by M chael WAng as president of opposer;
and that M. Wang signed the declaration reciting the
identification of goods that included articles on which the mark
had not, and was not, being used with know edge of the falsity of
the material representation that the mark was being used on al
of the goods identified in the application.

In a simlar charge with respect to Registration No. 2268110

for the mark TUNDRA SPORT, applicant asserts that the nmark TUNDRA
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SPORT was not used in commerce in connection with any of the
identified goods, other than possibly nen's sweaters, when the
under|lying application (Serial No. 75291873) was filed on May 14,
1997; that the mark was not used continuously since the asserted
date of first use on Decenber 31, 1994; that specifically, the
mark was not used on the identified children's clothing as of the
filing date of the application; and that M chael Wang signed the
declaration of the application with know edge of the falsity of
the material representation that the mark was being used on al

t he goods identified in the application.

Wth respect to Registration No. 2408997 for TUNDRA SPORT,
applicant alleges that the underlying application (Serial No.
75291853) whi ch was based on a bona fide intention to use the
mark in comerce, identified goods on which opposer was not using
the mark as of the February 2, 2000 filing date of the statenent
of use; that the mark was not used at |east on the children's
clothing and on sone or all of the listed goods for nmen and wonen
when the statenent of use was filed; that the statenent of use
was signed by Ross Yarnell, secretary of Standard Knitting, with
knowl edge of the falsity of the material representation that the
mar k was being used on all the goods identified in the statenent
of use.

In the alternative, applicant alleges that the respective

mar ks have never been used in commerce in connection with any of
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the goods listed in the three registrations except possibly nmen's
sweaters and shirts in Registration No. 2268109; nen's sweaters
in Registration No. 2268110; and nmen's and ladies' mtts, skirts,
pants, dresses and scarves in Registration No. 2408997; and that
the registrations should be restricted accordingly.

Qpposer in its answer denied the allegations in the
count ercl ai ns.

The record includes the pleadings; the files of the
i nvol ved application and registrations; and testinony and ot her
evidence filed by the parties. Opposer has introduced the
testinony (wth exhibits) of opposer's chief operating officer,
Ceorge Gounoutis, taken on July 26, 2002 and on January 14-15
2003; and notices of reliance on materials including status and
title copies of its pleaded registrations and the registration
issuing fromits pleaded application; and applicant's responses
to certain discovery requests. Applicant has submtted the
testinmony (with exhibits) of Kevin Hi ggins, national truck
advertising manager of Toyota Modtor Sales, U S. A (applicant's
subsidiary); Ernest Bastien, corporate manager for the vehicle
operations group of Toyota Motor Sales, U S A ; Joseph M Husman
busi ness strategy nmanager of Toyota Mdtor Sales, U S A ; the
stipul ated testinony of Norman Bafunno, vice president of
production and quality of Toyota Mdtor Manufacturing |Indiana

(applicant's subsidiary); and the stipulated testinony (with
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attachnments) of Dawn Ziebarth, custoner |oyalty manager-anal ysis
and reporting of Toyota Mdtor Sales, U S. A  Applicant has al so
submtted a notice of reliance on opposer's responses to certain
written di scovery requests and portions of the discovery
depositions of opposer's chief operating officer, George
G ounoutis taken on January 15 and 16, 2002; opposer's president,
M chael Wang; and opposer's secretary, Ross Yarnell.

Both parties filed briefs and an oral hearing was held on
June 9, 2005.

EVI DENTI ARY MATTERS

Appl i cant has objected to opposer's (first) notice of
reliance on Registration No. 1604765 for TUNDRA TEX, a
registration that was neither pleaded in the notice of opposition
nor tried by the parties. The objection is well taken.?®

Appl i cant has al so objected to opposer's (second) notice of
reliance as inproper rebuttal. The objection is overruled as to

the articles fromthe Lexi s/ Nexis database, and is sustained as

® M. Gounputis, during his discovery deposition referred to that
registration in deciding whether it was appropriate to include the
goods identified therein in another application. The registration was
not introduced for the purpose of trying any matters relating to the
registration itself, nor did the parties do so. W do not consider the
regi stration of record.

In addition to its pl eaded registrations, opposer's notice of
reliance includes a status and title copy of what appears to be a
third-party registration of TUNDRA for |uggage, backpacks and tents
whi ch opposer has not addressed in its brief. Opposer has not
expl ai ned what this registration pertains to or why it was submtted,
and it accordingly will not be consi der ed.
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to the third-party registrations and printouts fromthe eBay
website. This evidence was not submtted for the proper purpose
of denying, explaining or discrediting applicant's case but
instead was clearly an attenpt by opposer to strengthen its case-
in-chief. See The Ritz Hotel Limted v. Ritz C oset Seat Corp.
17 USPQ2d 1466 (TTAB 1990). The evidence is of precisely the
sane type and has been submitted for the sanme purpose as the
evi dence submtted by opposer in support of its main case, i.e.,
to show purported use of the sanme marks on autonobiles and
cl ot hi ng.

Appl i cant has submtted a statenent of objections, to which
opposer responded, challenging a substantial portion of the
evi dence adduced during the testinony depositions of M.
G ounoutis taken on July 26, 2002 and January 14-15, 2003. W
have addressed sone of these objections below Oher objections,
i ncl udi ng sone of those objections going to the weight of the
evidence rather than its admssibility, will be addressed as an
issue relating to the particular evidence is discussed. Unless
ot herwi se noted, the referenced objections pertain to the July
26, 2002 deposition.
Exhibits 2, 4, 5 (TUNDRA |ine books and brochures from 2001).
The objection is not well taken. M. Gounoutis's know edge
provides a sufficient foundation for the brochures. Further,
applicant did not maintain this objection with respect to the

subsequent introduction of simlar exhibits. On the other hand,
there is no evidence as to whether and to whom t hese brochures
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were ever distributed and they are therefore of |imted probative
val ue.

Exhi bit 19 (catal ogue of TUNDRA accessories from 2002 of
opposer's alleged |icensee, Arden Leather Conpany). The
objection is sustained. Although copies of all |icense
agreenents were requested by applicant, a copy of this |icense
was not produced. Qpposer does not dispute that this docunent
was covered by a discovery request or that it was not produced.
Applicant's objection to the testinony (at 248) regarding the
Mansack |icense agreenent, which was admttedly not produced
during discovery, is sustained.

Exhibit 36. Applicant's objection to the introduction of a
TUNDRA TEC hang tag is sustained insofar as opposer is attenpting
to introduce evidence on an unpl eaded marKk.

Exhibits 51, 52, 56, 58-60 (spec sheets from 1993-2001) and

Exhi bits 100-333 (January 14-15, 2003 deposition; spec sheets
from 1987-2001, and invoices from 1993-2002). The objection on
the ground that the docunents were not produced during di scovery
is not well taken. The objections as to Exhibit Nos. 51, 52, 56,
58-60 were subsequently w thdrawn during the deposition. As to
Exhi bits 100-333, applicant did not specify the docunent requests
that were allegedly not satisfied. Further, opposer has
sufficiently shown that the docunent requests had only asked for
spec sheets and invoices covering certain years, and M.
Grounputis testified that opposer had produced all the spec
sheets and invoi ces requested for the designated years.®

Opposer's remai ni ng objections to this evidence are addressed
l[ater in this section.

Exhibits 62, 63, 64 (TUNDRA brochures, undated). The objections
to these exhibits are sustained. Exhibit 62 is a brochure
identified as featuring a John Elway sportswear collection by
opposer for which no date has been provided or can be
ascertained. Although M. Gounpbutis states that it was, or
woul d have been, handed out at trade shows there is no indication
as to when that occurred. Exhibit 63 is a brochure which appears
on its face to be distributed only in Canada and whi ch was

® However, opposer's contention that the requests asked for
"representative sanples" of such docunents has not been supported as a
copy of the disputed requests have not been nade of record. Therefore,
applicant's objection to M. Gounoutis's testinmony that these are only
a sanpl e of sone of the invoices in existence, on the basis that they
were not all produced, is sustained.
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identified by M. Gounoutis as dating back to the 1970s before
M. Gounpoutis's enploynent with the conmpany. Opposer has not
provi ded sufficient foundation for its introduction and, in any
event, it is unclear fromthe testinony whether this brochure, or
one like it, was distributed in the United States. Exhibit 64,
identified by M. Gounoutis as dating back to the 1970s,
predates his arrival at the conpany and M. G ounoutis was

uncl ear about whether it was actually distributed at trade shows.

Exhi bit 67 (advertisenent in Sedona Magazi ne, 2001 issue). The
objection to this exhibit is overruled. M. Gounputis initially
m scharacterized the exhibit as an advertisenent placed by
opposer but later clarified the source as a co-op adverti senment
that was placed by one of opposer's custoners and approved by
opposer.

Exhi bit 68 (TUNDRA brochure, undated). Applicant's objection on
the basis of lack of foundation is overruled. Although the
brochure was initially insufficiently identified, applicant did
not maintain the objection after M. Gounoutis further
identified the brochure as "post 1978" and expl ained the tinme
frame of the brochure based on the current address of the

manuf acturing plant, his recognition of one of the sales
representati ves whose nane was |listed on the back of the
brochure, and the types of product sold in the catal ogue. On the
ot her hand, the brochure is virtually of no probative value in
showi ng early use of the mark

Exhibit 69 (articles and advertisenents in Style Magazine with
various 1999 dates and an invoice for one of the ads; and an
advertisenment from Wstern Garnent Industry and Whol esal e, nmarked
1968). The objection for lack of foundation as to Style Magazi ne
is overruled. However, the nmagazine is, on its face, a Canadi an
publication, and it is unclear whether the publication was
distributed in the United States. The objection for |ack of
foundation as to Western Garnent |Industry and Wol esale is
sustained. In any event, it is clear that this nmagazine is, too,
a Canadi an publication and, again, there is no testinony that it
was distributed in the United States.

Exhibit 70 (article in the New York Post, undated). This
article, which is a wite-up about opposer's Tundra retail store
in Manhattan (in existence from 1999-2001), is only adm ssible
for what it shows on its face.
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Exhibits 79, 80 and 81 (photographs of a cap, t-shirt, and shirt,
respectively, all bearing "TOYOTA TUNDRA"). Applicant's
objection to these exhibits for |ack of foundation are sustai ned.
M. Gounoutis instructed his sales representative to go to "a
Toyota deal ership in Seattle” and "see if they can find these.”
(Test. at 177). Exhibit 82, the invoice for these purchases, is
al so excluded and does not serve to provide a foundation for the
phot ographs. Further, this type of invoice, generated solely for
purposes of litigation is not, as opposer clains, a regularly
kept business record. In addition, applicant's adm ssion in
response to discovery that the deal ership sells clothing, does
not overcone the objection.

Exhibit 93 (article appearing on just-style.com a third-party
website); Exhibit 94 (The Licensing Book, March 2002 issue), and
Exhi bit 95 (cover for The Licensing Book); and Testinony at 167
and 175. The objection to Exhibit 94 on the ground of hearsay is
sustained. This publication is not adm ssible for the truth of
the matters shown therein, and cannot serve opposer's purpose of
provi ng that "Jeep consuner products has expanded with A d Tol edo
brands" or of proving any other asserted matters regarding this
conpany's licensing activities. To the extent opposer is relying
on this evidence to show the source of M. Gounoutis's know edge
about licensing, it is adm ssible. However, the evidence fails
to qualify M. Gounoutis as conpetent to testify about the
licensing activities of particular conpanies. Applicant's
objection to Exhibit 93, an article purporting to show the
affiliation of clothing designers with autonobile conpanies, is
sustai ned for the same reason. Exhibit 95 which is a cover for
the front of The Licensing Book is not adm ssible to show that
the conpany identified thereon is the worldw de |icensing agent
for Jeep. As to the testinony at 167, M. Gounobutis's

di scussions with licensing agents is inadm ssible hearsay.
Regarding the testinony at 175, M. Gounputis is not conpetent
to testify about the alleged |icensing activities of Jaguar, and
his testinony about his personal know edge of a product allegedly
i censed by Jaguar will not be given any wei ght.

Exhi bits 96 and 97 (Jacobson's catal ogue, 2001; Bachrach
cat al ogue, August 2001). These exhibits have been sufficiently
identified as a catal ogues of departnent stores and are

adm ssible to show that opposer's garnents are displayed in the
catal ogues. There is no evidence that the catal ogues were

di stributed, however, and therefore the evidence is entitled to
little weight.

10
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Exhibits 98 and 99. Correspondence between counsel for the
parties is inadm ssible hearsay.

Testinmony at 188, 189, 190, 251, and 266 (regarding activities of
Tundra Knitwear). Applicant has not provided a specific
explanation for this objection in its statenent and, in any
event, has itself relied on this evidence throughout its case.

Testinmony at 195. M. Gounoutis's testinony that opposer's
products appear in Norm Thonpson catal ogues i s adm ssi bl e,
however, his hearsay testinony regarding the distribution of the
cat al ogue i s not.

Testinony at 129. M. Gounoputis was not enployed by opposer
until 1991. His testinony regarding first use of the mark TUNDRA
in 1960s "based on discussions” with others in the conpany is

i nadm ssi bl e hearsay. What a witness represents as his know edge
must be based on personal observation or authenticated business
records rather than from hearsay based on the reports of others.

bj ections based on | eading questions relating to both the July
2002 and January 2003 depositions: Exhibit 21; Exhibits

consi sting of invoices and spec sheets; certain identified
testinony. These objections go to the weight of the evidence and
not its admssibility. For the nost part, we do not find the
gquestions were |leading but nore an attenpt to focus the attention
of the witness on a particular issue. Further, applicant has

of fered no explanation as to why specific questions should be
consi dered | eading. However, to the extent that the questions
are patently |l eading (such as counsel's question "Wuld you
forecast that the advertising efforts of Tundra would grow?"
(Test., July 2002, at 20)) the elicited testinony has been given
little weight.

bj ections based on | ack of foundation: Exhibits 51, 52, 56, 58-
60 (spec sheets from 1993-2001) and Exhibits 100-333 (January 14-
15, 2003 deposition; spec sheets from 1987-2001, and i nvoi ces
from 1993-2002). These objections are overruled. M. Gounoutis
has adequately established that these docunents are records

mai nt ai ned by opposer in the ordinary course of business and that
he is qualified to testify as to such matters. |In addition,
there is nothing to indicate that the records are not
trustwort hy.

For purposes of context, spec sheets are generated from work

orders and show that the garnents were produced. They are used
to set up cost sheets which are necessary to establish prices for

11
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shi pping the garnents. Spec sheets are generated, prepared and
mai nt ai ned by the design departnent of Standard Knitting, and the
overall responsibility for themand their approval falls upon the
director of manufacturing, Dom nic Sacco, or soneone under his
authority. Each spec sheet contains a style nunber and each
styl e nunber corresponds to a specific garnent type. The spec
sheet describes the garnent, and also identifies the mark that

wi || appear on the garnent, and where the mark will appear, i.e.
whet her on a neck | abel, hang tag, and/or packagi ng for the

gar nment .

The invoices identify style nunbers, custoners, dates of sale,
and quantities of goods sold. Wile the style nunber appears on
the invoice, the description of the garnent sold does not.
However, as each style nunber corresponds to a particul ar garnent
type, the description of the garnent can be ascertained fromthe
spec sheet containing that style nunber.

The spec sheets and invoices are all adnissible.’

oj ection for lack of foundation to summary sheets contained in
Exhi bits 51, 52, 56, 58-60. The summary sheets are |lists of
styl e nunbers conpiled by Gayl ene Schroeder N shinura, opposer's
controller. Although they nmay have been prepared under the
authority and on instructions fromM. Gounoutis they are
hearsay and will not be considered. The sunmary sheets are not
conpilations prepared in the ordinary course of business,

al t hough they were apparently derived fromthose records, but

i nstead were prepared for purposes of litigation, not a norma
activity of the conmpany. Ms. Schroeder, who prepared the
summaries, was not called to testify as to the nethod used in
preparing themor to authenticate or establish their accuracy.

We note that there are spec sheets for nmany, but not all of the
i nvoi ces. Therefore, while all the invoices are adm ssible, in
determ ni ng whet her a garnent was actually sold, those invoices
for which there are no correlating spec sheets are of little
probative val ue.

" However, we have disregarded the handwitten descriptions of the
garnents that appear on sonme of the invoices. Those entries clearly
are not part of the original docunents but rather were filled in for
purposes of this litigation.

12
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COUNTERCLAI M5 FOR FRAUD

We turn then to the counterclains to cancel opposer's three
pl eaded regi strations on the ground of fraud.?

As background, opposer, Standard Knitting, Ltd., is an
apparel manufacturer. It is a Canadian conpany with its
headquarters in Wnni peg, Manitoba. The clothing manufactured by
opposer is sold in the United States and Canada and in ot her
foreign markets. Opposer sells its clothing in the United States
t hrough its wholly owned subsidiary, Tundra Knitwear, Ltd.
(Tundra Knitwear), a North Dakota corporation, and it |icenses
Tundra Knitwear to use the TUNDRA and TUNDRA SPORT mar ks.

CGeorge Gounoutis is the chief operating officer of both
Standard Knitting and Tundra Knitwear. He joined Standard
Knitting in 1991 as controller, where his duties included
mai ntai ning records of trademark registrations. He becane vice
president of finance in 1992 with the sane duties. Subsequently
in 1998, he becane chief operating officer where he continued to
mai ntain the trademark portfolio and was al so responsible for the
overall operations of Tundra Knitwear, that is, sales and
mar keti ng of the TUNDRA and TUNDRA SPORT clothing in the United

States. M. Gounputis reports to Mchael Wang, the president of

8 All references to the discovery deposition of M. Gounoutis are to
t he deposition taken on January 16, 2002, unless otherw se noted.

13
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Standard Knitting and Tundra Knitwear since approximately 1993,
and keeps M. Wang informed of trademark filings.

M. Gounputis states that opposer prepares a new |ine of
clothing twice a year, for the fall and spring seasons. M.
Grounputis, according to his testinony, has reviewed the entire
product line of the conpany since 1999, and that prior to 1999,
the line woul d have been revi ewed by the design departnent headed
by Dom nic Sacco, lan Rentz, the individual responsible for the
Tundra Sport division of the conpany from 1992 to 1998, and M.
Wang. According to M. Gounputis, M. Wang still participates
in the annual reviews and has done so since prior to 1994.

M. Wang signed the underlying applications for Registration
Nos. 2268109 and 2268110 and had the authority to do so. Ross
Yarnell, a director and the secretary of both Standard Knitting
and Tundra Knitwear, signed the statenent of use in connection
W th Registration No. 2408997. M. Yarnell was authorized to

sign docunments in M. Wang's absence.

REG STRATI ON NOS. 2268109 ( TUNDRA) AND 2268110 ( TUNDRA SPORT)
In May 1997, M. Gounputis received the applications for
registration of the TUNDRA and TUNDRA SPORT from his attorney,
John Earley. According to M. Gounoutis, the identifications of
goods in the applications were not devised by anyone in opposer's

office, and he did not recall giving a list of goods to M.

14
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Earl ey to include and does not know where M. Earley got the
l[ist. M. Gounoutis testified that upon receiving the
applications he "would have done a cursory review' (D sc. Dep. at
108) "which m ght nean going through the pages, just |ooking to
understand what, in general, is asked" (D sc. Dep. at 108-109)
but he did not recall what specific paragraphs he read or did not
read. He did, however, indicate that he did not nake any effort
to confirmthat the marks TUNDRA and TUNDRA SPORT were in fact

t hen bei ng used on each of the goods listed in the applications
when the applications were filed, and that he made no effort to
verify what goods were in fact then being sold, and sold in the
United States, although he admtted that there were sources of
docunentary information that could have been consulted (possibly
invoices, if not destroyed and if they could be | ocated), or
price lists and cost sheets, for at |east sone of the goods.

As support for his claimof current use on all of the
identified goods, M. Gounpbutis states that he "had persona
know edge or knowl edge of | ooking at past brochures that they, in
fact, had done those in the past" [the nmeaning of "done" in this
context being unclear], and he indicates that sonme brochures
woul d have been current, and sone three or nore years ol d.

(Disc. Dep. at 133.) At various points in his deposition, he
states that he may have di scussed the goods to be included in the

applications wwth M. Sacco, and woul d have asked "have we ever

15
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sol d these goods" (Disc. Dep. at 201, 202) or have we nade, or
did we make these goods (Disc. Dep. at 164); or that he "may have
spoken” to "say M. Rentz" to find out if the list was correct
but "it may have been just general, are we using these, yes, we
are, and that would have been the end of it." (D sc. Dep. at

124.) However, when asked by applicant's counsel, "did you make
any..." [then proceeding to list itens of children's clothing],

M. Gounputis answered "not sure" as to children's sweaters, and

no" as to hats, jackets, coats, t-shirts, vests, shorts and
shirts for children. (D sc. Dep. at 91-92.) Wen asked whet her
TUNDRA had been used at |east as early as May 14, 1997 on hats,

j ackets, coats, t-shirts, M. Gounoutis initially stated that
"some children under the age of 18 can actually wear the clothing
that they nake." Later, having agreed that children' s clothing
is designed by size, not age, and using the exanple of a child
who is between three and four feet tall, M. Gounoutis stated

t hat opposer did not nake sweaters, jackets, coats, t-shirts, or
vests for children that size. (Disc. Dep. at 77-79.) Then, when
asked about the use of TUNDRA SPORT on children's clothing, M.

G ounoutis said that he was not sure about sweaters, but that
opposer did not nmake hats, jackets, coats, t-shirts, or vests,
shorts, shirts, mtts, skirts, dresses, tank tops, jogging suits,

| eisure suits, slacks, culottes, junp suits, blouses, scarves,

16
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footwear, undergarnents or sleepwear for children. (D sc. Dep.
at 90, 93.)

As to the statenment of use, M. Gounoutis at first did not
recall whether he reviewed it, but |ater says he woul d have
| ooked at it and discussed it "with say" M. Sacco. (D sc. Dep.
at 197.) He admits that opposer never sold any undergarnents
under the TUNDRA SPORT mark. (Disc. Dep. at 194.)

When M. Gounputis presented the three applications to M.
Wang for his signature, M. Wang states that he read the
applications and authorized their filing. He testified that at
the time of signing the applications, he was "personally aware"
that Standard Knitting was selling sweaters, jackets, t-shirts,
vests, and shirts in the United States under the TUNDRA nark, but
that he did not personally know whet her opposer was selling hats
and coats under the mark. (D sc. Dep. at 30-31.) He also
testified that to his personal know edge at the tinme of signing,
sweaters, t-shirts, vests, shirts were being sold in the United
States under the TUNDRA SPORT mark, but that hats, jackets, coats
and shorts were not. (Disc. Dep. at 38-39.) M. Wang states

that M. G ounobutis,

Told me that this was an application to register, | think it
was to register our trademark. | asked him if he has read
it. And he said yes. | asked himif it was accurate. And

he said yes. And | signed it. (D sc. Dep. at 40.)
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M. Wang indicated that he did not | ook at any ot her docunents in
connection with the applications at that tine and that the
process took five m nutes.

REG STRATI ON NO. 2408997 ( TUNDRA SPORT)

The statenent of use was delivered by fax from Gayl ene
Schroeder Ni shinmura, opposer's controller, to M. Yarnell for his
signature. M. Yarnell stated that he was not acquainted with
the trademark matters of Standard Knitting, that he was not kept
apprised of trademark matters, and that he was not infornmed of
the line of clothing sold by opposer under its marks in any
detail. M. Yarnell states that he did not discuss the contents
of the statenent of use with Ms. Schroeder® and had no
conversation wth her about the accuracy of the statenments. M.
Yarnel|l states that he was not personally acquainted with the
products on which the TUNDRA SPORT mark was in use in the United
States. He indicates that he relied on the inplicit assurance
that the contents were accurate and that he made no effort to
obt ai n i ndependent confirmation of the accuracy.

AVMENDVENTS TO THE REG STRATI ONS

On April 24, 2001, after the opposition was commenced and

the original counterclainms were filed, opposer filed proposed

anendnents to the registrations, not wwth the Board, but wth the

° As opposer refers to Gayl ene Schroeder Ni shinura as "Ms. Schroeder,"
we will do the sane here.
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Post Regi stration section of the USPTO. (Qpposer sought to anend
Regi stration No. 2268109 (TUNDRA) to delete hats, coats and t-
shirts, and to limt the goods to "sweaters, jackets, vests, and
shirts"; Registration No. 2268110 (TUNDRA SPORT) to del ete hats,
coats, shorts, and shirts, and to limt the goods to "sweaters,
j ackets, t-shirts, and vests"; and Registration No. 2408997
( TUNDRA SPORT) to delete all goods except "pants."?°
I n each anendnent opposer stated that it "believes certain
itens...should either not have been |isted, and/or should no
| onger be listed"; that registrant "had proceeded with
informati on and belief when executing the [original
application/statenent of use]"; and that registrant "has since
| earned that it may have been m staken about certain information
whi ch caused it to list certain itens of goods which Registrant
now bel i eves shoul d be changed.”
When questi oned about the use of the |anguage, "should..
not have been l|isted"/"should no | onger be listed," M.
G ounputi s expl ai ned:
| f we had evidence other than invoices, that woul d suggest
that we actually nade those wares, then we would consider it
as should no longer be listed. |[If we had no evidence, not
even invoice, or any other type of evidence that we ever did

those, then it should not have been listed. (D sc. Dep. at
208.)

0 The amendnents were rejected by the Office as inproperly filed and
were ultinmately abandoned.
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This "other" evidence appears to have consisted essentially of
"di scussions” with other individuals in the conpany to see if the
item had been "done" in the past, and if no docunentary support
for the itens could be found, they were deleted. (Disc. Dep. at
211.) Although this explanation is quite confusing, M.
G ounoutis had earlier stated that the decision to delete
particul ar goods neant that the goods were not being sold in 1997
when the application was filed. (Disc. Dep. at 209.) M.
Grounputis admtted that under the TUNDRA SPORT mark, mtts and
skirts "had never been sold" and that, except for pants, all of
the goods in the '997 registration "should never have been"
listed. (Disc. Dep. at 214, 220.)
I n expl ai ning why he included an overly expansive listing of
goods in the registrations, M. Gounobutis said:
Because we felt that we had been using that in the past, and
alot of tinme, ...the declarations that would conme up to us
for signature, we had nade an assunption, that because they
are comng fromour law firm and because they woul d have
got it from sonewhere, that they got to be accurate. There
was cursory reviews done with the plant manager, did we nake
t hese, and he woul d say, yeah, we nmade them
What was not, in hindsight, in sitting here today, was that
we did not suggest a timefrane when was it nmade, can, and,
the other thing that we didn't do was, to who did we sell it
to, and do we have invoices to support those things?...And
hence, that's where the errors occurred, and why we filed an
anmendnent about year ago. (Disc. Dep. at 165.)
And further that,

Because we thought at that tinme that we had, because we had
done it, we could have done it eight years ago, we could
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have done it ten years ago. W relied on, | relied on, on
the director of manufacturing, his know edge. And that's
why we did it. (D sc. Dep. at 165.)

DECI SI ON

Fraud in obtaining a trademark regi stration occurs "when an
appl i cant know ngly nmakes fal se, material representations of fact
in connection with his application.” Torres v. Cantine
Torresella S.r.l, 808 F.2d 46, 1 USPQ2d 1483, 1484 (Fed. Cr
1986); M ster Leonard Inc. v. Jacques Leonard Couture Inc., 23
USPQ2d 1064, 1065 (TTAB 1992) ("Thus, according to Torres, to
constitute fraud on the PTO the statenment nust be (1) false, (2)
a mterial representation and (3) made knowingly."). See also
Medi nol Ltd. v. Neuro Vasx Inc., 67 USPQ2d 1205 (TTAB 2003) ("A
Trademar k applicant commts fraud in procuring a registration
when it nmakes material representations of fact in its declaration
which it knows or should know to be false.").

Fraud nust be proven with clear and convinci ng evi dence, and
any doubt nust be resolved against a finding of fraud. See G ant
Food, Inc. v. Standard Terry MIIls, Inc., 229 USPQ 955, 962 (TTAB
1986) and cases cited therein. Furthernore, fraud will not lie
if it can be proven that the statenent, though false, was nmade
with a reasonabl e and honest belief that it was true. See
Wodst ock's Enterprises Inc. (California) v. Wodstock's

Enterprises Inc. (Oregon), 43 USPQ2d 1440 (TTAB 1997).
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M. Wang and M. Yarnell each represented in a verified
statenent that the mark is in current use in conmerce.

The critical question is whether the marks were in use in
connection with the identified goods as of the May 17, 1997
filing date of the use-based applications and as of the February
3, 2000 filing date of the statenent of use in the intent-to-use
application. If the mark was in current use, then the first use,
even if false is not fraud. See Colt Industries Qperating Corp.
v. Oivetti Controllo Nunerico S.p. A, 221 USPQ 73, 76 (TTAB
1983) ("The Exam ning Attorney gives no consideration to alleged
dates of first use in determ ning whether conflicting marks
shoul d be published for opposition.").

W first consider whether the statenments of current use in
the applications and the statenent of use were false.

It is clear fromthe record that the marks were not in use
on, at a mnimm nost, if not all, of the itens of children's
clothing identified in each of the three registrations. Wth the
possi bl e exception of children's sweaters, it is clear that no
children's clothing was being sold in the United States as of the
rel evant dates of filing.

We further note that the invoices (dated 1993-2002) for
whi ch a spec sheet is associated, do not show sales of any itens
of children's clothing and further, no children's clothing is

shown in any of opposer's catal ogues or |ine books. In fact,
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contrary to opposer's contention, none of the docunentary

evi dence of record substantiates any use of either mark in
connection with children's clothing at any tinme, |let alone as of
the relevant filing dates.

As to other itens of clothing, M. Gounoutis admtted
that the mark TUNDRA SPORT was never used on undergarments.
Further, in opposer's responses to third request for adm ssions
(nos. 36-45, 53, 57-72, 76-81) signed by opposer on Decenber 21,
2001, opposer admtted that TUNDRA SPORT was not used in comrerce
as of the filing of the statenent of use in connection with the
fol |l ow ng goods:

men's, ladies' or children's mtts, ladies' and children's

skirts, ladies' and children's dresses, nmen's, |adies' and

children's tank tops, nen's, ladies' and children's |eisure
suits, ladies' slacks, ladies' and children's junp suits,

| adi es’ and children's bl ouses, nen's, |adies' and

children's socks, nmen's, ladies' and children's scarves,

men's and children's neckwear, nen's, ladies' and children's
footwear, nen's, ladies' and children' s sl eepwear, nen's,

| adi es' and children's belts.

Thus, the statenents that the marks were in current use in
comerce on the goods identified in the three registrations were
fal se. Modreover, the false statenents were naterial to the
i ssuance of the registrations. There is no question that the

USPTO woul d not have granted regi strations covering goods on

which the mark is not being used.

1 The evidence al | egedly shows, according to opposer, that all of the
|isted products were actually made and/ or sol d.
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We turn then to the question of whether opposer commtted
fraud when it signed the applications and statenment of use
declaring that the marks are in current use in conmerce.

M. Wang, who signed the underlying applications for these
regi strations, did not personally know, at the tine of signing,
whet her or not certain of the identified goods, specifically,
hats and coats, were being sold under the TUNDRA mark in the
United States. He also stated that to his personal know edge
hats, jackets, coats and shorts were not being sold under the
TUNDRA SPORT mark in the United States. M. Wang relied on M.
Grounputis's representation that the applications were accurate.
However, that representation turned out to be false.

It is opposer's contention that the fal se statenent was the
result of an honest m stake, and not due to any fraudul ent
intent; that opposer was nmaking and selling a variety of clothing
itenms; that the evidence, including invoices and spec sheets,
shows that all of the listed products were actually nmade and/ or
sold by Standard Knitting, and substantiates the first use dates
for each of its challenged registrations; that opposer did not
know or understand the | egal neaning of "use in commerce" and
that its understanding of use was that the itemwas nade or was
sol d; and that opposer had a reasonable belief, after making
inquiries, that the marks were being used with the |isted goods.

As to the statenent of use, opposer argues that it was filed on
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the basis of a mstaken belief that use was being nade; that M.
Yarnell also had a belief that the mark was being used since it
was received from M. Schroeder to be signed; and that the mark
was in use with at |east sone goods as of the statenent of use
dat e.

M. Gounpoutis's asserted m stake, assumng it truly was a
m st ake, was not a reasonable one. The |anguage in the
application that the mark "is nowin use in commerce" is clear,
and its neaning is unanbi guous. It was not reasonable for M.
G ounoutis to believe that if the itens of clothing were ever

made or sold, even if the last sale took place 20 years ago, it

woul d support a claimthat the mark "is" in use on the goods. '?
Furt her, opposer's claimthat the m stake was innocent is
not credible. Wen M. Gounoutis was asked if he recalled ever
bei ng advised by any lawer that in order to claimthat a mark is
being used in the United States, there has to be bona fide use in
the ordinary course of trade, he responded "Not in those exact
words, as you have indicated, but | understood it, that you had
to have used the mark before you can place a registration on it"

(Disc. Dep. at 142). Then, when asked, "When did you acquire the

understanding that a mark had to be used in the United States?”

2 Also, as a person who is famliar with the apparel industry, M.
G ounputis nust have understood that "children's" clothing is not
defined by age (under the age of 18 as he originally clained) but
rat her by size.
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M. Gounoutis answered "I guess in, when the first instance, in
ny dealings with trademark matters. ...After 1993." (D sc. Dep.
at 142.)

M. Gounoutis clearly understood, prior to filing the

applications, that "use" of a mark neant use in the United
States. G ven that none of Standard Knitting' s clothing was made
in the United States, M. Gounoutis could not have honestly
believed that "use" sinply neant that the goods were "nade."
This is not a situation where opposer m sunderstood the
significance of the statenents it signed. Rather, opposer
di sregarded the significance.

Considering that M. Gounoutis did not personally know
whet her the marks were in use on children's clothing in the
United States, he was obligated to inquire and to the extent he
did inquire, by |ooking at prior registrations, relying on his
attorney's representations, and asking M. Sacco and/or M. Rentz
whet her the goods were ever made or sold, those inquiries were
grossly insufficient.?® See Medinol, supra at 1209 ("Statenents
made with such degree of solemity clearly are —or should be —

i nvestigated thoroughly prior to signature and subm ssion to the

USPTO. ") .

13 The case of Kingsdown Med. Consultants Ltd. v. Hollister, Inc., 863
F.2d 867, 9 USPQ2d 1384 (Fed. Cir. 1988) cited by opposer is not

appli cable here. See Mnnesota Mning & Manufacturing Co. v. Shurtape
Technol ogies Inc., 62 USPQRd 1606 (DC M nn 2002) (providing that
reliance on patent cases to resolve issues of trademark fraud is

m spl aced).
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As to the statement of use, it is clear that M. Yarnell had
no idea which, if any, of the listed itens were being sold in the
United States and that when Ms. Schroeder delivered the statenent
of use to M. Yarnell for signature she nade no representations
as to its accuracy. M. Yarnell signed the docunent stating that
TUNDRA SPORT is used on children's clothing, anmong other itens of
cl ot hi ng, when he knew or should have known that the mark was not
bei ng used on those goods. QOpposer is charged with know ng what
it is signing and by failing to make any appropriate inquiry, M.
Yarnel |l signed the statenent of use with a "reckless disregard
for the truth."” See Medinol, supra.

The specific or actual intent of M. Wang and M. Yarnell is
not material to the question of fraud. As stated in General Car
and Truck Leasing Systens, Inc. v. Ceneral Rent-A-Car Inc., 17
USPQ2d 1398, 1400 (S.D. Fla. 1990), "proof of specific intent to
commt fraud is not required, rather, fraud occurs when an
applicant or registrant makes a fal se material representation
that the applicant or registrant knew or should have known was

n 14

fal se. See al so Medi nol, supra.

¥ 1t is inportant to note that the United States Patent and Tradenark
Ofice relies on the thoroughness, accuracy and honesty of each
applicant. 1In general, the Ofice does not inquire as to the use of
the mark on each good listed in a single class and only requires

speci nens of use as to one of the listed goods, relying on applicant's
declaration with regard to use on the other listed goods. TNMEP
Sections 806.01(a) and 904.01(a) (4'" ed. 2005). Allow ng registrants
to be careless in their statenents of use would result in registrations
i mproperly accorded | egal presunptions in connection with goods on
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We find that opposer commtted fraud on the USPTO in
procuring each of the three registrations. Accordingly the
registrations will be cancelled in their entireties. Fraud
cannot be cured by the deletion of goods fromthe registrations.
See Medi nol, supra.

| f opposer should ultimately prevail in any appeal of this
decision, we find in the alternative that the registrations would
in any event require restriction. Based on the record, it is
clear that certain goods nust be deleted fromthe registrations.
In this regard, we have al so consi dered opposer's testinony that
the itens sought to be del eted by anendnent shoul d not be
included in the registrations.

In addition to the deletion of goods, the record further
shows that opposer would not be entitled to the 1969 date of
first use of TUNDRA asserted in Registration 2268109. M.

G ounputis was not enployed by the conpany until 1991 but he
based that date on "discussions” with other enployees, an undated
adverti senent appearing in a Canadi an publication which M.
Grounputis identified as dating back to 1968, and a hang tag

whi ch he identified as being used since the 1960s. The

di scussions are hearsay, M. Gounoutis did not know whet her the

publication or the adverti senent reached the United States, and

which the nmark is not used.
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it is unclear whether the goods to which the hang tags were
applied were sold in the United States. The invoices (and
associ ated spec sheets), the only conpetent evidence of early
use, show sales of sweaters and shirts under the TUNDRA mark in
1993. 1°

Based on our review of the record, should Standard Knitting
ultimately prevail on the issue of fraud, we find that the
registrations should be restricted as follows:!®

Regi stration No. 2268109 will be restricted to "nen's and
| adi es’ clothing, nanely sweaters, vests, and shirts.” The dates
of first use in this registration will be changed to 1993.

Regi stration No. 2268110 will be restricted to "nen's and
| adi es’ clothing, nanely sweaters, jackets, t-shirts and vests."

Regi stration No. 2408997 will be restricted to "nen's and
| adi es' pants.”

LI KELI HOOD OF CONFUSI ON

As fraud only relates to the acquisition of the

regi strations, opposer is still entitled to rely on its conmobn

law rights in asserting its claimof |ikelihood of confusion in

1S (pposer has stated inits brief that the Board may restrict the
registrations to conformto the docunentary evi dence of record.

' W have construed applicant's claimthat the marks have not been in
conti nuous use on the goods as part of the fraud claimand not a
separate abandonnment claim However, we have taken continuous use into
account in determining the extent to which the registrations should be
restricted.
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the opposition. See Vol kswagenwerk AG v. Weeler, 814 F.2d 812,
2 USPQed 1264 (1st Cir. 1987).

In order to establish priority based on comon | aw rights,
opposer's burden is to denonstrate by a preponderance of the
evidence proprietary rights in TUNDRA and TUNDRA SPORT f or
clothing prior to June 1, 1998, the filing date of applicant's
intent-to-use application. See, e.g., Eastman Kodak Co. v. Bel
Howel | Docunent Managenent Products Co., 994 F.2d 1569, 26 USPQd
1912 (Fed. G r. 1993); and NASDAQ Stock Market Inc. v. Antartica
S.r.l., 69 USPQ2d 1718 (TTAB 2003).

Prior common law rights in a mark may be established through
use of the designation in connection with a product in comerce
in a manner anal ogous to trademark use, i.e., through use in
advertising, use as a trade nane, or any other manner of public
use.!” See tto Roth & Co. v. Universal Foods Corp., 640 F.2d
1317, 209 USPQ 40 (CCPA 1981); and Jim Dandy Co. v. Martha Wite
Foods, Inc., 458 F.2d 1397, 173 USPQ 673 (CCPA 1972).

The testinony shows that opposer's invoices represent actual
sales of clothing in the United States, and that they identify
custoners in the United States to whomthe goods were sold and
t he dates of such sales. Wen the invoices are viewed in

conjunction with the spec sheets that describe the garnents and

7 Opposer's reference to a famly of marks inits brief, will not be
considered as this claimwas neither pleaded nor tried by the parties.
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the mark that appeared thereon, we find the evidence sufficient
to establish opposer's prior and continuous use in the United
States of TUNDRA since 1993 and TUNDRA SPORT since 1994, in
connection with clothing, including sweaters and shirts. ®

Thus, we turn to the question of |ikelihood of confusion
bet ween applicant's nmark TUNDRA for "autonobiles and structural
parts thereof” and opposer's nmarks TUNDRA and TUNDRA SPORT f or
clothing. Qur determ nation under Section 2(d) is based on an
analysis of all of the probative facts in evidence that are
relevant to the factors bearing on the likelihood of confusion
issue, including the simlarities or dissimlarities between the
marks and the simlarities or dissimlarities between the goods.
Inre E. |I. du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973).

Applicant's mark TUNDRA is identical in sound and appearance
to opposer's mark TUNDRA and virtually identical in sound and
appearance to opposer's TUNDRA SPORT. The respective nmarks
convey sonewhat different neanings and commercial inpressions in
connection with clothing and autonobiles. According to the

dictionary entry supplied by the parties, the term"tundra” is

8 Contrary to opposer's assertion, there is no evidence of prior use on
| eat her products such as wallets, or accessories such as belts, and in
any event conmon | aw use on such itens has not been pl eaded by opposer.
Further, as indicated earlier, evidence regarding the unpleaded nark or
registration for TUNDRA TEX will not be considered. Any references in
opposer's briefs to that mark or to another unpl eaded mark, TUNDRATEC,
to which applicant has al so objected, have not been consi dered.
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defined as "a level or rolling treeless plane that is
characteristic of arctic and sub arctic regions, consists of

bl ack nmucky soil with a permanently frozen subsoil...." Wile
TUNDRA as applied to clothing and particularly sweaters, suggests
protection against the elenents, TUNDRA for autonobil es suggests
t he ruggedness of the vehicles or their suitability for rough
terrain. It can also be seen that TUNDRA is not an arbitrary or
fanciful mark in the context of opposer's goods but rather is
suggestive of opposer's goods.

Opposer argues that its marks are strong, and have had "w de
exposure,"” and that they are entitled to a broad scope of
protection. According to the record, however, exposure of the
TUNDRA and TUNDRA SPORT marks, if any, has been primarily to the
trade, not to the ultimte consuner. Qpposer testified that it
advertises and pronotes its clothing to the public through
cat al ogues, over the Internet, in newspapers, nagazi nes and
cooperative advertisenents, and through the use of its marks on
packagi ng for the clothing and point of purchase displays.
However, the extent of such advertising to consuners in the
United States is unknown and cannot be determ ned fromthe
record. There is for the nost part no testinony as to whom or at
| east to what extent any clothing catal ogues were distributed.

Opposer has submtted an exanple of its cooperative advertising
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from2001 with no indication as to often such ads m ght have run
or how many custoners it mght have reached. *°

M. Gounputis testified that "in sone years" its
advertising expenditures "could be anywhere fromfive to eight
percent of our gross revenue" and that for the current year
(presumably 2002) it would be "in the md or upper md six
figures.” (Test., July 2002, at 19.) This figure is
unsubstanti ated, but nore inportant there is no indication as to
whet her or to what extent that figure reflects advertising in the
United States and directed to consuners.

M. Gounoutis also testified that opposer sells its
clothing to departnent stores and apparel shops in the United
States such as J.C. Penney, Jacobson's, Dillard's, Target, and
Marshal | Fi el ds and through catal ogue conpani es such as Norm
Thonpson and Bachrach, and that opposer presently has about 1600
retail custonmers. He also stated that opposer's clothing was
sold through its own retail store which was open for two years
from 1999-2001. There is also evidence that in one instance
opposer sold its clothing through the G een Bay Packers ProShop

cat al ogue (2000-2001)2%° and al so in connection with the 1994 Wrl d

9 Ot her evidence consisting of catal ogues featuring TUNDRA cl ot hi ng
worn by the sports figures John Elway and Bobby Hull, to the extent we
can determne, were only distributed to the trade, not to the public,
and possibly not in the United States.

20 Applicant's objection to the Green Bay Packers catal ogue (Exhibit 66)
on the basis of |ack of foundation is overruled. M. Gounputis
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Cup Soccer Tournanment. Again, however, there is no evidence of
vol une of sales generated fromany of these activities.?

Opposer's testinony regarding the nunber of units sold
annual | y?2 as of "right now' in the United States (Test. at 110,
July 26, 2002) is not particularly neaningful w thout a context
for that figure or a dollar anbunt to associate with it.? Al so,
that figure represents the nunber of units sold to retailers, not
to ultimate consuners.

In addition, there is no evidence that consuners were

notivated to purchase opposer's TUNDRA SPORT cl ot hi ng through the

testified from personal know edge that the clothing shown in the

catal ogue is representative of the TUNDRA SPORT products that were
specifically made by opposer for the Green Bay Packers to sell. The
letter "G' appears on the front of the itens and they contain a TUNDRA
SPORT neck label. Although M. Gounputis had nothing to do with the
preparation of the catalogue itself and had no direct knowl edge of its
di stribution, opposer provided information for the TUNDRA SPORT
clothing that appears in the catal ogue, and had personal know edge t hat
those particular products were for the nost part sold through the

catal ogues and that they sold very well. However, we agree with
applicant that the testinony as to where, other than through the
cat al ogue, the clothing was sold, is hearsay and | acking in foundati on.

2L M. Gounoutis testified during his January 15, 2002 discovery
deposition regardi ng the nunber of catal ogues distributed by one of
opposer's custoners but he could not identify the customer or the tine
period and did not identify whether it was a retail or whol esal e

cust oner.

22 The actual figures are confidential and subject to a protective
or der.

2 (Opposer points to several invoices evidencing sales to the identified
retail stores but we cannot possibly draw any neani ngful concl usi ons
about total sales fromthis evidence. Opposer's unsupported assertion
inits reply brief regarding the cost per unit of opposer's clothing
has been given no consideration. The portion of M. Gounobutis's

di scovery deposition which allegedly supports this assertion has not
been made of record.
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G een Bay Packers ProShop catal ogue and in connection the 1994
World Cup Soccer Tournament by recognition of opposer's mark or
anyt hing other than the opportunity to wear clothing with a G een
Bay Packers |ogo or a Wrld Cup | ogo.

Opposer's evidence as a whole falls far short of
est abl i shing that TUNDRA and TUNDRA SPORT have achi eved any
degree of strength and recognition in the consuner market, or
that opposer's mark is entitled to a broad scope of protection.
In view of the suggestive quality of opposer's marks in
connection with clothing, the marks are entitled to a nore
limted scope of protection than arbitrary or fanciful marks.

We turn then to the question of whether applicant's goods
and opposer's goods are sufficiently related and/ or whether the
ci rcunst ances surroundi ng the marketing of the goods are such
t hat purchasers encountering themwould, in view of the
simlarity of the marks, m stakenly believe that the goods
emanate fromthe same source. See Monsanto Co. v. Enviro-Chem
Corp., 199 USPQ 590 (TTAB 1978); and In re Internationa
Tel ephone & Tel egraph Corp., 197 USPQ 910 (TTAB 1978). Even if
the marks are identical, if these conditions do not exist,
confusion is not likely to occur. See, e.g., Nautilus Goup Inc.
v. ICON Health and Fitness Inc., 71 USPQ2d 1173, 1185 (Fed. G
2004); Inre Unilever Limted, 222 USPQ 981 (TTAB 1984); and In

re Fesco, Inc., 219 USPQ 437 (TTAB 1983).
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Opposer's clothing and applicant's autonobiles are vastly
di fferent goods and opposer has failed to show that they are
related. Despite any overlap in purchasers, there is no
per suasi ve evi dence that such purchasers woul d expect these
vastly different goods to emanate fromthe sane source.

Opposer argues that the goods are "inherently" rel ated,
contendi ng that autonobile manufacturers often use the sane
trademar ks on autonobiles and clothing; that it is common for
aut onobi |l e manufacturers to sell both autonobiles and cl ot hing
and that clothing manufacturers use marks used for their clothing
in connection with the sale of autonobiles;? and that it is the
practice of the autonobile industry, including Toyota, to use the
sanme trademarks on both autonpbiles and cl ot hi ng.

I n support of these contentions, opposer has submtted a
nunber of third-party registrations of marks which, in each

i nstance, are registered for both clothing and autonobil es; %

24 The cases cited by opposer, including Jaguar Cars, Ltd. v. Skandrani,
771 F.Supp. 1178, 18 USPQR2d 1626 (SD Fla 1991), cannot be relied on by
opposer as proof of the facts found therein.

2> (pposer introduced nost of these registrations by notice of reliance.
Several other third-party registrations, as well as two pendi ng
applications, were introduced during the testinony deposition of M.
Grounmputis on July 23, 2002 as Exhibits 84-89. Applicant has objected
to these exhibits on the ground of lack of foundation. In view of the
purpose for which this evidence is offered, the objections are

sustai ned. The applications/registrations are all admi ssible as
official records of the USPTO but only for what they show on their
face. M. Gounoutis's testinony regarding the entities to whomthe
registrations were granted and his specul ati ve and unsupported
assertions as to the nature of their business activities will not be
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conpani es; and evidence of applicant's purported sal es of
cl ot hi ng under the mark TUNDRA. %°

The rel evant question is whether purchasers woul d perceive
goods as diverse as clothing and autonobiles as emanating from
the sanme source. See Shen Manufacturing Co., Inc. v. The Rtz
Hotel Limted, 393 F.3d 1238, 73 USPQd 1350 (Fed. G r. 2004).
Third-party registrations may have sone probative value to the
extent that they serve to suggest that the |isted goods are of a

type which nay enmanate froma single source. However, this

consi dered. Further, the applications are not proof of anything except
that they were filed on a particular date. They are not proof, as
opposer clains, that applicant herein is the owner of the applications.

26 pposer's additional evidence is either irrelevant or inadm ssible
for opposer's intended purpose. The Lexis/Nexis articles (submitted by
notice of reliance) are hearsay as to Toyota's and/or any third-party
nmer chandi sing activities. The third-party website materials (Exhibit
90, Buick.com and Exhibit 91, Autos.Yahoo.com, introduced to show
affiliations of clothing designers with autonobile conpanies, have been
properly authenticated and are adm ssible for what they show on their
face. However, opposer has laid no foundation for offering reliable
testi nony about the conpanies identified in these materials or the

pur ported business activities of those conpanies, the practice in the

i ndustry or that the public would be aware of that practice. Further,
this evidence is not conpetent to prove, as opposer clains, that
"Toyota may have a tendency to 'overwhelm the senior user Standard
Knitting." (Reply to Applicant's Statenment of (bjections at 7.)
Opposer' s request that the Board take judicial notice of the additional
third-party website materials attached to its reply brief is denied.
These materials are clearly not proper subject matter for judicia
notice. See Mchael S. Sachs Inc. v. Cordon Art B.V., 56 USPQ2d 1132
(TTAB 2000). Further, applicant objected to introduction of these
materials at the oral hearing. Qpposer's evidence that the Lexus

di vi sion of Toyota Mdttor Sales, U S A has used COACH (| eat her
products) to pronote sone of its autonobiles, although adnissible
(through applicant's responses to discovery requests) is irrelevant to
t he question of whether the parties' clothing and aut onobiles are

rel ated goods.
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evidence is insufficient to convince us, as opposer clains, that
its clothing will be perceived by consuners as emanating from or
sponsored by applicant. Third-party registrations are not proof
of sales of the products shown therein; nor are they evidence
that the marks shown therein are in use or that the public is
famliar with them or even aware of them See AMF Inc. v.
American Leisure Products, Inc., 474 F.2d 1403, 177 USPQ 268

( CCPA 1973).

To the extent applicant itself offers clothing, the evidence
shows that the clothing is marketed under TOYOTA TUNDRA, not
TUNDRA al one. In any event, there is no evidence in the record
to establish that such goods typically emanate from conpani es
that sell autonobiles or that purchasers would naturally expect
both products to enmanate fromthe sane source.

Opposer, citing Tuxedo Mnopoly, Inc. v. General MIIs Fun
G oup, Inc., 648 F.2d 1335, 209 USPQ 986 (CCPA 1981), and
asserting the existence of reverse confusion, argues that "fanous
mar ks, |i ke Toyota TUNDRA based on Toyota's boasted sal es and
advertising allegations are frequently used on clothing." Reply
Brief at 2. An inportant factor in the Tuxedo Monopoly case was
the fane of the mark ("...MONOPCLY may properly be terned a
"famous' mark. ...[I]Jt is a matter of common know edge t hat
fanmous marks are frequently used on itens such as clothing...").

Supra at 988. (Cbviously, a famous mark is nore likely to be
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associ ated by the purchasing public with a greater breadth of
goods or services. See Dan Robbins & Associates, Inc. v. Questor
Corp., 559 F.2d 1009, 202 USPQ 100 (CCPA 1979). It is clear
opposer's marks are not fanmpbus. As to applicant's mark, the
applied-for mark is TUNDRA, not "TOYOTA TUNDRA." The strength or
fame of "TOYOTA TUNDRA" is not the issue in this case. To

what ever extent fame has attached to the name TOYOTA, there is no
showi ng that any such fane extends to the mark TUNDRA. 2’

Further, the parties' very different products are sold in
conpletely different marketing environnments. Opposer's clothing
is sold through the customary channels for such goods such as
apparel shops and departnent stores. Applicant's autonobiles, on
t he ot her hand, are sold through autonobile deal ershi ps, not
customary channels of trade for clothing. The marks for these
goods woul d not be encountered by purchasers under marketing
conditions that would give rise to a |ikelihood of confusion.

Opposer, however, argues that the channels of trade for
cl othing and autonobiles overlap in that both parties market

their products over the Internet.?® |n support of this

2" Opposer argues that registration of TUNDRA for autonobiles would
wrongful Iy preclude opposer from expanding its TUNDRA nane to

aut onobi | es as ot her cl othing manufacturers have done. Anobng ot her
problens with this argunent, there is no persuasive evidence of any
genui ne intent by opposer to license its marks for use on autonobiles.

28 \\¢ see no support in the record for opposer's claimthat applicant
al so markets its autonobiles through professional sporting events.
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contention, opposer has introduced printouts of pages fromthe
eBay auction website show ng that clothing and vehicles can both
be found on the website.?® First, while applicant may pronote its
vehicl es over the Internet, M. Bastien has testified that
appl i cant does not sell themover the Internet. Further, sinply
because autonobiles and cl ot hing may both be marketed over the

I nternet does not lead to the conclusion that the goods woul d
emanate fromthe sane source. The fact that opposer could enter
the word "tundra" on the eBay search engi ne and pull up what
appears to be a randomy ordered listing of hundreds of "tundra"
goods, including cars and car parts, clothing, duck decoys,

cereal bow s and underwater photo equi prent, 3°

is clearly not
proof that all these goods nove in the sane channels of trade or
that they would all be perceived as emanating froma common
source. The evidence does not establish that clothing and

autonmobil es are related or that their sale even under identical

mar ks woul d be likely to cause confusion. See Chanpion

2 Applicant has objected to this evidence (Exhibits 334 and 340).
These exhi bits have been authenticated but are only admi ssible for what
they show on their face and not for the purpose of showi ng that they

di spl ay opposer's and/or applicant's products. M. Gounoutis did not
pl ace the iten(s) on the eBay website and did not know who did. As to
Exhi bit 334, applicant's objection based on opposer's failure to
produce the docunents in response to discovery is overruled as M.

G ounmputis testified that he retrieved these docunents only shortly
before his testinmony deposition.

%0 There is no explanation for the order of the |istings.
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I nternational Corporation v. Genova, Inc., 199 USPQ 301 (TTAB
1978) .

It is true that the purchasers of opposer's clothing are
ordi nary consuners and that those sanme consuners woul d al so be
the purchasers of applicant's autonobiles. At the sane tine,
however, it is clear that autonobiles are expensive and woul d
only be purchased after careful consideration, thereby reducing
the risk of confusion.

Opposer' s vague hearsay accounts of alleged instances of
actual confusion are of no probative weight. Further, opposer
has not expl ai ned how the records of tel ephone calls to
applicant's conpany show any manner of actual confusion, and we
find that they do not.

In view of the foregoing and our finding that opposer's
marks are entitled to a nore limted scope of protection than
arbitrary or fanciful marks, and since opposer has provided no
per suasi ve evidence that autonobiles on the one hand and cl ot hi ng
on the other are related goods, the protection of opposer's marks
shoul d not extend beyond opposer's clothing to autonobiles.
Accordingly, we find that the contenporaneous use of the marks in
connection with the respective goods is not likely to cause
conf usi on.

Deci sion: The counterclains for cancellation of opposer's

regi strations on the ground of fraud are sustained. Registration
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Nos. 2268109, 2268110 and 2408997 will be cancelled in due
course. The opposition on the ground of |ikelihood of confusion

is dismssed.
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