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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

An application has been filed by Barnett, Inc. to

regi ster the mark LUM NA and design as shown bel ow

LUMENA

for “electrical hardware, nanely, swtches, boxes, cords,

circuit breakers, outlets, ground fault interrupters, snopke
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al arns, fuses, cover plates for outlets and wall swtches,
adaptors, electrical testers” in International Cass 9, and
for “flashlights, electrical lighting fixtures and electric
light bulbs,” in International Cass 11.°

Regi strati on has been opposed by NSI Enterprises, Inc.
on the ground that, it has been using (through its wholly-
owned subsidiary, Lithonia Lighting) the mark LUM NA on
electric lighting fixtures since 1992; and that applicant’s
mark, if used in connection with the identified goods, so
resenbl es opposer’s mark as to be likely to cause
confusion, to cause m stake or to deceive.

Applicant, in its answer, denied the salient
all egations as to opposer’s standing and priority as well
as the likelihood of confusion claim The parties have
fully briefed this case, but an oral hearing was not
request ed.

The record consists of the file of the involved
application; the trial testinony deposition of Douglas M
Baillie, Lithonia Lighting s director of marketing

communi cations, wth acconpanying exhibits,? including a

! Application Serial No. 75/153,003 was filed on August 9,
1996 all eging a bona fide intention to use the nmark in comrerce.
2 Opposer’s notice of reliance listed itens also placed into
the record in the formof M. Baillie s trial testinony and

acconpanyi ng exhi bits.
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copy of opposer’s pending application® and the trial
testi nony deposition, with exhibits, of Joel L. MEwen,

applicant’s director of adverti sing.

Opposer’ s st andi ng

Applicant charges in its brief that opposer “has
failed to establish its standing to be an Opposer herein.”
(applicant’s appeal brief, p. 9). However, the evidence of
record shows that opposer, through its rel ated conpany, has
used its LUM NA trademark continuously since at |east 1992
in connection with electric lighting fixtures. Under
Section 5 of the Trademark Act, 15 U.S.C. 81055, Lithonia
Lighting’ s use inures to the benefit of opposer.“* That
opposer’s cl ai ned usage took place through a wholly-owned
subsidiary in no way detracts from opposer’s show ng of

standing. In view thereof, we find that opposer has

3 Application Serial No. 75/374,852 was filed on Cctober 17,
1997, claimng use of the mark LUM NA on “electric |ighting
fixtures” since at least as early as 1989.

4 “Where a registered mark or a mark sought to be registered
is or may be used legitimately by rel ated conpani es, such
use shall inure to the benefit of the registrant or

applicant for registration, and such use shall not affect
the validity of such mark or of its registration, provided
such mark is not used in such manner as to deceive the
public.” [15 U S.C 81055].
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established its standing to maintain this opposition

proceedi ng. ®

Qpposer’s priority

As not ed above, the undisputed evidence of record
est abl i shes that opposer has used its LUM NA tradenmark
continuously since at least 1992 in connection with
electric lighting fixtures, a date well prior to the
earliest date upon which applicant can rely, i.e., its
August 9, 1996 application filing date. Hence, we find

t hat opposer has al so established its priority.

Li kel i hood of Conf usion

We turn then to the substantive issue before us,
nanely, the question of |ikelihood of confusion.

Qpposer contends that even if LUMNA is a suggestive
designation as applied to lighting fixtures, its mark is
entitled to protection fromapplicant’s nearly identi cal

mar k used on the same and cl osely rel ated goods.

° As noted, the evidence denonstrates opposer’s conmon | aw
rights. Hence, opposer’s proving ownership of a later-filed, co-
pendi ng trademark application is not in any way critical to
establ i shing standing herein. In any case, on this disputed
point, we find that opposer has shown a chain of title for that
application from Nati onal Services Industries, Inc. (the original
applicant in the pending application) to NSI Enterprises, Inc.
(opposer herein).
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By contrast, applicant contends that “Lithonia
Lightings’ use of the term‘lumna is nerely descriptive
or generic” (applicant’s brief, p. 6) and is “incapabl e of
di stingui shing Lithonia Lightings’ one piece contoured
diffusers” (applicant’s brief, p. 12); that the record
reflects “little if any simlarity of goods” between
opposer’s catal ogs and applicant’s lighting fixtures
(applicant’s brief, p. 19); that when conpared in their
entireties, applicant’s stylized LUMNA mark has a vastly
di fferent appearance fromthe plain typeface of opposer’s
LUM NA mark; that there are “differences in the trade
channel s” (applicant’s brief, p. 20); and that opposer has
failed to denonstrate a single instance of actual confusion
on the part of consumers (applicant’s brief, p. 20).

After careful consideration of the facts before us and
the relevant |aw on the issue of |ikelihood of confusion,
we hold that applicant is not entitled to the registration
it seeks.

In the course of determ ning the question of
| i kel i hood of confusion herein, we have followed the
gui dance of the predecessor to our primary review ng Court.

See Inre E.I. du Pont de Nenmours & Co., 476 F.2d 1357,

1362, 177 USPQ 563, 567-68 (CCPA 1973). The du Pont case

sets forth each factor that should be considered, if
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rel evant information is of record, in determning
| i kel i hood of confusion. W begin by |ooking at the goods
of the parties.

The invol ved application lists “electrical lighting
fixtures” anong its identified goods. The record shows
that the only itemon which opposer uses the LUMNA nmark is
an electric lighting fixture.® Hence, for purposes of our
| i kel i hood of confusion analysis, these itens are legally
i denti cal

As to the actual products sold under these marks, the
record shows that opposer, a large lighting fixtures
manuf acturer, has been using the LUMNA mark on a
decorative, ceiling-nmounted, fluorescent |ighting fixture.
Thi s one-piece, contoured, light-diffusing lens is designed
to provide general illumnation in residential and |ight
commercial applications. Opposer’s literature describes
its features as having a “white acrylic lens” that “lifts
and shifts off housing for easy nmaintenance,” creating
“soft, uniformillum nation” and “presenting a cloud-1ike

appear ance. "’

6 The rel evant uses of the mark appear in opposer’s sales
catal ogs fromthe years 1992, 1996 and 2000.
! We disagree with applicant’s argunents about opposer’s

failure to show use of the LUMNA mark on electric |ight
fixtures. The uses of opposer’s mark in three different sales
catal ogs (from 1992, 1996 and 2000) clearly conprise displays
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Applicant markets and distributes plunbing, HVAC,
el ectrical and hardware products. Its w de range of LUM NA
products include snmaller, indoor, contractor-grade,
decorative, ceiling-nmounted lighting fixtures for
residential or commercial use.® Although applicant’s
catal og includes |arger surface-nounted |ight fixtures that
appear nearly identical to those of opposer,® these
particul ar fixtures do not appear to be sold under the
LUM NA nmar k

Movi ng beyond applicant’s identified lighting
fixtures, opposer’s lighting fixture is also closely
related to the other electrical hardware and |ighting
conponents identified in both International Casses 9 and
11 in the opposed application -- particularly applicant’s
| i ght bul bs, sw tches, boxes, wires and connectors.

In view of our finding that some of the goods are
i dentical and that others are closely related, and inasmuch
as neither party has placed any restrictions on their
respective channels of trade, we nust presune that the

parties’ respective goods will nove in the sanme channel s of

associated with the goods. Cf. Land's End, Inc. v. Manbeck, 797
F. Supp. 311, 24 USPQ2d 1314 (E.D. Va. 1992).

8 Applicant’s January-April 1999 catal og contains a speci al
gl ossy section of LUM NA products (pp. 673-704), having surface
mounted fistures on pp. 677 & 678.

° Applicant’s January-April 1999 catal og, p. 671, 713-714.
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trade to the sane types of purchasers. |ndeed, the
testinmony of M. Baillie on behalf of opposer and the
testinmony of M. MEven on behal f of applicant! denonstrate
that both parties send pronotional catalogs to, inter alia,
el ectrical wholesalers, lighting showoons and facility
mai nt enance personnel .

We continue our analysis by turning next to the
simlarity or dissimlarity of the respective marks in
their entireties as to sound, appearance and neani ng.

Applicant argues fromdictionary definitions® that
opposer’s LUMNA mark is entitled to a narrow scope of
protection in that it is nerely descriptive or even generic.
W note that the question of descriptiveness or genericness
of the termLUMNA for lighting devices is not squarely
before us. Furthernore, the dictionary entries submtted by
applicant denonstrate only that this termmay well be highly

suggestive for lighting products. However, even if we were
to assune that opposer’s mark is weak, we note that “even
weak marks are entitled to protection against registration

of simlar marks” for identical goods. 1In re Colonial

10 Testimony deposition of Douglass M Baillie, pp. 8-9.
1" Testinmony deposition of Joel L. McEven, pp. 11-12, 21-22.
12 Lumen, n.: pl LUMNA 1. Aunit of light (Ilum nous power);
the light emtted in a unit solid angle (steradian) by a uniform
poi nt source of one international candle.” Wbster’'s New
International Dictionary, Second Edition

Lunen, n. a unit of lumnous flux — the light emtted in
one second in a solid angle of one steradian froma point source
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Stores, 216 USPQ 793, 795 (TTAB 1982). See also In re The
Corox Co., 578 F.2d 305, 198 USPQ 337, 341 (CCPA 1978)
(ERASE for a laundry soil and stain renover held
confusingly simlar to STAIN ERASER, registered on the
Suppl enent al Register, for a stain renover).®

In addition to trying to accord opposer’s mark a
m ni mal scope of protection, applicant places significant
wei ght on the fact that its own conposite mark contains the
word LUMNA in all upper-case, black |letters having an
accent placed above the letter “U,” and that this literal
el ement is then superinposed over a highly-stylized “red
squiggle’* representing a “lightening bolt.”

However, while we nust base our determ nation on a
conparison of the respective marks in their entireties, we
are guided, equally, by the well-established principle

that, in articulating reasons for reaching a concl usion on

the issue of confusion, “there is nothing inproper in

of uniformintensity of one candela ...pl. lunmina ...Chanbers 20'"
Century Dictionary, New Edition 1983.

13 Moreover, as to the du Pont factor focused on the nunber
and nature of simlar marks in use on simlar goods, there is no

indication in the record that anyone else is using any variations
of LUM NA on rel ated goods.

14 Qpposer is also correct in noting that the drawing i s not
lined for the color red, so this characterization does not factor
into our analysis. On the other hand, to the extent that the
squiggle is shown in several contrasting colors throughout
applicant’s catal ogs, the sole word el enent (LUM NA) presented in
bl ack sinply stands out visually that nuch nore prom nently, by
compari son.
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stating that, for rational reasons, nore or |ess weight has
been given to a particular feature of a mark, provided the
ultimate conclusion rests on consideration of the marks in

their entireties.” In re National Data Corp., 732 F.2d

1056, 224 USPQ 749, 751 (Fed. G r. 1985).

In this context, we agree with opposer that applicant
cannot rely on its design elenment to distinguish its mark
from opposer’s mark. \Where a conposite mark conprises both
word and design elenments, the word generally predom nates
over design elenents because the word is what creates an
I npressi on upon prospective purchasers and it woul d be
remenbered and relied upon in calling for these goods. See

In re Conexa Ltda., 60 USPQR2d 1118 (TTAB 2001); and In r

Appetito Provisions Co., 3 USPQ2d 1553 (TTAB 1987).

Specifically, it is the literal element of applicant’s
LUM NA and design mark that would be utilized by consuners
when aski ng about or otherwise referring to its goods. As
to sound and neaning, this elenent is identical to
opposer’s LUMNA mark. Wile it does create a sonewhat
di fferent appearance, the addition of such a background
desi gn does not avoid a likelihood of confusion in this
case given that the two marks have the sane literal
el ements. The presence of an accent mark and the squiggle

design elenent in applicant’s mark are therefore



Opposition No. 116,679

insufficient to distinguish applicant’s nmark from opposer’s
mark. Overall, when utilized in connection with the
respective goods of the parties as indicated above,
applicant’s LUM NA and design mark engenders a commerci a
inpression that is substantially simlar to the comerci al
i npression projected by opposer’s LUM NA mark

Applicant argues that under the du Pont factor
focusing on the length of tine during which there has been
cont enpor aneous use of the parties’ narks, opposer has
provi ded no evi dence of actual confusion between the
parties’ respective marks.® O course, evidence of actual
confusion is notoriously difficult to obtain, so we cannot
conclude fromthe lack of such evidence that confusion is
not likely to occur. Mreover, the test is whether there
is a likelihood of confusion, not whether actual confusion

has occurred. See Wiss Associates Inc. v. HRL Associ ates

Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed. GCir. 1990).

5 While the instant application remains an intent-to-use
application for which no statenment of use has been filed, the
record does show substantial commrercial usage of the mark by
applicant since sonetine in 1996. Applicant’s catal og shows
thirty-three warehouse | ocations spread across nuch of the
continental United States, and M. MEven testified to nore than
$20 mllion in sales of LUM NA products between COctober 1996 and
the end of 2000. Nonetheless, the record does not contain
sufficient evidence upon which we m ght base a conclusion that
there has been a neaningful opportunity for actual confusion to
have occurred.
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In conclusion, we find that opposer has denonstrated
its standing to bring this action and has established its
priority; and we find that the parties’ goods herein are
legally identical and otherwi se closely related, that the
goods nove in the sane channels of trade to the sane types
of consuners, that the nmarks create substantially the sane
overall commrercial inpressions, and as a result, that

opposer has shown a |ikelihood of confusion herein.

Deci sion: The opposition is sustained and
registration to applicant is refused as to International

Cl asses 9 and 11.



