THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB

Mai | ed:  Sept enber 30, 2003
Paper No. 30

csl
UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
Syst emax Cor poration
V.
Systemax, Inc.

Qpposi tion No. 91117529
to application Serial No. 75451483

filed on March 17, 1998

WlliamF. Mran Il of Stratton, Gganti, Stone & Kopec

for Systemax Corporation.
Laura E. CGol dbard of Stroock & Stroock & Lavan LLP for
Systemax, Inc.
Bef ore Sinmms, Seeherman and Bucher, Adm nistrative
Trademar k Judges.
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Syst emax Corporation (opposer), an lllinois

corporation, has opposed the application of Systemax, Inc.

(applicant), a New York corporation, to register the nmark
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SYSTEMAX PRO (“PRO’ disclainmed) for conmputer hardware.! As
grounds for opposition, opposer asserts that since at | east
May 27, 1988, opposer and its predecessor have used the
mar kK SYSTEMAX for supplies for conputerized autonatic
tell er machi nes (ATMs); that opposer owns registrations of
the mark SYSTEMAX and the mark SYSTEMAX in stylized formt
for distributorship services in the field of ATM supplies
(Regi stration No. 1,532,436, issued March 28, 1989,
Sections 8 and 15 affidavit accepted and acknow edged,
respectively; Registration No. 1,537,792, issued May 2,
1989, Sections 8 and 15 affidavit accepted and
acknow edged, respectively); and that applicant’s mark so
resenbl es opposer’s mark as to be likely to cause
confusion, to cause m stake or to deceive. Applicant has
denied the essential allegations of the opposition.

Both parties have taken testinony and submtted
notices of reliance.? A so of record is an affidavit and

related materials submtted with applicant’s unopposed

1 Application Serial No. 75451,483, filed March 17, 1998, based upon use
in conmerce since Cctober 27, 1997.

21t was not necessary for opposer to file notices of reliance on the
testinmony depositions of its witnesses or on the exhibits introduced
during these depositions. See, generally, Trademark Rule 2.123(h) and
TBWP §704.02 (2" ed. June 2003). The testinony is of record without
the need for notices of reliance thereon, and the exhibits are of
record through the testinmny of the wi tnesses without the need for
further action.
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nmotion to reopen, which the Board granted on July 16, 2002.°3
Both parties filed briefs, but no oral hearing was
request ed.

Opposer’ s Record

Opposer began business as Jackson Data Systens in
1982, selling business forns and office supplies under the
mar k SYSTEMAX. In 1984 or 1985, M. H Steven Jackson,
opposer’s owner and president, began working with a
financial institution that owned a network of ATMs. That
institution was having problens with its supplier of paper
products. Later, and building upon this experience, M.
Jackson expanded this ATM supply business. During this
period of time, M. Jackson’s conpany nerged with a
comercial printer. In 1989, M. Jackson incorporated the
opposer, and the marks and regi strati ons owned by the
predecessor conpany were assigned to opposer. (Qpposer
currently advertises and distributes ATM and poi nt-of -sal e
machi ne* supplies to financial institutions and other owners
of ATMs in all 50 states. (Opposer’s ATM supplies include

recei pts, audit rolls and other rolls of paper such as

3 Wile Trademark Rule 2.123(b) provides that an affidavit may be
considered by witten agreenent of the parties, in view of the fact
that applicant’s noti on was unopposed and the fact that the Board,
through an interlocutory attorney, granted the notion to permt this
affidavit and related evidence into the record, we shall consider this
af fidavit even though there was no witten agreement in this case.

4 These machi nes are used by custoners with debit cards at retai

| ocati ons.



91117529

journal tape (simlar to adding machine rolls), ribbons,
deposit envel opes, card protectors, signage, decals,
brochures, posters and tent cards.

Bet ween January and June 1999, opposer began receiving
tel ephone calls and e-mails from peopl e who apparently
intended to reach applicant. As a result of these
m sdi rected comruni cati ons, opposer initiated a protocol
whereby its enpl oyees were directed to record these calls
by entry into a conputerized dat abase. Enployees were
directed to enter the nanme of the individual calling, his
or her phone nunber, a description of the problem and
i nformati on concerni ng how t hat person obtai ned opposer’s
phone nunber. E-mails froma link on opposer’s Wb site
al so yielded instances of alleged confusion. The |og of
m sdirected phone calls contained 76 entries between June
1999 and the end of 2000. At the tine of opposer’s
testinmony, an additional 24 entries had been nade.

Ms. Nancy K. Jackson, opposer’s vice president and
chief operating officer, testified that opposer first used
the mark SYSTEMAX in connection with ATM supplies in My
1988, al t hough, as noted above, this mark was used for
ot her goods before that date. N Jackson dep., 56-57.
Opposer sells and attenpts to sell its goods to purchasing

departments and ATM departnments of banks and ot her
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financial institutions that are responsible for ordering
and managi ng ATM supplies, as well as to non-financi al
institutions such as independent ATM owners; retail stores;
| arge gas stations and conveni ence stores that have ATMs;
general business custoners; credit card conpanies and forns
clients (custom zed conputer business fornms). QOpposer
pronotes and sells its goods by neans of direct mail,
advertisenents in trade publications and at trade shows.
Qpposer sells from75 to 100 mllion ATM recei pts each
year (there are about 2,500 receipts on a roll). Opposer
al so sells 500,000 to 600,000 card protectors, which are
designed to protect ATM cards. Opposer sells between four
and five mllion deposit envel opes per year. About 10
percent of opposer’s clients are forns clients (dep., 54).
Ms. Jackson testified (13) about purchasers and users

of applicant’s conputers who had contacted opposer with
guestions and/ or conpl ai nts when they apparently intended
to reach applicant:

A | don't renenber the exact first tine.

The very first tine that | renmenber was our

accountant sent ne a catal og that had—t hat

had a Systemax mark on it and we did sone

checking into it at that point in tinme, but

then it’s probably been about —probably

about two or two and a half years ago when

we really started noticing a big influx of

contact from people who thought that we were
anot her Systemax and were | ooking for or



91117529

t hought that we were supplying themwth
supplies that we weren't.

...\ were receiving phone calls and e-mai
from peopl e aski ng about or |argely
conplaints on things that were wong with
things-—aith products that they had
purchased fromwhat we finally found out was
Systemax, Inc. and we’'re Systenmax

Cor por at i on.

Ms. Jackson testified that as a result of these m sdirected
comuni cati ons, as noted above, enployees were directed to
keep track of any instances of confusion. One way of doing
so was to nake an entry in opposer’s conputer system under
“Wong Systemax.” Alleged instances of actual confusion
have been recorded since md or |late 1999.

When asked whet her any of these people had actually
been clients of opposer, M. Jackson testified, 18-19:

A | don’t think that it’s ever turned out
that one of the incom ng phone calls that
are conpl ai ni ng about the other Systemax
products have actually been a comn
custoner, but we do have cases where our
custoners think and say to us that they
think we’re part of the other Systenmax that
sells the conputers...

.They--well, we have like--like, if our

sal espeopl e are nmaking calls and we have
our--our ATM supply catalog is a big portion
of our business and we mark it wth and our
sal esman use that as a tool and when they
are talking to their people or their clients
or their prospects, they usually have them
get their catalog out and get their catal og
in front of them
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And | know of at least two tines--and |

don’t know how many nore. | don’t know t hat
t hey’ ve al ways recorded this, but that they
woul d be talking to a client or prospect and
t hey woul d say do you have your catal og.

And they would say yes. And then there was
an obvi ous di screpancy. And they would say
go to Page 5. And they are like I’mon Page
5. I1t’s not here. | don’t know what you
are tal king about.

And then cone to find out, it was the other
Systenmax catal og that they had out on their
desk and/ or nmaybe they would be calling in
to our salesman and say | can’t find this in
your catalog, do you still have this and
then conme to find out, they had the wong
Systemax catalog is why they can’t find the
pr oduct .

Ms. Jackson further testified that the contacts

have often comruni cated with opposer as a result of a
phone nunber given to them by Directory Assistance or
obtained fromthe Internet. Exanples fromthe
conputer entries under “Wong Systemax Notes” (exhibit
nunbers 23 and 24) are set forth bel ow ®

| flunked on this one-1 failed to get the

nane & phone # of caller. He was calling as

to where his $400 rebate check was. He had

ordered his conputer thru the Hone Shoppi ng

network. He got our # off of the internet.

| told himhe had the wong Systemax and he
did ask if we were in Bear Lake, M\

* * *

Kahah N. from San Jose State University
[ phone nunber]. They received our phone

® W have deleted |ast names and ot her personal identifying information

for reasons of privacy.
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O her

from ot her

nunber fromthe internet under Systemax.
H s assistant | oaded wi ndows 2000, he want ed
wi ndows 1998, can we switch it for hinf

* * *

Hugh G | ocated in Louisiana [ phone nunber]
has a Systenmax conputer that keeps | ocking
up on him Got our # fromthe Internet.

* * *

Johnny M [phone nunber]-Got our # fromthe

Internet. Systemax conputer keeps crashing

and he’s only had it a few nonths. Tries to
call conmputer support #s he has, but no one

answers. CGave himthe above #s.

* * *

Chris B. @[ phone nunber]. He is having
trouble starting his conputer. He received
our # on line by typing in “Systemax

Cust omer Service”.

exanpl es, where callers got opposer’s nunber

sources, or where it is unclear how they

obt ai ned opposer’s nunber, are set forth bel ow

Herron R from Texas [phone nunber], having
trouble getting on the Internet because his
nouse won’t work. Got our # fromthe
conpany he bought the conputer from [It’s
Syst emax conputer.

* * *

Holly H, from Georgia [ phone nunber]. Has
a Systemax conputer that she’s had nothing
but troubles with over the |ast year. She
has techni cal support nunbers but is now
caught in a |oop where it transfers her and
then says, “Goodbye.” Feel free to contact
her [regardi ng] our problens with sharing
our name with this conpany.
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Di ane H. received our phone nunber throught
[sic] the phone book. She is having

probl enms with her conputer screen. [Phone
nunber] .

On 7/01 at 8:43 a.m, Mary P. in M nneapolis
at [ phone nunber] left nessage in the voice
mai | because she has a 6-nonth-old Systemax
conputer that has frozen up several tines.
She got our # from MSN. She was very
frustrated and suggested the conpany stay
open on weekends for all those people who
use their conputers on weekends. | called
her and gave her the two nunbers above.

* * *

Janette S. in Aspers, PA [phone nunber]-
havi ng probl ens with nodem on her Systenax
conputer. Got our # from Cyber Acoustics.
She’s been given 4 different nunbers to try
to get help! | gave her the two above
nunbers.

HSJ visited Tyndall FCU [Don Sumrer] and he
told Steve he thought we were the Systenmax
who sol d the conputers and wondered why our
President [of such a |arge corporation]
woul d be com ng to see them

One e-mail, entitled “sorry conpany,” states:

If you build and nmarket the sane type
of equi pnent for ATMs as you do conputers,
and support themw th the sanme people | have
dealt with in your conputers, please call ne
and tell me which banks you sell themto, so
| won’'t go there, cash now is becom ng nore
val uabl e because the way you peopl e do
business, and | don’'t want to deal with you,
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your staff or your equipnment EVER'!! [from
exhi bit nunber 25]

QO her e-mails of record include the foll ow ng:

From.  rmary

Ta:”  <Systemax@atmsipphes.com>
Sent  Thursday, December 16, 1689 8:54 PM
Subject  viden capiure diiver

i unDec.’i-i.ihathﬁngdrmthentogeﬂgoingmﬂs&tmt
::sm &ﬁ?ﬁmmng woLid be installed and ready to operate when | received it I|1hm
vewdmuintad..&ﬂerﬁlngiﬂmkedup,lt‘adtoirmnmamvlmturmﬁmm,m!m ought
umidbam'tn@;‘:tmﬁ.TMtkeptmtﬁngoﬁmdfreeﬂngupmemardlhadhm@mtu
rebxxt the compuler. mlﬁmwgdﬁmmm.Mﬂhnmmmw,lgﬁﬂwm Inumme
driver installed”. Idm"lhmanythi_mtrmsimedfmmatI‘Jebamta.theﬁteﬁnd-mhch I m ready
packitupmdmndHw.wmmmehammwmmmmmmbemmgﬁ
things slarted? | receiverd nothing to expialn amything. ﬂwenn!yway1gdqﬂﬂﬂmma‘ﬂmnt&mtal§rﬁ
mmrmmdwﬂmandﬂwmfmmdmiywclusaalﬁ:ﬂﬂmhmMyhmia&ﬂﬂ[m‘ﬁ:;l
yruushnuldhmmwicalladaﬁ:ﬂﬂnwﬁm.vmmMrgpaoplamppqsedltodohﬁ ..
heﬂi?'reunﬁketrmumgsmmﬂmﬂuﬂmﬁsﬁmmﬂsﬂmﬂﬁwmmmea May

From:  Cave I

To: <Bystemaz@atmeuppliss.com>

Sent: Friday, Fabruary 09, 1996 6:24 PM
Subject: What Type Of People Work At Systemanx

What is the problem with your company?

| tried to enter a2 purchase of @ computer through the procedurss of “as ssen on v
of a compater systein put together under the “Brand Name of Systamax”

MW@uﬂahﬂdm&hﬂmﬂ] over it, went to an address
714 Redwwood City Ca with the wrong zip code number.

and whem a UPS representative called me using my Ph #

Saying the package was undeliverable

I tried to correct the pddpess for shipment 1o

Crave
714 Sunayvale Ca. [

'‘Right dovm the soeet from AMD"

All the Phone # given to me by a "as seen on tv " representative to contact systemax are not
answered. So with a little research 1 ftamd two PO box numbers and a

21 Harbor Drive Port Washington NY address and Ph # 516 608 7000

1 want systernax poccall me immediately to resolve customes service i3sues Dave _

10
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| just purchased a Systenmax 233 not ebook,
and | can’t seemto get out of the BICS
setup page, it keeps taking nme around and
around to the sane page after | have put ny
pass word in, and it takes nme back to the
first page again, how do | get passed [sic]
the configuration page and get into the

W ndows 98, according to the users nanual,
the configuration is already done in the
unit itself, and then will nove on, mne it
just stays on the setup page over and over
again, howdo |I rectify this problenf
Thank- you.

* * *
hel | o,
nmy name is nelson. | recently purchased a
systemax pc. | am considering anot her

conput er/ el ectroni c device and need to know
the follow ng: does this pc have a USB port?
Al t hough i’ve work with conputers in the
past, i wish to be precise prior to
purchasing. the systemi have is an 550
MHz, AMD ATHLON processor. can’'t you
respond before nonday..?

* * *

| have recently purchased a Systenax
keyboard and nonitor through the Honme

Shoppi ng network. It came with no specs or
instructions. | know ny way around a
keyboard pretty well. M problemis: when
hit the half noon (sleep | assune) ny
nmonitor will turn off, as | expect. Wen
try to wake it up by using the sun it wll
not come back up. | also tried the power on
(circle with the half slash at the top of
the arc) Still nothing. Can anyone pl ease
hel p?

11
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Finally, when asked why opposer brought this
opposi tion proceedi ng, Ms. Jackson testified, at 91-92:

A The only reason we took this action is
because it’s inpacting or affecting our day-
t o-day business lives and because we're
concerned about the--not only the tine and
noney that goes into this, but the--our
reputation.

And one thing that we’'re doing out there is
mar ket i ng ourselves as we specialize in ATM
supplies and do only ATM supplies and then
you' Il have sonebody say Oh, yeah, except
for your conputers and so it’s--

And then with all of the angry--nost of what
we get, the correspondence we get or the
phone calls we get are angry people. W’re
not--we’'re not accustoned to that. W'’re
not used to dealing with angry custoners and
we really don’t like having to deal wth it
for anot her conpany.

Qpposer al so took the testinony of H Steven Jackson,
t he owner and president of opposer. Concerning opposer’s
cl ass of purchasers, he testified, at 14:

The typical purchasing agent in a financial
institution buys everything from-if they--
if the financial institution owns automatic
tell er machi nes, they would buy the
automatic teller machine supplies. They
woul d buy paper clips, pencils, note pads.
They are typically responsible for the
supply roons which feed the whol e bank.
Supplies of a wide variety, you know, are
typically purchased by these purchasing
agents.

Q Wuld they--would they ever buy any
har dwar e?

12
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THE DEPONENT: Okay. Hardware. They would
not typically buy ATMs, but they would
typically buy hardware itens such as

cal cul ators, conputers, things of that type.
Typically, they don’t buy ATM hardwar e.

Concerni ng one instance of alleged actual confusion,
M. Jackson testified, at 45-46:

.l was at--our sales manager had schedul ed
an appointnment with me with a client of ours
in Panama City, Florida and he commented to
me before | left that he thought that the
client was sonewhat apprehensive and--and |
asked hi mwhy he thought that and he--he
said well, it was his hesitation and tone of
his voice. He didn’'t understand why the
presi dent of Systenmax was comng to see him..

When | got to the client’s site, | was net
by the purchasing agent for the credit
union. As he was taking ne back to his

of fice, he stopped ne in the hallway and he
said | have to tell ya we really--we really
don’t know why the president of a billion
dol I ar corporation would be comng to visit
us.

And | said well, thank you very nuch.

wish we had a billion in sales, but that’s
not us and he said, but you re Systenmax?

And | said yes, but we’'re the Systemax that
sells automatic teller machine supplies only
and he said oh. He said we thought you were
the president of the Systemax Corporation
that, you know, that sells the conputers.

And we had a conversation about it and he

still--he--even though these peopl e had been
buyi ng products fromus for ATM products,
they still thought that we were one in [sic,

shoul d be “and”] the sane conpany.
Opposer’s exhibits include status and title copies of

its two pl eaded registrations.

13
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Applicant’s Record

The record shows that, in 1985, a subsidiary of d obal
Direct Mail Corporation called G obal Conputer Supplies
International Ltd. changed its nane to Systenax
I ncorporated. This conpany renmained a corporate division
of applicant until May 1999 when the parent corporation
assunmed the nane of the subsidiary.

Appl i cant began using the mark SYSTEMAX on per sonal
conputers in Novenber 1997. The mark i s now used on such
goods as conputers, nonitors, keyboards, nobuse and nouse
pads and ot her conputer peripherals and accessories.

Appl i cant took the testinony of Steven Gol dschein, its
senior vice president and chief financial officer. He
testified that applicant is a direct marketer of industrial
and conputer products sold mainly in the business-to-
busi ness arena to small and nedi um si ze busi nesses
i ncl udi ng banks and other financial institutions, as well
as hone office businesses. The specific target of
applicant’s sales efforts are information systens directors
and purchasi ng departnents of these businesses. Applicant
sel |l s hundreds of thousands of personal conputers each year
and has from500,000 to 1 mllion custoners. The average
price of applicant’s conputers is $1,100. Applicant’s

sal es total about $300 nmillion each year. GColdschein dep.,

14
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43. Applicant spends tens of mllions of dollars on
advertising and pronotional expenses, distributing about
100 mlIlion catal ogs per year (over 150 mllion catal ogs in
2000), and has advertised its conputers in print
advertisenents such as conputer nmagazi nes, on radio, on the
Hone Shoppi ng Network and at trade shows. Most of
applicant’s sales result fromthe distribution of its
catal ogs and direct marketing phone calls, and al so cone
fromits Web site, through retail stores and its own
outlets. Applicant does not sell ATM supplies or paper
products. M. CGoldschein testified that he was aware of no
i nstances of actual confusion and stated that purchasers of
supply itens are different fromthose purchasing “capital
requisition” items |like conputers. ol dschein dep., 58.
Applicant sells its SYSTEMAX conputers through conpanies
with such nanes as d obal Conputer Supplies, Infotel,
Dartek and Tiger Direct.

Wth respect to the specific mark here sought to be
regi stered-- SYSTEMAX PRO-- M. ol dschein testified, at 59-
60, that the only use of this mark was in the Novenber 1997
catal og and that applicant does not use the mark SYSTEMAX

PRO any longer. It was used for a short period of tine at

15
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the end of 1997 and the early part of 1998. Applicant no
| onger has any |l abels with the mark SYSTEMAX PRO.°

M. Frank Kelly, the president of an intellectua
property research and acquisitions firm was called by
applicant to testify concerning the uses of the mark
SYSTEMAX by third parties. M. Kelly conducted what he
called an “in-use-only investigation” with respect to the
mar k or name used by others. He obtained Dun & Bradstreet
reports on various conpanies, checked the Internet for
i nformati on about these conpanies, and called the conpanies
to inquire concerning the nature of their usage. According
to M. Kelly, the mark SYSTEMAX or its phonetic equival ent
is being used for such diverse goods and services as intake
cans for engines, providing adm nistrative services to
packagi ng and shi ppi ng conpani es, fiber optic and copper
connections or systens, carbon decol orization systens for
corn sweeteners, steel mning equipnent, industrial
automation controls, retailing of television and radio
el ectroni c equi pnent and conputer software devel opnent.
Applicant also filed a notice of reliance on six third-
party registrations of this mark covering such services as

accounting, secretarial and postal services, business

® (Opposer did not plead or argue that we should also sustain this
opposi ti on because applicant has abandoned the specific mark sought to
be registered. Therefore, we have not considered the issue of
abandonnent .

16
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conference planning, dry cleaning and shoe repair services,
and facsimle transm ssion services.

Finally, of record is the affidavit and other nmateri al
attached to applicant’s notion to reopen. This evidence
i ncludes an affidavit of M. Goldschein with supporting
docunents. According to this evidence, prior to January
14, 2002, if one conducted a search for “ATM Supplies” on
t he Yahoo! search engine, the listing for “Systenmax”
i ncluded two |Iinks, one to opposer and one to applicant.
Al so, prior to January 14, 2002, if one searched
“Systemax,” two headi ngs appeared with three links. The
first heading referenced “Automatic Tell er Machi nes” and
contained two |inks, one of which was to the applicant. As
result of action requested by applicant, on January 14,
2002, Yahoo! updated its search engine to reflect the
exi stence of two distinct entities. The search engine
renoved all links to applicant’s Wb site fromthose search
results intended to link to opposer. Therefore, one does
not get a link to applicant when searching for “ATM

Supplies,” and when one searches “Systemax,” the results
include two different headings that differentiate between

|l i nks for opposer and applicant.

17
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Argunents of the Parties

Qpposer points to the simlarities in the usages of
the respective trademarks (the letters “MA- X" being

depicted with horizontal |ines).

j
il
I

e

| ii“

I||[
1

Systemax’

Opposer al so argues that the sane class of consuners
(purchasi ng agents for banks and other financial

i nstitutions) could be exposed to the goods and/or services
of the parties under their very simlar marks. Because
both parties sell to small and nedi um si zed busi ness,
opposer argues that the Board can assune that the
purchasi ng agents in the smaller banks and fi nanci al
institutions may al so be purchasing the products of both
parties. In this regard, opposer points to the fact that

on two occasions the purchasing agents of opposer’s

18
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custoners mstakenly referred to applicant’s catal ogs when
asked by opposer’s enpl oyees or agents to | ook at opposer’s
cat al og.

Qpposer maintains that the best evidence of |ikelihood
of confusion is actual confusion, and that in this case the
nuner ous i nstances of actual confusion are a persuasive and
controlling factor on the issue of likelihood of confusion.
Opposer asks us to resolve doubt in its favor as the prior
registrant in this case.

Applicant, on the other hand, naintains that the
differences in the respective goods and services are Sso
vast as to weigh heavily against a finding of |ikelihood of
confusion. Applicant also points to differences in the
channel s of trade and the specialization of corporate
pur chasi ng departnents. Relying upon Electronic Design &
Sales Inc. v. Electronic Data Systenms Corp., 954 F.2d 713,
21 USP2d 1388 (Fed. Gir. 1992), applicant argues that the
fact that different goods and services may be purchased by
the sane institution does not by itself establish the
simlarity of trade channels or the overlap of custoners.
In this regard, applicant argues that opposer had the
burden to prove that the sanme individuals inside a
corporation have the responsibility to make the purchasing

deci sion for both ATM supplies and conputers. Applicant

19
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calls the evidence of two individuals who had catal ogs of
both parties de mnims and insufficient proof that the
respective custoners are identi cal

Applicant also points to the conditions of sale,

i ncluding the care taken in the purchasing of specialized
ATM suppl i es and conputers. Applicant notes that
purchasers nust nake direct contact with opposer in order
to purchase highly specialized ATM supplies, and that these
goods are purchased only after considerabl e thought and
eval uation. Applicant’s goods are expensive and woul d al so
be purchased, according to applicant, with a higher degree
of care. The parties also advertise in different nedia and
attend different trade shows.

Anot her factor which applicant argues is in its favor
is the nunber and nature of simlar nmarks in use on a w de
range of goods and services, allegedly weakening the
strength of opposer’s mark.

Wth respect to the evidence of actual confusion, it
is applicant’s contention that the m sdirected
conmmuni cations do not show actual confusion. First,
applicant characterizes the evidence of record as
unrel i abl e hearsay concerning statenents of individuals
whom opposer did not depose. Also, opposer did not prove

the reasons for these m sdirected conmuni cati ons.

20
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Applicant also maintains that the e-nmail nmessages were
caused, not by confusion, but by inattentiveness or
carel essness in using a search engine. Applicant argues
that such an error does not rise to the |evel of actionable
confusion. It is applicant’s contention that the root
cause of much of the m scomunication can be attributed to
the error of search engines such as Yahoo!, which |inked
bot h applicant and opposer under the headi ng “ATM Supplies”
and “ATM Machi nes.” Applicant contends that this confusion
coincided with the change of name of d obal DirectMi
Corp. to Systemax, Inc. in May of 1999, and not by
applicant’s adoption of the trademark SYSTEMAX PRO for its
conputers. Applicant argues that about half of the e-nai
correspondents had obt ai ned opposer’s phone nunber fromthe
Internet. (Applicant states that it is not aware that it
recei ved any m sdirected comuni cations intended for
opposer.) |In sum applicant states that opposer nust show
t hat the communications were from actual customers whose
pur chasi ng deci sions were affected, and that here opposer
cannot cite any exanpl es where purchasers expressed
unwi | | i ngness to buy opposer’s ATM products and services as
a result of applicant’s conputer products, or even that
t hese people were potential custoners of opposer. Because

t hese m scomruni cati ons were caused by consuner error
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applicant argues that this evidence is not probative on the
i ssue of whether actual confusion has occurred. Moreover,
any m scategorization contained in Yahoo!’'s Wb site or any
m sl eadi ng | i nki ng has now been corrected, according to
appl i cant.

In rebuttal, concerning the third-party “use” of
simlar marks, opposer nmintains that we should give little
weight to this evidence. First, there is no evidence of
the extent of use of these third-party nmarks. Therefore,
there is no evidence that the rel evant purchasing public
has been exposed to these marks to the extent that they
have been conditioned to distinguish between them Opposer
al so contends that this record shows that opposer had no
problenms with any confusion as a result of these third-
party uses for different goods or services.

Concerni ng applicant’s hearsay objections to the
evi dence of actual confusion, opposer points to Rule 803(6)
of the Federal Rules of Evidence, which provides that
records kept in the regular course of business are
adm ssi bl e through the testinmony of a custodian of those
records. Finally, opposer contends that applicant’s
argunents concerning inattentive or carel ess purchasers are

inconsistent wwth its argunent that the purchasers are

sophi sticated and discrimnating. Even after review ng
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opposer’s Wb site relating to its ATM supply busi ness,
these all egedly discrimnating purchasers neverthel ess sent
e-mail s to opposer concerning conputer products which
opposer did not nake. Dozens of discrimnating purchasers
wer e confused about the identities of the parties or the
sources of their products or services, opposer naintains.

Anal ysi s

First, because opposer is the owner of valid and
subsisting registrations, priority is not an issue in this
case. King Candy Conmpany v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108 (CCPA 1974); and Carl Karcher
Enterprises Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125
(TTAB 1995). The only issue before us is whether the
mar ks, as used on the respective goods and services, are
| i kely to cause confusion.

Qur determ nation under Section 2(d) of the Act is
based on an analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the
| i kel i hood of confusion issue. See In re Majestic
Distilling Co., Inc., 315 F. 3d 1311, 65 USP@@d 1201 (Fed.
Cir. 2003); and In re E. 1. du Pont de Nenours and Co., 476
F.2d 1357, 177 USPQ 563 (CCPA 1973). Two key
considerations are the marks and the goods or services.

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

23



91117529

1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundanental inquiry
mandat ed by [Section] 2(d) goes to the cumul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.”).

Wth respect to the marks, applicant’s SYSTEMAX PRO
mar k and opposer’s SYSTEMAX mark are very simlar in sound,
appear ance and suggestive neaning, differing only by the
word “PRO in applicant’s mark. Moreover, the record shows
that applicant uses the mark SYSTEMAX (apparently not
SYSTEMAX PRO in a manner that is very simlar to opposer’s
mark SYSTEMAX, with the suffix “MAX’ in both marks
di spl ayed with a nunber of horizontal lines. |If these
mar ks were used on or in connection with commercially
rel at ed goods and services, there would clearly be a
| i kel i hood of confusion.

However, upon careful consideration of this record and
the argunents of the parties, we find that applicant’s
conputers and conputer hardware are sufficiently different
in nature from opposer’s distributorship services in the
field of ATM supplies and the ATM supplies thensel ves t hat
confusion is unlikely even when these goods and services
are offered under these simlar marks.

The respective goods and services are quite disparate.

On the one hand, opposer sells ATM supplies in the nature
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of paper products and such itens as card protectors,

wher eas applicant sells conputer hardware. These goods are
conpletely different in nature and are used for conpletely
di fferent purposes.

Wth respect to the purchasers of these goods and
services, we note that applicant’s description of goods--
conput er hardware-—+s unrestricted as to the channels of
trade or the classes of purchasers to whomthose goods are
sold. In this regard, it is well settled that the issue of
| i kel i hood of confusion nust be determ ned on the basis of
the goods as they are set forth in the involved
application. See, e.g., Octocom Systens Inc. v. Houston
Comput er Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787
(Fed. G r. 1990); Canadian Inperial Bank of Commerce, N A
v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813, 1815-16
(Fed. Cr. 1987); CBS Inc. v. Mxrow, 708 F.2d 1579, 218
USPQ 198, 199 (Fed. Cir. 1983) and cases cited therein
Thus, where an applicant's goods are broadly described as
to their nature and type, it is presuned that in scope the
appl i cation enconpasses not only all goods of the nature
and type described, but also that the identified goods nove
in all channels of trade which would be normal for those
goods, and that they would be purchased by all potenti al

buyers thereof. See, e.g., In re Elbaum 211 USPQ 639, 640
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(TTAB 1981). We nust assune, therefore, that applicant’s
conput er hardware including conputers can be and is sold to
such potential purchasers as banks and ot her financi al
institutions, the primary purchasers of opposer’s goods and
services. |In fact, the record reflects that this is the
case.

However, this fact does not end the inquiry. W nust
al so consider such other factors as the conditions of
purchase of the respective goods and services and the
sophi stication of the purchasers.

The potential common purchasers of both opposer’s ATM
goods and services and applicant’s conput ers—banks and
ot her financial institutions—are undoubtedly relatively
sophi sti cated purchasers who woul d exerci se sonme degree of
care in their purchasing decisions. The purchase of
capital equi pnent |ike conputers would likely be done with
sone degree of care, especially in view of the expense
i nvol ved. Applicant’s conputers cost about $1,100 apiece.
Furthernore, as the record shows, purchases of opposer’s
ATM supplies are frequently consummat ed after opposer has
contacted corporate departnment managers and purchasi ng
departnents responsi ble for ordering and managi ng ATM
supplies. These purchasers who need supplies for their ATM

and point-of-sale machines would be |ikely to exercise care
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in the purchasing of these supplies. Indeed, it is likely
that a consistent source of ATM supplies woul d be obtai ned
for these goods because they nust be purchased on a regul ar
basis, and a knowl edge and relationship with the supplier
of these goods would likely be devel oped. Therefore, and
even though the marks here are quite simlar, we believe
that the circunstances surroundi ng the purchasi ng deci si ons
of any common custoners, such as banks and ot her financi al
institutions, would likely dispel any confusion that would
ot herwi se ari se.

We al so note that the testinony concerning whether the
sane purchasi ng departnents would buy both ATM supplies and
conputer hardware is contradictory.’ Suffice it to say that
we believe that opposer has not established in this record
that there are conmmon purchasi ng departnments for these
goods and services. See, e.g., Electronic Design & Sal es
Inc. v. Electronic Data Systens Corp., 954 F.2d 713, 21
uUsPQd 1388 (Fed. Cir. 1992).

W have al so considered the other evidence of record
inthis case. First, we find the evidence concerning
third-party use of simlar marks to be of relatively little

probative value. The evidence of the nature and extent of

" W are aware that on at |east two occasions, the purchasers or

potential purchasers of opposer’s supplies also had a copy of
applicant’s catal og.
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any actual use of these marks is |largely hearsay,
especially M. Kelly’s conversations with enpl oyees of the
third parties, and, in any event, these marks are used, for
the nost part, in conpletely different fields of endeavor
and do not, therefore, serve to weaken the scope of
protection of opposer’s marKk.

Second, as to the evidence of actual confusion, this
evi dence does tend to indicate sone | evel of confusion on
the part of some purchasers of applicant’s conputers, in
the sense that they contacted opposer rather than
applicant. However, many of these conputer purchasers seem
to have contacted opposer through the use of Internet
search engines, which list both parties and perhaps others
who use the sanme or simlar nmarks, and Directory Assistance
operators who have, for sone reason, given them opposer’s
phone nunber rather than applicant’s. Moreover, these
purchasers seemfor the nost part to be nenbers of the
general public, and not also in the market to purchase
opposer’s ATM supplies or use opposer’s distributorship
services in the field of ATM supplies. Qpposer has pointed
to no evidence in the record where any of the m staken
calls or e-mails have been from such common purchasers as
banks and other financial institutions. The latter, as

i ndi cat ed above, are discerning purchasers who are nore
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likely to avoid mstakes in the selection of the entity
whom they wish to contact. The only evidence of record of
possi bl e confusi on by one of opposer’s customers cones from
the testinmony of M. Jackson, noted above, relating to his
visit to a credit union in Panama Cty, Florida, whose

pur chasi ng agent thought that opposer was connected to
applicant. However, we believe that this one incident of
apparent confusion is not sufficient, in view of the other
ci rcunst ances di scussed above which mlitate against such a
finding, to warrant a conclusion of |ikelihood of

conf usi on.

We concl ude that, while the marks SYSTEMAX and
SYSTEMAX PRO are quite simlar, the respective goods and
services are sufficiently different that confusion is not
likely on the part of the relatively sophisticated and
di scrim nating common purchasers of both ATM supplies and
conput ers.

Deci sion: The opposition is dism ssed.
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