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Qpi nion by Drost, Adm nistrative Trademark Judge:

The Cato Corporation (applicant) applied to register
the mark BLACK ESSENCE in typed formon the Principal

Regi ster for “cosnetics, nanely, lipstick and nail polish”

in International Cass 3.1

! Serial No. 75/721,195, filed June 3, 1999. The application
contains an allegation of a date of first use and a date of first
use in comerce of May 1, 1999
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Essence Commruni cations, Inc. (opposer) has opposed
registration on the ground that it “used the mark ‘ ESSENCE
as the title of magazi ne devoted to chronicling i ssues and
concerns of black wonen[,] ...for the sale of various retai
products that are targeted to wonen of African descent ...and
the mark ‘ ESSENCE AWARD.’” Notice of QOpposition at 2-3.
Opposer attached soft copies of seven registrations to its
Notice of Opposition. The first is for the mark ESSENCE i n
typed formfor a “magazi ne concerning natters of interest to
worren” in International Cass 16.2 The second registration
is for the mark shown below for “retail mail order services
for wonen’s clothing and accessories, jewelry, and hone

furni shing accessories” in International O ass 42.°3

ESSENCE

éiglcz

The third registration is for the mark ESSENCE BY MAIL in
typed formfor “retail mail order services for clothing and
accessories, shoes, jewelry and hone furnishing accessories”
in International Cass 42.* The fourth and fifth

registrations are both for the mark ESSENCE in typed form

2 Registration No. 1,131,774, issued March 11, 1980.
3 Regi stration No. 1,235,902, issued April 26, 1983.
* Registration No. 1,373,090, issued Novermber 26, 1985.
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for “wonen’s sportswear, nanely, pants, skirts, blouses,
shirts, knit tops, jackets and sweaters” in International
Class 25° and for “jewelry” in International Oass 14.° The
sixth registration is for the mark ESSENCE ART shown bel ow
for "providing art prints through whol esal e distribution
services and through mail order services” in International

Cd ass 42.7

The seventh registration is for the mark ESSENCE AWARD i n

typed formfor “entertai nment and educati onal services;

namel y, pronoting, encouragi ng and recogni zi ng excepti onal

achi evenments and excel | ence of bl ack wonen through the

presentation of an award” in International C ass 41.8
Applicant filed an answer and deni ed the salient

al | egations of opposer’s notice of opposition.

Specifically, the answer sets out that applicant

acknow edges “that Exhibits C through I [including copies of

trademark registrations] are attached to the Notice of

Regi stration
Regi stration
Regi stration
Regi stration

1,485,362 issued April 19, 1988.
1,508, 051 issued Cctober 11, 1988.
1,641,629 issued April 16, 1991
1,712,328 issued Septenber 1, 1992.

0 N o G
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Qpposition but otherw se denies any of the allegations” in
t hat paragraph. Answer at 2.

The record consists of the file of the invol ved
application; the trial testinony deposition, with
acconpanyi ng exhibits, of David Al lan Slack, applicant’s
buyer; applicant’s notice of reliance on status and title
copies of third-party registrations, a Decenber 2001 issue
of Essence magazi ne, and Internet printouts of websites that
use the term “essence”; and opposer’s notice of reliance on
TESS printouts of seven registrations, pages from Essence
magazi ne and ot her publications and Audit Bureau of
Circul ations Reports on Essence magazi ne.

The issues have been briefed® and an oral hearing was
hel d on January 14, 2003.

Di scussi on

We di sm ss the opposition.

Initially, we nmust address whet her opposer has standing
to bring this opposition. “[A] party opposing a
regi stration pursuant to Section 13 of the Lanham Act nust
show (1) that he has standing and (2) a statutory ground
whi ch negates the applicant’s entitlenent to registration.”

Young v. AGB Corp., 152 F.3d 1377, 47 USPQ2d 1752, 1755

(Fed. Cir. 1998). Opposer has submtted seven registrations

® Opposer did not timely subnmit its main brief so the only brief
opposer was able to file was its reply brief. See Orders dated
May 31 and July 11, 2002.
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with its notice of opposition. Establishing ownership of an
all egedly confusingly simlar registration is sufficient to

prove standing. Cunninghamv. Laser Golf Corp., 222 F.3d

943, 55 USPQ@d 1842, 1844 (Fed. Cir. 2000) (“In this case,
as stated earlier, Laser Golf owns two prior registrations.
These registrations and the products sold under the mark
they register suffice to establish Laser Golf's direct
commercial interest and its standing to petition for
cancel l ati on of Cunni nghami s LASERSW NG mark”). Wile
opposer has all eged ownership of seven tradenmark
registrations, its evidence is not sufficient to establish
the status and title of these registrations. '

There are several ways for a party to introduce
registrations it owns into evidence in a Board proceedi ng.
The nost comon way is to attach to the notice of opposition
two copies of the registration prepared and issued by the

U S. Patent and Tradenmark O fice show ng both current status

0 pposer’s Reply Brief (the only brief it filed) refers to the
first six registrations discussed earlier. Opposer also
attenpted to submit status and title copies of these six
registrations in a “Request to Allow Cure of Procedural Defects
in Notice of Reliance.” Opposer’s notion was denied as untimnely
and because opposer’s “notice of reliance can be viewed as not
defective at all, since the copies are adm ssible, albeit not to
denonstrate the ownership or status of the registrations...
opposer’s failure is not procedural, but evidentiary.” Order
dated May 31, 2002, pp. 3-4. In addition, we note that the Order
hel d that opposer “has not sought to reopen its testinony period,
nor has it provided any reason (let alone net the ‘excusable

negl ect’ standard) for its failure to tinely submt the proffered
docunments during its testinony period.” [d. at 4.
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and title or to submt such copies under notice of reliance.
37 CFR § 2.122(d). Opposer has not provided such copies.

QO her ways a party’s registration will be considered to
be of record include by identification and introduction
during the testinony period by a qualified wtness who
testifies concerning the status and title of the
registrations; by adm ssion in the applicant’s answer; or by
the applicant treating the registration as being of record
inits brief. TBMP 8§ 702.03(a). Inasnmuch as opposer took
no testinmony in this case and applicant’s w tness,
applicant’s buyer, did not testify about the status and
title of the registrations, and because applicant did not
admt the status and title of these registrations inits
answer, in its admssions, or in a brief, the registrations
were not made of record by any of these means.!!

Opposer argues that cases should be decided on the
nerits; that it has attached copies of its registrations
(albeit not status and title copies); and that it has
presented O fice website printouts showi ng the status and
title of these registrations. These argunents are not
per suasi ve.

The Trademark Rul es provide a neans for inplenenting
this proof of a prina facie case. They require that,

1 Applicant indicates that “[t]o the extent this brief refers to
any mark for which Opposer has presented a TESS printout as

evi dence of ownership, the reference is nade for the purpose of

t hor oughness only and Applicant does not thereby concede the
validity or ownership of the mark referred to.” Brief at 14.
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i n an opposition proceeding, registrations may be
entered into evidence by (1) furnishing two copies of
each registration prepared and issued by the Patent and
Trademark O fice show ng both the current status of and
current title to the registration; (2) appropriate
identification and introduction of the registrations
during the taking of testinmony; or (3) filing a notice
of reliance on the registrations during Qpposer's
testinony period. 37 CF.R § 2.122(d) (enphasis
added). These rules are sinple and clear, but Hew ett
did not follow them

Hew ett - Packard Co. v. Oynpus Corp., 931 F.2d 1551, 18

USP2d 1710, 1713 (Fed. Cr. 1991) (Federal Circuit affirned
the Board s dism ssal of an opposition for failing to
present a prinma facie case of |ikelihood of confusion when
opposer failed to submt current status and title copies of
its registrations).

Applicant’s self-generated copies of registrations are
not status and title copies prepared by the Ofice. See 37
CFR 88 2.122(d) and 2.6(b)(4) (Cost of status and title
copies of registration). “Wen a party seeks to introduce
its own registrations under a notice of reliance, so as to
benefit fromthe evidentiary presunptions that attach
thereto pursuant to Trademark Act Sections 7(b) or 15, soft
copies or T-Search printouts may not be used. Instead, the
notice of reliance nmust be acconpani ed by copies of the
regi strations, prepared and issued by the Patent and
Trademark O fice, showing both current status and title to

the registrations.” Wyerhaeuser Co. v. Katz, 24 USPQRd

1230, 1232 n.2 (TTAB 1992). Also, “[while it is true that
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the law favors judgnents on the nerits whenever possible, it
is also true that the Patent and Trademark O fice is
justified in enforcing its procedural deadlines.” Hewett-
Packard, 18 USPQR2d at 1713. Simlarly, even if there were a
| ack of prejudice to applicant as opposer alleges, that
woul d not excuse opposer’s failure to submt the required
evi dence of ownership and title of the registrations on
which it is attenpting to rely.

Therefore, the registrations to the extent that they
are in the record do not establish opposer’s ownership and
status of these registrations. Because there is no evidence
of record regardi ng opposer’s standing either based on its
ownership of a federal registration, common |aw rights, or
any ot her reason, we hold that opposer has failed to prove
its standing to oppose this application and therefore, we

must dism ss this opposition. See Vol kswagenwer k

Akti engesel |l schaft v. Cenent Weel Co., 204 USPQ 76, 81

(TTAB 1979) (The exhibits “do not show ownership of or title
to the registrations as of the date of attestation ...and
therefore do not serve as evidence in support of opposer’s
cl ai m of damage”) . *?

Deci sion: The opposition is dism ssed.

12 Because opposer has not proven that it has standing, we have
not addressed any other issues raised by this proceeding.



