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Opi ni on by Rogers, Adm nistrative Trademark Judge:
J.S.B. Industries, Inc. (applicant) has applied to
regi ster the mark shown bel ow for goods identified as

"bakery products,” in International O ass 30.
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The application is based on applicant's statenment of its
bona fide intention to use the mark in comrerce for the
identified goods. Applicant has entered a disclainmer of
exclusive rights to use of the words "THE ORI A NAL" and
"BAGELS. "

Aur ora Foods, Inc. (opposer) has opposed registration
of applicant's mark, essentially asserting that it has used
LENDER S as a trade nane and trademark in interstate
commer ce "since 1927," and continues to so use the
designation; that it is the ower of three valid and
subsisting registrations of, respectively, LENDER S,

LENDER S BAGELS and LENDER S SOFT BAGELS, all for "bagel s";
that it is also the owner of valid and subsisting
registrations for LENDER S NEW YORK STYLE BACGELS and for
LENDER S, both for "bagels."! Qpposer also asserts that it
believes that its goods and those of applicant travel in the
sane channels of trade to the sane classes of purchasers;
that applicant's mark is "confusingly simlar in appearance,
nmeani ng, and trade dress to Opposer's marks"; and that any
eventual use by applicant of its mark will lead to confusion

or m stake anong consuners, or that they will be deceived

1 We note that the first of the two registrations for LENDER S
alone is in typed formand was regi stered on the Principal

Regi ster under Section 2(f) of the Trademark Act, while the
second of the two LENDER S marks is in stylized form and was
regi stered on the Supplenental Register. W discuss the status
of the various registrations, infra.
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and msled into concluding that there is a relationship

bet ween opposer and applicant. Finally, opposer asserts
that its marks are fanmous and applicant's use and
registration of the applied-for mark would dilute the val ue
of opposer's marks.

Appl i cant expressly or effectively denied al nost all
all egations of the notice of opposition. It did, however,
admt that the LENDER S registration on the Principal
Regi ster, Registration No. 1,172,496 is "valid, subsisting
and i ncontestable" (though it deni ed opposer's ownership of
that registration); and it admtted that it seeks to
regi ster the mark shown in its involved application.

At trial, opposer filed a notice of reliance on four of
its five pleaded registrations.? Wien a registration is
properly made of record by notice of reliance, but the
status of the registration changes between the tine it was
made of record and the tinme the case is decided, the Board
wi |l take judicial notice of the current status of the
registration. See TBMP Section 704.03(b)(1)(a) (2d ed. June
2003) and authorities cited therein. Accordingly, we note
that two of the four registrations, Registration No. 932,754

for LENDER S (in stylized lettering) and Regi stration No.

2 According to Office records, the fifth, Registration No.
1,823,029 for LENDER S NEW YORK STYLE BACELS, was cancel |l ed
shortly before the notice of reliance was filed, for opposer's
failure to file the necessary affidavit or declaration under
Section 8 of the Trademark Act, 15 U S.C. § 1058.
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1,661,865 for LENDER S SOFT BAGELS (in a | abel design), have
not been renewed by opposer and are now expired. As a
result, only two of opposer's five pleaded registrations
remain at issue in this case: Registration No. 1,172,496 for
the mark LENDER S in typed form and Registration No.
1,531,083 for LENDER S BACELS and a bag design (wth BAGELS

di sclainmed), as illustrated bel ow

By its notice of reliance, opposer has proven that
these two pl eaded registrations are subsisting and owned by
opposer.® Therefore, we find that opposer has established
its standing to oppose. See, e.g., Lipton Industries, Inc.
v. Ral ston Purina Conpany, 670 F.2d 1024, 213 USPQ 185 (CCPA
1982). Also, Section 2(d) priority is not in issue as to

the goods identified in opposer’s registrations, i.e.,

® W note, too, that the testinony of opposer's witness and

enpl oyee Donal d Hayes, the vice-president and general nmanager for
opposer of Lender's Bagels, establishes opposer's acquisition of
the registrations and current use of the registered narks.
Coupled with applicant's adm ssion in its answer that

Regi stration No. 1,172,496 for the mark LENDER S in typed formis
valid and subsisting, the status and title of that registration
has been established i ndependent of opposer's notice of reliance.
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bagels. See King Candy Co., Inc. v. Eunice King s Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Qur |ikelihood of confusion determ nation under Section
2(d) is based on an analysis of all of the probative facts
in evidence that are relevant to the |ikelihood of confusion
factors set forthiniInre E. |. du Pont de Nenours and Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In considering any
evi dence of record bearing on these factors, we are gui ded
by the principle that “[t]he fundanental inquiry nandated by
82(d) goes to the cunmulative effect of differences in the
essential characteristics of the goods and differences in
the marks.” Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

In regard to the goods identified in applicant's
application and in opposer's two registration(s), we note
t hat each of opposer's registrations covers one item
"bagel s"; that this is an itemwthin the scope of the
broader identification listed in applicant's application
("bakery products"); and that applicant, on page one of its
brief, essentially concedes that its intention is to use the
applied for mark for bagels ("[applicant] has sought
registration for bagels under the Stylized Mark ' The
Origi nal Bender Bagels'").

As for the parties' target classes of consuners and

channel s of trade, there are no restrictions or limtations
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in the identifications and, therefore, we nust presune that
the identified goods nove in all customary channels of trade
to all potential consunmers for such itens. See Canadi an
| rperial Bank of Conmerce v. Wells Fargo Bank, N A, 811
F.2d 1490, 1 UsSPQ2d 1813 (Fed. Gr. 1987). Specifically, we
conclude that both parties could nmarket their bagels to
whol esal ers or retailers, through grocery stores,
conveni ence stores, and any ot her venue that typically would
sell bagels. The classes of prospective purchasers for each
woul d include the general public. As opposer correctly
observes, when marks will be used on identical goods and
will presunptively travel in the sane channels of trade and
be marketed to the sanme cl asses of consuners, the involved
mar ks need not be as simlar, to support a finding of
| i keli hood of confusion, as they would have to be if the
products and/or channels of trade and cl asses of consuners
were different. Century 21 Real Estate Corp. v. Century
Life of Anerica, 970 F.2d 874, 23 USPQ2d 1698, 1700 (Fed.
Cr. 1992).

Turning to the simlarity of the marks, we note again
t hat opposer's Registration No. 1,172,496 covers the mark
LENDER S in typed form Accordingly, because opposer is
free to change the typeface of its mark, we nust consider
that it could appear in the sane or simlar typeface as that

enpl oyed by applicant, and may be used at any tinme w thout
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any design elenents that m ght otherw se serve to

di stingui sh opposer's mark fromapplicant's mark. See | NB
Nat i onal Bank v. Metrohost Inc., 22 USPQ@d 1585, 1588 (TTAB
1992), citing Phillips Petroleum Co. v. C. J. Wbb, Inc.,
442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971). In addition,
numer ous exhibits to the Hayes testinony show that opposer
uses LENDER S in conjunction with the generic termfor its
goods, i.e., bagels.

It is a well established principle that, in
articulating reasons for reaching a conclusion on the issue
of |ikelihood of confusion, while the marks are conpared in
their entireties, including descriptive or disclained
portions thereof, “there is nothing inproper in stating
that, for rational reasons, nore or |ess weight has been
given to a particular feature of a mark, provided the
ultimate conclusion rests on consideration of the marks in
their entireties.” In re National Data Corp., 732 F.2d
1056, 224 USPQ 749, 751 (Fed. Gr. 1985). See also,

Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQRd
1842, 1845 (Fed. Cir. 2000), and G ant Food, Inc. v.

Nati on's Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390, 395
(Fed. Gr. 1983). In this case, the words THE ORIG NAL in
applicant's mark are overwhel ned by the | arger words BENDER
BAGELS. Moreover, the words THE ORIG NAL are | audatory and

have been discl ai ned, as has the word BAGELS, which is
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generic for bagels. In re Ervin, 1 USPQ2d 1665 (TTAB 1986)
(THE "ORI A NAL" held laudatory for gane equi pnrent and
refused registration). Accordingly, the dom nant and
source-indicating portion of applicant's mark clearly is
BENDER; and our conparison of opposer's LENDER S mark and
applicant's mark necessarily focuses on the simlarity of
LENDER S and BENDER.

These two terns sound al i ke and, because opposer is
free to display this typed mark in the sane or a simlar
font as that enployed by applicant, we nust consider that
they could | ook alike in actual use. W do not find the
possessi ve form of opposer's mark to be a significant
difference between it and applicant's mark. Georgi a-
Southern G| Inc. v. Richardson, 16 USPQd 1723, 1725 (TTAB
1990) ("As to likelihood of confusion, we have no problem
concl udi ng that confusion would be likely to occur if the
parties were to use their respective marks to identify their
respective services in the sanme geographic area. The marks
are virtually identical, differing by only a possessive
letter "s" in user's mark.").

Turning to a conparison of opposer's mark LENDER S
BAGEL and a bag design with applicant's mark. Again, we
note that the words THE ORIGA NAL in applicant's nark are so
smal |l and | audatory as to be overl ooked by many consuners.

VWil e applicant's terns BENDER and BAGELS woul d be,
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according to the drawing of the mark, set forth in
contrasting colors or in a contrasting black and white
display, while the registration for opposer's mark LENDER S
BACGELS and bag desi gn does not show any contrast between
LENDER S and BAGELS. Nonethel ess, the record reveal s that
opposer actually uses its LENDER S BAGELS mark with
contrasting colors for each of those two words, a form of
use we find enconpassed by its registration, which does not
claimthat the words are limted to any particular color.
See Hayes exh. 35. In addition, both marks set forth the
words in outline form Overall, while we find visual

di fferences between opposer's LENDER S BAGELS mark and
applicant's mark, there also are simlarities. Mre
inportantly, LENDER S BAGELS and BENDER BAGELS sound very
simlar.

As to the connotations of the involved marks of opposer
and applicant, they each have the connotation of the nane of
a bagel baker. This is so notw thstanding that applicant
does not use the possessive form BENDER S.*

I n assessing the involved narks, we have been caref ul
to keep in mnd the nornmal fallibility of human nenory and

the fact that consunmers retain a general, rather than a

“ W take judicial notice that "bender" is defined as "a person
or thing that bends, as a pair of pliers" and as "U S. slang. a
drinking spree." The Random House Col |l ege Dictionary 125 (rev.
ed. 1982). W do not believe it likely that consuners of bagels
woul d ascribe either connotation to applicant's goods.
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specific, inpression of trademarks/service marks encountered
in the marketpl ace. See Sakrete, Inc. v. Slag Processors,
Inc., 305 F.2d 482, 134 USPQ 245, 247 (CCPA 1962).

In sum we find the involved marks are sufficiently
simlar in sight, sound and connotation that confusion is
| i kely, given contenporary use of the marks on bagel s.

O her significant factors in this case are the fane of
opposer's nmarks and the | ow cost of the involved itens, such
that they may be purchased wi thout a great deal of thought
or deliberation by any nenber of the general public.

As to the fane of opposer's marks, applicant has
essentially acknow edged the sufficiency of opposer's
evi dence and we need not recite it. See applicant's brief,
pages 6-7. Applicant, however, argues that any fane
attributable to opposer's marks by virtue of its very
significant sales, advertising and superior market share,
can be given considerable weight only if it is first
determ ned that the involved marks are confusingly simlar.
To be sure, there can be no |ikelihood of confusion when a
famous mark and one with which it is conpared are entirely
dissimlar. However, applicant m sapprehends the inport of
the law on fame as a du Pont factor. See Kenner Parker
Toys, Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22
USPQ2d 1453, 1456 (Fed. Cr. 1992) ("Thus, the Lanham Act's

tol erance for simlarity between conpeting marks varies

10
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inversely with the fane of the prior mark. As a mark's fane
i ncreases, the Act's tolerance for simlarities in conpeting
marks falls."). For reasons we have outlined, the narks
involved in this case are very simlar in sound, appearance
and connotation. Further they are or will be used on
i dentical goods. Under these circunstances the additional
fact that opposer's nmarks are fanpbus heavily tilts the
bal anci ng of the du Pont factors in opposer's favor.®

W add that even if opposer's marks were not fanous,
the simlarities of the involved marks and use on identical
goods would give rise to a likelihood of confusion, given
the | ow cost of the goods and the fact that they woul d be
purchased by nenbers of the general public in routine
shopping in grocery stores, convenience stores and the I|ike.
Kenner Parker, 22 USPQRd at 1458; see also, Specialty
Brands, Inc. v. Coffee Bean Distributors, Inc., 748 F.2d 669
223 USPQ 1281, 1285 (Fed. Cir. 1984), quoting from Planters
Nut & Chocolate Co. v. Crown Nut Co., Inc., 305 F.2d 916,
924- 25, 134 USPQ 504, 511 (CCPA 1962) ("The |law has clearly
been well settled for a longer time than this court has been

dealing with the problemto the effect that the field from

> Applicant also argues that the unusual degree of brand
recognition of opposer's narks, brief, p. 7, means consumners
coul d not be confused by applicant's mark. Again, applicant

m sapprehends the | aw, which holds that consumers that have been
exposed to a fanous mark may actually exercise less care in
maki ng their purchases. Kenner Parker, 22 USPQ2d at 1456.

11
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whi ch trademarks can be selected is unlimted, that there is
therefore no excuse for even approaching the well-known
trademark of a conpetitor, that to do so raises 'but one
inference - that of gaining advantage fromthe w de
reputation established by appellant in the goods bearing its
mark,' and that all doubt as to whether confusion, m stake,
or deception is likely is to be resolved against the
newconer, especially where the established mark i s one which
is famous and applied to an inexpensive product bought by
all kinds of people w thout nuch care.")

Deci sion: The opposition is sustained and registration

to applicant is refused.
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