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Qpi nion by Walters, Adm nistrative Trademark Judge:

Bell South Intellectual Property Corporation filed its

opposition to the application of VCS Technologies Inc. to

! This opposition was consolidated with Qpposition Nos. 91122602,
91122702, 91123111 and 91123559; and this opposition also included a
counterclaimto cancel one of opposer’s pleaded registrations. The
not ed oppositions and the counterclaimherein were dismssed with
prejudi ce by the March 15, 2004 order of the Board and will not be
addressed further in this opinion.
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regi ster the mark REALCOMVERCE for “di ssem nati on of
advertising for others via on-line electronic comunications
and business marketing consulting services in the field of
e-comerce,” in International Cass 35, and “conputer
servi ces, nanely, designing and inplenenting network web
pages and websites for others, hosting the web sites of
others on a conputer server for a gl obal conputer network;
and technical consultation and research in the field of
el ectronic commerce,” in International O ass 42.°2
As grounds for opposition, opposer asserts that
applicant’s mark, when applied to applicant’s services so
resenbl es opposer’s previously used and regi stered “REAL”
mar ks, shown below, as to be likely to cause confusion,

under Section 2(d) of the Trademark Act.

1,951, 126 THE REAL WHI TE | “tel ephone Regi st ered
PAGES directories” January 23,
I nt ernati onal 1996
Cl ass 16 [88 8 (6 yr)
& 15]
Di scl ai mer of
VWH TE PAGES
1,663, 388 TKL “classified Regi st ered
) 1&wﬁj directories”I Novenber 5,
I nt ernati ona 1991
’/(?ﬁﬁﬂkL C ass 16
' [ Renewed —
- Di scl ai mer of 10 yr. term
YELLOW PACGES § 15]
1, 839, 350 REAL TALK “t el ephone Regi st ered
directory June 14,
feature in 1994
whi ch audi ot ext

2 Mpplication Serial No. 75707930,
al l egation of a bona fide intention to use the mark in conmerce in
connection with the identified services.

filed May 18, 1999, based upon an
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services are
listed and
adverti sed”

| nt er nati ona
Cl ass 16

[88 8 (6 yr)
& 15]

1,725,613

REAL SAVI NGS5
COUPONS

“coupons for
goods and

servi ces which
are distributed
to custoners by
insertion in
yel | ow page
directories”

| nt er nati ona

Cl ass 16

Di scl ai ner of
COUPONS

Regi st ered
Cct ober 20,
1992

[ Renewed —
10 yr. term
§ 15]

1, 837, 497

Consumer Tips
N %

“t el ephone
directory
feature in
whi ch audi o-
t ext services
relating to a
classified
headi ng are
listed and
adverti sed”

I nternati ona
Cl ass 16

"Conmmuni cati ons
servi ces;
nanely, the
transm ssi on
and storage of
voi ce nessages”
| nt er nati ona

Cl ass 38

Regi st ered
May 24, 1994

[88 8 (6 yr)
& 15]

1, 875, 586

REAL CONSUMER
TI PS

“comruni cati ons
servi ces;
nanely, the
transm ssi on
and storage of
voi ce nessages”
| nt er nati ona

Cl ass 38

Di scl ai ner of
CONSUMER TI PS

Regi st ered
January 24,
1995

[88 8 (6 yr)
& 15]
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1, 806, 033 “t el ephone Regi st ered
directories” Novenber 23,
fﬁg&*’ | nt er nat i onal 1993
W Cl ass 16
[ Renewed —
Di scl ai mer of 10 yr. term
VWH TE PAGES 8 15]
1,781, 368 THE REAL “classified Regi st ered
YELLOW PAGES directories” July 13,
I nt er nati onal 1993
Cl ass 16
[ Renewed —
Di scl ai ner of 10 yr. term
YELLOW PACGES § 15]
2,088, 738 THE REAL “pronoting the |Registered
YELLOW PAGES goods and August 19,
servi ces of 1997
ot hers through
consul ting on [88 8 (6 yr)
directory & 15]
adverti sing
progr ans,
desi gni ng
directory
advertisenents
and listings
and pl aci ng
such
advertisenents
and listings in
directories”
I nt ernati ona
G ass 35
Di scl ai ner of
YELLOW PACGES
2,207, 898 “pronoting the |Registered
goods and Decenber 8,
servi ces of 1998

g;?\

ot hers through
consul ting on
directory
advertising

pr ogr ans,

desi gni ng
directory
advertisenents
and listings
and pl aci ng
such
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adverti senents
and listings in
directories”

| nt er nati ona

C ass 35

Di scl ai ner of
YELLOW PAGES

2,343,973

REAL HELP FOR
THE REAL WORLD

“on-1ine
classified
directories
downl oadabl e
from gl obal
comput er

net wor k”

| nt er nati ona
C ass 42

Regi st ered

April 18,
2000

2,359,478

REAL TALKI NG
ADS

“t el ephone
directory
feature in

whi ch audi ot ext
services are
listed and
adverti sed”

I nternati ona

Cl ass 16

“adverti sing
servi ces,
nanel vy,
pronoting the
goods and
servi ces of
ot hers through
t he use of
audi ot ext
services and
interactive
adverti sing
accessed vi a
t el ephone”

| nt er nati ona
C ass 35

Di scl ai ner of
TALKI NG ADS

Regi st ered
June 20,
2000
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Opposer al so asserted various applications. However,
applicant submtted no evidence establishing the existence
and filing of the listed applications. Further, even if the
applications were properly of record, they would be of
little probative val ue, absent evidence of use of the marks
in the applications.

Opposer al so asserts as a ground that its “REAL” narks
have been fanous and distinctive within the neaning of 15
U S. C 81125(c) since long before the filing of applicant’s
application; and that applicant’s proposed use of its mark
in connection with the identified services is likely to
dilute the distinctiveness of opposer’s fanous “REAL” marKks.

Applicant, in its answer, denied the salient
all egations of the claim

The Record
The record consists of the pleadings; the file of the
i nvol ved application; certified status and title copies of

t he pl eaded registrations submitted by notice of reliance®

3 pposer subnitted certified status and title copies of Registrations
Nos. 2,403,314; 1,933,412; and 2,548,661. However, these registrations
were not pled in the notice of opposition and, thus, they have been
gi ven no consideration in reaching our decision

Opposer al so subnmitted a certified status and title copy of
Regi stration No. 2,528,906 for the mark shown bel ow for “computer
services, nanely, providing electronic tel ephone and classified
directories via a global conputer network,” in International Cass 42.
This registration issued from pl eaded Application Serial No. 75749920 on
January 15, 2002, and the notice of opposition is considered anended to
include this registration

P2l Tz ey
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t he di scovery deposition of Mchael J. Vasel enak,
applicant’s president and designee under F.R C P. Rule
30(b)(6), and applicant’s responses to opposer’s first set
of interrogatories, both submtted by opposer’s notice of
reliance; and the testinony depositions by opposer of
Braxton Caswel |, Jr., executive director of planning and
devel opnent for Intelligent Media Ventures, LLC, and Mark
Chi coi ne, enployed in the advertising departnent of
Bel | South Corporation, both with acconpanyi ng exhibits.*
Applicant submitted no testinony or other evidence.®> Only
opposer filed a brief on the case and a hearing was not
request ed.
Factual Findings

Qpposer is a subsidiary of Bell South Corporation
(“Bell South”). Its affiliate corporation, Bell South
Advertising and Publishing Corporation (“BAPCO) produces
and distributes THE REAL YELLOW PAGES, a yel | ow pages
directory containing classified |istings of various
busi nesses, in the nine-state region covered by Bell Sout h

Cor poration® and produces the Internet version, known as

4 Applicant’s counsel did not appear or otherw se participate in
opposer’s testinonial depositions.

5 pposer subnmitted the rebuttal testinony deposition of Jacqueline
Gregorski, opposer’s vice president of patent and tradenmark procurenent.
However, in view of the fact that applicant took no testinony and
submitted no evidence, there is nothing for opposer to rebut. Thus,
this rebuttal testinony is inproper and has not been considered.

® The nine-state region is North and South Carolina, Georgia, Florida,
Kent ucky, Tennessee, Al abama, M ssissippi and Loui si ana.
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REALPAGES. COM  Approximately fifty mllion copies of THE
REAL YELLOW PAGES directory are delivered annually in
approxi mately 500 markets throughout the nine-state region
to both residential and business addresses. The trademark
THE REAL YELLOW PACES has been used on these directories
since 1984. Bell South’s sales force solicits entries for
its directories through direct contact with potenti al
advertisers and with businesses.

Bel | Sout h al so produces and distributes to residences
and busi nesses THE REAL WH TE PAGES, a directory of
residential nunbers, throughout the sane nine-state region.

Bel | South’s trademark REAL CONSUMER TIPS identifies a
voi ce product whereby consuners call a gateway nunber that
permts themto obtain consuner infornmation related to the
particul ar headi ng where this consuner tip is printed.
Bel | South sells space to advertisers who sponsor the various
tips. REAL CONSUMER TIPS i nformati on al so appears invarious
pl aces within THE REAL YELLOW PAGES directories. REAL
SAVI NGS COUPONS are savi ngs coupons provi ded by advertisers
and printed in THE REAL YELLOW PAGES directori es.

M. Chicoine stated that Bell South uses the word REAL
in connection with all of its products and services “to keep
a consistent |ook and feel and recognition for the Bell South
famly of products, famly of information that we do provide

to the public” (Chicoine Dep. p. 18); and that “[t]he
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underlining of the word REAL within THE REAL YELLOW PAGES
and all of our other REAL products is, again, part of the —
our attenpt to make a — give a consistent | ook and feel to
all of our products, to give the sane — to nake sure that
everybody understands that it’s the same famly of products
from Bel | South” (Chicoine Dep. p. 20).

REAL TALKING ADS is a voi ce product that provides a
phone nunber within an advertiser’s advertising space in the
directory that consuners nmay call to hear updated nessages
from advertisers about the business and sal es.

Bel | Sout h advertises its REAL products via television,
radi o, newspaper, billboards and vari ous sponsorships,
spendi ng, in the past year alone, approximtely $15 to $20
mllion. Typical advertisers that purchase space from
Bell South in the directories are principally small- to
medi um si zed busi nesses doi ng business within the geographic
scope of the directories, including retail businesses,
servi ce-oriented busi nesses and professionals.

Intelligent Media Ventures (“IMW’), a subsidiary of
BAPCO, is responsible for managi ng REALPAGES. COM whi ch
pertains to all of Bell South’s electronic initiatives,

i ncluding the online versions of THE REAL YELLOW PAGES and
THE REAL WHI TE PAGES. THE REAL VWHI TE PACGES onli ne
directory, available since 1999, carries listings for

i ndi vi dual s throughout the U.S. In connection therewth,
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Bel | Sout h of fers REAL PAGES REM NDERS, which is an e-

newsl etter to which consuners nay subscribe and that permts
subscri bers to personalize information listed in the online
directory. The online version of THE REAL YELLOW PAGES is a
directory of businesses that includes Internet links to

addi tional information, and was first |aunched commercially
in 1997.

Bel | South uses nmultiple REAL marks on its Internet
sites. M. Caswell stated the follow ng (Caswell Dep. p.
14-15):

W have several products that we have used. And

so we will quite often | everage the REAL mark to

differentiate our product.

So, for instance, we have REAL WEB SI TES. W have

had in the past REAL WEB STORES. W have REAL VEB

SAVI NGS, REAL WEB AUDI O

The REAL WEB SI TES product is a product where we

w Il actually go out and design; create; host;

mai ntai n; and drive, market and therefore drive,

searches to a web site for an advertiser ...[,] any

business that has a listing in our site that we

t hen append content to.

Bel | Sout h has partnerships with online entities such as
Cox and Yahoo whereby Bell South provides content for
I nt ernet searches.

Addi tionally, Bell South has regi stered many I nternet
domai n nanmes that divert custoners to its online products.

Exanpl es i ncl udes: REALARTS. COM REALATTORNEYS. COM

REALPAGESSTORES. COM  REALPAGESRESULTS. COM et c.

10
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Bel | Sout h provides | SP services under the nane
Bel | South I nternet Services; and provides consulting
services including content collection and creation of web
hosting under the name THE REAL WEB S| TE.

Appl i cant does busi ness exclusively in Canada at this
time, although it intends to expand to offer its services in
the U S. Applicant’s president, M. Vasel enak, described
applicant’s mark in relation to its services as follows
(Vasel enak Dep. P. 23-24):

A:  REALCOWERCE is not intended to be nerely a
description of commerce services. |It's very
specifically intended to nake ...a statenent, an
approach, a position, a marketing position, a
positioning of what we are offering in the

mar ket pl ace.

We tal k about the real solutions at commrerce that
we provide for e-commerce as opposed to, if you
will, conpeting solutions that are nore along the
| ine of technology |ooking for a problem So the
use of the word REAL together with COMVERCE is
very closely tied to our positioning in the

mar ket pl ace and our differentiation. It nmeans a
| ot .
Q In your advertising you have stated that

REALCOMVERCE i ntends to help “real business” or
real businesses. Wat did you nean by real
busi nesses?

A. Again, this relates to the whol e positioning
of this by providing real e-solutions to real

busi nesses, that is businesses that are

est abl i shed out there in the non-online world, and
therefore are | ooking for again real solutions,
are | ooking for real conmerce.

In his discovery deposition, M. Vasel enak descri bed

applicant’s business nodel as marketing its services to

11
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third parties who would then bundl e applicant’s services in
a “bundl ed solution” to their target market, the ultimte
purchaser. M. Vasel enak al so descri bed several business
products applicant has available in the Canadi an narket that
are marketed under nmarks that include the term COMVERCE.
Applicant indicated that the cost of applicant’s services
“ranges fromzero to 50,000 Canadi an dollars for the initial
setup for a client [with] additional fees anywhere from $200
to $5,000 per nonth for operation services, plus negotiated
charges for custom setup and/or operation.” (Applicant’s
Answer to Opposer’s Interrogatory No. 4.)
Anal ysi s
Li kel i hood of Confusion

| nasnmuch as certified copies of opposer’s pleaded
registrations are of record, there is no issue with respect
to opposer’s priority, as to the registered narks and goods
or services identified therein. King Candy Co., Inc. v.
Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108
(CCPA 1974). As to unregistered marks, opposer woul d, of
course, have to prove priority of use for specific goods or
services. NASDAQ Stock Market Inc. v. Antartica S.r.l., 69
USPQ2d 1718, 1726 (TTAB 2003)

Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the

probative facts in evidence that are relevant to the factors

12
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bearing on the likelihood of confusion issue. Inre E 1. du
Pont de Nempburs & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). See also, Inre Majestic Distilling Conpany, Inc.,
315 F. 3d 1311, 65 USPQ2d 1201 (Fed. Cr. 2003). 1In
considering the evidence of record on these factors, we keep
in mnd that “[t]he fundanental inquiry nmandated by Section
2(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in
the marks.” Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also In re

Azt eca Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB
1999) and the cases cited therein.

We begin by noting that opposer’s wtness, M. Caswell,
testified about nunmerous marks apparently used by opposer’s
parent or affiliated conpanies, for exanple, W, in
connection with Internet-based goods and services. To the
extent that opposer may be seeking to rely on these alleged
common | aw marks, we note that opposer did not assert these
marks in its notice of opposition, nor does the record
contain any evidence of particular dates of first use or
extent of current use, or exanples of how these marks have
been used. Further, opposer may not rely on the use of
unregi stered trademarks by its sister conpany, IMW, in the
absence of any evidence of any |icense agreenent between

opposer and IVM showi ng that use by W is pursuant to

13
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| i cense from opposer. Thus, we consider only opposer’s
pl eaded and established registered marks in determ ning
whet her a |ikelihood of confusion exists.

Turning to consider the registered nmarks, we note that
whi |l e we nust base our determ nation on a conpari son of the
marks in their entireties, we are guided, equally, by the
wel | established principle that, in articulating reasons for
reaching a conclusion on the issue of confusion, “there is
not hing i nproper in stating that, for rational reasons, nore
or less weight has been given to a particular feature of a
mar k, provided the ultinmte conclusion rests on
consideration of the marks in their entireties.” Inre
National Data Corp., 732 F.2d 1056, 224 USPQ 749, 751 (Fed.
Cir. 1985).

W note, initially, that opposer argues in its brief
that its marks constitute a “famly” of “REAL” marKks.
However, the notice of opposition does not contain a
pl eadi ng that opposer has a famly of “REAL” marks. The
noti ce of opposition states only that “[o] pposer and its
predecessors have adopted and have conti nuously used the
foregoi ng marks incorporating the word “REAL” as the
princi pal element (the “REAL marks”) beginning at |east as
early as COctober 16, 1984 . (Para. 4). W do not consi der
this statenment or subsequent references throughout the

notice of opposition to “the REAL marks” as an all egation

14



Qpposition No. 91119656

t hat opposer has a famly of “REAL” marks. Nor do we find
that this issue was tried by the express or inplied consent
of the parties. Applicant, not having participated in
opposer's taking of testinony, can scarcely be said by
opposer to have been put on notice that opposer was trying a
famly of marks claim neither can applicant be said to have
inpliedly consented to trial of such issue.

Qpposer alleged that its nmarks are well known. The
evidence in this regard is very limted. Opposer provided
no sales figures and only a gross estimate of adverti sing
expenditures wth no indication as to whether such
expenditures pertained to the pleaded and established marks
or to all marks owned by opposer and/or its parent and
affiliated conpanies. Additionally, there is no indication
as to public perception of opposer’s pleaded and established
mar ks other than the statenment that its directories are
delivered to all businesses and residences in Bell South’s
nine-state region. Therefore, we find that opposer has not
established that its pleaded and established marks are
f amous.

The common el enent of the parties’ marks is the word
REAL. In all of the involved marks there is no indication

that the REAL portion of these marks has any connotation

15
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other than the ordinary dictionary definition of the word.’
W find that this is where the simlarities between
opposer’s marks and applicant’s mark end. Not only do the
mar ks | ook and sound different, but the connotations of
opposer’s various marks are quite different fromthe
connotation of applicant’s mark. Applicant’s mark,
REALCOMVERCE has a connotation of “doing business,” which is
sonmewhat suggestive of its identified services rendered to
busi nesses in the field of electronic conmerce.

Opposer’s marks have various different connotations,
whi ch are either vague or sonmewhat suggestive of the
services rendered in connection with each mark and quite
different fromthe connotation of applicant’s mark. For
exanpl e, opposer’s mark REAL TALKI NG ADS i s sonewhat
suggestive of the identified directory services that include
audi ot ext, or spoken ads. Opposer’s mark REAL HELP FOR THE
REAL WORLD is a slogan that is sonewhat vague in connection
with the identified services and it has a very different
connot ati on than REALCOVMERCE; the connotation of the slogan
woul d be of "finding one's way in the world."

We concl ude that opposer has not established that the

| ook, sound, connotations and overall comrercial inpressions

" We take judicial notice of the definition of “real” in The American
Heritage Dictionary (2" ed. 1985) as “1. not imaginary, fictional, or
pretended: actual. 2. authentic or genuine ..~

16
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of opposer’s pleaded and established registered marks and
applicant’s mark are sim/lar.

Wth respect to the goods and services of the parties,
we find that opposer has not established that its various
identified goods and services are sufficiently simlar or
related to applicant’s services that, even if identified by
confusingly simlar marks, confusion as to source is |ikely.
There is no established rel ati onship between opposer’s non-
el ectronic services and applicant’s identified services.

Nor has opposer established any relationship between its

el ectronic services pertaining to directories and
applicant’s services. Mre proof that two parties are
operating in the online or digital world does not establish
that their respective services are rel ated.

Thus, we conclude that, despite establishing its
priority as to certain registered narks, opposer has not
established that a |ikelihood of confusion exists between
its pleaded and established registered marks and applicant’s
mar Kk REALCOVMMERCE, as used or intended to be used in
connection wth the respective identified goods and

servi ces.

17
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Di |l ution
As previously concluded, supra, opposer has not
established that its marks are fanmous and, thus, it has not
established its claimof dilution.

Deci sion: The opposition is dism ssed.

18



