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Opi nion by Rogers, Adm nistrative Trademark Judge:

R W Fernstrum & Co. [applicant] seeks to register the
depi cti on shown bel ow as a service mark in Internationa
Cl ass 40, for services identified as “manufacture of marine
heat exchangers to the order and specification of others”
[ hereinafter may be referred to as applicant's custom
manuf acturing services]. The application was filed on My
10, 1999, claimng 1975 as the date of first use of the

mark, and first use of the mark in commerce, in connection
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wth the services. Applicant also alleges first use of the
mark in another formas of 1955, and that such use was in
comerce. A description of the proposed mark states that
"the mark consists of a drawing of a marine heat exchanger."”
Regi stration is sought under Section 2(f) of the Trademark
Act, 15 U. S.C. § 1052(f) ("Except as expressly excluded in

[ ot her] subsections ...nothing herein shall prevent the
registration of a mark used by the applicant which has

becone distinctive of the applicant's goods in comerce.").

Pl eadi ngs in the Qpposition

Duramax Marine, LLC [opposer] has filed a notice of
opposition. QOpposer asserts it "is now and has been engaged
in the manufacture and sales [sic] of external cooling
systens for marine engi nes" and that such systens "are
commonly call ed keel coolers.” Amended Opposition § 1
(Both parties have referred to mari ne heat exchangers as

"keel coolers"; so shall we.!) Qpposer asserts that

! For the reader unfamiliar with keel coolers, in the inage
conprising the proposed mark, the two snokestack-1ike vertical
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appl i cant and ot her conpani es manufacture and sell keel
coolers "having a flat, grid |like surface fornmed by uniform
and parallel spaced rectangul ar tubes"; that keel coolers so
desi gned have been a "success"; and that, when applicant's
patents covering keel cool er designs expired, opposer began
copying the designs in the expired patents and engaging in
"direct conpetition”™ with applicant. Opp. 1 2. Qpposer
al so asserts it has becone "w dely known" for its marine
products, including keel coolers, and has a "favorable
reputation.” Opp. T S.

In regard to applicant and its business, opposer
asserts that applicant has been manufacturing and selling

keel coolers "like that" shown by the proposed mark "for
over fifty years"; that the keel cooler shown by the mark is
"very simlar" to the "detailed drawing of a functional™
keel cooler in U S. Patent No. 4,338,993; that applicant has

used "views and draw ngs" of keel coolers "like that" of the

extensi ons on either end of the keel cooler are inflow and

out fl ow connections, through which fresh water or a m x of fresh
wat er and antifreeze flow The water or water/cool ant m xture
cool s the inboard engi ne of a boat, keeping the engine from
overheating. The heat created by the engine is carried by the
wat er or coolant m xture fromthe engi ne conpartnment to the kee
cool er, the external surface of which is exposed to the fresh or
salt water through which the boat is traveling. The heat

di ssi pates and the cool ed water or coolant mxture is then
returned to the engine. The ends of the keel cooler are called
headers. Wen installed on or in the hull of a boat, the header
extensi ons through which water or the coolant mxture flow are
inside the hull and connected to the engine by tubing. The rest
of the keel cooler is outside the hull, so that it remains
exposed to the body of water through which the boat travels.
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proposed mark in a functional manner, for exanple, in
installation publications; that the mark "is nearly an exact
drawi ng" of a keel cool er applicant manufactures and sells
under the mark GRIDCOCLER; and that the mark is not an
arbitrary, fanciful or stylized keel cooler but "is a
picture of a functional and utilitarian product...and is...
equi valent to the utilitarian shape itself." OCpp. 11 4-11
Opposer also clains that the mark is "nerely
descriptive of the goods with which it is used"; that
opposer and "at |east"” one other party nmake and market keel
coolers simlar to applicant's mark; that there is no
di stinction between applicant's keel cooler, the mark in the
application, and the keel cooler of "at |east one other
i ndependent manufacturer™; that if applicant obtained a
regi stration, opposer would not be able to "show draw ngs or
phot ogr aphs” of its keel coolers; that opposer and ot hers
"di spl ayi ng and denonstrating” their keel coolers or
publ i shi ng "phot ographs or draw ngs" of keel coolers would
"run the risk of being sued for trademark infringenent" by
applicant, if it obtained a registration; and, even though
the keel cooler designs of applicant "are in the public
domai n," applicant could obtain "a perpetual nonopoly in a
drawi ng of its design." Opp. 11 12-18.

I n our construction of the anended opposition, set

forth above, we have read the pleading for its fair and



Opposition No. 91119899

reasonabl e inport. For exanple, when opposer asserts in
paragraphs 9-11, respectively, "Applicant's application
Serial No. 75/701, 707 does not../is not./[is..," we have taken
these as references to the mark in the application and not
the application docunent per se. Also, as noted in the
Board's order of March 10, 2004, the Board interprets the
anended notice of opposition as setting forth clains that
the proposed mark is descriptive, is functional, and | acks
acquired distinctiveness.?

Applicant, in its anmended answer to the anended
opposition, admtted paragraphs 1, 5, 7, 9-10 and 13 w t hout
qualification. By the first three of these adm ssions,
applicant has admtted that opposer manufactures and sells
keel coolers, and that such keel coolers have "a flat, grid-
i ke surface forned by uniformand parallel spaced
rectangul ar tubes simlar to those shown in" the drawing in
the invol ved application; that the drawing of the keel
cooler in the involved application is "very simlar"” to the
drawi ng of a keel cooler in U S Patent No. 4,338,993, which
"I's a detailed drawi ng of a functional" keel cooler; and
that an "article has been witten about Applicant” and it

i ncl uded a photograph or drawing "very much |ike the draw ng

2 \Whet her the proposed mark has acquired distinctiveness is
relevant only to the claimthat the proposed mark is descriptive.
Matter that is functional under Section 2(e)(5) of the Trademark
Act is excluded from consideration for registration under Section
2(f) of the Trademark Act.
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in" the involved application. By its adm ssion of
opposi tion paragraphs 9-10, applicant has admtted that its
mar k "does not create an overall arbitrary and fanciful
inpression,” and "is not a stylized and fanci ful
illustration of" the keel coolers "with which it is used."
Finally, applicant has admtted (opp. 1 13) that opposer and
"at | east one other" party "have been marketing" keel
coolers "very simlar to that shown in" the involved
appl i cation.

By certain partial or qualified adm ssions of
opposi tion paragraphs 2, 6 and 8, applicant has admtted
"t hat Opposer copied certain functional features of
Applicant's keel cooler product and that it is aware of one
ot her conpany (apart from Opposer) that has recently engaged
in the manufacture and sal e of marine heat exchangers having
a flat, grid |ike surface fornmed by uniform and parall el
spaced rectangul ar tubes," although it denies that the
design of its keel cooler "is in the public donmain"; has
admtted that it has used the docunent attached to the
opposition as exhibit B; and has admtted that the draw ng
in the [involved] application depicts its GRI DCOOLER [ keel
cooler] froma particul ar perspective."”

Appl i cant has either expressly or effectively denied
all other allegations in the opposition. 1In addition, as an

affirmati ve defense, applicant has asserted that opposer "is
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est opped from now opposi ng or ot herw se chall enging the
federal registration of" the involved mark, because of a
"Settlenent and Mutual Rel ease Agreenent." Applicant
attached a copy of the agreenent to its answer, and it was

separately introduced into the record.

The Record

The extensive record devel oped at trial includes, from
opposer, a June 1, 2004 notice of reliance on a variety of
itens, and testinony depositions fromeight w tnesses,

i ntroducing 68 exhibits;?

and from applicant, six notices of
reliance and one testinony deposition (with exhibits).

In its notice of reliance, opposer states that it
relies on: copies of two registrations owned by applicant
(one for applicant's word nmark GRI DCOOLER* and the other for

a conposite design mark® showing a gl obe and a drawi ng of a

3 The total number of exhibits is smaller, as opposer has had
sonme of the exhibits discussed by multiple wtnesses.

* Registration No. 941,382, on the Principal Register, for
"external cooling systemfor narine engines and installed upon
the hulls of watercraft” (tw ce renewed).

® Registration No. 2,357,354, on the Principal Register, for
"external cooling systemfor narine engines, nanely, heat
exchangers" (affidavits under Sections 8 and 15 filed, pending).
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keel cooler that, if not the sane as that in the invol ved
application, is very simlar)(Tab A of the Notice of
Rel i ance); applicant's responses or revised responses to

vari ous di scovery requests (Tabs B, C and D);°®

excerpts,

i ncludi ng exhibits, fromthe discovery depositions of,
respectively, Sean Fernstrum applicant's vice president of
operations, and Paul Fernstrum applicant's president and
CEO (Tab E); and certain materials presented as printed
publications or official records (Tab F). W note, however,
inregard to the itens submtted under Tab F, that applicant
filed, and the Board granted, a notion to strike seven of

the thirteen itens so submtted. As a result, the only

items remaining in the record fromthe Tab F group of

® The materials under Tabs B and C are responses to
interrogatories and requests for admi ssions. The materials said
to be under Tab D were reported by opposer to conprise 296 pages
identified in a revised response to a certain docunment request
and docunents relating to a survey conducted by applicant and
identified in response to a different docunent request.

As noted in the Board's order of August 10, 2004, opposer's
notice of reliance did not include the referenced 296 pages or
survey docunents. As also noted in that order, a party is not
permitted to introduce, by notice of reliance, docunents received
froman adverse party pursuant to requests for production. TBWP
Section 704.11 (2nd ed. rev. 2004). However, because the
parties' various evidentiary subm ssions involve sone
duplication, the 296 pages of produced docunments on whi ch opposer
relies found their way into the record when introduced as exhibit
3 to the discovery deposition of Sean Fernstrum (Tab E of
opposer's notice of reliance); and the survey docunents were
i ntroduced by applicant into the opposed application file, during
its prosecution, and are also present in the file contents for
applicant's Registration No. 2,357,354, which was introduced into
the record for this proceeding by one of applicant's notices of
reliance. W note, too, that applicant's attorney stipulated to
the authenticity of the docunents produced by applicant. See p.
202 of the discovery deposition of Sean Fernstrum
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subm ssions are copies of five patents and the file history
of an abandoned trademark application filed by applicant,
Serial No. 75382250. |In its brief, applicant refers to the
trademark application as the "abandoned application for the
configuration of the GRI DCOOLER. "

The wi tnesses called by opposer to provide testinony
are M chael W Brakey, president of Brakey Consulting, Inc.
whi ch has opposer as one of its clients; Jeffrey Leeson, a
menber of opposer's engineering staff; Richard Lockhart,
opposer's sal es nanager; George Kyle MHugh, of MHugh
& Associ ates; Steven Garver, who identified hinself as "in
charge of the Commercial D vision" of an entity known as
Donovan Marine; David L. Cul pepper, an attorney that
represented Donovan Marine in a legal action also involving
applicant; Todd P. Boudreaux, "owner/president" of East Park
Radi at or; and Paul M Boudreaux, owner and president of
Ashton Mari ne.

Applicant, by its notices of reliance, has introduced
addi tional excerpts fromthe discovery depositions of Sean
Fernstrum and Paul Fernstrum’ the entire file history for
trademar k Regi stration No. 2,357,354; copies of nine patents
intended to "denonstrate the variety of alternative designs
avai l abl e for marine heat exchangers"; opposer's responses

to applicant's first set of requests for adm ssions; and a

" See Trademark Rule 2.120(j)(4), 37 CF.R § 2.120(j)(4).
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notice of reliance on opposer's non-response to applicant's
fourth set of requests for adm ssions, which includes a
subm ssi on of many docunents applicant intended opposer to
aut henticate by responding to the specific requests for

adm ssi on.

(bj ections to Opposer's Brief, Evidence

Applicant, in its brief, has asserted objections to
Sections 1V(B) and (C) of opposer's trial brief, claimng
that they are mere argunent unsupported by evidence and are,
in any event, argunents with no relevance to the issues
presented by this case. W agree that the latter of the two
di sputed sections, which focuses on a fal se advertising case
between the parties, is irrelevant to the issues presented
by this opposition. It has had no influence on our decision
of this case. Mdreover, to the extent that opposer's
di scussion of that civil action may have been intended to
hel p establish the reliability of Mchael Brakey as a
witness in regard to issues present in this opposition, we
note that our assessnent of his testinony, and applicant's
obj ections thereto, have not been influenced in any way by
opposer's recounting of the false advertising action, M.
Brakey's role therein or the disposition of that action.

In contrast, we find the section IV(B) discussion of
certain consolidated trademark and trade dress civil actions

relevant to this case, at |east insofar as those cases

10
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resulted in a settlenment agreenent that applicant asserts
precl udes opposer from pursuing this opposition. Applicant,
concerned that the discussion is nothing nore than an
attenpt to prejudice the Board agai nst applicant, may rest
assured that opposer's discussion of those cases has not |ed
the Board to favor, or disfavor, either opposer's clainms or
applicant's affirmative defenses in this opposition. The
clainms and defenses in this case have been consi dered on
their nerits.

More specifically, it is the settlenent of the civil
actions that is placed in issue in this case by applicant's
affirmati ve defenses, not the clains, defenses or evidence
submtted in those civil actions. Because we find the
settl enment agreenent (Brakey exh. 10; Sean Fernstrumtest.
dep. exh. 33) and the incorporated term sheet (Brakey exh.
9) fromthe civil actions clear enough to be interpreted
W thout resort to parol evidence as to the intent of the
parties that signed those itens, we have had no need to
resort to testinony of any w tnesses, or opposer's
discussion in its brief of such testinony, to discern the

rel evance of the settlenent agreenent to this case.® The

8 pposer's representation in section IV(B) of its brief of

M chael Brakey as "an expert on keel coolers" "prepared to
testify" in the consolidated civil actions has not influenced our
consi deration of his testinmony in this opposition or of
applicant's objections thereto.

11
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agreenent and incorporated termsheet are as relevant as
their words clearly indicate.

Appl i cant has al so asserted nunerous objections to
certain passages fromthe testinony of M chael Brakey, and
to exhibits introduced during the Brakey testinony
deposition. Applicant's first objection is to certain parts
of the Brakey testinony, as well as exhibit 11 (a copy of a
decision on a notion for a prelimnary injunction issued in
a civil action), because they relate to the civil actions
whi ch applicant asserts are irrelevant, and in particular,
exhibit 11 relates to the fal se advertising case. W have
al ready di scussed the essence of this objection, above, in
relation to argunents in opposer's brief to which applicant
has objected, and need not repeat the discussion here. W
note, however, that to the extent M. Brakey was asked by
opposer's counsel to testify to the accuracy of the contents
of exhibit 11, the testinony was: "Having read this prior to
today and havi ng skinmed over it, it seens to go right along
wth nmy recollection of the trial or the hearing, | should
say maybe." "Maybe" is not definite testinony, and the
i ndefiniteness of the testinony may be viewed as providing
good reason not to accord any weight to this portion of the
Brakey testinony or associated exhibit 11. Regardless, we
stress that exhibit 11 and the associated testinony have not

been consi dered because they are irrel evant.

12
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Applicant's next objection to the Brakey testinony, and
related exhibits, is that he inproperly testified as an
expert w thout ever having been identified by opposer, in
response to discovery requests fromapplicant, as an expert
to be called at trial. Applicant's objection manifested
itself in two different ways during the testinony deposition
of M. Brakey. First, when M. Brakey was di scussing
applicant's involved application and a prior, abandoned
trademark application filed by applicant, applicant's
counsel objected on the basis that M. Brakey is not an
expert in trademark |law. Second, when M. Brakey was
di scussing structural elenents of keel coolers,
predom nantly applicant's keel coolers, applicant's counsel
objected on the basis that M. Brakey either was not
qualified as an expert or was not identified as an expert
that woul d be di scussing keel cooler design at trial. The
objection that M. Brakey is not a trademark expert was not
mai ntained in applicant's brief, which only maintains an
objection to "Brakey's expert testinony regarding the
functionality of the GRIDCOOLER design." Thus, the first
basis for objection to the Brakey testinony and exhi bits was
wai ved. The second objection, i.e., as to purported expert
testinony by M. Brakey on opposer's claimof functionality,

was maintained in applicant's brief but is largely

13
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irrel evant because little, if any of the Brakey testinony or
exhi bits actually addresses the question of functionality.
Matter proposed for registration may be refused
registration, either ex parte or through presentation of
proper proof in an opposition, if the matter is shown to be
"essential to the use or purpose of the product or if it
affects the cost or quality of the product."” See TrafFix

Devi ces, Inc. v. Marketing D splays, Inc., 532 U S. 23, 58

USPQ2d 1001, 1006 (2001); Qualitex Co. v. Jacobson Products

Co., Inc., 514 U. S 159, 165, 34 USPQR2d 1161, 1163-64

(1995); Inwood Laboratories, Inc. v. Ives Laboratories,

Inc., 456 U.S. 844, 850, 214 USPQ 1, 4 n.10 (1982). Thus,

for the Brakey testinony or exhibits which applicant finds
obj ecti onable to be considered as testinony on
functionality, expert or otherw se, the testinony woul d at
| east have to address these factors or matters of fact

rel evant to these factors.® W find that the focus of the
questions, testinony and exhibits occasionally wanders near
matters relevant to these factors, but never actually
addresses them Mich of the transcript of M. Brakey's
testinony is filled with argunents of counsel. See, for

exanpl e, the passage fromthe m ddl e of page 65, where

° W | eave aside, for the nmonent, whether a claim of
functionality brought against an application to register matter
as a mark for services, rather than as a trademark for a product,
woul d require evidence of a different type.

14
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counsel for applicant interrupts the witness while he is
responding to a question, through the mddle of page 71
when counsel for opposer abandons any attenpt to obtain a
conplete answer to his question and, instead, nobves on to
the next exhibit. Mich of the transcript is also filled

W th requests by counsel for opposer that M. Brakey review
and read fromcertain exhibits. Occasionally, the exhibits
contain statenents that m ght be considered relevant to a
functionality inquiry, for exanple, brochures from applicant
which M. Brakey characterizes as discussing the nerits or
advant ages of applicant's keel coolers (p. 73), or
advertisenents by applicant that state, "The FERNSTRUM

CRI DCOCLER® i s the sinplest and nost dependabl e form of

fresh water cooling available.” (p. 119, wtness reading
fromexhibit 5/A0. M. Brakey, however, does nothing nore
than read fromthese exhibits, which had al ready been
entered into the record by opposer's notice of reliance, and
does not actually testify about whether features shown in
applicant's proposed mark are "essential to the use or

pur pose of" custom manufactured keel coolers or affect the
cost or quality of custom manufacturing services or the
resulting products. If the testinony of M. Brakey has any
probative value, it is limted to the question whether the

desi gn proposed for registration is a realistic or stylized

depi ction of an actual keel cooler. W therefore overrule

15
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applicant's objection that the testinony of M. Brakey
constitutes inproper expert testinony on the question of
whet her the matter proposed for registration is functional.
We al so overrule applicant's objection to opposer's
i ntroduction of Brakey exhibits 2-5. Exhibit 2 is the file
for the involved application, which is automatically of
record; exhibit 3 is the file for applicant's abandoned
application for the configuration of the GRI DCOOLER, which
was separately introduced by opposer's notice of reliance;
exhibit 4 is a catalog fromapplicant that was separately
i ntroduced during the testinony of opposer's witness Richard
Lockhart!% and exhibit 5 consists of 145 pages of various
materials, of which all but one page have Bates nunbers
mat chi ng materials produced by applicant and separately
entered into the record by opposer's notice of reliance on
portions of the discovery deposition of Sean Fernstrum and
exhi bits thereto.
We overrul e applicant's objection to Brakey exhibit no.
7, a copy of expired U S. Patent No. 4,338,993, issued to
applicant. M. Brakey's testinony was as follows: "Q Are

you famliar with that patent? A. This one escapes ny

2 Even though the catalog is one of applicant's, applicant
objected to its introduction during the Lockhart deposition on
the ground that opposer did not produce it during discovery.
This objection, if it had any nerit, was not maintained in
applicant's brief and so the catalog is of record. M. Brakey
identified it as a catalog that came froma file maintai ned by
M. Lockhart.

16
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menory." (p. 127) Nor was his recollection refreshed when
counsel for opposer directed his attention to a different
patent, which cited to the patent in exhibit 7. (p. 128—=.1
may have seen this in the past, but | don't recollect it.").
Nonet hel ess, this particular patent was entered into the
record as an exhibit to the discovery deposition of Sean
Fernstrum Thus, it is a noot point whether it also cones
in as an exhibit to the Brakey testinony deposition. O
course, since M. Brakey was unable to testify about the
patent, its value, if any, is limted to what the patent

shows on its face.

Opposer' s Standi ng

Appl i cant advances two argunents why opposer shoul d not
be heard on the nerits of its clainms. First, applicant
asserts that opposer has no standing. There is no doubt,
however, that opposer and applicant are conpetitors; that
t he keel cool er depicted by the proposed mark is identical,
or nearly so, to the depiction of a keel cooler in
applicant's expired U.S. Patent No. 4, 338,993; and that
opposer has manufactured and marketed a keel cool er having
the sane overall appearance as that depicted in the expired

1

patent. ! Nonethel ess, applicant essentially argues that

1 Opposer, by failing to respond to a request for admi ssion from
applicant, admitted that "the mark sought to be registered" by
the involved application "is not disclosed in [U S.] Patent No.
4,338,993." "Disclosure"” being a termof art in patent |aw, the

17
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opposer has contracted away its standi ng, asserting that
opposer agreed in a settlenent agreenent to limt the type
of keel cooler it would manufacture and advertise. Second,
appl i cant argues that the sane settlenent agreenent that
resulted in opposer's relinquishnment of its standing al so
est ops opposer from pursuing the opposition. Thus, while
applicant's two argunents are rooted in the sane agreenent,
i.e., the agreenent settling various consolidated civil
actions, the argunents are different in kind.?

The Trademark Act allows for the filing of an
opposition to an application by any person, including a
juristic person, "who believes that he woul d be damaged by
the registration of a mark upon the principal register."” 15

US C 8 1063. See also, Young v. AGB Corp., 152 F.3d 1377,

47 USPQ2d 1752, 1755 (Fed. Gr. 1998). At the pleading
stage, an opposer nust allege facts in support of both
standi ng and grounds for opposition. Young at 1755.

"Standing is the nore |iberal of the two elenents and [if

admi ssion is that the patent does not disclose a particular mark
proposed for registration. However, the simlarities between the
drawi ng of the invention disclosed in the patent and the draw ng
of a keel cooler in the involved application are unm stakabl e and
admtted by applicant. See Opp. ¥ 5 and applicant's
correspondi ng answer .

12 pposer was not a party to the agreement, but it is undisputed
that a predecessor was. Consequently, we have referred to
opposer as if it were a party to the agreenent. Wile the
parties dispute the effect of the agreenent, there is no dispute
that whatever effects it has, it binds the parties to this

opposi tion.

18
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not admtted or conceded] requires only [proof] that the
party seeking cancellation [or opposing registration] is

likely to be damaged by the registration.” Cunni nghamv.

Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed.

Cir. 2000).% "A belief in |likely damage can be shown by
establishing a direct conmercial interest.” 1d.
Applicant's adm ssion of paragraphs 1, 5 and 13, and
its partial adm ssion of paragraph 2, of the anended notice
of opposition, would be sufficient to establish opposer's
commercial interest in this matter. Al so, the record
provi des evidence that would be sufficient to prove
opposer's interest even absent the adm ssions. Applicant
asserts, however, that it and opposer are parties to a
settl enment agreenent; that the agreenent includes terns by
whi ch opposer agreed to restrict itself to the manufacture
of a keel cooler of a type different fromthat which was
di sclosed in applicant's expired patents and which appli cant
continues to manufacture; and that opposer also agreed that
any advertising of its keel cooler would clearly depict the

cooler in a way that would show it to be different from

13 Young explains that the "linguistic and functional simlarities
bet ween t he opposition and cancell ation provisions of the Lanham
Act mandat e" consistent construction. Young, 47 USPQd at 1755.
Thus, the Cunni ngham statenent that standing is the nore libera
of the two main elenents a plaintiff nust plead is equally
appl i cabl e to oppositions.

19
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applicant's keel cooler. Opp. Br. pp. 23-27.** 1In short,
applicant asserts that opposer agreed to manufacture only a
keel cooler with a beveled head, and to utilize advertising
that would "clearly display the beveled end(s) of the
header (s)" configured in accordance with the agreed
restrictions on manufacturing. Thus, applicant concl udes,
opposer cannot be damaged by applicant's registration of the
depiction of a keel cooler that does not have bevel ed
headers, and opposer therefore | acks standing. W disagree.
As a conpetitor, opposer has an interest in seeing that
any other conpetitor in the field of keel cooler
manuf acturing and sal es does not register a depiction of a
keel cooler that is, assertedly, descriptive. Even assum ng
t hat opposer is, by the settlenment agreenent, barred from
manuf acturing a keel cooler in the formrepresented by the
depi ction, the exclusive registration of assertedly
descriptive matter by a conpetitor m ght provide that
conpetitor with an advantage, for exanple, in marketing its

products. Cf. Eastnman Kodak Co. v. Bell & Howell Docunent

Managenent Products Co., 994 F.2d 1569, 26 USPQ2d 1912 (Fed.

Cr. 1993) (Board found standing in opposer even though

¥ The settlenent agreement was introduced into the record
nunerous tines, including through the Brakey and Cul pepper

testi nony depositions taken by opposer and the Sean Fernstrum
testinony deposition taken by applicant. The term sheet that
served as the basis for the settlenment agreenent was introduced
t hrough the Brakey and Cul pepper depositions.

20
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proposed marks sought to be registered by applicant, and
chal | enged by opposer as descriptive, were not in use by
either party, having been applied for under intent to use.
Though the Board di sm ssed the claimof descriptiveness by
opposer, a conpetitor, without prejudice to later filing of
a cancellation case if the proposed marks should eventual |y
be registered, and appeal was taken from such dism ssal, the
standi ng determ nati on was not chall enged or revi ewed on
appeal ).

In addition, the settlenent agreenent contenplates a
possi bl e future right of opposer to manufacture and sel
keel coolers without being restricted to the type with a
bevel ed header, i.e., it could one day manufacture and sel
a keel cooler looking Iike that depicted in applicant's
expired patent and in the proposed mark. See Settl enent
Agreenment f 11. If, however, that right did not arise until
nmore than five years after applicant's mark were registered,
and if the registration were asserted agai nst opposer,
opposer woul d be barred by the Lanham Act fromthen
chal l enging the mark as descriptive. See 15 U. S.C. § 1064.
Opposer's prospective interest in one day using the proposed

mark, is a sufficient pleading of standing. Cf. Wndsurfing

International Inc. v. AMF Inc., 828 F.2d 755, 4 USPQd 1052

(Fed. Cir. 1987) (The Federal Circuit distinguishes USPTO

proceedi ngs from decl aratory judgnent actions in the federal
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district courts, explaining that those courts do not issue
advi sory opinions and nere interest alone by a conpetitor
does not establish standing to initiate a declaratory
j udgment action).?®®

Accordingly, we find that opposer has sufficiently
pl eaded standi ng to pursue the opposition. Moreover, we
find the record to contain sufficient proof of the
allegations related to standing. W therefore nust consider
applicant's alternative argunent that opposer is nonethel ess
estopped from pursuing the opposition by virtue of the

settl enment agreenent.

Equi t abl e Est oppel

For this argunent, applicant correctly observes that
the settl enent agreenent, in paragraph 15, specifies that
applicant would withdraw, with prejudice, its application
"to federally register the configuration of its one-piece

keel cool er product as a trademark"” but that this paragraph

S 1n contrast, we reject opposer's argunent that it might, even
whi | e bound by the agreenment and whil e manufacturing keel coolers
wi th bevel ed heads, utilize drawi ngs or pictures of a keel cooler
in marketing materials or installation manuals that woul d not
clearly show the bevel ed header, that this mght pronpt applicant
to assert a registration of the involved nmark agai nst opposer,
and t herefore opposer woul d be danaged by issuance of the
registration. This argunent regardi ng standi ng contenpl at es
opposer doing, while bound by the agreenent, that which it has
expressly agreed to not do, i.e., utilize marketing materials
which fail to showthat its keel cool ers have a bevel ed header.
Opposer's standing can in no way be derived fromthis posited set
of circunstances and is derived only fromthe circunstances we

di scuss above.
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al so provides that "[n]othing herein shall preclude

[ applicant] from seeking to register, in tw dinensional
design format, its trademark |logo featuring its one-piece
keel cooler as part of said design."”

At this point, a bit nore explanation is in order about
the relationship of applicant's abandoned configuration mark
application, the nature of the civil actions, the settlenent
of the civil actions, and applicant's filing of two other
applications, including the involved application. Sone of
t hese subjects have been alluded to already in this
decision. The explanation is derived fromvarious materials
in the record.

Applicant's prior configuration application sought
regi stration of aspects of trade dress in the nature of
product design, i.e., the application sought to register
sone aspects of the overall design of a particular style of

keel cool er produced by applicant.!®

That particular style
is illustrated by the drawing of the involved application,
but in the configuration application, the unclained features
of the overall design were displayed in broken or dotted
lining. The configuration application naturally sought

registration of the clainmed aspects of the trade dress for

actual keel coolers, not custom manufacturing of keel

' The application sought registration on the Principal Register,
under Section 2(f) of the Lanham Act.
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coolers. Three parties, including opposer, opposed that
application and the oppositions were pendi ng when the sane
parties were involved in the civil actions. Thus, when
applicant agreed, in the agreenent settling those actions,
to withdraw with prejudice its configuration application, it
resulted in the three oppositions being sustained. The
civil actions were settled by the parties first agreeing to,
and signing, a termsheet. The final signature, by opposer,
was added May 10, 1999. Later, in July 1999, a nore
detailed settlenent agreenent was signed.

Applicant filed the application involved in this
opposition on May 10, 1999, i.e., on the date the final
signature was added to the settlenent term sheet by opposer.
A few weeks | ater, on May 28, 1999, applicant filed
application Serial No. 75715815, for the mark shown, supra,
in footnote 5. The marks in these two applications both
i ncl ude what applicant asserts is a two-dinensional |ine
drawi ng of a keel cool er and what opposer believes to be a
very realistic and accurate depiction of one nodel of keel
cool er produced by applicant. The mark in the later-filed
of the two applications, however, also included an inage of
a gl obe, set as a backdrop for the image of the keel cooler.
Anot her difference between the two applications is that the
i nvol ved application seeks registration of the keel cooler

i mge for keel cooler custom manufacturing services, while
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the application wth the conposite gl obe and keel cool er
desi gn sought registration of the conposite mark for keel
coolers per se. The later-filed application for the
conposite mark was not opposed and the mark in that
application has registered.

In arguing that opposer is estopped frompursuing this
opposition, applicant relies not only on the paragraph of
the settl enent agreenent reserving applicant's right to seek
registration of a trademark | ogo, but also on paragraph 17,
which is a "covenant not to sue" applicant, by two of the
three parties adverse to applicant in the civil actions,
specifically, Duramax and East Park Radi ator & Battery Shop,
Inc. That covenant rel eases applicant "of and from any and
all damages, attorneys' fees, punitive damages, equitable
and injunctive relief, costs, demands, rights, clains or
causes of action of whatsoever kind, whether now known or
hereafter discovered, arising in any way out of the facts
and/or clains asserted (or which could have been asserted)
by DM, Fernstrum and East Park in the [civil actions] or
arising in any way fromthe facts asserted in said [civil
actions]."

As noted earlier in this opinion, opposer was not a
party to the settlenent agreenent, but references in the
agreenent to Duranmax, opposer's predecessor, have been taken

as the equivalent of references to opposer. Thus, by
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paragraph 17 of the settlenent agreenent, opposer expressly
covenanted not to sue applicant and rel eased applicant from
anong ot her things, "clains or causes of action of
what soever ki nd, whether now known or hereafter discovered,
arising in any way out of the facts and/or clains asserted
(or which could have been asserted)" by "DM," which neans
Donovan Marine Inc., and "East Park," which neans East Park
Radi ator & Battery Shop, Inc. Wile this | anguage does not
refer to facts or clains that were asserted or which could
have been asserted by opposer's predecessor in the civil
actions, that is because opposer's predecessor was not a
party in the civil actions and only intervened in the
settlenent of the actions. Qpposer does not argue that it
is not bound by the agreenent because it bars only clains or
causes of action that were asserted or could have been
asserted by DM and East Park, and is silent as to clains
that coul d have been asserted by opposer's predecessor.
Because opposer's predecessor intervened and nade itself a
party to the settlenent agreenent, we view the covenant
paragraph as covering any clains or causes of action that
opposer's predecessor could have asserted in the civil
actions, or could |later have asserted if "arising in any way
fromthe facts asserted" in the civil actions.

Appl i cant argues, in essence, that this opposition is

precisely the type of claimor cause of action that opposer
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is estopped from asserting, because it arises out of the
facts that provided the basis for the clainms that were
asserted in the civil actions. Estoppel is particularly
warrant ed, according to applicant, because it specifically
secured in the settlenent agreenent an acknow edgnent of its
right to file the involved application; and if applicant is
held not to have obtained, through the settlenent agreenent,
a prom se that opposer woul d not oppose the application,
then applicant "received no consideration for the
abandonnent of its prior [configuration] application.”
Brief, p. 30. Applicant also asserts that all ow ng opposer
to pursue the opposition would render the settl enent
agreenent "val uel ess and w t hout neaning" to applicant and
woul d only encourage the parties to litigate their disputes,
rather than to settle them Brief, p. 31.

There is an overriding public policy, applicant argues,
t hat encourages settlenent of litigation and requires that
parties be held to the terns of their agreenents. Brief, p.
28, citing nunerous cases. The question here, however, is
not what public policy pronotes but, instead, what do the
terms of the involved settlenent nean. | n answering that

gquestion, we nmay not interpret the settlenent agreenent "on
the subjective intentions of the parties"” and nmust instead
focus "on the objective words of their agreenent.”

Novanmedi x Ltd. v. NDM Acquisition Corp., 166 F.3d 1177,
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1180, 49 USPQ2d 1613, 1616 (Fed. Cr. 1999), relying on

United States v. Armour & Co., 402 U. S. 673, 681-82 (1971).

It is not inpermssible to interpret an agreenent in a way

that favors one party, and where parties disagree, "an
interpretation that fails to neet one party's purpose wl|
very likely neet the other party's purpose.” Novanedi x, 49
USPQ2d at 1616. Arnour, however, cautions that any
agreenent "enbodi es as nmuch of those opposing purposes as
the respective parties have the bargai ni ng power and skill
to achi eve" and an agreenent nust therefore "be discerned
wthin its four corners, and not by reference to what m ght
sati sfy the purposes of one of the parties.” 402 U S. at
681-82.

In the agreenent involved herein, the parties did not
include a forumclause directing that the [ aws of any
particular state apply. Neither party has argued for
application of any particular lawin interpreting the
agreenent. We apply the | aw of Louisiana. See Restatenent
(Second) of Conflict of Laws § 188 (1971; el ectronic version
current through June 2005). The contract was negotiated in
Loui siana, two of the four parties are domciled there, it
is the place of performance for nunerous prom ses, and the
district court there retained jurisdiction over the parties
for the purpose of enforcing the agreenent. W also note

that the eighth "Wereas" clause of the settl enent agreenent
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references the parties' agreenment to the provisions in the
term sheet "which each of the parties prefers to the hope of
gai ni ng bal anced agai nst the danger of losing." This phrase
is al nost precisely a phrase that appears in section 3071 of
Title XVI1 of the Gvil Code of Louisiana ("A transaction or
conprom se i s an agreenent between two or nore persons, who,
for preventing or putting an end to a |awsuit, adjust their
di fferences by nutual consent, in the manner which they
agree on, and which every one of themprefers to the hope of
gai ni ng, bal anced by the danger of losing.") (enphasis
added). The parties' use of this phrase strongly suggests
that, notw thstanding the absence of a forum cl ause, they
anticipated that the | aw of Loui siana woul d govern the
settl enment agreenent.

"Loui siana | aw provides that waivers of the right to
bring future clainms nust be clear and are narrowy

construed.” Brennan's Inc. v. D ckie Brennan & Conpany

Inc., 376 F.3d 356, 71 USPQ2d 1400, 1408 (5th G

2004) (citations omtted). Applicant's interpretation of the
settl enment agreenent, reached by tying paragraphs 15 and 17
together and by construing the latter too broadly, is
unwarranted and contrary to Loui siana | aw.

We note, in particular, that applicant, in one of its
requests for adm ssions, asked opposer to admt that "[t]he

purpose of the Settlenment and Miutual Rel ease Agreenent
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executed by [the parties] was to settle the clains asserted
inthe three civil actions.” Request no. 6. The request
was admtted, and applicant introduced the response in the
record. Applicant has not put into the record an adm ssion
by opposer, if any was obtained, that a purpose of the
settlenent agreenent was to allow applicant to file
applications to register marks that would be free of
possi bl e opposition. The nere fact that the agreenent
i ncl udes provisions relating to the USPTO specifically, (1)
applicant's agreenent to abandon its configuration
application and reservation of right to file a different
application for a two-dinensional |ogo, and (2) applicant's
agreenent not to chall enge any application opposer m ght
later file for a two-di nensional design mark, do not dictate
that settlenent of prior oppositions to applicant's
configuration application or ensuring that subsequent
applications by applicant would be free of opposition were
primary purposes for the parties to enter into the
settl enment agreenent.

We also note that the term sheet signed by the parties,
and which served as the basis for the later settlenent

tl?

agreenent *’, includes a provision stating "Fernstrum and

" The settlenent agreenent acknow edges the term sheet, states
that the termsheet was filed in the record for the civil
actions, and states that the parties entered into the agreenent
to inplenent the transactions contenplated by the term sheet.

30



Opposition No. 91119899

Duramax wll release any and all clainms that either party
has or had against the other arising out of the sales and
manuf act ure of a one-piece keel cooler."” (enphasis added)
It is clear that this provision in the termsheet was the
basis for paragraphs 16 and 17 in the settl enent agreenent.
Therefore, we find this to provide additional support for a
narrow construction of the covenant not to sue as one
related to clains arising out of trade dress concerns and
issues related to use of marks, not registration of marks.
Opposer was the last of the parties to sign the term
sheet, on the sane day that applicant filed the application
i nvol ved herein, applicant having signed the termsheet five
days earlier. Thus, when applicant filed the application,
it knew that the term sheet included (1) a provision
providing for reciprocal releases of clains related to sales
and manufacture of one-piece keel coolers and (2)
specifically obligated applicant not to oppose any
application opposer mght later file for its keel cooler
design. Know ng these facts, when the settl enent agreenent
was negotiated, and with know edge that its application was
already on file with the USPTO, applicant was free to
attenpt to negotiate a provision that opposer woul d not
oppose that application. Applicant clearly did negotiate at
| east one additional provision to be included in the

agreenent that was not in the termsheet, specifically, the
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provi sion specifying that applicant woul d be able to apply
for "its trademark | ogo featuring its one-piece keel cooler
as part of said design." Viewed in this context, the
absence of any provision in the settlenent agreenent
specifically barring opposer from opposing the already-filed

application is telling. See Robin v. Sun G| Co., 548 F.2d

554, 558 (5th Cr. 1977) ("W interpret the contract to nean
just what it says and no nore. Counsel in this case were
conpetent maritinme |awers. They knew how to use other
words if they chose to do so.").

One final point that nust be noted is that the invol ved
application does not qualify under paragraph 15 of the
settl enment agreenent. That paragraph reserves applicant's
right to seek registration of a "logo featuring its one-
pi ece keel cooler as part of said design.” (enphasis added)
The mark in the invol ved application displays only the one-
pi ece keel cooler and is not part of a conposite |ogo.
Thus, even if applicant were correct in asserting that
paragraph 17 of the settlenent agreenent estops opposer from
opposi ng any application contenpl ated by paragraph 15, the
i nvol ved application does not qualify. Cf., Brennan's,
supra, 71 USPQ2d at 1407-08 ("the fact that Brennan’s
permtted Dickie to engage in certain specified uses w thout
fear of liability does not nean that Dickie is thereby

i mmuni zed fromtrademark liability for all unauthorized
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uses. ") (enphasis in original); and Chronall oy Anerican Corp.

V. Kenneth Gordon, Ltd., 736 F.2d 694, 222 USPQ 187, 190-91

(Fed. Cir. 1984)(settlenent agreenent placed certain marks
which m ght | ater be adopted and used by Kenneth Gordon
"outside the force of the injunction” it accepted by virtue
of the agreenent, but |anguage of settlenent agreenent did
not bar Chromall oy fromasserting |ikelihood of confusion
based on use, and nerely barred Chromal |l oy from asserting
the right to use was barred by the injunction provision).

We hold that the settl enent agreenent does not estop
opposer from opposing the involved application. In so
hol di ng, we have not relied on any parol evidence offered by
either party as to what it understood the purpose of the
settlenent agreenent to be and, instead, have relied on the
agreenment and term sheet thenselves.'® Finally, we note
that nuch of the case | aw on which applicant has relied for
its estoppel argunent either addresses only the general
principle that settlenent of litigation is to be encouraged,
a point with which we do not disagree, or is inapposite
because it involves cases in which a party was trying to
remake or avoid an agreenent, and we do not find opposer to

be maki ng such an attenpt. Contrary to applicant's

8 Applicant's request that opposer admit the purpose of the
settlenent agreenment was to settle the civil actions supports our
view of the inport of the agreenent, i.e., as one not intended to
bar the instant opposition, but we would reach the sane

concl usi on even without that adnission in the record.
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contention, opposer is not the party trying to avoid the
ternms of the settlenent agreenent. |f applicant "desires to
reformor renegotiate the ...agreenent in accordance with its
alleged interpretation, this is not the appropriate forum

for doing so."™ Danskin, Inc. v. Dan River, Inc., 498 F.2d

1386, 182 USPQ 370 (CCPA 1974).

Functionality

As noted earlier, matter proposed for registration may
be refused registration in an opposition proceeding if the
matter is shown to be "essential to the use or purpose of
the product or if it affects the cost or quality of the

product.” See Traf Fix Devices, Inc. v. Marketing D spl ays,

Inc., 532 U. S. 23, 58 USPQ2d 1001, 1006 (2001); CQualitex Co.

v. Jacobson Products Co., Inc., 514 U S. 159, 165, 34 USPQd

1161, 1163-64 (1995); Inwood Laboratories, Inc. v. lves

Laboratories, Inc., 456 U S. 844, 850, 214 USPQ 1, 4 n. 10

(1982). In the case at hand, we are not, however, faced
with an application seeking to register matter as a mark for
a product but, rather, as a mark for services, specifically,
t he custom manufacturing of a product for another.

Applicant relies heavily on the fact that it seeks
registration of its asserted mark for services, not for
goods, and stresses that it is not seeking registration of a
product configuration. Qpposer, in contrast, has

strenuously argued that applicant's custom manufacturing
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services are such in nane only, and that the keel coolers it
manuf actures, or at |east that type of keel cooler which is
ably illustrated by the proposed mark, is essentially a
single product that nerely is adapted in, for exanple, width
or length, to fit a particular boat. To be sure, the record
is unclear as to what percentage of the keel coolers sold by
applicant is attributable to purchase of "stock"” itens and
what percentage is attributable to custom manufacturing.
Conpare the testinony of Sean Fernstrumw th applicant's web
site:

Q Does Fernstrum keep keel coolers or marine heat

exchangers in inventory?

A. Considering our -- our w de range of nodels, we

keep a -- a relatively small nunber of coolers in

stock; nore-common nodel s that woul d be needed

say, in emergency situations. So, no, we don't

keep a great nunber in stock. W're a job shop.

W -- build to the order and specification of our

cust omers.
Test. Dep. Sean Fernstrum pp.8-9

"Because approximately 30% of all units we
manuf act ure are custom desi gns, we can easily
tailor a unit to your specific application.™
Applicant's web site, submtted as Fernstrum exh.
20 [Bates page no. 000114]
Not wi t hstandi ng that there may be a difference of
opi nion between the parties, and |lack of certainty in the
record, regardi ng what percentage of applicant's keel

coolers is custom manufactured,?® it is abundantly clear

% I'n the discovery deposition of Sean Fernstrum generally at
pages 106-126, the witness attenpts to explain the apparent
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t hat applicant does offer custom manufacturing services and
that it touts the adaptability of its designs and

manuf acturing as contributing to the asserted superiority of
its products. There is no requirenent that a party seeking
registration of a mark for custom manufacturing services
only produce custom manufactured goods, or even that a
particul ar percentage of its goods be custom manufact ured.
Thus, though opposer woul d have us ignore the identification
of services in applicant's application, and essentially
treat it as an application to register a trademark for goods
rather than a service mark for services, we find no basis
for doing so.

Anot her point on which the parties have a difference of
opinion relates to the proposed mark itself. Qpposer
essentially asserts that the image of the keel cooler is so
realistic as to be the equival ent of a photograph, or
perhaps a technically precise drawing ("It is either a |line
drawi ng nade from a photograph ...or an exact draw ng."
"There is nothing ornanental, fanciful or arbitrary in the

drawing...") Brief, p. 18.2° Applicant, on the other hand,

di screpancy between applicant's web site and his statenents, in
contrast, that 80 to 90 percent of applicant's keel coolers are
"built to order by custom design" and "stock units" are "fairly
insignificant." W find the explanation difficult to follow.
Nonet hel ess, as di scussed above, it is not necessary to this
deci sion to determ ne precisely what percentage of applicant's
keel coolers results fromits custom manufacturing services.

20 Wi | e opposer has pl eaded distinct, alternative clains that the
proposed mark is functional or descriptive and devoid of acquired
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argues that the proposed mark "is a partial representation
of but one of many different [keel cool er] designs" used by
applicant and "is not a three-di nensional representation of
the product, it is not drawn to scale, and it is not used in
techni cal drawi ngs of the product.” (enphasis in original)
Brief, p. 1.

Appl i cant makes too much of what the mark assertedly is
not; and it is worth distinguishing here between the mark
drawi ng, as an elenent of the application, and the mark
itself. No drawing of a trademark that is the subject of an
application for registration is presented in true three-

di mensional form Even an application to register a
configuration of a product depicts a mark in two-di nensional
form perhaps froma view that yields a perspective of
depth, as in applicant's abandoned configuration
application. The fact that a drawng of a mark is in two

di mensions will not preclude the mark from being refused as

functi onal . See In re Deister Concentrator Co., Inc., 289

F.2d 496, 129 USPQ 314 (CCPA 1961) (Mark described as a
"substantially rhonboidal outline" "applied to the goods" by
fashioning the ore concentrating and coal cleaning table in
such shape refused registration as functional; depiction of

mark in two di nensions by four lines formng a rhonboid);

di stinctiveness, both clainms rely on opposer's contentions
regardi ng the nature of the depiction of applicant's keel cooler.
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and In re North Anerican Phillips Corporation, 217 USPQ 926

(TTAB 1983) (Mark described as a "triangularly shaped pl ate
havi ng snmoothly rounded corners and having three circul ar
openi ngs therein"” and which was a configuration of the face
plate of an electric razor refused registration as
functional; depiction of mark in two di nensions, as if
viewed directly fromthe front, with no perspective of
dept h) .

As for applicant's contention that the mark i s not
drawn to scale, the record does not reveal exactly how this
contention can be tested. Moreover, if we are to take as
correct applicant's contention that each keel cooler is
essentially created specifically for a particul ar boat and
application, then few keel coolers would be alike and any
illustrative drawing of a keel cooler would al nost assuredly
be out of scale to nost of applicant's keel coolers.
Nonet hel ess, we note that applicant used al nost precisely
the sanme drawi ng, but for the presentation of sonme matter in
dotted lines, in its application seeking to register the
configuration of its keel cooler as a mark. |f the draw ng
was sufficiently close in scale to an actual keel cooler, so
that it could serve as a drawing in a configuration
application, it cannot now be seriously contended that the
drawing is significantly out of scale. See, in this regard,

the di scovery deposition of Paul Fernstrum at pages 76-77:
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"Q (By M. Hochberg) In other words, they're nearly
identical; is that correct? A Yeah." See also, the cross-
exam nation of Sean Fernstrum during his testinony
deposition, at pages 122-123: "Q GCkay. Let's go to exhibit
25. Now, the--there's a picture of a keel cooler shown in
the upper center of the page. That's what you contend is--
is an exanple of your logo. A Yes. ... Q And this is
pretty much the way a real keel cooler would I ook, isn't it?
A Yes."

Finally, as for applicant's contention that the mark
drawing is not used as a technical drawing in itens such as
installation manuals, we find no significant distinctions
bet ween the characteristics of the drawi ngs used in
installation instructions, as illustrated by the exhibit
reproduced on page 35 of applicant's brief, and the draw ng
of the mark in the application. 1In fact, exhibit no. 17 to
the testinony deposition of Sean Fernstrum a GRI DCOOLER
catal og, shows the full panoply of images of keel coolers
that applicant uses in marketing materials. There are, in
that catal og, the keel cool er and gl obe design, the keel
cool er design sought to be registered by the involved
application, illustrations of "comon installations" for
applicant's CGRIDCOCLER that are remarkably simlar to the
depi ctions on page 35 of applicant's brief, and other inages

and phot ographs. W see little, if any, difference between
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the degree of stylization of the depiction of the involved
mark in the catal og and the depictions of keel coolers in
common i nstall ations.

In short, despite all the things that applicant says
its mark drawing is not, it is the admtted equival ent of
the drawi ng of a keel cooler configuration applicant earlier
sought to register (albeit without the dotted or broken
lining utilized in that application), and "is pretty nuch
the way a real keel cooler would |ook," and we find the
drawi ng to be essentially the sane as the drawing in
applicant's expired U S. Patent No. 4,338,993 (al beit viewed
froma different angle). Thus, there is nothing about the
depiction of the keel cooler in the involved application
that is so highly stylized or unlike an actual keel cool er
that woul d preclude a finding of functionality on that basis
al one.

We do agree with applicant, however, that there is a
significant difference between an application to register
trade dress in the nature of product design as a mark for
the product itself (e.g., applicant's abandoned
configuration application) and an application to register a
t wo- di nensi onal drawi ng that nmay | ook very much |ike such a
product, but is used on | abels, catal ogs, brochures, and in
various other ways as a mark for services. The inquiry

regarding functionality may need to be decidedly different
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inthe latter set of circunmstances and this opposition is
therefore a case of first inpression for the Board.

The vast majority of the functionality cases deal with
product design or product packaging. |ndeed, applicant
contends that opposer has not cited inits brief "a single
case where a two-dinensional mark used in connection with
services has been held functional." Brief, p. 2. Opposer
does not directly rebut the argunent in its reply brief, and
that nmay be because there is no reported case | aw dealing
with such a conbination, i.e., a case involving a two-

di mensi onal mark, not trade dress, and involving services,
wherein the mark was held not a mark but, rather,

functional. Cf. Fotomat Corp. v. Photo Drive-Thru, Inc.,

425 F.Supp. 693, 193 USPQ 342 (D.N.J. 1977) (hereafter,

Fotomat NJ). 1In the Fotomat NJ case, the district court, on

plaintiff's notion for a prelimnary injunction enjoining
def endant fromuse of a logo and trade dress of a drive-

t hrough ki osk providing various retail and photofi ni shing
services, found that defendant had not rebutted the
presunptive validity of plaintiff's registered | ogo, and
granted the injunction as to defendant's |ogo, but the court
al so found that the plaintiff's kiosk trade dress was
primarily functional and therefore denied the prelimnary
injunction as to defendant's use of its own kiosk. There

are ot her cases brought by the Fotomat Corporation wherein
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its kiosk trade dress was found protectible rather than

functional. See Fotomat Corp. v. Ace Corporation, 1980 U. S.

Dist. LEXIS 16114, 208 USPQ 92 (S.D. Cal. 1980) and Fotomat

Corp. v. Steven Cochran, d/b/a Quick Stop Photo, 437 F. Supp.

1231, 194 USPQ 128 (D. Kan. 1977). The significance of

t hese three cases, however, is not whether the kiosk trade
dress was or was not held to be functional for services, but
that even in the one case where the kiosk trade dress was
held functional, a fairly accurate depiction of the Kkiosk,
regi stered as a | ogo, was not held functional. It is also
noteworthy that, in that particular case, the defendant did

not even challenge the logo as functional. Fotomat NJ, 193

USPQ at 353 (" The defendants have offered no evidence which
rebuts the statutory presunption ...that Fotomat's service
mark was validly registered ...and that Fotonmat has excl usive
right to use the mark in commerce...").

We recogni ze that the instant case is significantly
different fromthe Fotomat cases, and fromsimlar cases
involving trade dress in the nature of building design
(interior or exterior) clainmed to be a mark for services.
Specifically, in the case at hand, the services are not
restaurant services or retail sales of photographic
products, but are custom manufacturing of a specific type of
item once-patented, for which the patent has expired.

Applicant's conpetitors or woul d-be conpetitors, save for
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the voluntary restriction opposer took on itself via the
settlenment agreenent, are free to manufacture the
once-patented item and even are free to manufacture the
itemin varying sizes, to the order and specification of
custoners. Thus, the case at hand presents, nore than cases
i nvol ving restaurant or retail kiosk trade dress, a nuch
cl oser question regardi ng whet her any manufacturer of the
formerly patented itemshould be free to utilize, in
advertising its goods for sale, a realistic depiction of the
item

Opposer has advanced sone conpel ling argunents why
applicant should not be permtted to register what is in
essence the two-di nensional depiction of the fornerly
patented product that appeared in the patent itself, even
for services. Nonetheless, we nust bal ance agai nst
opposer's argunent for the extension of existing case |aw on
functionality what is shown by the record to be |ong use of
the keel cooler depiction by applicant in the manner of a
| ogo. Further, opposer has not discussed whet her, when
cust om manuf acturing services are involved, we should still
apply the TrafFix test for functionality (a three-
di mensi onal product design is functional if it is "essential
to the use or purpose of the product or if it affects the
cost or quality of the product”) to the product that results

from purchasing the services, or whether the test should be
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adapt ed and focus on whet her use of the two-di nensional
design to be registered is essential to anyone who woul d
provi de the sanme service, or would, if unavail able, affect
the cost or quality of the service.

Opposer has failed to persuade us that an extension of
existing law to cover the circunstances of this case is
warranted. W decline to sustain the opposition on
opposer's claimof functionality. W add, however, that our
deci sion does not foreclose the extension of TrafFix to
service marks if circunstances in a future case warrant such

an ext ensi on.

Descri ptiveness and Acquired Distinctiveness

We now turn to opposer's second claim Opposer
essentially contends that the depiction of a keel cooler
t hat applicant seeks to register is descriptive and that it
has not acquired distinctiveness. “Were, as here, an
applicant seeks a registration based on acquired
di stinctiveness under Section 2(f), the statute accepts a
| ack of distinctiveness as an established fact.” Yanmaha

| nternational Corp. v. Hoshino Gakki Co., 840 F.2d 1571, 6

USPQ@d 1001, 1005 (Fed. Cr. 1988) (enphasis in original).

Thi s nmeans that opposer is not required to advance evi dence
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of descriptiveness and may concentrate its case on the
question of acquired distinctiveness.?!

As Yamaha expl ai ns, when matter proposed for
regi stration under Section 2(f) is approved by the USPTO for
publication, there is a presunption that the exam ner found
a prima facie case of acquired distinctiveness by the
applicant for registration. 1d., 6 USPQ2d at 1004. In an
opposition, "the opposer has the initial burden to establish
prima facie that the applicant did not satisfy the acquired
di stinctiveness requirenment of Section 2(f)." 1d., 6 USPQd
at 1005. "If the opposer does present its prinma facie case
chal  enging the sufficiency of applicant's proof of acquired
di stinctiveness, the applicant may then find it necessary to
present additional evidence and argunent to rebut or
overcone the opposer's show ng..." |d.

The case at hand havi ng been conpletely tried, "the
only relevant issue ...is which party should prevail on the
entire record" regarding acquired distinctiveness, and it is
therefore unnecessary to discuss the shifting of burdens or

whet her prima facie cases have been nade out by either

2l Notwi t hstandi ng that an opposer chal |l enging an application
seeki ng registration under Section 2(f) need not prove
descriptiveness or |lack of inherent distinctiveness, the kind and
amount of evidence of acquired distinctiveness required to secure
a registration will necessarily vary with the subject matter for
whi ch regi stration is sought, Yamaha, 6 USPQRd at 1008, and an
opposer's submi ssion of evidence that matter is highly
descriptive therefore may benefit its attenpt to ratchet up the
kind and quantity of evidence of acquired distinctiveness
required in a particul ar case.
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party. 1d., 6 USPQ2d at 1006. However, under this
anal ysis, the "ultimte burden of persuasion” is on the
applicant. 1d. Finally, the standard for applicant to neet
i s preponderance of the evidence, "although logically that
standard becones nore difficult to neet as the mark's
descri ptiveness increases.”" 1d., 6 USPQ2d at 1008.

In securing the exam ning attorney's approval of the
i nvol ved mark for publication, applicant based its cl ai mof
acquired distinctiveness solely on a survey. Applicant did
not, however, directly introduce the survey into evidence in
t he opposition; and though opposer referenced it in a notice
of reliance, opposer essentially assuned that, because the
survey was filed in the application, and the application is
automatically part of the record in this opposition, opposer
did not have to attach the survey docunents to its notice of
reliance and nmere reference to themwas sufficient. Neither
t he subm ssion of the survey to the exam ning attorney nor
opposer's nere reference to it in a notice of reliance nakes

it a part of the record. See British Seagull Ltd. v.

Brunswi ck Corp., 28 USPQ2d 1197, 1200 (TTAB 1993), aff’'d, 35

F.3d 1527, 32 USPQ@d 1120 (Fed. G r. 1994), cert. deni ed,

514 U. S. 1050 (1995).
Applicant did file a notice of reliance on the contents
of the file for its Registration No. 2,357,354 and, nore

specifically, on a response to an office action by which

46



Opposition No. 91119899

applicant set forth a claimof acquired distinctiveness of
the conposite gl obe and keel cooler mark (see footnote 5,
supra). The survey docunents were included with that
response. By the terns of the notice of reliance, however,
applicant stated not that it was relying on the registration
file contents to support its claimof acquired

di stinctiveness but, rather, to establish that opposer and
others in the marine industry, not having objected to that
application, "did not find that the registration of that
mar k woul d best ow upon applicant a right of ownership in
that drawing of the keel cooler to which it was not
otherwi se entitled." Applicant's First Notice of Reliance
Under Trademark Rule 2.122(e) (July 30, 2004). Further,
applicant did not, inits brief, present any argunent on
acquired distinctiveness that relied in any way on the
survey. Accordingly, to the extent that applicant m ght
have had a right to rely on the notice of reliance not as
evi dence of what opposer and others purportedly believed
about the conposite gl obe and keel cooler mark, but also as
evi dence of the acquired distinctiveness of the involved
mar k, applicant has wai ved any such right by not addressing
this evidence in any way in the argunents in its brief on
acquired distinctiveness. Accordingly, we have given no

consi deration to the survey. %

22 Had applicant argued for the survey as evidence of acquired
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"I'n nost oppositions to registrations under Section
2(f), prevailing opposers have presented sone evidence that
the mark has not acquired distinctiveness, such as others
use of the proposed mark or simlar marks." Yamaha, 6
USPQ2d at 1008-07. 1In this case, opposer's evidence of use
of the proposed mark, or simlar marks, as evidence that
applicant's proposed mark has not acquired distinctiveness,
is extrenely limted. There is testinony that has been
offered to the effect that the proposed mark coul d be seen
as a depiction of a keel cooler of various parties. See,
e.g., trial testinony depositions of George MHugh, pages
10-12 ("Coul d be East Park, could be Duramax, Fernstrum
could be any one of the three of them"); of Steven Garver,
pages 7-9, who testified that no one from applicant ever
told himthe proposed mark was a Fernstrumtrademark and the
depiction of a keel cooler could just as readily be a
depi ction of a DuraCool er or an East Park keel cooler; and
of Todd P. Boudreaux, who di scussed East Park's use of the
depiction in sone ads, as well as applicant's demand that
East Park cease using the depiction. Also, exhibits 30 and

32 to the testinony deposition of Sean Fernstrum show use of

di stinctiveness, we would have rejected the argunent. The survey
tested for recognition only of tubing used in applicant's keel
coolers, and did not test for recognition of either entire keel
coolers or the involved illustration of a keel cooler.

48



Opposition No. 91119899

depi cti ons of opposer's DuraCooler in, respectively, an
advertisenment and in an installation manual.

The testinony of various w tnesses for opposer that the
Fernstrum depi ction could be perceived as a depiction of the
keel coolers of others because, for a tinme, Fernstrum was
not the only manufacturer of a grid-like keel cooler with
rectangul ar headers, is not testinony that others used the
Fernstrum depiction. There is, in fact, no evidence of use
of the proposed mark by others, apart fromthe evidence
regardi ng use by East Park of what was asserted by applicant
to be the Fernstrum keel cooler |ogo mark. The dearth of
evi dence of use of the proposed mark, however, is not
surprising because, for a long tinme, the protection of the
patent | aws secured to applicant alone the right to produce
a keel cooler looking like that illustrated by the proposed
mark.?®* As for evidence of use of a similar keel cooler
depiction, there is only the referenced evi dence show ng use

by opposer of depictions of the DuraCool er design.

2 |n addition, though not clearly established by the record,
appl i cant suggests that the industry may be rather linited,
referencing only three other conpanies "actively manufacturing
and selling keel coolers,” and that two of those only entered the
mar ket during the period of tinme applicant has been using its
design. Brief, p. 38.

24 W note that Yammha discusses the val ue of evidence of use of
the proposed mark "or sinmilar marks." |In stating that we view
the use of the DuraCool er depictions to be "simlar" to
applicant's proposed mark, we do not use that termin the sense
that we would if we were discussing likelihood of confusion, and
we are, at this point, unconcerned with whether prospective
purchasers of a keel cooler or custom nanufactured keel cooler
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Appl i cant argues that the acquired distinctiveness of
its keel cooler design is denonstrated by the foll ow ng
evidence: (1) use of the design on a substantially
excl usi ve and conti nuous basis since 1975; (2) during this
period of use, applicant has pronoted its logo in marine
industry trade journals, at marine industry trade shows, and
during personal sales visits; (3) average annual expenditure
of approximately $120,000 on print and trade show
advertising during the five years prior to Sean Fernstrum s
testi nony deposition; (4) personal sales calls by
applicant's enpl oyees or by manufacturer's representatives
or distributors, during which literature and pronoti onal
materials featuring the keel cooler design are distributed;
(5) that an estimated 90 percent of the rel evant nmarine
i ndustry has been exposed to the I ogo and an estinmated 75
percent of conpanies in the industry have actually purchased
one of applicant's keel coolers; (6) that East Park Radi ator
and Battery Conpany, a conpetitor, intentionally copied the
design and used it in ads, but stopped when confronted by

applicant; and (7) that applicant has already registered,

could tell themapart. Rather, the issue is whether the proposed
mark or depictions sinilar in kind are used in the field, because
that is to be considered in the cal culus of how highly
descriptive the images are for consuners and, as a result, how
much evi dence of acquired distinctiveness is necessary to find
applicant's proposed mark registrable.
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under Section 2(f), its conposite globe and keel cool er |ogo
(see supra, footnote 5). Brief, pp. 40-44.%°

The record clearly supports applicant's claimto
substantially exclusive and continuous use and its claim
that the design, or at |east variations of it, have been
w dely reproduced in sales and pronotional materials, in
advertisenents, and on pronotional itens. However, as
bet ween nere use of the design and actual pronotion of the
design, the record is mxed. Sean Fernstrumtestified that
during personal sales calls, the attention of custoners is
drawn to the appearance of the GRIDCOOLER, particularly the

rectangul ar heads ("A rectangul ar head neans it's a

% Applicant obtained effective adm ssions from opposer that
opposer "intends to use the design of its keel cooler" as a
trademark and service mark. Applicant's Second Notice of
Rel i ance Under Trademark Rule 2.120(j), requests no. 128 and no.
129. However, applicant did not rely on these as support for an
argunment that depictions of keel coolers can function as narks.
Mor eover, opposer's DuraCool er ad and installation nanual both
utilize TM designations with the word DuraCool er, but make no
claimthat the depiction of the keel cooler is a mark. See exhs.
30 and 32 to test. dep. of Sean Fernstrum

Because opposer's admi ssions were techni cal and obtai ned when
opposer failed to respond to applicant's requests for adm ssions,
and because evi dence of opposer's advertising of its keel coolers
does not corroborate the essence of the adm ssions, we do not
find the technical admissions to favor either party on the
guestion of acquired distinctiveness. Accordingly, under the
circunstances of this case, we do not consider the adm ssions to
provide significant support for the proposition that depictions
simlar to the proposed mark are used by others (which would
support opposer's position) or to support the proposition that
such depictions are routinely perceived in the industry as narks
(which woul d support applicant's position). Cf. Yanmaha, 6 USPQRd
at 1009 (Board had broad discretion in its weighing of testinony
fromexperts that guitar head designs other than that sought to
be registered by the applicant in that case could serve as source
i ndi cators).
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Fernstrum Gi dcool er keel cooler. Nobody el se uses that
rectangul ar head."). Test. dep. at pp. 19-20. Later, he
testified that outside sales representatives are instructed
to pronote the grid-like appearance as well as the
rectangul ar heads. Test. dep. at 61. On cross-exam the
wWtness testified that instructions to sales representatives
on this subject are only provided verbally. Test. Dep. at
112. Applicant's ads do not show the sanme focus. In an ad
pl aced in 2003 in the directory for the International

Wor kboat Show, applicant references "a confusing world of

| ook-alikes" and references its "one-pi ece header
construction” w thout referencing such headers as being
rectangular. Sean Fernstrum exh. 22. And a January 2000 ad
i n Workboat magazine includes the tag |line "Look For The
Gid...Find Fernstrum Quality," and does not nention headers.
Sean Fernstrum Exh. 23. There is little if any other

evi dence approximating the type that could be said to
condition custoners to look for a particular feature.

Wil e the image of applicant's keel cooler is wdely
used, there is little evidence of "look for" advertising or
actual pronotion of the logo. |In addition, the various ads,
cat al ogs, brochures and pronotional materials do not display
the design in a uniformmnner. |In sone, the foreground of
the inmage is on the right and it runs back to the left,

while in others the inmage is reversed and the foreground,
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like the drawing in the involved application, is on the
| eft, running back to the right. In sone depictions, the
design is superinposed over a gl obe, but the gl obe design is
not always the sane. The design may be a |ine draw ng, or
it may have | arge dark areas, so that the contrast between
el ements often differs. 1In short the display of the design
is not consistent and there is little evidence custoners are
educated to | ook for any particular design. |In addition,
there is the testinony of Steven Garver, who testified that
he has sold keel coolers from both opposer and applicant but
was never told by anyone from applicant that the inmage of
its keel cooler was a trademark

Anot her difficulty we have wei ghing the Sean Fernstrum
testinony and exhibits is that the extent of distribution of
pronotional itens, brochures and the |like is uncertain.
Sean Fernstrum used one word — "thousands" — to indicate how
many of various exhibits were produced or distributed. This
response was given for exhibits 4, 6, 7, 9, 12, 13, 14, 15,
21, 24, 25, 26, and 29. There were said to be "hundreds" of
a banker's bag distributed, and "over 10, 000" of exhibits
16, 17 and 18. W sinply do not find the testinony very
conpelling, for it appears that the nunbers are nere vague
estimates.

Next, we consider applicant's pronotional expenditures.

Qpposer, in cross-exam ning Sean Fernstrum sought
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information on the size of applicant's business, so as to
conpare the anpunt spent on pronotion with sales realized.
Applicant refused to provide the information. Thus, while
we have testinony about pronotional expenses, we do not have
i nformati on about sales. On the other hand, we concl ude

t hat sal es have not been insignificant, insofar as the
testinony of the witness that 75 percent of conpanies in the
i ndustry have "on and off" nmade purchases from applicant.

Li kewi se, we do not find the annual anount spent on
advertising and pronotion insignificant, although we do not
find it particularly substantial for a conpany that does
nati onal advertising and pronotion, attends trade shows,
distributes pronotional itens and nmaintains a web site.

We note at this juncture in our consideration of
applicant's asserted evidence of acquired distinctiveness,
that it would be virtually inpossible to sort out the
advertisenents, catalogs and other publications, or to break
down the pronotional expenses, all discussed above, into
evi dence that supports applicant's sales of goods and
evi dence that supports its marketing of custom manufacturing
services. Certainly, not all the ads or pronotional
expenses support a claimof acquired distinctiveness of the
i nvol ved design for custom manufacturing services. W have
not, however, attenpted to divine which individual itens of

evi dence, or what portion of pronotional expenses do support
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the claim because we find that even if all the evidence
were considered to provide proper support for the clai mof
acquired distinctiveness for the design and services in the
i nvol ved application, it would be insufficient evidence.
Turni ng back to other asserted evidence of acquired
di stinctiveness, applicant contends that even opposer's
W t nesses recogni ze the involved design. |[In particular,
applicant relies on nunerous passages fromthe testinony
deposition of Mchael Brakey. However, the passages noted
by applicant are not as supportive of applicant's contention
as it would have us believe. The discussions on page 79
i nvol ve the Fernstrum conposite gl obe and keel cooler
design. It does not follow fromthe characterization of the
W tness that the conposite is well known that the design of
a keel cooler alone would be well known as indicating
applicant. Likew se, the testinony of the witness on pages
96, 97 and 101 is nore accurately characterized as testinony
that the photocopies of the ads are of poor quality and
that, relative to the difficult to see inmages of boats, the
i mge of applicant's keel cooler is of good quality. This
can scarcely be considered testinony that the i mage of the
keel cooler is a wdely knowmn mark; and the nere fact that
the witness refers to "the Fernstrum keel cooler” in
di scussing the inmages in the ads does not necessarily

indicate that the design is perceived as a mark, for each of
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the ads includes the Fernstrum nanme. Applicant also relies
on passages fromthe testinony of Todd Boudreaux and Pau
Boudr eaux, but the referenced passages do not discuss the
proposed mark and are nore properly read as statenents that
applicant's keel cooler is a product well known in the
i ndustry.

Building on its assertion that Todd Boudreaux viewed
t he GRI DCOOLER | ogo, as opposed to the product itself, as
well known in the trade, applicant al so asserts that when
East Park Radi ator and Battery Conpany used the Fernstrum
image in advertising, it anounted to intentional copying.
Such copyi ng, applicant correctly asserts, can be
significant evidence of secondary neaning. W do not view
the record, however, as providing strong support for
applicant's allegation of intentional copying of a well
known [ ogo. First, the testinony of the w tness was not
that the logo was well known, but that the product was well
known. Second, it is undisputed that East Park Radi ator and
Battery Conpany was at one tine repairing applicant's
products. It is just as likely, on this record, that East
Park's use of the Fernstrumimage in an advertisenment was
i nnocent and w t hout know edge that Fernstrumclainmed rights
in the imge alone, rather than intentional. There is no
evi dence of record that East Park, even after it began

manuf acturing a keel cooler that | ooked the sane as
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applicant's, did so in an effort to pass off such product as
a Fernstrum product.

The final piece of evidence of acquired distinctiveness
that we consider is applicant's reliance on its prior
regi stration of the conposite gl obe and keel cool er design,
itself registered under Section 2(f). Applicant relies on
Trademark Rule 2.41(b), 37 CF.R § 2.41(b), but that rule
allows that a prior registration of "the sane mark" nay be
accepted as evidence of acquired distinctiveness. Wat
constitutes "the sane mark" is rather strictly construed.
See Section 1212.04(b) of the Trademark Manual of Exam ning
Procedure (4th ed., April 2005). W do not find applicant's
conposite gl obe and keel cooler design mark to constitute
the same mark as that which it now seeks to register. W
al so note that the only evidence of acquired distinctiveness
provided to the exam ning attorney to secure registration of
the conposite mark was the survey al ready referenced
herein.?® W have previously discussed this survey as an
itemon which applicant placed no reliance whatsoever in its
brief, essentially waiving any claimto it as evidence of
acquired distinctiveness. Applicant cannot rely on the

survey indirectly by relying on a registration that issued

26 The examining attorney had required applicant to disclaimthe

i mmge of the keel cooler on the ground that it is descriptive.
Applicant then amended the earlier application to assert acquired
di stinctiveness.
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when an exam ning attorney accepted the survey. The Board
is not bound in this case to accept the survey sinply
because the exam ning attorney accepted it in a prior
application. Mreover, as we have noted, supra, in footnote
22, had applicant argued that the survey was significant
evi dence of acquired distinctiveness, we would have rejected
t he argunent.

Wei ghing all the evidence in the record on acquired
di stinctiveness, and because we find the depiction of the
keel cool er proposed for registration to be highly
descriptive, we do not find sufficient evidence to support

applicant's claimof acquired distinctiveness.

Deci si on

Applicant's affirmative defenses that opposer does not
have standing and is equitably estopped frombringing this
opposition are denied. The opposition is disnmssed as to
opposer's claimthat the proposed mark is functional for
applicant's identified services. The opposition is
sustained as to opposer's claimthat the proposed mark is
descriptive and has not been shown to have acquired

di stinctiveness.
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