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Qpi nion by Hairston, Adm nistrative Trademark Judge:

TBC Corporation has filed an application to register
the mark SHADOWin typed capital letters for “tires.”?!
Regi strati on has been opposed by Anerica Honda Mdtor Co.,

Inc. under Section 2(d) of the Trademark Act. Qpposer

! Serial No. 75874915, filed on Decenber 17, 1999, which is based
on a bona fide intent to use the mark i n commerce.
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alleges that it is the exclusive licensee in the United
States of all trademarks owned by Honda Motor Co. (Japan);
that it is the exclusive distributor of the goods
manuf act ured by Honda Motor Co.; and that it is in the

busi ness of selling, pronoting and distributing vehicles,

i ncl udi ng aut onobi |l es, notorcycles, all-terrain vehicles,
and their respective parts, related services and

mer chandi se. Al so, opposer alleges that Honda Mdtor Co. is
the owner of the follow ng registrations: Registration No.
1,604,515 for the mark SHADOW for “notorcycles and
nmotorcycle structural parts;” Registration No. 2,202,312 for
the mark SHADOW for “jewelry” and “fancy goods”;

Regi stration No. 2,260,820 for the mark SHADOW AERO f or

“nmotorcycles and structural parts thereof;” Registration No.
2,363,335 for the mark SHADOW AERO for “paper goods and
printed matter, nanely, nagazi nes, panphlets, brochures,
newsl etters and books on the subject of notorcycles,

posters, and decals;” and Registration No. 2,285,785 for the
mar k SHADOW AVERI CAN CLASSI C EDITION for “printed matter in
the nature of publications to be distributed to purchasers
of registrant’s notorcycles”; “clothing, nanely, shirts and
hats, sold through authorized notorcycle dealers”; and

“replicas of the registrant’s notorcycles and accessories

therefor sold by registrant and its authorized dealers.”
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Furt her, opposer alleges that since prior to the filing date
of applicant’s application, it has used these registered

mar ks, and that applicant’s mark is likely to cause
confusion and dilute such marKks.

Applicant, in its answer, denied the salient
all egations of the notice of opposition and asserted as
affirmati ve defenses that the opposition is barred by
| aches, acqui escence and/ or estoppel.

The record consists of the file of the involved
application; the testinony deposition (wWwth exhibits) of
opposer’s witness, Robert J. Gurga; opposer’s notices of
reliance on certified copies of the pleaded registrations
and the file of Qpposition No. 91125235; the testinony
deposition (wth exhibits) of applicant’s witness Gary M
Paul son; and applicant’s notices of reliance on third-party
regi strations and applications, and the file of Cancellation
No. 9226171

Opposer and applicant filed main briefs on the case and

opposer filed a reply brief. An oral hearing was held.
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Prelimnary Matters

Before turning to the nerits of the case, we nust
di scuss opposer’s argunent that applicant has “admtted”
that there is a |likelihood of confusion in this case;
applicant’s argunent that opposer is estopped from argui ng
that there is a likelihood of confusion in this case; and
certain evidentiary objections raised by applicant.

First, opposer argues that applicant has “admtted”
that there is a |likelihood of confusion in this case because
i n pendi ng Opposition No. 91125325 involving applicant (as
the opposer) and a third party, applicant has alleged that
the third-party’s mark INDIAN SPIRI T for notorcycles is
likely to cause confusion with applicant’s marks GRAN
SPIRIT, GRAND SPIRIT and WLD SPIRIT for tires.

Al t hough the file of Opposition No. 91125325 may
certainly be introduced into evidence, applicant’s position
in that opposition is not an adm ssion on the ultimte issue
of likelihood of confusion in this case. A party’s position
on the issue of |ikelihood of confusion in another
proceeding i s not binding on the Board, but rather “nerely
illum native of shade and tone in the total picture and does
not relieve the decision nmaker of the burden of reaching his
own conclusion on the entire record.” Interstate Brands
Corp. v. Celestial Seasonings, Inc., 576 F.2d 926, 198 USPQ

151, 154 (CCPA 1978). Thus, while we w |l consider
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opposer’s argunent with respect to applicant’s position in
the ot her opposition, our determ nation of whether there is
a likelihood of confusion in this case is based on the facts
and record herein.

Second, applicant argues that opposer is estopped from
arguing that there is a likelihood of confusion in this case
because “the owner of the pleaded mark(s) on which the
opposition is based and from whom [ opposer] clains its
rights as a distributor, has effectively conceded that the
current application should be granted.” (Brief, p. 1).
Opposer’s parent conpany, Honda Motor Co., after initially
opposi ng an application filed by applicant in Canada to
regi ster the SHADOWmark for tires, entered into a witten
settl enment agreenent with applicant whereby Honda Mt or Co.
consented to registration of the mark and acknow edged t hat
there is no likelihood of confusion. Applicant maintains
that “[i]f the trademark owner cannot be damaged by the
registration [applicant] seeks, then those parties claimng
their rights fromthe trademark owner (e.g. opposer herein)
cannot be damaged either.” (Brief, p. 1). This argunent,
however, is without nerit since an opposer’s right to object
to an applicant’s registration of a mark in the United
States is conpletely independent of the respective foreign
trademark rights of the parties. See Nabisco, Inc. v.

Ceorge Weston Ltd., 179 USPQ 503 (TTAB 1973) and WI | iam



Qpposition No. 91121151

Sanderson & Son Ltd. v. Fernandes & Co., Ltd., 137 USPQ 165
(TTAB 1963). Thus, the fact that opposer’s parent Honda
Motor Co. entered into an agreenment with respect to
applicant’s registration of the SHADON mark in Canada i s not
determ native of whether applicant is entitled to
registration of the SHADOWmark in the United States.

Finally, attached to applicant’s brief on the case is a
list of the exhibits introduced during the testinony of
opposer’s witness M. Q@urga, to which applicant objects.
Appl i cant does not explain its objections in this
attachnent, but instead sinply cites to one or nore of the
Federal Rules of Evidence (e.g., “Exhibit 2 — F.R E. 602,
802”). It is not enough that a party which objects to
certain evidence sinply cite to a particular rule. Rather,
the objecting party should give sone reason(s) for its
objection(s). In view of applicant’s failure to give any
reasons for its objections in the attachnent, we decline to
consider it further.

However, at page 16 of its brief on the case, applicant
has di scussed, in particular, its objections to opposer’s
exhibits 7 and 12. Opposer’s exhibit 7 consists of sales
revenue information for the SHADOW not or cycl es and exhi bit
12 consists of a summary of the estinmated nunber of SHADOW
nmot orcycl es manufactured during 1983-2000 that are still in

operation. Applicant has objected to these exhibits on the
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grounds of hearsay and specifically that opposer’s wtness,
M. Qurga, did not have personal know edge of the
information therein. In particular, applicant argues that
M. Qurga neither prepared nor supervised the preparation of
t he docunents and did not know who prepared the docunents.
Further, applicant contends that M. Gurga admtted during
his testinony deposition that he is not the person within
opposer’s organi zati on who has personal know edge of the
conpany’s sales figures and that he did not know how the
information relating to the esti mated nunber of notorcycles
still in operation was derived.

Opposer, on the other hand, argues that exhibits 7 and
12 are adm ssi bl e as business records and that M. Q@urga has
the requi site personal know edge with respect to the
exhi bits because he testified that individuals within his
departnent and under his ultimte supervision and control
gener ated these docunents.

We find applicant’s objections to be without nerit in
view of the fact that the docunents are summaries of
busi ness informati on and were prepared by individuals under
M. Qurga’s supervision.

The Parties

Qpposer

Opposer took the testinony of Robert Gurga, senior

manager, product planning group, of Anerica Honda’s
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motorcycle division. M. Qurga testified that he has worked
for opposer for twenty-five years and that he has been in
his current position since January 1, 2000. 1In his
position, he oversees four departnents, “Market |Information

and Technol ogy,” “Mbdtorcycle Accessories Sal es and

Mar keting,” “Product Evaluation,” and “Product Pl anning.”

M. Qurga identified an agreenent between opposer and its
parent, Honda Mdtor Co., which grants opposer excl usive
rights to inport and distribute Honda products in the United
States. Anong the products which Honda Motor Co. produces
are autonobiles, notorcycles, all terrain vehicles and power
equi pnent. Further, M. Qurga testified that opposer is

aut horized to use and |license others to use the marks owned
by Honda Mot or Co.

M. Qurga testified that the first SHADOW not orcycl e
sold in the United States by opposer was in 1983, as
reflected in the Honda Mdtorcycle Identification Guide which
was i ntroduced during his testinony. He testified that
SHADOW not orcycl es have been continuously sold by opposer in
the United States since that time.? The SHADOWIine
conprises nore than sixty nodels of notorcycles. Qpposer

advertises its notorcycles on national television, on radio

and in publications.

2 (pposer’s sales figures were subnitted under seal.
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Appl i cant

TBC Corporation is in the business of marketing and
di stributing passenger car and |ight truck replacenent tires
and wheel s, and autonobile parts and accessories, in and
t hrough the autonotive aftermarket. Applicant has one
whol esal e di vision, TBC Private Brands Division, and two
retail divisions, Tire Kingdomand Big O Tires.

Applicant distributes tires throughout the United
States and Canada under the brands MJULTI M LE, CORDOVAN
VANDERBI LT and SIGVA. Wthin each brand there are a nunber
of different nodels, including SHADOWwW thin the SIGVA |1 ne.
The SIGVA SHADOWis a tire used in passenger vehicles.
Applicant sells 90%of its SIGVA SHADOWNtires through its
retail Tire Kingdomdivision; the remaining tires are sold
by the TBC Private Brands Division to i ndependent
whol esal ers or retailers.

Appl i cant adopted the SHADOW mark in the sumrer of
1999. It has been used since then to designate a nodel
wthin the SIGVA Iine of tires. The SHADOW nmark appears on
the tire itself. |In addition, the mark is used in marketing
materials, on tire labels, in catalogs and in connection
with other pronotional activities. Applicant has spent
approximately $6.5 mllion at the retail |evel on
advertising and pronotion of SHADOWtires since 1999. From

early 2000 through February 2004, applicant sold 1,550, 168
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SHADOW tires, accounting for $43.6 mllion in whol esal e
sal es and revenues.

Standing and Priority

Opposer has denonstrated its standing by virtue of the
fact that it is the exclusive distributor of Honda products,
i ncl udi ng not orcycl es bearing the SHADON mark, in the United
St at es.

Wth respect to priority, opposer submtted under
notice of reliance certified copies of the registrations
pl eaded in the notice of opposition. These registrations
show title in opposer’s parent conpany Honda Mt or Co.
(Japan). Applicant argues that opposer may not rely on such
regi strations for purposes of priority because opposer is
not the owner of the registrations and that in order to
establish its priority, opposer nust prove prior use of the
SHADOW mark in the United States.

It is well settled that “the Section 7(b) presunptions
accorded to a registration on the Principal Register accrue
only to the benefit of the owner of the registration, and
hence conme into play only when the registration is nade of
record by its owner.” TBMP 8§704.03(b)(1)(B). See also
Joseph S. Finch & Co. v. E. Martinoni Co., 157 USPQ 394, 395
(TTAB 1968) [An opposer cannot rely on registrations owned
by a parent: “Qpposer is not the registrant of any of the

registrations filed with its notice under Trademark Rul e

10
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2.123(c) and said registrations stand in the sane category
as if they were owned by i ndependent and unaffiliated
conpanies.”]. Thus, opposer may not rely on the pl eaded
registrations to establish its priority, but instead nust
prove prior use of the SHADOW nark.3

In this regard, opposer’s witness, M. Qirga, testified
t hat opposer is a subsidiary of Honda Motor Conpany and the
excl usive distributor of Honda products in the United
states. (Opposer introduced a copy of the exclusive
di stribution agreenent between Honda Mot or Conpany and
opposer. Further, opposer introduced excerpts fromthe
Honda Mot orcycle ldentification Guide which show that
various nodel s of SHADOW notorcycles were offered for sale
bet ween 1983 and 2000. For exanple, from 1983 to 1986
opposer offered the SHADOW 500; from 1993 to 2000 it offered
t he SHADOW VLX DELUXE; from 1998 to 2000 it offered the
SHADOW SPI RI T and SHADOW AMERI CAN CLASSI C EDI TI ON TOURER
and in 2000 it offered the SHADOW SABRE. | n addition,
opposer made of record pages downl oaded fromits website
whi ch show that in 1993 opposer offered, inter alia, the
SHADOW VLX, SHADOW VLX Del uxe, and SHADOW SPI RI T 750.

Furt her, opposer nmade of record sales information relating

% In particular, opposer must prove use of the SHADOW mark prior
to the earliest date upon which applicant may rely, nanely the
sumer of 1999.

11
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t o SHADOW not orcycles from 1983 t hrough 2002 and exanpl es of
advertisements used from 1983 until 2000.

We find that opposer’s evidence clearly establishes
opposer’s use of the SHADOW mark for notorcycles since 1983,
which is prior to the earliest date upon which applicant can
rely in this proceeding, nanely, the summer of 1999. Thus,
opposer has proven its priority in this proceeding.

Li kel i hood of Conf usion

Qur |ikelihood of confusion determ nation under Section
2(d) is based on an analysis of all the probative facts in
evidence that are relevant to the |ikelihood of confusion
factors set forth inlInre E. |. du Pont de Nenmours and Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). However, as
i ndicated in Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any
I'i kel i hood of confusion analysis, two key considerations are
the simlarity of the goods and the simlarity of the marks.

Turning first to a consideration of the marks,
opposer’s SHADOW mar k and applicant’s SHADOW mark are
identical in terns of appearance, sound, connotation and
overall commercial inpression. This fact weighs in favor of
a finding of |ikelihood of confusion.

We turn next to a consideration of opposer’s and
applicant’s goods. It is not necessary that the respective

goods be identical or even conpetitive in order to support a

12
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finding of |ikelihood of confusion. Rather, it is
sufficient that the goods are related in sone nmanner or that
the circunstances surrounding their marketing are such that
they would be likely to be encountered by the sanme persons
in situations that would give rise, because of the marks
used thereon, to a m staken belief that they originate from
or are in sone way associated wth the sane source or that
there is an association or connection between the source of
the respective goods. Hercules Inc. v. National Starch and
Chem cal Corp., 223 USPQ 1244 (TTAB 1984); and In re

I nternational Tel ephone & Tel egraph Corp., 197 USPQ 910
(TTAB 1978). Moreover, it is well settled that the issue of
I'i kel i hood of confusion nust be determ ned on the basis of
the goods as they are set forth in the involved application,
and not in |light of what such goods are asserted to actually
be. See Octocom Systens Inc. v.. Houston Conputer Services
Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1990); and
Canadi an I nperial Bank of Conmmerce, N. A v. Wlls Fargo
Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cr. 1987). Thus,
where an applicant’s goods are broadly described as to their
type, it is presuned that the application enconpasses al
goods of the type described therein, and that the identified
goods are sold through all channels of trade which would be
normal for those goods, and that they would be purchased by

all potential purchasers thereof. |In re Elbaum 211 USPQ

13
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639 (TTAB 1981). Further, where the applicant’s mark is
identical to the opposer’s mark, as it is in this case,
there need only be a viable relationship between the
respective goods in order to find that a |ikelihood of
confusion exists. 1In re Concordia International Forwarding
Corp., 222 USPQ 355 (TTAB 1983).

Appl ying these principles to this case, we find that
applicant’s tires and opposer’s notorcycles are rel ated
products. In the absence of any limtations in the involved
application, we nust assune that applicant’s tires include a
type that would be used on notorcycles, i.e., notorcycle
tires. Mdtorcycle owers will, after their original tires
wear out, be prospective purchasers for replacenent tires.
Mot orcycl es and notorcycle tires are clearly conpl enentary
products that are purchased by a common cl ass of consuners.
Purchasers famliar wth opposer’s SHADOW not orcycl es, upon
encountering applicant’s SHADONtires, may well believe that
such tires are designed for use on opposer’s SHADOW
motorcycles. W find therefore that opposer’s and
applicant’s goods are sufficiently related that when sold
under the identical SHADOW mark confusion is likely to
occur. In the past, the Board has held that when the sane
or substantially identical marks are applied to vehicles and
tires, confusion is likely. See Jetzon Tire & Rubber Corp.

v. General Mdtors Corp., 177 USPQ 467 (TTAB 1973) and

14
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Ceneral Mdtors Corp. v. Pacific Tire & Rubber Co., 132 USPQ
562 (TTAB 1962).

Appl i cant argues that marks consisting of the word
“shadow’ are weak marks and are therefore entitled to a
limted scope of protection. In support of this argunent,
applicant submtted copies of third-party applications and
regi strations of marks contai ning the word SHADON The
probative value of this evidence is very limted in our
determ nation of the issue of |ikelihood of confusion in
this case. In particular, third-party registrations are
entitled to little weight on the question of I|ikelihood of
confusion. Such registrations are not evidence that the
marks therein are in use or that the public is famliar with
them See AMF Inc. v. Anerican Leisure Products, Inc., 474
F.2d 1403, 177 USPQ 268 (CCPA 1973). Moreover, in this
case, none of the marks in the third-party registrations is
as simlar to opposer’s mark as is applicant’s mark, which
is identical to opposer’s mark SHADOWN Further, the third-
party registrations are for goods which are different from

those involved in this case.* In addition, the third-party

* For exanple, among the registrations relied upon are

Regi stration No. 2,637,198 for the mark SILVER SHADOW f or boat s;

Regi stration No. 2,792,453 for the mark THE SHADOW CONSPI RACY f or
structural parts of bicycles; Registration No. 2,482,400 for the
mark MECHANI C S SHADOW for nobile carts for tools and parts; and
Regi stration No. 2,439,088 for the mark SHADOW HAWK for notorized
golf carts.

15
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applications are evidence of only the fact that the
applications were filed and are of no probative val ue.

Further, applicant argues that purchasers of opposer’s
nmotorcycles, in particular, are sophisticated purchasers.
In support of this point, applicant points to the testinony
of opposer’s witness M. @irga, who testified that the
prospective purchasers of opposer’s notorcycles conduct
research before making a notorcycle purchase and that such
purchasers tend to be ol der than purchasers of other brands,
and have high incones and education levels. W recognize
that purchasers are likely to exercise care in the selection
of notorcycles but when the identical mark is used on
closely rel ated goods, the relevant purchasers are likely to
be confused, despite the care taken.

Al so, applicant argues that the |ikelihood of confusion
i s di mnished because of opposer’s “consistent and prom nent
use of the HONDA mark” on opposer’s notorcycles. (Brief, p.
19). Opposer, however, has not relied on use of a conposite
HONDA SHADOW mar k and the evi dence shows that opposer uses
t he SHADOW nark separate fromthe mark HONDA. Therefore, it
is appropriate to consider opposer’s mark SHADOW per se in
our determ nation of |ikelihood of confusion.

Wth respect to applicant’s contention that there has
been no actual confusion, as discussed above, there is a

| egal presunption that applicant’s goods enconpass

16
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nmotorcycles tires and that such tires are marketed to
nmotorcycl e owners. However, there is no evidence that
applicant markets such tires to this class of purchasers.
On the contrary, applicant asserts that it markets only
passenger car and light truck replacenent tires. As noted
by opposer, “[t]he fact that [applicant] has not, yet
anyway, distributed notorcycle tires m ght have a bearing on
the I ack of evidence of actual confusion...” (Reply brief,
p. 6). In other words, there is no basis for concluding
that there has been any neani ngful opportunity for actual
confusion to have occurred. Thus, the absence of any

i nstances of actual confusion is not legally significant.
See Gllette Canada Inc. v. Ramr Corp., 23 USPQ2d 1768
(TTAB 1992).

We concl ude therefore that purchasers famliar with
opposer’s SHADOW not or cycl es, upon encountering applicant’s
SHADOW mark for tires, would be likely to assune that such
products originate with or are in sone way associated with
t he sane source.

Deci sion: The opposition is sustained and registration

to applicant is refused.
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