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By the Board.

Jerry Ucci has applied to register the mark U- DUNK-
| T- DONUTS- PLUS for use in connection with restaurant and
carry-out food services.' Dunkin’ Donuts USA,

I nc. (“Dunkin’ Donuts”) has opposed registration on the
grounds that applicant’s mark, when used on the
identified services, is likely to cause confusion with
opposer’s previously registered and used DUNKI N DONUTS
mar ks for restaurant services, doughnuts, doughnut fl our,
fruit fillings for doughnuts, cookies, cakes and pies,
vegetabl e oil, shortening and coffee.? As the second

ground for opposition, opposer clains that applicant’s

! Serial No. 75/867,239, filed Decenber 9, 1999, alleging a bona
fide intent to use the mark in commerce.

2 See Attachment “A’ hereto for the conplete |ist of opposer’s
relied-upon narks.
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mar k, when used on the identified services, dilutes
opposer’s fanmpus, earlier-used, DUNKIN DONUTS marks.

I n his answer, applicant denied the salient
al l egations of the notice of opposition.

This case now comes up on opposer’s notion for
sunmary judgnment on the Section 2(d) issues of priority
and |ikelihood of confusion, and on the dilution claim
under Sections 13(a) and 43(c). The parties have fully
briefed the issues, and we have consi dered opposer’s
reply brief. See Trademark Rule 2.127(c)(1).

As an initial point, we note that opposer’s notion
for summary judgnment largely rests on applicant’s
effective adnmissions. In this regard, we note that
opposer served on applicant opposer’s first requests for
adm ssi ons on August 24, 2001, and that applicant’s
responses thereto were untinely. Applicant did not file
a notion to withdraw the effective adm ssions, or explain
why his responses were |ate. Therefore, opposer’s
requests for adm ssions stand adm tted by operation of
Fed. R Civ. P. 36(a).

We now turn to opposer’s summary judgnent notion. A
party is entitled to sunmary judgnent when it has
denonstrated that there are no genuine issues as to any

material facts, and that it is entitled to judgnent as a
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matter of law. Fed. R Civ. P. 56(c). The evidence nmust be
viewed in a light favorable to the nonnoving party, and al
justifiable inferences are to be drawn in the nonnovant’s
favor. Opryland USA Inc. v. The Great Anmerican Misic Show,
Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992).

| nasnmuch as opposer submtted with its summary judgnent
notion status and title copies of 10 of its relied-upon
registrations, priority is not an issue.® See King Candy
Conmpany v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182
USPQ 108 (CCPA 1974). In any event, the record shows that
opposer has used the mark DUNKIN DONUTS in connection with

the sale of coffee and donuts since at |east 1950, which
precedes the Decenber 9, 1999 constructive use and filing
date of applicant’s intent-to-use application. This

evi dence al so suffices to establish opposer’s standing to
bring this opposition proceeding.

I n addition, applicant has admtted the fane of
opposer’s mark. Specifically, in response to opposer’s
interrogatories, applicant stated that “the mark DUNKI N
DONUTS is ubiquitous” and that he “has been aware of the
mark for many years.” Further, by failing to tinely

respond to opposer’s requests for adm ssion, applicant
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adm tted that the mark DUNKI N DONUTS is well-known and
famous in the United States in connection with the
manuf acture and sale of coffee and donuts, and that the
DUNKI N DONUTS mark i s used throughout the United
States. See Opposer’s Requests for Adni ssions Nos. 4-7.
In further support of the fame of opposer’s mark,
opposer submitted the affidavit of Maura Rearden,
opposer’s Director of Advertising, which establishes
that: today, there are over 5000 Dunkin’ Donuts shops
wor | dwi de, maki ng opposer the | argest donut, bagel and
cof fee shop in the world; opposer largely attributes the
huge success of its marks to the extensive advertising
canpai gn opposer runs through various media, including
the “Fred the Baker” canpai gn; opposer has a very |arge
advertising budget, and spent nore than $60 mllion in
advertising its mark in the nost recent fiscal year; in
the United States al one, opposer sells approximately 2.3
billion donuts each year, and approximately 20 cups of
cof fee every second; opposer’s sales revenues in fiscal
year 2000 were approximately $2.4 billion; and opposer

owns nine incontestable nmarks and a pending application.?

3 W note that in the notice of opposition, opposer also relied
on Registration No. 692,491, but opposer did not subnmt status
and title copies of that registration.

4 Serial No. 76/035,918, which matured into Registration No.
2,465,531. See footnote 2 herein.
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Qur primary reviewi ng court, the Court of Appeals
for the Federal Circuit, recently reaffirnmed the
i nportance of fame as a DuPont factor in the |ikelihood
of confusion analysis.®> See Recot Inc. v. MC. Becton,
214 F.3d 1322, 54 USPQ2d 1894 (Fed. Cir. 2000).
Specifically, the Court in Recot stated that “[t]he
fifth DuPont factor, fame of the prior mark, when
present, plays a ‘domnant’ role in the process of
bal anci ng the DuPont factors,” that “the fame of the
mar k nust al ways be accorded full weight when
determ ning the likelihood of confusion,” and that
“[w] hen a fambus mark is at issue, a conpetitor nust
pause to consider carefully whether the fame of the
mar k, accorded its full weight, casts a ‘long shadow
whi ch conpetitors nust avoid,’” citing Kenner Parker
Toys Inc. v. Rose Art Indus., Inc., 963 F.2d 350, 353,
22 USPQ2d 1453, 1457 (Fed. Cir. 1992).

The wei ght of the evidence persuades us that opposer
has established the fame of its DUNKIN DONUTS marks for
pur poses of its Section 2(d) claimin this proceeding.

I n addition, because applicant failed to tinely

respond to opposer’s requests for adm ssions, applicant

SIninre E. |. DuPont DeNenoburs & Co., 476 F.2d 1357, 1361, 177
USPQ 563, 567 (CCPA 1973), the court enunerated factors that may
be consi dered when rel evant evidence is of record.
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al so has admtted that the parties’ respective marks are

visually and phonetically simlar, and the parties’

respective goods will be sold through identical
channels, will be advertised through the same channel s,
and will directly conpete with each other. See

Opposer’s Requests for Adm ssions Nos. 13-30.

In response to the sunmary judgnent notion
applicant argues there is no |ikelihood of confusion.
However, applicant has failed to identify any genui ne
i ssue which would require resolution at trial. As noted
above, applicant has admtted the npost pertinent factors
in the |ikelihood of confusion analysis, and opposer has
provi ded i ndependent evi dence regarding the fame of its
DUNKI N DONUTS nar ks.

I n short, given opposer’s clear priority of use of
its DUNKIN DONUTS marks, the undisputed simlarities
bet ween the parties’ marks, the obviously simlar nature
of the goods and services, and because opposer
established the fane of its pleaded marks for purposes
of this proceeding, we believe that there is no genuine
i ssue of material fact which would require a trial for
its resolution. We further believe that opposer has
shown that it is entitled to judgnent as a matter of

| aw. Accordingly, opposer’s motion for summary judgnment
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is granted, judgnent is entered against applicant, the
opposition is sustained, and registration to applicant
is refused.

Finally, inasnmuch as we find in favor of opposer on
the issues of priority and |ikelihood of confusion, and
because the application accordingly will be abandoned,

opposer’s dilution claimis noot.
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Attachnment “A”

1. Registration No. 748,901 for DUNKIN DONUTS for
restaurant services, registered April 30, 1963,
claimng May 15, 1950 as the date of first use and
July 7, 1956 as the first use in commerce, renewed
April 30, 1983, Section 8 & 15 affidavits accepted and
acknow edged, respectively.

2. Registration 976,137 for DUNKIN DONUTS and Design for
restaurant services, registered January 1, 1974,
claimng January 9, 1967 as the date of first use and
March 9, 1967 as the date of first use in comerce,
renewed January 1, 1994, Section 8 & 15 affidavits
accepted and acknow edged, respectively.

3. Registration 976,136 for DUNKIN DONUTS (stylized) for
restaurant services, registered January 1, 1974,
claimng January 9, 1967 as the date of first use and
March 9, 1967 as the date of first use in comerce,
renewed January 1, 1994, Section 8 & 15 affidavits
accepted and acknow edged, respectively.

4. Regi stration 907,303 for DUNKIN DONUTS (stylized) and
Desi gn, for restaurant services, registered February
2, 1971, claimng January 9, 1967 as the date first
use and first use in conmmerce, second renewal February
2, 2001, Section 8 & 15 affidavits accepted and
acknow edged, respectively.

5. 897,088 for DUNKIN DONUTS and Design, for restaurant
servi ces, registered August 18, 1970, claim ng January
9, 1967 as the date of first use and March 9, 1967 as
the date of first use in comerce, second renewal
August 18, 2000, Section 8 & 15 affidavits accepted
and acknow edged, respectively.

6. Registration 888,360 for DUNKIN DONUTS (stylized) and
Desi gn for doughnuts and doughnut flour, fruit
fillings for doughnuts, cookies, cakes and pies,
veget abl e oil, shortening, and coffee, registered
March 24, 1970, claimng January 9, 1967 as the date
of first use and March 9, 1967 as the date of first
use in comrerce, second renewal March 24, 2000,
Section 8 & 15 affidavits accepted and acknow edged,
respectively.
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7. Registration 1,159, 354 for

gl azed, coated and filled
coffee for consunption on
regi stered June 30, 1981
the date of first use and
of first use in comerce,
Section 8 & 15 affidavits
respectively.

DUNKI N DONUTS f or pl ai n,
fried cakes, nmuffins and
or off the prem ses,

claimng June 20, 1976 as
August 15, 1976 as the date
renewed June 30, 2001
accepted and acknow edged,

8. Registration 1,567,400 for DUNKINS for filled pastry,
namel y, hot-dog-shaped pastry with apple filling for
consunption on or off the prem ses, registered
Novenmber 21, 1989, claimng March 26, 1974 as the date
of first use and first use in comerce, renewed
Novenmber 21, 1999, Section 8 & 15 affidavits accepted

and acknow edged,

9. Registration 1,154,129 for
non- car bonat ed punches for

prem ses,
1977 as the date of first
comrer ce
acknow edged,

10. Registration 2,465,531 for

goods and desserts,
pi es,
as the date of first

11. Regi stration 692,491 for
and doughnut fl our,
cooki es,
cof f ee,
as the date of first

cakes and pies,

regi stered May 12,

doughnut s,
regi stered July 3, 2001,
use and first

DUNKI N
fruit fillings for
veget able oil,
regi stered February 2,
use and first

respectively.

DUNKIN for fruit-flavored
consunption on or off the
1981, claimng June 17,

use and first use in

Section 8 & 15 affidavits accepted and
respectively.

DUNKI N DONUTS f or bakery
cooki es, cakes and
cl ai m ng Novenber 1999
use in conmmerce.
DONUTS for doughnuts
doughnut s,
shorteni ng and
1960, claimng May 1952
use in conmmerce.

Office records show that this registration was cancel |l ed

on February 17, 2001.



