THIS DISPOSITION IS NOT Mailed:
CITABLE AS PRECEDENT November 10&%5&%
OF THE TTAB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

M ss Universe L.P., LLLP
V.
Rai nbow Producti ons and Publications, |nc.

Qpposition No. 91122676
agai nst Application Serial No. 78019444

Qpposi tion No. 91124156
agai nst Application Serial No. 78019435

Andrea L. Cal varuso and Marya Lenn Yee of Donovan & Yee LLP
for Mss Universe L.P., LLLP.

Rai nbow Producti ons and Publications, Inc., pro se.

Bef or e Hohei n, Chapman and Bucher, Adm nistrative Trademark
Judges.

Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Rai nbow Producti ons and Publications, Inc. seeks
registration on the Principal Register of the mark MSS T-
G RL USA for services recited as “entertai nnent services in

the nature of pronoting and conducting gay beauty
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pageants,”! and for M SS DRAGQUEEN USA for services
recited as “entertainment services in the nature of
conducting gay beauty pageants,”? both in International
Cl ass 41.

The above-capti oned opposition proceedi ngs were
consol i dated by order of the Board dated February 25, 2002.
The cases are now ready for decision and shall be decided
in this single opinion, which shall be entered in the
proceeding files of both oppositions.

Opposer has opposed registration of the marks in both
of applicant’s applications, alleging as grounds therefor
that it is the prior user of a famly of nmarks, including
M SS USA, M SS TEEN USA, variants of these marks having
fifty state designations, e.g., MSS [ STATE] USA and M SS
[ STATE] TEEN USA, and MRS. USA, all used on or in
connection with beauty pageants and pronotional goods
related to these pageants; that opposer owns a Princi pal
Regi ster registration for the mark M SS USA for

“entertai nnent services, nanely, presentation of pageants

! Application Serial No. 78019444 was filed on August 2, 2000
based upon applicant’s allegation of a bona fide intention to use
the mark in commerce. Applicant disclaimed the words T-G RL USA.
2 Application Serial No. 78019435 was filed on August 2, 2000
based upon applicant’s allegation of a bona fide intention to use
the mark in commerce. Applicant disclainmed the words DRAGQUEEN
USA.
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and contests” in International Cass 41% and a Princi pal
Regi ster registration for the mark M SS TEEN USA f or
“entertai nnent services, nanely, pronoting and conducting
beauty pageants” in International Class 41;* that it is the
owner of other variants of the MSS USA marks for all fifty
states and the District of Colunbia; that applicant’s
mar ks, when used in connection with the services identified
in applicant’s applications, so resenble opposer’s
previ ousl y-used and regi stered marks, including MSS USA
and M SS TEEN USA, that it would be likely to cause
confusion, to cause m stake, or to deceive, under Trademark
Act Section 2(d), 15 U S. C. 81052(d); and that applicant’s
proposed nmarks “will dilute the distinctive quality of
Qpposer’s fanobus marks.”

Applicant, in its answer to Qpposition No. 91122676
(against MSS T-G RL USA), denied the salient allegations
of the opposition. However, applicant never filed an

answer to Qpposition No. 91124156 (agai nst M SS DRAGQUEEN

3 Regi strati on No. 1601484 issued to Mss Universe, Inc. on
June 12, 1990 based upon a claimof use in comrerce since at

| east as early as 1952, section 8 affidavit accepted and section
15 affidavit acknow edged; renewed.

4 Regi stration No. 1660124 issued to Mss Universe, Inc. on
Cct ober 8, 1991 based upon a claimof use in comerce since at

| east as early as 1983, section 8 affidavit accepted and section
15 affidavit acknow edged; renewed. The word TEEN is discl ai ned
apart fromthe mark as shown.
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USA). Furthernore, applicant did not take any testinony or
submit any evidence in the consolidated proceeding, and did
not file a brief on the consolidated cases. Neither party
requested an oral hearing.

The record consists of the pleadings; the files of the
i nvol ved applications; trial testinony, with rel ated
exhi bits, taken by opposer of Anthony Santonauro, opposer’s
vi ce president of business planning and devel opnment; and
status and title copies of opposer’s pleaded registrations,
i ntroduced by way of opposer’s notices of reliance.

As noted above, in its order of February 25, 2002, the
Board consol i dated these two proceedi ngs, based upon
opposer’s notion of Novenber 6, 2001 to do so. In
addi tion, the Board' s order noted that inasnmuch as the
answer to Opposition No. 91124156 was due on Novenber 14,
2001, and it appeared that no answer had been filed, notice
of default was entered agai nst applicant under Fed. R Civ.
P. 55(a). Applicant was given thirty days to show cause
why judgnent by default should not be entered agai nst
applicant. The record reflects no response from applicant.
Accordi ngly, default judgnent is hereby entered agai nst

applicant in Qpposition No. 91124156; the opposition is
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sust ai ned; and registration to applicant for that
application is refused.
We turn then to a discussion of the merits of

Qpposition No. 91122676.

Li kel i hood of Conf usion

THERE 1S NO | SSUE AS TO PRIORI TY

Qpposer has introduced into the record by way of its
notices of reliance copies of its pleaded registrations,
whi ch show that they are valid, subsisting and owned by
opposer. Thus, this proof renoves the issue of priority

fromthis case. See King Candy Co. v. Eunice King's

Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

L1 KELI HOOD OF CONFUSI ON FACTORS

The record denonstrates that opposer produces three
| arge beauty pageants each year: “Mss USA " “Mss Teen
USA” and “M ss Universe.” Qpposer also licenses all fifty
states and the District of Colunbia to use its service
mar ks in pronoting and conducting | ocal pageants in each of
the states and the District of Colunbia (e.g., MSS NEW
YORK USA, M SS ALABANVA TEEN USA, etc.).

Qpposer and its predecessor have used M SS USA

continuously in presenting pageants and contests each year
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since 1952, and have used M SS TEEN USA continuously in
pronoti ng and conducting beauty pageants each year since
1983. According to the Nielsen Media ratings, in both 2001
and 2002, approximately eight mllion viewers watched the
M SS USA pageant while seven mllion viewers watched the

M SS TEEN USA pageant. In the year 2001, both of these
pageants were al so broadcast in fifty-six foreign
countries.

In addition to the tel evision broadcasts of the
pageants thensel ves, opposer’s MSS USA and M SS TEEN USA
events are covered on entertai nnent tel evision prograns
such as the “Late Show,” “Late Night with David Letterman,”
“E! Entertai nnent Television,” “Extra,” “Access Hol |l ywood,”
“The Today Show,” etc. Print nedia coverage includes

regul ar pieces in The New York Tines, LA Tines, People,

Busi ness Week, USA Today, JET, The WAshi ngton Post, The New

York Tinmes, Cprah, etc.

Qpposer pronotes its MSS USA and M SS TEEN USA
pageants each year, spending alnost three mllion dollars
annually to produce its “world-fanous pageants.” |Its
I nternet websites (www. m ssusa.com and www. m sst eenusa. con
recei ved approximately 300 mllion hits between Septenber

2001 and Sept enber 2002. Opposer earns approxi mately $20
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mllion in gross annual revenues from corporate
sponsorships, fromlicensing its marks and fromthe
broadcast rights for the various pageants. Qpposer spends
approxi mately $300, 000 per year enforcing its rights in

t hese cl ai ned narks.

QO her than the file of the involved application, the
record contains little information about applicant or its
i ntended services. In fact, there is no evidence in the
record that applicant has nade any use of its MSS T-G RL
USA nar k.

Qur determ nation under Section 2(d) is based upon an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the issue of likelihood

of confusion. Inre E. 1. du Pont de Nenours & Co., 476

F.2d 1357, 177 USPQ 563 ( CCPA 1973).

We turn first to a consideration of the services. The
evi dence shows that opposer is in the business of putting
on beauty pageants. Applicant’s recitation of services in
the involved application is for “entertai nnment services in
the nature of pronoting and conducti ng gay beauty
pageants.” While presumably the contestants in applicant’s
pageants woul d be honosexuals, and this would not be the

case in opposer’s pageants, both are for entertai nnent
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services in the nature of beauty pageants in Internationa
Class 41. Accordingly, while the services would not be
identical, we find these services to be simlar and
rel at ed.

We turn next to a consideration of the
simlarities/dissimlarities of applicant’s mark, M SS T-
A RL USA, and opposer’s marks, M SS USA and M SS TEEN
USA. It is well settled that marks nust be considered in
their entireties because the commercial inpression of a
mar k on an ordi nary consuner is created by the mark as a
whol e, not by its conmponent parts. This principle is based
upon the commopn sense observation that the overal
inpression is created by the purchaser’s cursory reaction
to a mark in the marketplace, not froma neticul ous
conparison of it to others to assess possible |egal
differences or simlarities. See 3 J. Thomas M Cart hy,

McCarthy on Trademarks and Unfair Conpetition, §23:41 (4'"

ed. 2001). See also, Dassler KGv. Roller Derby Skate

Corp., 206 USPQ 255 (TTAB 1980). Stated differently, the
proper test in determning |ikelihood of confusion does not
i nvol ve a side-by-side conparison of the marks, but rather
nmust be based on the simlarity of the general overal

commerci al i npressions engendered by the invol ved marks.
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In this case, when conpared as to sound and
appearance, both applicant’s mark, MSS T-G@ RL USA, and
opposer’s marks, M SS USA and M SS TEEN USA, all consi st
of a beginning, which is “MSS,” and an endi ng having the
designation “USA.” Thus, the begi nning and endi ng sounds
are identical and the structure of the conposite marks is
simlar. In all fifty states and the District of Colunbia,
applicant |licenses the use of these marks for | ocal
pageants where the nanme of the state (or the District of
Columbia) is inserted between the word “M SS” and the “USA’
(or “TEEN USA”) designation (e.g., MSS TEXAS USA, M SS
GEORG A TEEN USA, etc.). This structure, famliar to those
consuners who are exposed to the state pageants, is
identical to the structure and cadence of applicant’s
applied-for mark.

As to connotation, no evidence was properly nmade of
record showi ng the nmeaning of the “T-Grl” portion of
applicant’s mark. Accordingly, in the absence of any clear
i nsights into how prospective consunmers m ght perceive this
term when the parties’ respective nmarks are considered in
their entireties, we find that consunmers nay well attribute
the rel ated beauty pageant services to a single source or

sponsorship by the sane entity. Hence, while the parties’
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respective marks are obviously not identical, when
considered in their entireties, we find that the mark M SS
T-G@ RL USA, when conpared with M SS USA and/or M SS TEEN
USA, creates simlar overall comrercial inpressions.

W turn next to the du Pont factor focusing on the
vari ety of goods and/or services on which the prior marks
are used. A finding of likelihood of confusion hereinis
al so supported by the common | aw usages of an entire famly
of marks, including the variants of opposer’s registered
mar ks having fifty state designations used on or in
connection with beauty pageants and pronoti onal goods
related to these pageants. Specifically, we find that the
record supports the fact that the marks asserted to
conprise the “famly” have been used and advertised in
pronoti onal material in such a nmanner as to create conmon
exposure and, thereafter, recognition of conmon ownership
based upon a feature comon to each mark, nanmely the “M SS

... USA” designation. See J & J Snack Foods Corp. V.

McDonal d’s Corp., 932 F.2d 1460, 18 USPQd 1889 (Fed. Gr.

1991); Wtco Chemical Co. v. Witfield Chenical Co., 418

F.2d 403, 164 USPQ 43 (CCPA 1969); and Dan River, Inc. v.

Apparel Unlimted, Inc. 226 USPQ 186 (TTAB 1985).
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We turn then to the du Pont factor focusing on the
fame of opposer’s prior marks (e.g., the revenue,
advertising and other pronotional activities, the |l ength of
use, etc.). The record is clear that opposer has engaged

in extensive marketing of its MSS USA and M SS TEEN USA

services and collateral products. The record shows that
opposer has consistently spent a great deal of noney
advertising and nmarketing its beauty pageants and rel ated
goods. Also contributing to the strength and renown of
opposer’s nmarks is the wide variety of free nedi a

pronoti onal exposure provided for opposer’s beauty
pageants. (Qpposer takes in annual revenues of nore than
$20 mllion, having spent three mllion dollars each year
to produce its worl d-fanpbus pageants. In the nost recent
years for which there is data in this record, eight mllion
viewers in the United States watched the M SS USA pageant
whil e seven nmillion viewers watched the M SS TEEN USA
pageant. Both pageants were al so broadcast in fifty-six
foreign countries. QOpposer’s Internet websites receive 300
mllion hits each year, and opposer spends an average of
$300, 000 each year enforcing its rights in these clained

mar ks.
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Accordingly, we find the record sufficient to
establish recognition of opposer’s beauty pageant services
and the invol ved marks anong vast nunbers of consuners.

The record of opposer’s marketing efforts and nedi a
exposure is nost inpressive. On the record before us, we
concl ude that opposer’s services are not unlike the product

of the opposer in Kenner Parker Toys Inc. v. Rose Art

I ndustries, Inc., 963 F.2d 350, 22 USPQ@d 1453 (Fed. Cr.

1992), insofar as the opposer in that case was said to have
had a “piece of gold” that, at one tine, had been the nost
advertised product in its industry. For purposes of our
| i kel i hood of confusion determ nation herein, we agree with
ot her tribunals who have been faced with this question,® and
we find, based upon the record before us, that the terns
M SS USA and M SS TEEN USA are wel | - known narks, deserving
of a wide scope of protection.

In balancing all the relevant du Pont factors, we find
that applicant’s MSS T-G RL USA mark, when used in
connection wth the services set forth in its application,

so resenbl es opposer’s M SS USA and M SS TEEN USA mar ks,

° See e.g., Mss Universe, Inc. v. Mss Teen U S. A, Inc.,
209 USPQ 698 (N.D. CGeorgia 1980); Mss Universe, Inc. v. Little
Mss US A, Inc., 212 USPQ 425 (N.D. Ceorgia 1981); Mss

Uni verse, Inc. v. Pitts, 714 F. Supp. 209, 14 USPQ2d 2004 (N.D.
Loui si ana 1989).

- 12 -
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for its beauty pageant services and rel ated pronotiona
goods, as to be likely to cause confusion, to cause m stake
or to deceive as to source or sponsorshinp.

In conclusion, we find the evidence of record clearly
supports a finding that there is a |ikelihood of confusion,
and we sustain the opposition based thereon. Having
sust ai ned the opposition on this basis, we do not reach the
cl ai masserted by opposer that applicant’s proposed nark
“Wll dilute the distinctive quality of Qpposer’s fanpus

mar ks.”

Deci sion: QOpposition No. 91124156 is sustai ned based
upon a default judgnent under Fed. R Cv. P. 55 and
registration to applicant for application Serial No.
78019435 is refused. Qpposition No. 91122676 is sustained
based upon a likelihood of confusion, and registration to
applicant for application Serial No. 78019444 is al so

r ef used.



