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Qpi nion by Drost, Admi nistrative Trademark Judge:

On July 25, 2000, David M Brady (applicant) applied to
regi ster on the Principal Register the mark RI TALOUT (typed
drawi ng) for goods identified as a “nutritional supplenent”
in International Cass 5.1

On July 10, 2001, Novartis Corporation (opposer) filed
a notice of opposition to the registration of applicant’s

mar k. Opposer alleges that applicant’s mark is confusingly

! Serial No. 78018211 contains an allegation of a bona fide
intention to use the mark in commrerce.



Qpposition No. 91123924

simlar to two registrations it owns, both in International
Class 5, for the marks RI TALIN® for a “pharmaceuti cal
preparation having a stinulating effect” and R TALIN SR® for
a “pharnmaceutical preparation having a stinulating action”
under Section 2(d) of the Trademark Act. 15 U S.C
8 1052(d). Opposer also alleges that applicant’s mark
dilutes the distinctiveness of its RI TALIN mark.

Appl i cant denied the salient allegations of opposer’s
notice of opposition.

The Record

The record consists of the pleadings; the file of the
i nvol ved application; the testinonial deposition of Steven
H. Hartman, opposer’s vice-president and counsel, with
exhi bits; the testinonial deposition of Ann Regina O eary
Mor an, opposer’s executive director of public relations,
Wi th exhibits; the testinonial deposition, with exhibits, of
Ronal d Califre, senior vice-president of opposer; the
testinonial deposition, with exhibits, of Mchelle Stol pman,
seni or product manager of opposer; the discovery deposition
of applicant, with exhibits, submtted by opposer by notice
of reliance; other notices of reliance of opposer submtting
status and title copies of its registrations, news articles,

books, FDA regul ations, an article by applicant, and

2 Registration No. 517,928, issued November 22, 1949, third
r enewal
® Registration No. 1,149,578, issued March 31 1981, renewed.
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dictionary definitions; stipulations of the parties

subm tting applicant’s product |abels, a technical
information sheet, an ingredient list, a list of R TALOUT
references, and a list of publications by applicant; and a
decl aration of Mchelle Stol pman submtted by stipul ation.

Prelimnary Matters

Because of opposer’s proof of ownership and use of its
regi stered marks, we find that opposer has established its

standing to oppose. See, e.g., Lipton Industries, Inc. v.

Ral ston Purina Conpany, 670 F.2d 1024, 213 USPQ 185 ( CCPA

1982). Also, priority is not an issue here in view of
opposer’s ownership of two registrations for its RI TALIN and

RI TALIN SR marks. See King Candy Co. v. Eunice King s

Kitchen, 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974).

Li kel i hood of Conf usion

W now address the issue of |ikelihood of confusion,
which is the key issue in the case. Wen considering
whet her there is a likelihood of confusion, we rely on the
factors set out by the Court of Appeals for the Federal
Circuit and its predecessor, the Court of Custom and Patent

Appeals, inlInre Majestic Distilling Co., 315 F.3d 1311, 65

UsP2d 1201, 1203 (Fed. Cir. 2003) and Inre E. |I. du Pont

de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA

1973).
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We begin by discussing the simlarity of opposer’s and
applicant’s marks. Applicant’s mark is for the single word
Rl TALOQUT and opposer’s marks are for the words RI TALIN and
RITALIN SR Al the marks are shown in typed form The
only difference between the words RI TALIN and RI TALOUT is
the ending of the marks. Applicant’s nmark ends with the
word “out,” while opposer’s mark ends with the word “in.”
Opposer’s second registration adds the letters “SR 7 which
stand for “sustained release.” Hartnman dep. at 7.* The
abbrevi ati on woul d have at |east a suggestive significance
inrelation to opposer’s goods. As such, it is unlikely to
be viewed by health professionals and others as a

significant feature of the mark. See In re Chatam

International Incorporated,  USPQd , (Fed. Cir.

August 3, 2004), slip op. at 6 (“GOLD, in the context of
tequila, describes either a characteristic of the good — its
color — or a quality of the good comensurate with great

value or nerit ...In sum the Board had good reason to

* Opposer’s w tness expl ai ned:
The product sold under the Ritalin SR trademark is an
advanced fornul ati on of the product sold under the
Ritalin trademark, and it allows for |ess frequent
dosi ng.
Q And is that a function of the sustained rel ease
characteristic of the product?
A Yes.
Hartman dep. at 7. See also Information For Parents and Patients
About Ritalin® and Ritalin-SR® (Ritalin-SR (sustained rel ease
tablet)).
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di scount ALE, JOSE, and GOLD as significant differences
bet ween the marks”).

The “RITAL-" prefix, on the other hand, is apparently
an arbitrary term There is no evidence that the term has
any meaning in the pharmaceutical industry.®> There is also
no evidence that the prefix is used in connection with any
goods or services. Opposer’s witness® identified a
trademark search report for listings in Cass 5 and
described the results as showing that “apart fromthe mark
we are opposing, RtalQut, there are no other marks that
contain the prefix RI-T-A-L either pending or registered or
expired.” Hartman dep. at 17-18. The wi tness al so answered
in the negative when he was asked if he was “aware of any
third party for any goods or services that uses any mark in
any way simlar to your own trademark.” Hartman dep. at 15.
Applicant hinself answered in the negative when he was
asked: “Are you aware of any other product in the
mar ket pl ace that begins with the letters RI1-T-A-L?” Brady
disc. dep. at 94. Therefore, the prefix “Rtal-" would be
an arbitrary term It would dom nate both applicant’s and
opposer’s nmarks even when it is conbined with the comon

words “in” and “out.”

> “Q Can any significance be attributed to the RI1-T-A-L prefix?
Does it have any neaning? A No.” Hartman dep. at 23.

® Steven Hartman is opposer’s vice president and counsel for
tradenmarks and copyrights. Hartman dep. at 3.
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When we examne the simlarities and dissimlarities of
the marks i n appearance, sound, and neaning, they are
obviously not identical. There is a difference inasnuch as
applicant’s mark ends wth the term*®“out” and opposer’s mark
ends with the term*“in.” Overall, they would still | ook
simlar and sound simlar to the extent that both would be
dom nated by the “Rital-" prefix. Wen we consider the
simlarities in nmeaning, we again find that there is little
to distinguish the marks. There is no evidence that the
mar k RI TALI N has any neaning. [|ndeed, applicant
acknow edges that fact.

Q You are unaware of any other neaning associated with

the word Ritalin other than to identify Novartis’ drug?

A. The word Ritalin, yeah. | think that’s the only

nmeaning that I’maware of, that it identifies their

drug.
Brady disc. dep. at 94.

Regardi ng his trademark, applicant argues that “the
original nane selection for the Applicant’s product was
RI DDLE QUT (al so trademarked by applicant). This nanme was
selected in order to convey an i mage of renoving the
‘riddle’ as to why so nmany Anerican children are suffering
fromnyriad of behavioral problens, including
hyperactivity.” Applicant’s Brief at 2. See also Brady

disc. dep. at 100-02. Wile it is possible that potenti al
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custoners nmay engage in a process of translating “Rital out”
to mean “riddle out,” it is not clear why they would then
arrive at a conclusion that this ternmis nmeani ng and
commercial inpression were so different from opposer’s mark
“Ritalin” that the marks would not be simlar.

VWhile it is inproper to dissect a mark and marks mnust
be viewed in their entireties, nore or | ess weight may be
given to a particular feature of a mark for rationa

reasons. In re National Data Corp., 753 F.2d 1056, 224 USPQ

749, 751 (Fed. Cir. 1985). 1In this case, the only

di fference between opposer’s first registration and
applicant’s mark is the fact that applicant’s mark ends with
the suffix “out,” while opposer’s mark ends with the

opposite suffix “in.” VWiile this is a difference, we do not
find that it is significant enough to avoid a finding that
the marks are simlar. In a simlar case, the Court of
Cust om and Patent Appeals held that the nmarks M STER STAI N
and MR CLEAN were simlar despite their obvious
differences. “While here we have both aural and optical
dissimlarity between ‘stain’ and ‘clean,’” such factors are
not necessarily controlling on the issue of I|ikelihood of
confusion in the market place. A designation may well be
likely to cause purchaser confusion as to the origin of

goods because it conveys, as used, the sane idea, or

stimul ates the sane nental reaction, or in the ultimte has
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the sane neaning.” Proctor & Ganble Co. v. Conway, 419 F. 2d

1332, 164 USPQ 301, 304 (CCPA 1970). See also Specialty

Brands, Inc. v. Coffee Bean Distributors, Inc.. 748 F.2d

669, 223 USPQ 1281, 1283 (Fed. Cir. 1984) (“It is the
simlarity of commercial inpression between SPI CE VALLEY and
SPI CE | SLANDS t hat wei ghts heavily against the applicant”);

I nternati onal House of Pancakes, Inc. v. Elca, Corp., 216

USPQ 521, 525 (TTAB 1982) (Likelihood of confusion between

| NTERNATI ONAL HOUSE OF PANCAKES and COLONI AL HOUSE OF
PANCAKES). Here, the difference between RI TALIN and

RI TALQUT is not sufficient to make the marks dissimlar.

The common prefix “Rital-*“ dom nates the marks. W concl ude
that the simlarities of the marks’ sound, appearance,

meani ng, and conmerci al inpression outwei gh any potenti al

di fferences.

However, simlarity of the marks is only one factor we
consider in our likelihood of confusion analysis. The next
factor, which is often a critical factor, is the simlarity
or dissimlarity of the goods. 1In this case, applicant’s
goods are nutritional supplenents while opposer’s goods are
pharmaceutical preparations having a stinulating effect or
action. W nust conpare the goods as described in the
application and the registrations to determne if there is a

I'i kel i hood of confusion. Canadian |Inperial Bank v. Wlls

Fargo Bank, 811 F.2d 1490, 1493, 1 USPQ2d 1813, 1815 (Fed.
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Cr. 1987). W start by noting that nutritional supplenents
and pharmaceutical preparations are not identical products
but that does not end our consideration. Qpposer’s W tness
testified that:
Novartis itself makes both prescription pharmaceuticals
and nutritional supplenments. And we in fact nake those
products for the sane — to treat the sane synptons and
di sease st ates.
W meke, for exanple, nutritional supplenments to treat
di abetes, nutritional supplenents, under the brand nane
Resource; and we al so offer a prescription
pharmaceutical called Starlix for diabetes.
Hart man dep. at 25.
The fact that opposer is also the source of both
nutritional supplenents and pharmaceutical preparations is

evi dence that these products are related. Accord Eli Lilly,

56 USPQ2d at 1947 (“[D]ietary supplenents are an area of
nat ural expansion for pharmaceutical conpanies”).
Opposer’s goods are specifically identified as
pharmaceutical preparations having a stinulating effect or
action. M. Harman expl ai ned that:
The drug [Ritalin] actually is a stimulant to the
central nervous system and for reasons that doctors
and clinicians are not entirely sure why, the net
effect of stinulating certain parts of the central
nervous system on peopl e whose systens are already
overly active has the countervailing effect. It
actual ly cal ns them down.
Hart man dep. at 13.
“Ritalin is indicated for the treatnent of ADHD

[attention deficit hyperactivity disorder]. ..It was the
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first medication that was approved by the FDA for the
treatment of ADHD.” Modran dep. at 5. Applicant agrees that
“the principal prescribed purpose of Ritalinis to help
overactive children.” Brady disc. dep. at 127. Applicant’s
nutritional supplenents are simlarly directed towards
hel pi ng hyperactive children. A sanple |abel for RI TALOUT,
after identifying the product as a nutrition shake, goes on
to indicate that it is a “Daily nutritional support for
over-active children.” Brady disc. dep. Ex. 4. Applicant
admts that this is the only claimthat is nade on the

| abel . Brady disc. dep. at 124. Part of applicant’s

mar keti ng plan includes marketing “Ritalout as a daily
nutritional support for overactive children.” Brady disc.
dep. at 123. Applicant subsequently argues that its
nutritional supplenent “is a broad-spectrum general
nutritional repletion product designed for healthy children,
as well as those who may be experienci ng behavi oral
difficulties not necessary di agnosed as ADD/ ADHD.”
Applicant’s Brief at 3. However, applicant’s evidence of
his intended use for his supplenent clearly shows that,
regardl ess of any other potential uses or targeted
custoners, his supplenent will address the problem of over-

activity in children.’

" See Rital Qut “A Conprehensive Programfor Over-Active Children”
i nformati on sheet (“When considering alternative treatnents for
your over-active child, it is wise to discuss the options with

10
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Thus, we are not dealing with a hypothetical overlap of
pharmaceutical products and nutritional supplenents. The
evi dence shows that, anong ot her possible uses, applicant’s
and opposer’s products are both marketed to hel p overactive
children. Applicant’s supplenents that address the problem
of overactive children and opposer’s pharmaceuti cal
preparations that include the treatnment of overactivity in
children are rel ated.

Applicant argues that there “is sinply no possibility
that consuners will confuse these two products which
represent products in tw entirely different classes of
services and require extrenely different nethod of
procurenent.” Applicant’s Brief at 3. However, the test
for likelihood of confusion is not sinply whether consuners
woul d |ikely m stake one product for another. “In order to
find that there is a |likelihood of confusion, it is not
necessary that the goods or services on or in connection
with which the marks are used be identical or even
conpetitive. It is enough if there is a relationship
bet ween them such that persons encountering themunder their

respective marks are likely to assunme that they originate at

your doctor or health practitioner. The nakers of the Rital Qut
program are pleased to offer you a nutritional approach to the
managenent of your over-active child”); Brady disc. dep. at 121
(“We intend to market to all children, particularly those with
overactivity”); Response to Notice of Qpposition at 1 (“Applicant
desires to market a nutritional supplenment product, not a drug,
which is an alternative to Ritalin”).

11
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the sane source or that there is sone associ ati on between

their sources.” MDonald' s Corp. v. MKinley, 13 USPQd

1895, 1898 (TTAB 1989). See also In re Opus One Inc., 60

USPQ2d 1812, 1814-15 (TTAB 2001). Here, potential custoners
famliar wth opposer’s prescription drug RITALIN for the
treatnent of overactive children are likely to assune that
there is sonme association with a nutritional supplenent that
woul d be sold under the trademark RI TALOUT that al so
addresses the sanme probl em

Furt hernore, the prospective purchasers of these
suppl enents and pharnaceuticals would at | east overl ap.
Certainly, medical and health professionals who are invol ved
with treating hyperactive children, those w th ADHD/ ADD,
woul d Ii kely be interested in any treatnent regi nen that
woul d provide relief to children diagnosed with this
illness. Therefore, they are likely to be interested in
both prescription and non-prescription treatnents that may
hel p. Parents with a child who has been prescribed a drug
such as RITALIN nay al so be interested in a nutritional
suppl enent to provide additional relief or a supplenent that
could replace or dimnish the need to use a prescription
medi cati on.

Regar di ng channel s of trade, applicant has indicated
that his product will be available in “the retai

mar ket pl ace, such as vitamn stores, nutritional stores,

12
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potentially in pharnmacy supermarkets.” Brady disc. dep. at
167. In addition, applicant’s identification of goods for
nutritional supplenents contains no limtations so we assune
that the channels include all normal channels of trade. In

re Sawer of Napa Inc., 222 USPQ 923, 924 (TTAB 1983).

Mort on- Norw ch Products, Inc. v. N Siperstein, Inc., 222

USPQ 735, 736 (TTAB 1984) (“Since there is no limtation in
applicant's identification of goods, we nust presune that
applicant's paints nove in all channels of trade that would
be normal for such goods, and that the goods woul d be
purchased by all potential custoners”).

Therefore, applicant’s and opposer’s products are
likely to be encountered in pharmacies, albeit applicant’s
nutritional supplenents are non-prescription products while
opposer’s products woul d be di spensed by prescription.
Potential purchasers as well as the channels of trade would
be simlar.

Anot her factor that we consider is the question of
fame or public recognition and renown. The Federal Circuit
“has acknowl edged that fanme of the prior mark, another
du Pont factor, ‘plays a domnant role in cases featuring a

famous or strong mark.’” Century 21 Real Estate Corp. v.

Century Life of Anmerica, 970 F.2d 874, 23 USPQ2d 1698, 1701

(Fed. Cir. 1992), quoting, Kenner Parker Toys v. Rose Art

I ndustries, 963 F.2d 350, 22 USPQRd 1453, 1456 (Fed. Cr.

13
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1992). “Fanpus marks thus enjoy a wide |atitude of |egal

protection.” Recot, Inc. v. Becton, 214 F.3d 1322, 54

USPQ2d 1894, 1897 (Fed. Cir. 2000) (FIDO LAY for “natural
agricultural products, nanely, edible dog treats”
confusingly simlar to FRITO LAY for snack foods).

Here, opposer has submtted significant evidence that
shows that its RI TALIN marks have achi eved w de public
recognition and renown. Applicant hinself acknow edged t hat
“both Prozac and Ritalin are well-known drugs.” Brady disc.
dep. at 172. RITALIN has appeared as a cover story on
several mmgazines. See Tinme, Novenmber 30, 1998 (“The Latest
on RITALIN — Scientists |last week said it works. But how do
you know if it’s right for your kids?”); Newsweek, March 18,
1996 (“Ritalin — Are W Overnedi cating Qur Kids?”); New
Yor ker, Septenber 9, 1996 (“Readin Ritin Ritalin”). RITALIN
has al so been featured in nunerous articles in newspapers
and magazines.® See USA Today, March 14, 1995 (“’ 90s teens
find a new high by abusing Ritalin”); Forbes, August 12,
1996 (“U.S. relaxes with Ritalin”); Washington Post, June 2,
1998 (Hyperactivity Drugs Gven to Very Young — Ritalin,
Prozac and O her Medications Prescribed to Children as Young
as 1 Year Ad”); US. News & Wrld Report, Novenber 23, 1998

(“Doing Ritalin Right”); Newsweek, April 24, 2000 (“Does My

8 pposer’s witness testified that in 2000 there were “nearly
3,000 articles about Ritalin.” Stol pman dep. at 25.

14
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Child Need Ritalin”); Rosie, August 2001 (“Cetting better on
Ritalin”); New York Post, August 7, 2002 (“zZOwBIE - Boy, 12,
sues school over drug horror” with picture of a prescription
bottle for RITALIN). Several books have been witten on the
subj ect of RITALIN. See Breggin, Talking Back to RI TALIN;
Diller, Running on Ritalin — A Physician Reflects on

Chil dren, Society, and Performance in a Pill”; Ferreiro,
Ritalin; Mercogliano, Teaching the Restless: One School’s
Remar kabl e no-Ritalin Approach to Hel ping Children Learn and
Succeed.

RI TALI N has al so been di scussed or featured on several
tel evision shows. See, e.g., South Park “Tinmry 2000,” Apri
19, 2000;° ABC Chronicle “New Drugs,” Septenber 19, 2002;
CNN Anerican Morning “ADHD,” Septenber 26, 2002; Fox News
Hannity & Colnes “Ritalin,” Septenber 26, 2002; D scovery
Health “ADHD — Following 3 Fam lies,” Cctober 23, 2002; NBC
Today Show “Understanding Ritalin,” February 28 — March 2,
2001; and NBC Dateline “Ritalin - Rx for Disaster,” January
16, 2001. |Indeed, applicant admts that “[t]here’s not a
whol e long length of time you can watch tel evision and not

see sonething about Ritalin.” Brady disc. dep. at 26.'°

® Interestingly, in the South Park episode involving a story
about the overuse of R TALIN, the “antidote” used to reverse the
effects of RITALIN is referred to as Rl TALOUT

10 Applicant goes on to indicate that this television exposure is
about “the potential abuse of [Ritalin] and the overprescibing of
it and the overreliance on it for behavioral problens as a Band-
Aid solution to a very conplex problem” Brady disc. dep. at 26.

15
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Opposer has al so submtted entries fromvarious
dictionaries showng that RITALIN is defined as a trademark
for the drug known by its chem cal nane of nethyl phenidate.
See The Anerican Heritage Dictionary of the English Language
(4'" ed.):; Random House Webster’s Unabridged Dictionary (2d
ed.); and Merriam Webster’'s Col |l egiate Dictionary (10'"
ed.).

In addition, Opposer introduced evidence of sales
figures for its RITALIN and RITALIN SR drugs. In 1958,
sales totaled $3 million dollars. Stol pman dep. at 25. By
1993, sales totaled $77.3 mllion. Between 1994 and 2001,
sales figures were $100.7 mllion; $128 mllion; $139
mllion; $142 mllion; $146.7 mllion; $136.5 mllion;
$108.6 million; and $68.8 mllion. Stol pman dep. at 26-27,
Ex. 80. The wtness also testified that “even until the md
nineties, over half of the prescriptions [of the ADHD narket
prescriptions] were for Ritalin or Ritalin SR products.”

St ol pman dep. at 28. %

The above evidence indicates that opposer’s mark
RI TALI N has been the subject of books, newspaper and
magazi ne articles, and television shows. It has generated
hundreds of mllions of dollars in sales and it is listed in
nunmerous dictionaries as a trademark for the drug

met hyl pheni date. In light of our precedent on well-known

16
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mar ks, this evidence and case | aw convinces us that the mark
RI TALI N has acquired a significant degree of public
recognition and renown. Therefore, this factor weighs
heavily i n opposer’s favor.

Applicant responds to this evidence by arguing that
“the Ritalin Drug is highly controversial because of
pr of essi onal and public concerns of abuse and over
prescribing to the point that there have been countl ess
public news reports as well as congressional hearings on the
topic. For these reasons, and others, it is the Applicant’s
strong desire not to be associated with the Qpposer, or
RI TALIN, but to be clearly differentiated from Qoposer and
its product.” Applicant’s Brief at 3-4. Wile this may
have been applicant’s desire, alnost any other trademark
woul d have done a better job of not associating applicant
“Wth the Opposer, or RITALIN.” Instead, applicant chose
the arbitrary prefix of opposer’s well-known mark and sinply
changed the suffix al nost guaranteei ng an associ ati on
between its suppl enent and the prescription drug.

Appl i cant has chosen a trademark that is close to

opposer’s and he intends to use the mark on a product that

1 Currently Ritalin products account for |ess than 5% of the ADHD
mar ket pl ace nedi cations. Stol pnran dep. at 28-29.

17
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W ll be used to treat the sanme problemthat opposer’s drug
treats.'® The Federal Circuit and its predecessor have hel d
that “there is no excuse for even approaching the well-known
trademark of a conpetitor and that all doubt as to whether
confusion, m stake, or deception is likely is to be resol ved
agai nst the newconer, especially where the established mark

is one which is fambus.” Nna Ricci SSARL. v. ET.F.

Enterprises Inc., 889 F.2d 1070, 12 USPQ2d 1901, 1904 (Fed.

Cir. 1989), quoting, Planter's Nut & Chocolate Co. v. Cown

Nut Co., Inc., 305 F.2d 916, 134 USPQ 504, 511 (CCPA 1962)

(internal punctuation marks omtted).

We conclude that applicant’s nmark RI TALOUT when used on
nutritional supplenents, particularly those used to treat
overactive children, will likely cause confusion in view of
opposer’s registered marks RITALIN and RITALIN SR for the
i dentified pharmaceutical preparations.?®

Deci sion: The opposition is sustained and registration

to applicant of his mark is refused.

2 ppplicant admits that opposer is a direct conpetitor of his in
the nutritional supplenent business. Brady disc. dep. at 63.

B In view of our disposition of the case on the likelihood of
confusi on ground, we do not reach the dilution issue.

18



