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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Advanced | npact Marketing Service, LLC has filed an
application to register the mark "GREEN THUVB CLUB" for services
identified as: "providing on-line chat roons for transm ssion of
nmessages anong conputer users concerning gardening” in
I nternational Cl ass 38 and "gardeni ng club; providing gardening
information via an on-line electronic conmunications network” in

I nternational C ass 42.1

1 Ser. No. 75886506, filed on January 5, 2000, which is based on an
all egation of a bona fide intention to use the mark in conmrerce. The
word "CLUB" is disclained.



Opposition No. 91124078

TruServ Corp. has opposed registration on the grounds

that it "is and has been in the business of offering nunmerous

gar deni ng goods under the mark CGREEN THUMB [since] as early as

1949"; that the mark

"is used on over 100 gardeni ng goods such as

hoses, pruning saws, pruning shears, tank sprayers, sprinklers,

ant traps, hedge shears,

br oadcast spreaders,

particul ar, opposer is the owner of

hand trowel s, hand cultivators,

i nsecticide and hose parts”; that, in

"five registrations on the

Pri nci

pal Register for the mark GREEN THUMB" for,

inter alia:

(1) "hand operated tools, nanely,
cultivators, vegetation cutters, tool
handl es, manure and fertilizer drags, stone
drags, lawn and turf edgers, forks, hoes,
rakes, |awn broons and conbs, hooks, pokers,
shovel s, spades, seedling setters, scoops,
scrapers, bl ade-type sidewal k cl eaners, sod
lifters, trowels, weeders, grass whips, and
grass hooks" in International Cass 8;?2

(ii) "liquid wax-1ike preparation for
application to plant foliage as resistant to
the effect of dust condensation thereon and
contributive to inproving general foliage
col or and appearance and ... soil testing
reagents to determne soil acidity and
presence of nitrogen, phosphorus, and potash
el ements in soil sanples” in Internationa
Class 6;3

(tii) "trellises for supporting plants
and vines; [and] kits for growi ng plants,
consi sting of pots, seeds, fertilizer,

2 Reg. No. 581,301, issued on Cctober 20, 1953, which sets forth a date
of first use anywhere and in conmerce of April 29, 1949; third

renewal .

3 Reg. No. 590, 405,

i ssued on June 1,

1954, which sets forth a date of

first use anywhere and in comrerce of August 12, 1952; expired after

second renewal .



Opposition No. 91124078

potting soil, [and] instruction book" in
I nternational C ass 20;4

(iv) "lawn sprinklers"” in International
Class 6;5 and

(v) "nursery products--nanely, all types
of shrubs, trees, plants, bloom ng plants and
berry plants, and products of the nursery--
nanmely, cut flowers, seeds and bul bs;
charcoal ; cork; nobsses for decorative
effects, for plant packagi ng and preserving,
for mxing with soils, and for soi
dressings; [and] soil and m xtures of soils
for general and special plant propagati ng and
grow ng" in International Cass 31;6

that such mark "has | ong been used in connection wth the goods
on which it appears, has |ong been the subject of substanti al
advertising and pronotion, has been used and advertised

t hroughout the United States, is widely recognized by consuners,

4 Reg. No. 608,452, issued on July 5, 1955, which sets forth a date of
first use anywhere and in comrerce of Cctober 24, 1951; second
renewal .

5> Reg. No. 792,083, issued on July 6, 1965, which is actually for the
mar k " GREEN THUMB" and desi gn, as reproduced bel ow,

GREEN THUMB

and sets forth a date of first use anywhere and in commerce of
Sept enber 28, 1964; first renewal

6 Reg. No. 587,562, issued on March 30, 1954, which sets forth a date
of first use anywhere and in conmerce of May 3, 1943; expired after
second renewal . Although, instead of such registration, opposer
actual ly pl eaded ownership of "federal tradenmark registration 1457989
whi ch was granted on Septenber 22, 1987 for nmetal hose couplings, hose
washers, netal cap nuts, metal quick-connectors, two-way y-connectors,
goose neck swi vel connectors, nmetal hose nipples; grass seed; garden
hose; hose nozzl es and garden sprinklers; hand-powered conpressed air
sprayers, grass shears, pruning shears, hedge shears, tree pruners and
saws, " no proof of its ownership thereof was offered at trial. In

vi ew thereof, and i nasmuch as proof of opposer's ownership of Reg. No.
587,562 was nade of record at trial, the pleadings are hereby deened
to be anended to conformto such evidence. Fed. R Cv. P. 15(b).
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is in substantially exclusive use, and is federally registered so
as to nmake the mark distinctive and fanmous”; that because
applicant's "mark GREEN THUMB CLUB is confusingly simlar to
OQpposer’'s mark GREEN THUMB, ... its ... use by Applicant in
connection with its services is likely to cause confusion,
deception and mi stake"; and that applicant's use of its mark

"W ll dilute the distinctiveness of Opposer's mark."

Applicant, in its answer, has denied the salient
al l egati ons of the opposition.?

The record consists of the pleadings; the file of the
opposed application; and, as opposer's case-in-chief, the
stipulated testinony, with exhibits, of its associate general
counsel, Susan M Radde, taken on the closing date (Cctober 14,
2002) of its initial testinmony period. No evidence, however, was
i ntroduced by applicant in its behalf at trial and opposer, in

view thereof, submtted no evidence in rebuttal. Bri efs have

7 Wi le applicant has al so pleaded, as a putative affirmative defense,
that "Qpposer's mark is descriptive and therefore entitled to a very
narrow scope of protection," such defense constitutes a collatera
attack on the validity of opposer's pleaded registrations. As such,
it is a conpul sory counterclaimand will not be heard unless a
counterclaimor separate petition has been filed which seeks the
cancel l ation of such registrations on the ground of descriptiveness.
See Trademark Rules 2.106(b)(2)(i) and (ii). In viewthereof, and
since applicant has neither filed a counterclai mnor a separate
petition to cancel opposer's pleaded registrations, no further
consideration will be given to applicant's putative affirmative
defense of descriptiveness. See TBWMP 8313.01 (2d ed. rev. 2004) ["The
Board cannot entertain an attack upon the validity of a registration
pl eaded by a plaintiff unless the defendant tinely files a
counterclaimor a separate petition to cancel the registration"].
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been filed® and an oral hearing, attended by counsel for each of
the parties, was held.

Turning first to the ground of priority of use and
i keli hood of confusion, priority of use is not in issue in this
proceeding with respect to opposer's "GREEN THUVB" marks for the
goods whi ch have been specifically set forth above and which are
the subjects of its three subsisting pleaded registrations since

t he evidence of record establishes that those registrations

8 Applicant's agreed notion for an extension of tine to file a brief is
granted. In view thereof, both its initial and revised briefs are
timely filed, with the latter differing fromthe fornmer in that
certain of the confidential documents attached thereto were subnitted
under seal. It is noted, however, that in each of its briefs,
applicant asserts in its description of the record that, in addition
to the "Declaration of Susan M Raddle [sic] dated Cctober 14, 2002
attaching 21 exhibits," the "evidence of record consists of"
applicant's "Response to Qpposer's First Set of Interrogatories dated
April 23, 2002" and eight confidential docunents allegedly received
from opposer in response to applicant's request for production of
docunments. QOpposer, inits reply brief, has objected to consideration
of the additional evidence and, contenporaneously therewith, has filed
a notion to strike such evidence, contending that it is "not properly
of record in this matter" because applicant "failed to file any

evi dence during the trial phase of this opposition. Although
applicant, in a tinely response, argues that "[t]he docunents that are
t he subj ect of Opposer's MOTI ON TO STRI KE shoul d be consi dered by the
Board because these docunents are adm ssions against interest and
because they contradict statenents made in Qpposer's Brief," opposer
is correct that the additional evidence should not be considered as
part of the record herein because it was not properly introduced by
applicant during its testinony period. Accordingly, the additional

evi dence is hereby stricken and will not be given any further

consi deration. See TBMP 8539 (2d ed. rev. 2004), which provides in
pertinent part that: "Evidentiary material attached to a brief on the
case can be given no consideration unless it was properly made of
record during the testinony period of the offering party." Moreover,
because, in view thereof, each of applicant's initial and revised
briefs contains numerous factual allegations which have no evidentiary
support in the record for this proceeding, such allegations have been
gi ven no consideration. See TBWMP 8801.01 (2d ed. rev. 2004), which
states in relevant part that "the facts and argunents presented in the

bri ef nust be based on the evidence offered at trial"; and TBWP
8704.06(b) (2d ed. rev. 2004), which sets forth in pertinent part
that: "Factual statenments nmade in a party's brief on the case can be

gi ven no consideration unless they are supported by evidence properly
i ntroduced at trial."
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(nanely, Reg. Nos. 581, 301; 608,452; and 792,083)° are currently
in full force and effect and are owned by opposer. See King
Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ
108, 110 (CCPA 1974). In addition, the record establishes that
by October 20, 1983, opposer conpleted the acquisition by
assignnment fromM || burn Peat Conpany, Inc. of all right, title
and interest to the mark "GREEN THUMB" for fertilizer for |awn or
garden soil nutrient use. QOpposer thus has priority of use with
respect thereto inasnmuch as the earliest date upon which
applicant can rely in this proceeding, since applicant did not
take any testinony or otherw se present any evidence in its
behal f, is the January 5, 2000 filing date of its involved
application for its "GREEN THUMB CLUB" mark. See, e.qg., Lone
Star Mg. Co., Inc. v. Bill Beasley, Inc., 498 F.2d 906, 182 USPQ
368, 369 (CCPA 1974); Colunbia Steel Tank Co. v. Union Tank &
Supply Co., 277 F.2d 192, 125 USPQ 406, 407 (CCPA 1960); Zirco
Corp. v. American Tel. & Tel. Co., 21 USPQRd 1542, 1544 (TTAB
1991); and M ss Universe, Inc. v. Drost, 189 USPQ 212, 213 (TTAB
1975). The focus of our determ nation therefore is on the issue
of whether applicant's "GREEN THUMB CLUB" mark, when used in
connection with the services recited in its applications, so
resenbl es opposer's "GREEN THUVMB" marks for the goods set forth
above in its pleaded and subsisting registrations as to be likely
to cause confusion, mstake or deception as to source or

sponsor shi p.

9 See footnotes 2, 4 and 5, respectively.
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The record reveal s anong ot her things that opposer,
which in the late 1970s or early 1980s was known as Cotter & Co.,
"is an international manufacturer and whol esale distributor for a
cooperative of approximately 6,000 retail stores.” (Radde dec.
at 93.) Opposer uses its "GREEN THUMB" nmarks "as a source
identifier for gardening and |l awn care products sold through its
menber True Value stores.” (ld.) Opposer "sells its GREEN THUMB
products in both the nenber stores as well as over the Internet,”
with the latter, depending on the season, "offer[ing] hundreds of
GREEN THUMB product s" through opposer's "primary Internet sales

portal www. truevalue.com"” (ld. at 78.) Opposer "also offers an

"Ask the Expert' service on the truevalue.comsite which allows
custoners to ask gardeni ng questions of a National Gardening
Associ ation representative.” (ld. at 19.)

Opposer, as shown by certain of the exhibits it
subm tted, uses its "GREEN THUMB" mark on product |abels and in
product information, brochures and advertising. |Its overal
advertising expenditures, which in recent years have been over
$50 m I lion annually, have included "television and radio
advertisenents which include GREEN THUMB products,” wth
expenditures in 2002 of "approximately $2,800, 000. 00 on
television air tinme and $758,000.00 on radio air time pronoting
products bearing the mark." (1d. at 913.) Opposer "al so
advertises its GREEN THUMB products through an internally-
produced circul ar progranmt which includes the mailing of such
circulars "to markets in which [retail] nenbers request

coverage." (ld. at Y14.) The results of such adverti sing
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expendi tures, according to Ms. Radde, have been "massive sal es of
products bearing the mark through ... over 6,000 nenber stores,"”
with retail sales for the period between June 1999 and June 2002
of "20,013,920 units bearing the mark which [in turn] accounted
for $156,207,835.40 in total revenue." (ld. at 915.)

Nei t her applicant nor opposer, as previously noted,
properly introduced any evidence into the record concerning
applicant, its "GREEN THUVMB CLUB" mark, or any of the services in
connection with which applicant seeks registration of such mark.
Qur determ nation of the issue of |ikelihood of confusion,
therefore, is based on an analysis of the limted facts properly
offered into evidence by opposer and which are relevant to the
factors set forth inlnre E 1. du Pont de Nemours & Co., 476
F.2d 1357, 177 USPQ 563, 568 (CCPA 1973). See, e.q., Cunningham
v. Laser Colf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1845 (Fed.
Cr. 2000). However, as indicated in Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976), in any likelihood of confusion analysis, tw key
considerations are the du Pont factors of the simlarity or
dissimlarity of the goods and services at issue and the
simlarity or dissimlarity of the respective marks. 10

Turning first to consideration of the marks at issue,
we find that when considered in their entireties, applicant's

"GREEN THUMB CLUB" mark is substantially identical to opposer's

10 The court, in particular, pointed out that: "The fundanmenta

i nqui ry nmandated by 82(d) goes to the cunul ative effect of differences
in the essential characteristics of the goods [and services] and
differences in the marks."
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"GREEN THUMB" nmarks in sound, appearance, connotation and
commercial inpression due to the shared presence of the term
"GREEN THUMB." In particular, we concur with opposer that, as
properly pointed out inits main brief, the dom nant and

di stingui shing portion of applicant's "GREEN THUVB CLUB" nmark
consists of the term"GREEN THUMB, " given the descriptiveness of
the word "CLUB" (as evidenced by applicant's disclainer thereof)
in connection with applicant's gardening club services and its
rel ated services of providing on-line gardening information as
wel | as chat roons for transm ssion of nessages concerning
gardening. See, e.d., In re Dixie Restaurants Inc., 105 F.3d
1405, 41 USPR2d 1531, 1533-34 (Fed. GCr. 1997); and In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. G
1985) .

Appl i cant mai ntains, however, that the respective marks
are not confusingly simlar. |In essence, applicant argues that
because "[t]he dictionary nmeaning for the termgreen thunb is an
enhanced ability to grow plants,” opposer's "GREEN THUVB" mar ks
are not only highly suggestive of its |awn and gardeni ng
products, and thus are limted to a narrow scope of protection,
but such marks, when used in connection with opposer's goods,
"convey substantially dissimlar connotations” fromapplicant's
"GREEN THUMB CLUB" mark, when such mark is used in connection
with the services which it intends to render. VWile it is
generally the case that, where the marks at issue are not

identical, the fact that they are suggestive may | essen the
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i kelihood of confusion, it is also the case that, where the
respective marks are the sanme or, as in this proceeding,
substantially identical, the suggestiveness of the marks has far
| ess significance. See, e.qg., Eastern Industries, Inc. v.

Wat erous Co., 289 F.2d 952, 129 USPQ 422, 424 (CCPA 1961). Here,
t he respective marks not only identically convey the suggestion

t hat opposer's products and applicant's services offer custoners
t hereof an enhanced ability to grow plants, but given that the
mar ks overall are also, as noted above, substantially identical
both visually and phonetically, their comrercial inpressionis
substantially the same. Thus, if used in connection with the
sane or rel ated goods and services, confusion as to the source or
sponsorship thereof would be likely to occur.

As to the respective goods and services, opposer
contends in its main brief that use by applicant of the mark
"GREEN THUMB CLUB" in connection with applicant's services of
variously providing on-line chat roons for transm ssion of
nmessages anong computer users concerning gardeni ng, a gardening
club and gardening information via an on-line electronic
conmuni cations network "w Il cause significant confusion as to
affiliation and sponsorshi p® with opposer's use of its "GREEN
THUMB" marks for its |awn and gardeni ng products because:

Opposer's consuners, conditioned by mllions

of dollars of advertising to associate

gardening goods ... with Cpposer, may very

wel | consider Applicant's web site offering

[to be] connected to Opposer. Consuners know

that they can obtain Opposer's GREEN THUMB

products over the Internet and while doing so

obtain gardening information. If such
consuners find Applicant's web site through a

10
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web search engine, they will Iikely think

that they have found a strategic partner of

Qpposer. This elenent therefore weighs in

Opposer's favor.

Applicant, on the other hand, asserts that:

Opposer's "Ask the Expert" service is run by

an i ndependent associ ation, The Nati onal

Gardeni ng Association (NGY). The service is

not even directly run by Opposer. A user can

access the "Ask the Expert" service w thout

ever seeing the GREEN THUMB trademark. The

only way a user m ght conme across the GREEN

THUMB trademark is if the NGA expert pronotes

one of the GREEN THUMB gardening tools in an

answer. A user coming across Applicant's

GREEN THUMB CLUB web site would l|ikely think

that the site involves gardening but it is

unli kely that the user would think that the

site has anything to do wth the [ Opposer,]

TruServ Corporation.

We agree with opposer, however, that its goods and
applicant's services are so closely related as to be |ikely, when
of fered under the marks at issue, to cause confusion as to source
or sponsorship thereof. The evidence reveals in particular that
opposer, in its advertising and sale on the Internet of various
seasonal |awn and gardeni ng products marketed under its " GREEN
THUMB" mark, al so provides an avenue whereby actual and
prospective custonmers can request gardeni ng advice. Wile such
advi ce has not been offered under opposer's "GREEN THUMB" narks,
the evidence nevertheless is significant inasmuch as it shows
that consuners interested in purchasing | awm and gardeni ng
products coul d reasonably expect to encounter, as an adjunct
thereto, a web-based information service devoted to chatting
about and providi ng gardeni ng advice. Such discussions and

advi ce, as applicant acknow edges, could plainly include the

11
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recommendati on of a specific brand or brands of |awn and
gardeni ng products. Consequently, in the case of opposer's
"GREEN THUMB" | awn and gardeni ng products, consuners famliar or
acquai nted therewith could reasonably believe, upon encountering
applicant's "GREEN THUMB CLUB" gardening club services and its
services of providing, under such mark, both on-line chat roons
for transm ssion of nessages anbng conputer users concerning
gardening as well as gardening information by way of an on-1line
el ectroni c comuni cati ons network, that such closely rel ated
goods and services have a commopn origin or are sponsored by or
affiliated with the sane source.

Among ot her things, opposer also insists inits main
brief that "fanme has attached to Opposer's mark[s]," as evidenced
by its nost recent advertising and pronotional expenditures and
product sales, and that "[t]his el ement weighs in Qpposer's
favor.” While we concur with applicant, however, that the
evi dence presented by opposer is insufficient to establish that
"GREEN THUWMB" is indeed a famous mark for opposer's |awn and
gardeni ng products, 1l it is nonetheless the case that opposer has
shown that such mark has acquired a not insubstantial neasure of
consumer recognition or strength and that it therefore cannot be
considered as "not distinctive,"” as urged by applicant. |nstead,

and since there is no evidence that any third party currently is

11 W& observe, for instance, that the specifics of opposer's sales
figures and its advertising and pronotional expenditures cover a
period of |less than four years and there is no evidence as to the size
of the market for |awn and gardeni ng products and opposer's share

t hereof. Moreover, nany of the sanples of advertising introduced by

12
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using a mark which consists of or contains the term " GREEN THUVB"
in connection with |awn and/or gardeni ng products, opposer's

evi dence of consuner recognition of its "GREEN THUVB" mark

bol sters our conclusion that contenporaneous use of the marks at

i ssue in connection with the respective goods and services of the
parties is likely to cause confusion.

In view of our holding that opposer is entitled to the
relief it seeks on the ground of priority of use and |ikelihood
of confusion, we need not reach the remaining ground of dilution.
Cf. Anerican Paging Inc. v. Anmerican Mbil phone Inc., 13 USPQd
2036, 2039 (TTAB 1989), aff'd in op. not for pub., Anmerican
Mobi | phone Inc. v. American Paging Inc., 17 USPQd 1726, 1727
(Fed. Gr. 1990).

Deci sion: The opposition is sustained on the ground of

priority of use and likelihood of confusion.

opposer appear to be directed to the trade, that is, its retai
menbers, rather than to the ultinmate consuners of its goods.

13



