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Bef ore Hanak, Chapman and Rogers, Adm nistrative Trademark
Judges.

By the Board.

Cycl o3pss Corporation (a Del aware corporation | ocated
in Uah) has filed an application to register on the
Principal Register the mark ECO WASH for “commerci al |aundry
machi nes” in International Cass 7, based on applicant’s
clainmed date of first use and first use in conmerce of
February 3, 1998.1

Ecol ab Inc. (a Del aware corporation |ocated in
M nnesota) has opposed registration of applicant’s mark,
al | eging that opposer is the | eading gl obal devel oper and

mar ket er of prem um cl eani ng, sanitizing, maintenance and

! Application Serial No. 75/898,601 was filed on January 20,
2000.
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repair products and services for a variety of markets,

i ncluding hospitality, institutional and industrial markets;
that a significant portion of opposer’s business is directed
to providing |laundry-rel ated goods and services to, inter
alia, hotels, restaurants, healthcare facilities, hospitals,
food and beverage processors and conmercial |aundries; that
in addition to laundry-rel ated goods and services, opposer
provides, inter alia, a conplete line of cleaning and
sanitizing products, foodservice products and safety
training, and pest elimnation services; that opposer
adopted the corporate and trade nanme ECOLAB INC. in 1986 and
it has offered virtually all of its various goods and

servi ces under the nane and mark ECOLAB since 1986; that
opposer, through its rel ated conpani es and predecessors-in-
interest, has continuously provided a wi de variety of goods
and services under its famly of “ECO based” marks,
comenci ng with use of ECO VAC used on detergent dispensers
i n Novenber 1964; that virtually all of opposer’s goods and
services carry its fanous house mark ECOLAB; that opposer is
t he owner of nunerous federal registrations for marks
containing the ECO formative or prefix (31 were listed in
the original notice of opposition); that opposer al so owns
common law rights in the mark ECO CLEAN, used since January
1995 on a line of cleaning products for use in the

institutional and hospitality industries, and the marks ECO
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STAR, ECQJET and ECO PORT, all used in connection with
opposer’s laundry business; that opposer’s famly of “ECO
marks is distinctive, well-known and fanous; that the term
“WASH” contained within applicant’s mark is descriptive or
generic for commercial |aundry machi nes; that applicant’s
mar k, when used on its goods, so resenbl es opposer’s marks
as to be likely to cause confusion, m stake, or deception;
and that applicant’s mark ECOWASH is |ikely to cause
dilution of the distinctive quality of opposer’s fanous
ECOLAB house mark and the other marks in opposer’s famly of
“ECO’ marks.

In its answer, applicant denies the salient allegations
of the notice of opposition, and raises the affirmative
defenses of | aches and estoppel .

In the trial order mailed by the Board on Novenber 9,
2001, discovery was set to close on May 28, 2002 and
opposer’s testinony period was set to close on August 26,
2002.

This case now conmes up on the follow ng notions:

(1) applicant’s notion for summary
judgment (filed April 17, 2002—vi a
certificate of mailing);

(2) applicant’s notion to quash
opposer’s April 17, 2002 notices of
di scovery depositions for May 7 and
8, 2002 (filed April 27, 2002—via

certificate of mailing);

(3) opposer’s notion for |eave to anend
its notice of opposition (filed My
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22, 2002-via certificate of
mai | i ng); and

(4) opposer’s notion for summary
judgnent (filed May 22, 2002-via
certificate of mailing).
About one nonth prior to the schedul ed cl ose of
di scovery in this case, applicant noved for sumary
judgnent? contending that the prefix “ECO in opposer’s
asserted marks has a conmon neaning in the English | anguage
and is not distinctive; that there are nunerous third-party
regi strations including “ECO owned by parties other than
opposer; that opposer’s alleged fam |y of marks cannot exi st
as a matter of law, and that there is no |likelihood of
confusi on between applicant’s mark and opposer’s all eged
famly of marks
In response, opposer filed (i) a brief in opposition to

applicant’s notion for sunmary judgnent specifically noting

in footnote 3 (p. 24) that the Board can grant summary

2Inits notion for summary judgnent applicant requested that the
Board take judicial notice of the materials applicant submtted
as Exhibits A-S (dictionary definitions and printouts fromthe
USPTO s Trademark El ectronic Search System-TESS). Applicant’s
requests for judicial notice were superfluous and unnecessary
because applicant had actually submtted the materials as
exhibits in support of its notion for summary judgnent. See TBWP
§528. 05. Because the materials were physically present in the
record, there is no need to take judicial notice thereof. [O
course, evidence submtted in support of and/or in opposition to
a summary judgnent notion is of record only for purposes of the
sunmary judgnment notion. See TBMP 8528. 05(a). ]

For applicant’s infornation, the Board generally will take
judicial notice of dictionary definitions (see TBVWP §712), but we
will not take judicial notice of registrations or other records
of the USPTO See Wight Line Inc. v. Data Safe Services
Cor poration, 229 USPQ 769, footnote 5 (TTAB 1985).
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j udgment on |ikelihood of confusion and dilution to opposer
W thout a cross-notion from opposer; (ii) the above-
nmentioned notion to anend the notice of opposition by nore
specifically setting forth additional common | aw “ECO

mar ks, clarifying the registered nmarks asserted, and addi ng
the ground that applicant’s application is void ab initio
because applicant has not used the mark ECO WASH on t he
identified goods -- “comrercial |aundry nmachines”; and (iii)
t he above-nenti oned notion for summary judgnent on the
ground that applicant’s application is void ab initio for
failure to use the mark on the identified goods.

The Board has not received any further papers in this
case fromeither party. Thus, only applicant’s notion for
summary judgnent is contested; and applicant’s notion to
quash®, opposer’s nmotion to amend the notice of opposition,
and opposer’s notion for summary judgnent on the added
ground are each uncont est ed.

I n argui ng agai nst applicant’s notion for summary
j udgnent opposer contends that there are genui ne issues of
material fact as to the existence of opposer’s famly of

“ECO" formative marks, the simlarities/dissimlarities

3 Applicant’s notion to quash two discovery depositions is
granted as conceded by opposer. See Tradenark Rule 2.127(a).

Mor eover, the Board presunes that applicant’s notion for summary
j udgnent and opposer’s notice of the discovery depositions
crossed in the mail; and that the noticed di scovery depositions
of applicant did not take place.
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bet ween each of opposer’s various “ECO marks and
applicant’s mark ECO WASH, the extent of overlap or

rel at edness of the goods and services, the | evel of

sophi stication of the respective purchasers and users, the
fame of opposer’s various “ECO marks, the nunber and nature
of third-party uses of simlar marks for sim/lar goods or
services, and applicant’s intent in adopting the mark ECO
WASH, all of which preclude entry of summary judgnent on the
i ssue of |ikelihood of confusion. Opposer further contends
that applicant has not proven as a natter of law either (i)
t hat opposer’s “ECO marks are not fanmous and/or (ii) that
registration of applicant’s mark woul d not cause dilution of
opposer’s marks.

Summary judgnent is an appropriate nmethod of di sposing
of cases in which there are no genuine issues of nateri al
fact in dispute, thus |leaving the case to be resolved as a
matter of law See Fed. R Civ. P. 56(c). The party noving
for summary judgnent has the initial burden of denonstrating
t he absence of any genuine issue of material fact. See
Celotex Corp. v. Catrett, 477 U. S. 317 (1986); and Sweats
Fashions Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4
usP@2d 1793 (Fed. G r. 1987). A factual dispute is genuine,
if, on the evidence of record, a reasonable finder of fact
could resolve the matter in favor of the non-noving party.

See Qpryland USA Inc. v. Geat Anmerican Music Show Inc., 970
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F.2d 847, 23 USPQ2d 1471 (Fed. G r. 1992); and O de Tyne
Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQ2d 1542
(Fed. Cir. 1992). The evidence nmust be viewed in a |ight
nost favorable to the non-novant, and all justifiable
inferences are to be drawn in the non-novant’s favor. See
Ll oyd’s Food Products Inc. v. Eli’s Inc., 987 F.2d 766, 25
uspP2d 2027 (Fed. Gr. 1993); and Opryland USA, supra.

Based on the record before us, we find that there are
genui ne issues of material fact, (including, but not limted
to, those |listed above as part of opposer’s argunent) and
that applicant is not entitled to judgnment as a matter of
| aw on the issues of |ikelihood of confusion and/or
dilution. Accordingly, applicant’s notion for summary
judgnent is denied. Further, we decline to enter sunmary
judgnent in the non-noving party’ s (opposer’s) favor on
either of the issues of |ikelihood of confusion or dilution.

We turn next to opposer’s notion for |eave to anend the
notice of opposition. The notion is granted as conceded
pursuant to Trademark Rule 2.127(a). See also, Fed. R Gv.
P. 15(a); and TBMP 8507.02. (Opposer’s anended notice of
opposition (filed May 22, 2002—via certificate of mailing)
is accepted, and the anended pl eadi ng includes a clai mthat
applicant’s application is void ab initio.

Finally, we turn to opposer’s notion for sumrary

judgment. QOpposer contends that applicant’s application is
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void ab initio because applicant has not used the mark ECO
WASH on its identified goods (“comrercial |aundry nachines”)
prior to the filing date of the application; that applicant
uses the mark ECO-WASH i n connection with an ozone
generation and injection systemwhich is placed next to, and
is for use wwth, a comercial |aundry machine; that
appl i cant does not nmanufacture, market or sell “comrerci al

| aundry machi nes”; that the docunents and i nformation
supplied to opposer by applicant in response to opposer’s

di scovery requests denonstrate that applicant’s only use of
the mark ECO-WASH in commerce, if at all, is on an ozone
generation and injection system a separate itemfromthe
comercial |laundry machine with which it is used; and that
because applicant has not used the mark on the identified
goods, the application is void ab initio.

As not ed above, applicant filed no response to
opposer’s notion for summary judgnent. Thus, pursuant to
Trademark Rule 2.127(a), applicant has conceded this notion.
Regardi ng applications held void ab initio based on the
applicant’s failure to use the mark on the identified goods,
see, e.g., E I. du Pont de Nenmours and Co. v. Sunlyra
International Inc., 35 USPQ@d 1787, 1791 (TTAB 1995); and
CPC International Inc. v. Skippy Inc., 3 USPQ2d 1456, 1460

(TTAB 1987) .
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Accordi ngly, opposer’s notion for sunmary judgnment is
granted; summary judgnent is entered agai nst applicant on
the ground that applicant’s application is void ab initio;
the opposition is sustained only on the ground that
applicant’s application is void ab initio; and registration

to applicant is refused.



