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Qpposition No. 91124776
Kmart of M chigan, Inc.

V.
M| 1yon Marketing Concepts

Bef ore Qui nn, Chapman and Zervas,
Adm ni strative Tradenmark Judges.

By the Board:
Kmart of M chigan, Inc. has opposed the application of
M I lyon Marketing Concepts (pro se) to register the mark

shown below in stylized form

2K-MART

for

retail store, whol esale distributorships, and

di scount store services featuring electronic
appliances of all types, household appliances,
furniture, clothing and footwear, jewelry and

wat ches, hone i nprovenent products, tools and
hardware itens, carpeting and other fl oor
coverings, audio-visual equipnent, electronics,
batteries of all types, cars, trucks, Suva [sic],
and van vehi cl es and accessories, tires, gasoline,
| uggage, handbags, purses, wallets, toys and ganes
for all ages, personal hygi ene products, cleaning
supplies and detergents, prescription and over-

t he- count er pharmaceuti cal goods, boating

equi pnent and accessories, alcoholic and non-

al cohol i ¢ beverages, |anps, lighting equi prent and
supplies, gardening supplies, flowers and pl ants,
stationary and offices, conputer hardware,
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software, and peripherals, nusic instrunents,

records, tapes, conpact discs, and DDS, fil s,

vi deos, DDS, books, periodicals, mgazi nes, and

other forms of literature, sporting goods, arts

and crafts supplies, original artwork, comrerci al

artwork, picture frames, party supplies and cards,

anti ques and col |l ectibles, hone, vehicle, property
and personal security systens and devi ces, w ndow

and wal |l coverings, pet food supplies, and

accessories; retail grocery store services.?

As grounds for the notice of opposition, opposer
asserts, in pertinent part of its anmended notice of
opposition,? that it made prior use of nunerous K MART and K
MART formative nmarks for retail store services and as a
house mark for a variety of goods; that it owns numerous
regi strations for K MART and K MART formative marks,
including Registration No. 743,912 for the mark K MART for
“retail variety store services”® that applicant adopted its
mark with full know edge of opposer’s use and registration
of its marks; that opposer’s marks are fanous; that
opposer’s marks became fanous prior to any use by applicant

of its mark; and that applicant’s mark, when used in

! Application Serial No. 75589511 was filed on Novenber 27, 1998
based upon applicant’s assertion of its bona fide intent to use
the mark in commerce in connection with the recited services.

2 (pposer’s anended notice of opposition, filed prior to
applicant’s original answer and accepted in a Board order dated
January 13, 2003, is opposer’s operative pleading herein.
Applicant filed an answer to the anended notice of opposition.

3 Registration No. 743,912 was issued to S.S. Kresge Conpany on
January 15, 1963, with a disclainmer of “MART.” Assignnent of the
mark to opposer is recorded with the Assignnment Branch of the
USPTO at Reel 2255/Frame 0851. Section 8 affidavit accepted,
Section 15 affidavit acknow edged, renewed.
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connection with its services, so resenbl es opposer’s marks
as to be likely to cause confusion, m stake or deception,
and to dilute the distinctive quality of opposer’s nmarks.

Applicant, in its answer to the anended notice of
opposition, denies the salient allegations thereof. In
addition, applicant asserts the affirmative defenses of
| aches, acqui escence and uncl ean hands. *

This case now cones before the Board for consideration
of opposer’s notion for summary judgnent on the ground of
priority and |ikelihood of confusion under Trademark Act
Section 2(d). Applicant filed a brief in opposition
t hereto.”

In support of its notion for summary judgnent, opposer
essentially argues there is no genuine issue of materi al
fact that the mark 2K- MART (as shown above) in the
application at issue includes opposer’s K MART marks; that

opposer made use of its marks prior to the earliest date

* Applicant’s additional defense that the notice of opposition
was untinmely filed was stricken in a Board order dated January
13, 2003.

®In addition, opposer filed a reply brief. The reply brief is
not necessary to clarify the issues herein and, as such, it has
not been considered. See Trademark Rule 2.127(e)(1).

Moreover, applicant’s “notion for sunmary judgnent,” filed as a
sur-reply to opposer’s reply brief seeking sumrary judgnment, is
procedural ly inproper and will be given no consideration. In
consequence thereof, (i) opposer’s notion to strike applicant’s
notion for summary judgnent is noot; and (ii) the parties’ briefs
on applicant’s notion for summary judgnment have not been
consi dered. See TBMP 8502.02(b) (2d ed. rev. 2004). (W hasten
to add that if applicant’s notion for sumary judgnent were
considered it woul d be denied.)
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upon whi ch applicant may rely for purposes of priority of
use; that opposer’s K MART nmarks are fanpbus and,

accordingly, are entitled to a broad scope of protection;

t hat opposer’s K MART marks are strong marks as a result of
opposer’s billions of dollars in annual sales and mllions
of dollars spent annually in advertisenents under its marks;
that applicant’s services are nearly identical to those of
opposer and rel ated to opposer’s goods; and that the
parties’ services are marketed in the sane channels of trade
to the sane cl asses of purchasers.

Opposer submtted printouts of pages fromits web site
containing information regardi ng opposer’s corporate
history; a list of its registered K MART and K MART
formati ve marks; phot ographs of signhage depicting opposer’s
marks; a status and title copy of opposer’s pl eaded
Regi stration No. 743,912; a list of opposer’s international
trademark registrations for its K MART and K MART fornative
mar ks; copi es of opposer’s advertisenents; copies of three
court decisions in infringenent suits brought by opposer
agai nst users of various K MART formative marks; and a copy
of an August 19, 1999 letter froman officer of applicant to
opposer regarding, inter alia, the mark at issue herein. 1In
addi tion, opposer submtted the affidavit of Mark Shaffer,

Vi ce-President, Secretary, and intellectual property counsel

for opposer, in support of the foregoing.
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In response to the notion for sunmary | udgnent,
applicant argues that it sent a letter to opposer on August
19, 1999, inform ng opposer of its intention, inter alia, to
register the mark at issue herein, requesting opposer’s
position with regard thereto, and inquiring whether opposer
woul d be interested in entering into a business relationship
with applicant; that opposer did not respond to applicant’s
letter; that, as a result of its inaction, opposer is barred
frombringing the current opposition under the doctrines of
acqui escence, inplied consent, estoppel, and laches. In
addition, applicant maintains that there are disputed
material facts relative to the simlarity between the
parties’ marks; the nature of applicant’s services and the
rel at edness to opposer’s goods and services; and the
exi stence of third-party uses of simlar marks.

In support of its position, applicant submtted printed
copi es of the August 19, 1999 letter; portions of the record
fromthis opposition proceeding; copies of opposer’s witten
responses to certain of applicant’s discovery requests and
docunents produced therew th; copies of correspondence
bet ween opposer and third parties regarding infringenent of
opposer’s marks; printouts of the USPTO s Trademark
El ectronic Search System (TESS) records of third-party
“MART” formative applications and registrations; printouts

of TESS records of several of opposer’s trademark
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applications and registrations as well as those of
applicant; and copies of Internet searches regarding
ownership of the parties’ Internet domai n nanes.

As has often been stated, summary judgnent is an
appropriate nethod of disposing of cases in which there are
no genui ne issues of material fact in dispute, thus |eaving
the case to be resolved as a matter of law. See Fed. R
Cv. P. 56(c). The party noving for summary judgnent has
the initial burden of denonstrating the absence of any
genui ne issue of material fact. See Celotex Corp. V.
Catrett, 477 U.S. 317 (1986); and Sweats Fashions Inc. v.
Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793 (Fed.
Cr. 1987). A factual dispute is genuine, if, on the
evi dence of record, a reasonable finder of fact could
resolve the matter in favor of the non-noving party. See
OQpryland USA Inc. v. Great American Music Show Inc., 970
F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1992); and O de Tyne
Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542
(Fed. Cr. 1992). The evidence nust be viewed in a |ight
nost favorable to the non-novant, and all justifiable
inferences are to be drawn in the non-novant’s favor. See
LI oyd's Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25
UsP@d 2027 (Fed. Gr. 1993); and Opryland USA, supra.

After a careful review of the record in this case, we

find that there is no genuine issue of material fact and
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that opposer is entitled to judgnent as a matter of |aw®

Priority of use is not at issue in this proceeding
i nasnmuch as opposer has proven ownership of Registration No.
743,912 and introduced a status and title copy thereof. See
King Candy Co. v. Eunice King's Kitchen, Inc., 182 USPQ 108
( CCPA 1974).

Turning to the question of likelihood of confusion, we
find that there is no genuine issue of material fact for
trial.

It is well established that the test for determ ning
i kel i hood of confusion is not whether the marks are
di sti ngui shabl e upon si de-by-si de conparison, but rather
whet her they so resenble one another as to be likely to
cause confusion. See Visual Information Institute, Inc. v.
Vi con Industries Inc., 209 USPQ 179 (TTAB 1980). 1In the
i nstant case, applicant has appropriated in its entirety
opposer’s K MART mark. See Philips Petrol eum Conpany V.
Jet - Aer Corporation, 157 USPQ 98 (TTAB 1968). The presence
of a hyphen in applicant’s mark does not serve in any way to
distinguish it from opposer’s registered mark. Furthernore,

because the mark depicted in Registration No. 743,912 is in

® As a prelimnary matter, we find that there is no genuine issue
of material fact as to opposer’s standing. Qpposer attached to
its notion for summary judgnent a status and title copy of

pl eaded Regi stration No. 743,912. See 15 U.S. C. 81063(a). See
al so Cunni nghamv. Laser Golf Corp., 222 F.3d 943, 55 USP@d 1842
(Fed. Cir. 2000).
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standard character form opposer’s use of the K MART mark is
"not limted to the mark depicted in any special form" See
Phillips Petroleumv. C J. Webb, 442 F.2d 1376, 170 USPQ 35
(CCPA 1971). Accordingly, in any |ikelihood of confusion
anal ysis, we "nust consider all reasonable manners in which
[the mark K MART] could be depicted.” See Squirtco v. Tony
G oup, 697 F.2d 1038, 216 USPQ 937 (Fed. Cir. 1983); and INB
National Bank v. Metrohost, 22 USPQd 1585 (TTAB 1992).
Thus, opposer’s standard character drawing of the mark K
MART af fords opposer a scope of protection which enconpasses
all reasonabl e manners in which K MART coul d be depi ct ed,
i ncluding depicting the mark in an identical manner to that
inapplicant’s mnimally stylized 2K- MART mark

In addition, the record reflects that as a result of
opposer’s | ong use and extensive efforts at adverti senent
and pronotion thereof, opposer’s K MART mark is a strong and
w dely recognized mark in the discount retail store field.
Thus, while applicant argues that there are differences in
the parties' marks, applicant has offered no evidence of a
genui ne issue of material fact as to whether the public's
perception of the involved marks differs as a result
thereof. Further, applicant’s reliance upon third-party
registrations of essentially unrelated marks fails to
address the simlarities between the parties’ marks invol ved

herein. 1In any event, we find that there is no genuine
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i ssue of fact that the marks are simlar in sound,
appear ance, neani ng and commerci al 1 npression.

Turning next to the rel atedness of the parties
services, the services of the parties need not be identical
or directly conpetitive to find a |ikelihood of confusion.
They need only be related in sonme manner, or the conditions
surrounding their marketing be such, that they could be
encountered by the sanme purchasers under circunstances that
could give rise to the m staken belief that the goods cone
froma common source. In re Martin's Famous Pastry Shoppe,
Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984); Inre
Corning d ass Wrks, 229 USPQ 65 (TTAB 1985); and In re
Rexel 1nc., 223 USPQ 830 (TTAB 1984).

In this case, opposer’s “retail variety store services”
are nearly identical to applicant’s “retail store, whol esal e
di stributorships, and di scount store services” featuring a
w de variety of goods. The record reflects that opposer
pronotes and markets its goods and services in all avail able
trade channels to all classes of consumers. Moreover, there
are no restrictions in applicant’s recitation of services as
to particular channels of trade or classes of purchasers.
Thus, on the face of the instant application and
registration, the intended trade channels and cl asses of
consuners of applicant’s services and those of opposer are

the sane, i.e., the general public. See Octocom Systens
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Inc. v. Houston Computers Services Inc., 918 F.2d 937, 16
UsP@d 1783 (Fed. G r. 1990); and Canadi an Inperial Bank v.
Wel s Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. G r
1987). We find therefore that there is no genui ne issue of
material fact that the retail store services of the parties
are virtually identical

Applicant’s assertions that opposer’s clains are barred
by the doctrines of |aches, acqui escence, inplied consent
and estoppel are unavailing. First, in Board opposition
proceedi ngs, the defenses of |aches and acqui escence run
fromthe tine a party obtai ns know edge of application for
registration of a mark, not fromthe tinme of know edge of
its use. See National Cable Television Inc. v. Anmerican
Cinema Editors Inc., 937 F.2d 1572, 19 USPQd 1424 (Fed.
Cr. 1991). Thus, for purposes of opposing the registration
of applicant’s involved mark, |aches and acqui escence cannot
start to run prior to July 10, 2001, that is, the date upon
whi ch application Serial No. 7589511 was published for
opposition. See Id. The record reflects that opposer
tinmely filed its notice of opposition on Cctober 18, 2001
after tinely obtaining extensions of tinme in which to
oppose. Thus, we find no genuine issue of material fact
that opposer’s claimis not barred by | aches or

acqui escence.

10
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In addition, we find that applicant failed to plead
i nplied consent and estoppel in its answer to opposer’s
anended notice of opposition. It is well settled that a
party may not defend against a summary judgnent notion by
asserting the existence of genuine issues of material fact
regardi ng an unpl eaded defense. See Bl ansett Pharmacal Co.
v. Canrick Laboratories Inc., 25 USPQRd 1473 (TTAB 1992);
and Perma Ceram Enterprises Inc. v. Presco Industries Ltd.,
23 USPR2d 1134 (TTAB 1992). To the extent that applicant’s
assertions with regard to inplied consent and estoppel are
intended as anplifications of its argunents regarding | aches
and acqui escence, they still do not raise a genuine issue of
materi al fact.

In sum applicant has failed to disclose any evidence
that points to the existence of a genuine issue of materi al
fact on the issue of likelihood of confusion, and opposer
has established that there is no genuine issue of materi al
fact and that opposer is entitled to judgnent as a matter of
I aw.

Accordi ngly, opposer's notion for sunmary judgnment
is granted, the opposition is sustained, and registration to

application Serial No. 75589511 is refused.
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