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Opi ni on by Kuhl ke, Adm nistrative Trademark Judge:

Applicant, Eunice U S A, Inc., seeks registration of

&2
[he Warld Is Qur Gym

for goods identified in the application as “cl ot hing,

t he nmark shown bel ow

nanmely, shirts, pants, shorts, jackets, T-shirts, tops and
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suits for nen, wonen, boys and girls” in International C ass
25. The application was filed on January 19, 2000, based on
an assertion of a bona fide intent to use the mark in
comerce under Trademark Act Section 1(b), 15 U S. C
81051(b). The wording “The World Is Qur Gynt is disclained.

Opposer, Wrld G/mlinternational, Inc., opposed
registration of applicant’s mark on the foll ow ng grounds:
(1) that, as applied to applicant’s goods, the mark so
resenbl es opposer’s previously used and regi stered WORLD GYM
and WORLD GYM formative marks for a wde variety of goods
and services, including fitness and gymasi um servi ces,
shirts, pants, sweat suits, jackets, hats, and gloves, as to
be likely to cause confusion, to cause m stake, or to
decei ve under Trademark Act Section 2(d), 15 U S.C
81052(d); and (2) that applicant’s mark “w |l cause dilution
of the distinctive quality of opposer’s marks” under
Trademark Act Section 43(c), 15 U.S.C. §1125(c).?

Applicant filed an answer by which applicant admtted
that the registrations pleaded by opposer are owned by
opposer and are valid and subsisting; that applicant adopted

its mark | ong after opposer’s adoption and use of opposer’s

! pposer also attenpted to assert the ground that applicant’s
mark fal sely suggests a connection w th opposer’s marks under
Trademark Act Section 2(a), 15 U. S.C. 81052(a). Aside fromthe
fact that this claimwas not sufficiently pleaded, opposer did
not pursue this claiminits brief. |In viewthereof, the Board
considers the fal se suggestion claimto have been wai ved.
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mar ks; that opposer’s marks are wi dely used by opposer and
its licensees throughout the United States; and that
applicant did not use its mark before July 1, 2000.
Appl i cant denied the remaining salient allegations of the
notice of opposition. Applicant’s answer al so included
three “affirmative defenses,” the first and third of which
the Board found, by order dated June 11, 2003, to be nerely
anplifications of its denial of opposer’s claimof
I'i kel i hood of confusion and the second of which was stricken
fromthe pleading. The parties have fully briefed this
proceeding. The parties did not request an oral hearing.
Pursuant to Trademark Rule 2.123(b), the parties have
submtted, by stipulation, testinony in the formof three
declarations. Trademark Rule 2.123(b). However, opposer,
inits main brief, objected to the declaration of Mchael R
Doram applicant’s attorney, and acconpanying exhibits 1-4.
Opposer argues that the “proffered testinony does not
conprise nerely formal matters, but is directed to
substantive i ssues such as the goods of the parties, and
their respective channels of trade” and that “Testinony by
an attorney should not be nmade by an attorney who is
continuing to act as counsel in the case.” Br. p. 1.
Opposer requests that “At the very |least, this Declaration
shoul d be accorded ‘no probative val ue what soever’ because

it is ‘“subject to an incredible amount of bias.”” Br. p. 1
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citing Inre Gay Inc., 3 USPQ2d 1558, 1560. Applicant did
not respond to opposer’s objection, nor did applicant refer
to this declaration or acconpanying exhibits in its brief on
the case. An attorney generally may not appear as a w tness
on behalf of a party he is representing and if an attorney
becones a witness on behalf of a party w thdrawal from
representati on may be necessary. Patent and Trademark Rul e
10.63. As stated in In re Gay, supra:

Finally, to avoid the predicanent of a | awer’s

having to testify and then having to argue the

credibility and effect of his own testinony, both

t he Code of Professional Responsibility (Rule 5-

102) and our own rules, 37 CFR 810.63 (1986),

require an attorney to withdraw as counsel in a

case if he learns that he ought to be called as a

Wi tness or sign an affidavit to be filed in the

case. As counsel here has not withdrawn, it would

be inmproper for us to give any weight to his

affidavit on the ultimte issue.

In view thereof, opposer’s objection is sustained to
the extent that the declaration of Mchael R Doram and
acconpanyi ng exhi bits 1-4 have been given no wei ght. 2

The evi dence of record, therefore, includes the

pl eadi ngs herein, the file of the opposed application, and

t he decl arations of opposer’s president, Mchael Uetz, and

2 W further note, that this evidence is of little probative
val ue inasrmuch as it consists of printouts fromthe Internet
pertaining to opposer’'s goods and marketing channels. Such
evidence is irrelevant for our purposes, as we are obliged to
consi der opposer’s goods and trade channels as they are
identified in the registrations.
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acconpanyi ng exhibits, and applicant’s vice president of
mar keti ng and sal es, Robert Hsu, and acconpanyi ng exhi bits.

As not ed above, opposer pleaded ownership of several
registrations. The registrations, all of which are in ful
force and effect and owned by opposer, as testified to by
way of declaration, are summarized as foll ows: 3

Regi stration No. 1783000, for the mark shown
bel ow

for “gymmasi um services: conducting
bodybui | di ng exhibitions” in Internationa
Class 41, with GYMdisclainmed, filed Cctober
8, 1992, issued on July 20, 1993;

Regi stration No. 1354193, for the mark shown
bel ow

3 Three of the original four pleaded registrations have been nade
of record. In addition, opposer has nmade of record three other
registrations. Applicant has rai sed no objection to opposer’s
subni ssion of and reliance upon these unpl eaded regi strations and
has addressed themon the nmerits inits brief. |In view thereof,
we deemthe pleadings to be anended to include opposer’s clai m of
ownership of those three additional registrations. Fed. R CGiv.
P. 15(b); See Tinme Warner Entertainment Co. v. Jones, 65 USPQRd
1650, 1653 n.2 (TTAB 2002); Hew ett-Packard Co. v.
HumanPer f or rance Measurenent Inc., 23 USPQ2d 1390, n. 7 (TTAB
1991).
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YM

for “gymclothing” in International C ass
25, with GvM disclained, filed on Decenber
12, 1983, issued on August 13, 1985; and

Regi stration No. 2268311, for the mark shown
bel ow

for “shirts, shorts, pants, sweat suits,
jackets, hats, gloves” in Internationa
Cass 25, wth GYMdisclainmed, filed Cctober
17, 1997, issued on August 10, 1999.

Regi stration No. 1911887, for the mark WORLD
(in standard character form for “fitness
center services, conducting sem nars on
fitness and providing personal instructions
on exerci se and physical fitness by manner

of individualized courses, gymasium

servi ces, conducting bodybuil di ng

exhi bitions and contests” in Internationa

C ass 41, filed June 15, 1994, issued on
August 15, 1995;
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Regi stration No. 1791584, for the mark WORLD
GYM (in standard character form for
“printed publications; nanely, nagazi nes and
i nformati onal brochures pertaining to
bodybui | di ng, health and nutrition and
gymasi um products and servi ces; posters;
decorati ve adhesi ve stickers” in
International Cass 16, “gymasi um servi ces;
conducti ng bodybuil di ng exhi bitions and
contests” in International Class 41, with
GYM di scl ai ned, filed October 8, 1992,

i ssued on Septenber 7, 1993; and

Regi stration No. 1856427, for the mark shown

WEBLD
| FITNESS CENTERS |

for “fitness center services, conducting
exerci se classes, conducting senm nars on
nutrition and fitness and providi ng persona
i nstructions on nutrition, exercise and
physical fitness” in International Cass 41,
wi th GYM FI TNESS CENTERS di scl ai ned, filed
Decenber 24, 1992, issued on Septenber 27,
1994.

Because opposer has nmade its pl eaded regi strations of
record, and because its likelihood of confusion claimis not
frivolous, we find that opposer has established its standing
to oppose registration of applicant’s mark. See Cunni ngham
v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842 (Fed. Cr
2000); Lipton Industries, Inc. v. Ralston Purina Co., 670
F.2d 1024, 213 USPQ 185 (CCPA 1982).

We turn first to opposer’s claimof likelihood of

confusion under Section 2(d) of the Trademark Act. In order
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to succeed on this claim opposer nust establish that it is
the prior user and that contenporaneous use of the parties’
respective marks on their respective goods and/or services
woul d be likely to cause confusion, m stake or to deceive
consuners. 15 U. S.C. 81052(d). In view of opposer’s

pl eaded regi strations which were nmade of record, priority is
not an issue in this proceeding. See King Candy Co., Inc.

v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108
(CCPA 1974). Moreover, applicant, in its answer, has

adm tted opposer’s prior use.

Qur |ikelihood of confusion determ nation under Section
2(d) is based on an analysis of all of the probative facts
in evidence that are relevant to the factors set forth in In
re E. |I. du Pont de Nenoburs and Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). See also, Inre Majestic Distilling Co.,
Inc., 315 F.3d 1311, 65 USPQd 1201 (Fed. Cir. 2003).

We first address opposer’s argunent and supporting
evidence that its “WORLD GYM nmarks are fanous. “[T]he fane
of a mark may be neasured indirectly, anong other things, by
the volune of sal es and advertising expenditures of the
goods traveling under the mark, and by the length of tine
t hose indicia of commercial awareness have been evident.”
Bose Corp. v. @QSC Audi o Products, Inc., 293 F.3d 1367, 63
USPQ2d 1303, 1305 (Fed. Cir. 2002). Opposer’s testinony and

evi dence show that opposer started offering its gymmasi um
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services in 1977 (Uretz Decl. 15); opposer began its
licensing programin 1981 for use of the mark WORLD GYM in
connection with gymasi uns whi ch has expanded to nore than
220 affiliated gyns and fitness centers today and hundreds
of thousands of nenbers throughout the United States (id. Y
7, 9); opposer licenses various fornms of the mark WORLD GYM
for use on a wde variety of goods, including sweat pants,
shorts, jackets, t-shirts, hats, sneakers, baby cl othes,
bags, key chains, and water bottles (id. Ex Nos. 16-37);
sales of the WORLD GYM clothing itens “have been extensive,
totaling many mllions of dollars” (id. § 19); the clothing
items have been sold in K-Mart and advertised nationally by
K-Mart in major newspapers (id. f 20, Ex. No. 18); opposer

di stributes publications such as WORLD GYM MAGAZI NE and
WORLD GYM | NSI DER targeted at gym owners, gym nenbers and
the general public which include advertisenents for
opposer’s products, including clothing, for which opposer
licenses its WORLD GYM marks (id. § 26); opposer naintains
the quality of its products and services by conducting in-
person inspections, business semnars and training workshops
for the operators of its facilities (id. 7 29, 30);
pronotional uses of the WORLD GYM marks include “Lead Boxes”
di splayed in various retail outlets, publicity placenents in
nati onal magazi nes, radio and tel evision adverti sing,

advertisenents in |ocal newspapers and flyers, celebrity
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endor senents, display on the gymasi uns, fitness centers and
clothing, on its website, and in a feature film((id. Y 42-
52); and opposer owns registrations for various WORLD GYM
mar ks in connection with fitness center services, clothing,
magazi nes, posters and informational brochures (id. T 33-
39).

Wil e the record shows the increasing popularity of the
gymin terns of the expansion of the franchi se, opposer has
not provided actual sales figures, advertising expenditures,
or evidence of the extent of the advertising (e.g., which
mar kets, how frequently the adverti senents appear, over what
time period). Wiile M. WUetz states that “Wrld Gymis and
has for sone tinme been the third | argest group of gyns and

fitness centers in the United States,” his only support for
this statenent is an excerpt fromthe April 1999 issue of

CBl (apparently a magazi ne published by the International
Heal th, Racquet & Sportsclub Association) which includes a
ranki ng of the nunber of clubs owned by a particul ar conpany
as of 1998. (I1d. § 53, Ex. No. 46). This ranking has very
limted probative value inasnuch as it provides information
as to ranking for only one year and it is also an inconplete
list as indicated by the footnote attached to the ranking
that clarifies that a nunber of chains did not provide data.

Wth respect to its advertising efforts, M. Uetz states

that an exanple of marketing the services “include[s] use of

10



Qpposition No. 91152703

a “Lead Box’ which is intended to be placed at a variety of
busy retail outlets as a formof advertising.” Uetz Decl.
1 44. Qpposer has not shown in how many stores, where in
those stores or for how |l ong these | ead boxes have been

pl aced; thus, we cannot determ ne the extent to which
consuners have been exposed to the mark in this manner.
Simlarly, although opposer states it has advertised on
radi o and tel evision, opposer has provided only a listing of
television and radio “publicity placenents” in New York for
January —August of 1994. There is not enough in the record
to establish a sustained and continuing advertising program
Wth regard to advertising expendi tures, opposer nerely
states that “Many of the local facilities place ads in
newspapers or distribute flyers, and this has been done in
| ocal publications throughout the country. Because nuch of
the advertising is placed on the local level, total
advertising expenditures are unknown to ne, but are very
substantial.” Uretz Decl. | 48. This vague statenent by
M. Uetz that he does not know the nunbers but they are
substantial, is inherently inconsistent and of very little
probative value. Wth regard to nentions in the press, M.
Uretz gave only two exanples and then stated w thout
docunentary support, “The recent passing of Wrld Gynis
founder, Joe Gold, resulted in substantial nation-w de

mentions in the press of World Gym” Uretz Decl. | 46.

11
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Wth regard to the nerchandi sing associated with the gyns,
and, in particular, clothing itens, opposer’s president, M.
Uretz, states that its apparel is “sold not only at WORLD
GYMfacilities but also at other retail outlets throughout
the United States” and “sal es of these types of products
have been extensive, totaling many mllions of dollars”
i ncl udi ng “general nerchandi se stores thought the United
States, such as K-Mart.” Uretz Decl. 1 19, 20. There is
nothing else in the record to establish the actual vol une of
sales of the clothing, over what tine period these sal es
were made, or if the sales are increasing or decreasing.

As stated by the Board in Blue Man Productions Inc. v.
Tar mann, 75 USPQ2d 1811, 1819 (TTAB 2005), “In view of the
extrenme deference that is accorded to a fanmous mark in terns
of the wide latitude of |egal protection it receives, and
the domnant role fane plays in the |likelihood of confusion
analysis, we think that it is the duty of a plaintiff
asserting that its mark is fanous to clearly prove it.” On
this record, we cannot say that opposer has provi ded
sufficient evidence about the extent of its use of the mark,
or its sales under the mark such that we can concl ude that
any of opposer’s WORLD GYM nmarks can be consi dered a fanobus
mar k. See Kenner Parker Toys Inc. v. Rose Art Industries

Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cir. 1992).

12
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However, although we have found that the record is
insufficient to support a finding of fanme, in view of the
evi dence we do have of public exposure to the WORLD GYM
mar ks in connection with the gymand fitness centers and the
clothing, coupled with the |Iack of evidence of third-party
use of the terns WORLD or WORLD GYM we find that WORLD GYM
is a strong mark with sone renown.

We turn now to the two key considerations in any
I'i kel i hood of confusion analysis; the simlarities between
the marks and the simlarities between the goods and/or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also, In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Cr. 1997).

As not ed above, opposer is relying on several
regi strations. However, we will concentrate our anal ysis on
Reg. No. 2268311 because the goods in that registration are
nmost simlar to applicant’s.

The shirts, pants, shorts and jackets identified in the
application and registration are legally identical. In
addition, several of the remaining goods are related, e.g.,
t-shirts and sweat suits. As to the parties’ channels of
trade, inasmuch as there are no limtations in the
identification of goods in the application and registration,

we presune an overlap in trade channels and that the goods

13
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woul d be offered to all normal classes of purchasers. See
In re Linkvest S. A, 24 USPQRd 1716 (TTAB 1992). In
addition, the parties’ goods are relatively inexpensive and
woul d be purchased without a great deal of care by ordinary
consuners fromthe general public.

Applicant’s argunent that it “has never marketed or

sold athletic, exercise, or fitness apparel,” and “has never
mar keted or sold its apparel to sporting goods stores, gyns,
fitness centers, or other physical exercise oriented
custoners or markets” (br. p. 6), is not persuasive. W
must consi der the goods as they are described in the
application and registration and we cannot read limtations
into those goods. See Hewl ett-Packard Co. v. Packard Press
Inc., 281 F.3d 1261, 62 USPQR2d 1001 (Fed. G r. 2002); and
Cct ocom Systens Inc. v. Houston Conputer Services Inc., 918
F.2d 937, 16 USPQ2d 1783 (Fed. G r. 1987). Further, as
noted above, we nust deemthe goods to be sold in al
channel s of trade that are appropriate for the goods as they
are identified in the application.

In view of the above, the du Pont factors of the
simlarity of the goods, the channels of trade, and
condi ti ons under which consuners purchase these goods favor
a finding of |ikelihood of confusion as to Reg. No. 2268311.

W now turn to the first du Pont factor, i.e., whether

applicant’s mark and opposer's mark are simlar or

14
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dissimlar when conpared in their entireties in terns of
appear ance, sound, connotation and conmercial i npression.

We nmake this determination in accordance with the foll ow ng
principles. The test, under the first du Pont factor, is
not whet her the marks can be distingui shed when subjected to
a side-by-side conparison, but rather whether the marks are
sufficiently simlar in terns of their overall conmerci al

i npression that confusion as to the source of the goods

of fered under the respective marks is likely to result. The
focus is on the recollection of the average purchaser, who
normal ly retains a general rather than a specific inpression
of trademarks. See Sealed Air Corp. v. Scott Paper Co., 190
USPQ 106 (TTAB 1975). Furthernore, although the marks at

i ssue nust be considered in their entireties, it is well-
settled that one feature of a mark may be nore significant
than another, and it is not inproper to give nore weight to
this domnant feature in determ ning the comerci al

i npression created by the mark. See In re National Data
Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. G r. 1985).

Finally, “[w hen marks woul d appear on virtually identical
goods or services, the degree of simlarity [between the

mar ks] necessary to support a conclusion of |ikely confusion
declines.” Century 21 Real Estate Corp. v. Century Life of
Anmerica, 970 F.2d 874, 877, 23 USPQd 1698, 1701 (Fed. Gr.

1992), cert denied, 506 U S. 1034 (1992).

15
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We recogni ze that there are certain differences in the
appearance of the parties’ marks in view of the design
portion of applicant’s mark which includes the wording
EUNICE U S. A, and the gorilla and gl obe design in opposer’s
mar k. However, the slogan THE WORLD IS OQUR GYMis visually
much nore prom nent than the portion of applicant’s mark in
which the words EUNICE U. S. A blend into the design, and
appear to be nore in the nature of a house mark, with the
nmore prom nent slogan operating as a secondary nark.
Because of the prom nent visual appearance of THE WORLD IS
OUR GYM it is likely that consuners will use this phrase,
rather than the visually smaller EUNICE U.S. A, to call for
or refer to applicant’s goods. Simlarly, we find that the
words WORLD GYM rather than the design elenents, are the
dom nant part of opposer’s mark inasnmuch as it is by the
words that consunmers will call for the goods. Inre
Appetito Provisions Co. Inc., 3 USPQ2d 1553, 1554 (TTAB
1987). Therefore, the dom nant el enents of each mark, WORLD
GYM and THE WORLD IS OQUR GYM are entitled to the nost
wei ght in our analysis under the first du Pont factor. See
In re National Data Corp., supra. These elenents are
visually and phonetically simlar, and are simlar in
connotation and comercial inpression as well, with WORLD
GYM and THE WORLD IS OUR GYM bot h conveying the idea of a

gl obal gym Further, because of this simlarity of

16
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connotation, consuners are likely to view THE WORLD I S OUR
GYM as a variation on opposer’s WORLD GYM mark, and to
bel i eve that both these marks, when used on identical and
closely related clothing itens, indicate goods emanati ng
froma single source.

We are not persuaded by applicant’s argunent that the
words WORLD and GYM are weak terns and “not likely to be
percei ved by purchasers as distinguishing as to source.”

Br. p. 13. Although we recogni ze that the word GYM has a
descriptive significance for clothing used for exercise and,
i ndeed, opposer’s registration contains a disclainer of this
word, the record establishes the strength of opposer’s WORLD
GYM mark. As noted previously, there is no evidence of
third-party use of the term WORLD for clothing

In view of the above, we find, that the parties’ marks
are simlar, and that this du Pont factor favors opposer.

We concl ude that the evidence of record as it pertains
to the relevant du Pont factors supports a finding of
I'i kel i hood of confusion as to the mark in opposer’s Reg. No.
2268311.

Finally, to the extent there is any doubt on the issue
of |ikelihood of confusion, such doubt nust be resolved in
favor of the prior registrant and agai nst the newconer.

Hewl et - Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62

USPQ2d 1001, 1003 (Fed. Cir., 2002) (“This court resolves

17



Qpposition No. 91152703

doubt s about the |ikelihood of confusion against the
newconer because the newconer has the opportunity and
obligation to avoid confusion wth existing marks”). The
equities clearly require us to follow that presunption in
this case, where applicant has only an intention to use its
mar k, and opposer has been using its mark for nmany years
prior to applicant’s filing date.

In view of our determ nation that applicant’s mark
is likely to cause confusion with opposer’s
Regi stration No. 2268311, we need not consider the
I'i kel i hood of confusion claimw th respect to opposer’s
other registrations. Further, in view of our decision
wth regard to the likelihood of confusion claim we
need not reach the claimof dilution under Trademark

Act 843(c).

Deci sion: The opposition is sustained on the basis of

I'i kel i hood of confusion under Section 2(d) of the Trademark

Act .
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