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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board
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Br ai nwor ks LLC
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to application Serial No. 76144650
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Gerald G Crutsinger of Crutsinger & Booth for Brai nworks,
I nc.

Ken J. Pedersen of Pedersen & Conpany, PLLC for Brai nworks
LLC.

Bef ore Simms, Chapman and Drost, Adm nistrative Trademark
Judges.

Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

Brai nworks LLC (hereinafter applicant) has filed an
application to register on the Principal Register the mark
BRAI NWORKS for services anmended to read: *“therapy and
rehabilitation services, nanely, biofeedback and

neur of eedback services” in International C ass 42. The

application is based on applicant’s assertion of a bona fide
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intention to use the mark in commerce in connection with the
identified services.

Brai nworks, Inc. (hereinafter opposer) filed a notice
of opposition, alleging as grounds therefor that it
“operates an educational, testing and consulting business in
Carrollton, Texas”; that since at |least April 27, 1981,
opposer has used the mark BRAI NWORKS in connection with
certain of its services and that it continues to use the
mark; that it owns Registration No. 1,303,169 for
“educational services, nanely, conducting sem nars for
educational institutions and teachers in the field of
devel oping thinking skills” in International O ass 41 and
“educational testing and consulting services” in
International Cass 42,! Registration No. 1,404,918 for
“educational activity kits conprising printed teaching
material concerning |learning skills and ganes, toys and
pl aythings” in International Cass 16,2 Registration No.
2,099,126 for “retail and whol esale store services in the
field of educational materials; and retail, whol esale and
mai | order services featuring educational materials in a
w de variety of fields advertized in catal ogs, workshops,
trade shows and on the Worl dwi de Wb” in International C ass

35 and “production and publication of books, periodic

! Registration No. 1,303,169, issued Cctober 30, 1984; Section 8
affidavit accepted, Section 15 affidavit acknow edged.
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newsl etters, posters, slides, video and audi o presentations,
i nstruction manual s, student workbooks, activity books,
printed materials for conducting conferences, sem nars and
wor kshops” in International Cass 41,3 and Registration No.
2,451,130 for “conputer software for use in teaching various
educati onal subjects to inprove academ c perfornmance,
| earning skills and thinking skills used in the field of
educati on and user nmanual s packaged as a unit” in
International Class 9,% all for the mark BRAI NWORKS; and
that applicant’s mark, when used in connection with its
services, so resenbles opposer’s previously used and
regi stered mark BRAINWORKS, as to be likely to cause
confusion, m stake, or deception in contravention of Section
2(d) of the Trademark Act.

In its answer applicant denies the salient allegations
of the notice of opposition.

Both parties filed briefs on the case, and neither
party requested an oral hearing.

The record consists of the pleadings; the file of the
opposed application; opposer’s notice of reliance filed My

15, 2003 (Item Nos. 1-40); and applicant’s notice of

2 Registration No. 1,404,918, issued August 12, 1986; Section 8
affidavit accepted, Section 15 affidavit acknow edged.

3 Regi stration No. 2,099, 126, issued Septenber 23, 1997; Section
8 affidavit accepted, Section 15 affidavit acknow edged.

* Registration No. 2,451,130, issued May 15, 2001.
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reliance filed July 9, 2003 (Item Nos. 1-2). Neither party
took the testinony of any w tnesses.
Prelimnary Matters

Applicant filed (on June 13, 2003, via a certificate of
mai ling) a notion to strike Item Nos. 4-9, 19 and 28-40 in
opposer’s notice of reliance; and in its reply brief on the
notion, applicant requested that opposer’s untinely
suppl enental notice of reliance be disregarded. 1In
addi tion, on Decenber 17, 2003 (via certificate of mailing),
applicant filed a notion to strike portions of opposer’s
reply brief on the case.

On Novenber 26, 2003 the Board issued an order in which
(i) opposer’s supplenental notice of reliance was stricken
as untinely, (ii) applicant’s notion to strike was granted
as to Iltem Nos. 4-9,° 19, 28-31, 33, 34 and 36-38, and (iii)
the notion was deferred until final decision with regard to
the remaining itens. |In a Board order dated March 23, 2004,
applicant’s notion to strike portions of opposer’s reply

brief on the case was deferred until final decision.

® The interlocutory Board order striking Item No. 9 (opposer’s
combi ned first set of interrogatories and docunent requests to
applicant) is hereby overruled. The interrogatories were
appropriate, and in fact, required by Trademark Rul e
2.120(j)(3) (i) because opposer was relying on applicant’s answers
thereto. Informationally, the parties’ attorneys are advised
that generally docunents produced by the adverse party are not
adm ssible by way of a notice of reliance as set forth in
Trademark Rule 2.120(j)(3)(ii). However, it is clear that the
parties stipulated this material into the record. Thus, Item No.
9 is admissible in its entirety.
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Wth regard to the remaining itens in opposer’s notice

of reliance -- Item Nos. 32 (Merriam Wbster’s Col |l egi ate
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Dictionary definition of the word “bi of eedback”), 35 (the

file history of the opposed application), 39 and 40 (two
paper back books published by opposer) -- the Board hereby
denies applicant’s notion to strike these itens. The
dictionary definition is adm ssible pursuant to Trademark
Rule 2.122(e); the application file forns part of the record
pursuant to Trademark Rule 2.122(b) w thout any action taken

by the parties;?®

and the two paperback books would be in
general circulation anong “that segnent of the public which
is relevant” under Trademark Rule 2.122(e).’

W also note that normally the materials submitted in
support of and in opposition to a previously denied notion
for summary judgnent are not part of the record unl ess
properly made so at trial. However, in this case, opposer
i ncl uded such papers in its notice of reliance (Item Nos.

13, 14 and 16), and applicant did not object thereto, thus

stipulating the materials into the record.?®

® Several of the non-objected to itens in opposer’s notice of
reliance (e.g., the notice of opposition and applicant’s answer
thereto, and Board orders issued in the case) are al so of record
wi thout any need for a notice of reliance thereon.

" The better practice for opposer woul d have been to include a
statenent of the relevance of the two publications inits notice
of reliance. See Trademark Rule 2.122(e). In any event, the two
publications are adm ssible only for what they show on their

face, not for the truth of the matters asserted therein because
no conpetent witness testified to the truth of such matters. See
M dwest Plastic Fabricators Inc. v. Underwiters Laboratories
Inc., 12 USPQR2d 1267, footnote 5 (TTAB 1989), aff’d 906 F.2d
1568, 15 USPQ2d 1359 (Fed. Cir. 1990).

8 Mpplicant’s statenment (brief, footnote 6) that notion papers
are “pleadings” is incorrect. See Trademark Rul es 2.104(a),
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Turning then to applicant’s notion to strike (i)
certain of the docunents attached to opposer’s reply brief
(Docunment Nos. 3-9 and 12), and (ii) a certain portion of
the reply brief itself which assertedly raises a new issue
(whether applicant’s identification of services conplies
with TMEP 81402), the Board grants applicant’s notion to
strike certain docunents attached thereto and those
docunent s have been given no consideration.

Regarding striking a portion of the reply brief itself,
the Board does not generally strike a properly and tinely
filed brief, or portions thereof. However, any objections
the adverse party has to the contents of the brief itself
w Il be considered by the Board in its consideration of the
case, and any inproper portions of any brief wll be
di sregarded. See TBMP 8539 (2d ed. rev. 1, March 2004).

As a final prelimnary matter applicant argued in its
brief that “opposer does not possess a relevant comon | aw
mar k” noting that “opposer has not pled or explicitly
clainmed a common law right to the mark [ BRAI NWORKS] in
connection with rehabilitation services or biofeedback
services” and that “any inplicit claimto a common | aw mark
must fail.” (Applicant’s brief, p. 9.) Opposer did not
respond to this argunent. Applicant is correct that opposer

neither pled nor tried any claimof comon law rights in the

2.106(b) (1), 2.107 and 2.116(c). See also, Fed. R Cv. P. 7(a)
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mar k BRAI NWORKS. Thus, common |law rights will not be
further addressed herein.
Parties

| nasnmuch as opposer’s notice of reliance Item No. 19
(printouts of the pages of opposer’s website) was properly
stricken by the earlier Board order, there is little
informati on of record regardi ng opposer’s business ot her
than the copies of its pleaded registrations (Item Nos. 20,
22, 24 and 26).°

The record shows that opposer, Brainworks, Inc., is a
Texas corporation located in Carrollton, Texas. |In addition
to the four registrations, the record al so shows that

opposer has published two paperback books, Thinking Smarter:

Skills for Acadenm c Success by Carla Crutsinger and ADD

Qui ck Tips: Practical Ways to Manage Attention Deficit

Di sorder Successfully by Carla Crutsinger and Debra Mbore.

The information of record regardi ng applicant cones
fromapplicant’s application file, and fromapplicant’s
answers to opposer’s first set of interrogatories and
docunent requests (nmade of record by opposer). Applicant,

Brai nworks LLC, is a Montana limted liability conpany

and 8.

° Al't hough opposer did not submit proper status and title copies
of its pleaded registrations in accordance with Trademark Rul e
2.122(d) (2), applicant has clearly acknow edged t hat opposer is
the owner of the registrations and that they are part of the
record herein. See, for exanple, applicant’s brief, pp. 3, 4-5,
and 8. Thus, opposer’s four pleaded registrations are of record.
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| ocated in Hel ena, Montana w th nmanagi ng nenber Bernadette
Pedersen and nenber Paul Pedersen. M. Bernadette Pedersen
“has practiced using biofeedback equi pnent either under
hospital |icensure, under supervision of |icensed nedical
and nental professionals, or under individual licensure
since 1990” seeing approximately 100 people in the prior
three years. (Applicant’s answer to opposer’s interrogatory
No. 37(a)).

In response to opposer’s interrogatory No. 34 wherein
appl i cant was asked to “describe synptons of conditions of
patients or clients of Applicant that are expected to
benefit from|[applicant’s services]” applicant listed
numer ous “ Synptons Addressed and Conditions Treated,”
including the follow ng: nuscle tension headache; m graine
headache; anxiety disorders; panic disorder; ADD ADHD and
other attentional difficulties; chronic pain; fibronyalgia,
thoracic outlet syndronme; cognitive rehabilitation to assi st
with inproved i nformati on processing of brain-rel ated
processes effected by the diagnosis i.e.[,] inproved quality
or efficiency of reading, listening, witing, speaking,
short-term nenory, |ong-term nenory, ease of function and
| earning after head injury, relational/social interactions
with famly, friends, co-workers, cognitive flexibility
after injury, etc.; and restless |l eg syndrone. (Applicant

al so answered opposer’s interrogatory No. 35(a)-(d) which
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requested that applicant define and describe the services
recited in applicant’s application -- “therapy,”
“rehabilitation,” “biofeedback” and *neurof eedback.”)

In opposer’s interrogatory No. 5(a), opposer asked
applicant to identify the date on which applicant first used
the mark BRAI NWORKS for applicant’s services and to identify
all docunents evidencing such use. |In applicant’s response
thereto, it identified its date of first use as “April 1,
2000,” but in identifying docunents, it stated that there
are “no specific docunents.” According to applicant, its
mark is used on stationery and business cards and it appears
in local phone directories; with advertising expenditures of
approxi mately $250 in each of the years 2001 and 2002.
Applicant’s sales in each of those years were around
$30,000. The territory in which applicant currently uses
its mark is the state of Montana, primarily in the Hel ena
and East Hel ena area. Applicant is not aware of any
i nstances of actual confusion.

Applicant first becane aware of opposer’s use and
regi stration of the mark BRAI NVWORKS t hrough applicant’s
“August 1, 2000 prelimnary search of U S. Trademark
records.” (Applicant’s answers to opposer’s interrogatory
Nos. 21 and 22.) Wen asked if applicant was aware of any

use by opposer of the mark BRAI NWORKS when applicant adopted

10
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and/or used its mark in the United States, it answered “No.”
(Applicant’s answer to opposer’s interrogatory No. 3.)
St andi ng

Opposer’s four pleaded regi strations have been made of
record; and applicant did not contest opposer’s standing.
We find that opposer has established its standing.
Priority

Wth regard to the issue of priority in relation to the
goods and services set forth in opposer’s four pleaded
regi strations, because opposer owns valid and subsisting
registrations of its pleaded mark, the issue of priority
does not arise. See King Candy Conpany v. Eunice King' s
Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974); and
Carl Karcher Enterprises Inc. v. Stars Restaurants Corp., 35
USPQ2d 1125 (TTAB 1995).
Li kel i hood of Confusion

We turn now to consideration of the issue of |ikelihood
of confusion. Qur determnation of |ikelihood of confusion
is based on an analysis of all of the facts in evidence that
are relevant to the factors bearing on the issue of
l'i keli hood of confusion. Inre E |. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In
re Mpjestic Distilling Conpany, Inc., 315 F.3d 1311, 65
USPQ2d 1201 (Fed. Cir. 2003). In any likelihood of

confusion analysis, two key considerations are the

11
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simlarities of the marks and the simlarities of the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The
fundanmental inquiry mandated by 82(d) goes to the cunul ative
effect of differences in the essential characteristics of
the goods [and services] and differences in the marks.”).
See also, Inre Dixie Restaurants Inc., 105 F.3d 1405, 41
usP@d 1531 (Fed. GCir. 1997).

We point out that the Board is an admnistrative
tribunal that determnes only the right to register marks.
See Section 17 of the Trademark Act, 15 U S.C. 81067. See
al so, TBWMP 8102.01 (2d ed. rev. 1, March 2004). As the
Court of Appeals for the Federal Circuit stated in the case
of Octocom Systens Inc. v. Houston Conputers Services Inc.,
918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990):

The issue in an opposition is the right
of an applicant to register the nmark
depicted in the application for the
goods [services] identified therein.
The authority is legion that the
question of the registrability of an
applicant’s mark nust be deci ded on the
basis of the identification of goods
[services] set forth in the application
regardl ess of what the record may revea
as to the particular nature of
applicant’s goods [services], the
particul ar channels of trade or the
cl ass of purchasers to which sal es of
the goods [services] are directed.
Based on the record before us, we find that confusion is

likely.

12
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Applicant’s mark and opposer’s mark are the identical
term BRAINWORKS. 1 This fact “weighs heavily agai nst
applicant.” In re Martin's Fanous Pastry Shoppe, Inc., 748
F.2d 1565, 223 USPQ 1289, 1290 (Fed. Cr. 1984). Indeed,
the fact that an applicant has selected the identical mark
of a registrant “weighs [so] heavily against the applicant
that applicant’s proposed use of the mark on “goods...
[which] are not conpetitive or intrinsically related [to
registrant’s goods]...can [still] lead to the assunption
that there is a common source.” In re Shell Gl Co., 992
F.2d 1204, 26 USPQ2d 1687, 1688-1689 (Fed. Cr. 1993). “The
greater the simlarity in the marks, the | esser the
simlarity required in the goods or services of the parties
to support a finding of |ikelihood of confusion.” 3 J.

McCarthy, McCarthy on Tradenmarks and Unfair Conpetition,

§23:20.1 (4th ed. 2001).

W turn to a consideration of the du Pont factor
regarding the simlarity or dissimlarity and nature of the
goods and services. As explained above, in Board
proceedi ngs, the issue of |ikelihood of confusion nust be
determned in light of the goods or services as identified
in the involved application and registration(s) and, in the

absence of any specific limtations therein, on the

10 Applicant acknow edges that the marks are “treated as
identical” (brief, p. 10), but argues that this fact is not
di spositive in this case.

13
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presunption that all normal and usual channels of trade are
or may be utilized for such goods or services. See Qctocom
Systens Inc. v. Houston Conputers Services Inc., supra;
Canadi an | nperial Bank of Commerce, N. A. v. Wells Fargo
Bank, 811 F.2d 490, 1 USP@2d 1813, 1815 (Fed. G r. 1987);
and CBS Inc. v. Morrow, 708 F.2d 1579, 218 USPQ 198 (Fed.
Cr. 1983).

Applicant’s services are identified as “therapy and
rehabilitation services, nanely, biofeedback and
neur of eedback services.” O the various goods and services
identified in opposer’s four registrations for the mark
BRAI NVORKS, we find the nost relevant to be opposer’s
“educational testing and consulting services.” Wile not
the sanme services, the question is whether consuners wl |
believe that the services are sufficiently related such that
they conme fromor are associated with the sane source. That
is, services (or goods) need not be identical or even
conpetitive to support a finding of |ikelihood of confusion,
it being sufficient instead that the services (or goods) are
related in some manner or that the circunstances surrounding
their marketing are such that they would |ikely be
encountered by the sanme persons under circunstances that
could give rise to the m staken belief that they emanate
fromor are associated with the sanme source. See In re

Peebles Inc., 23 USPQ2d 1795 (TTAB 1992); Chem cal New York

14
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Corp. v. Conmar Form Systens Inc., 1 USPQ2d 1139 (TTAB
1986); and In re International Tel ephone and Tel egraph
Cor poration, 197 USPQ 910 (TTAB 1978).

As our primary reviewi ng Court stated in Recot Inc. v.
M C. Becton, 214 F.3d 1332, 54 USPQR2d 1894, 1898 (Fed. Cir.
2000): “Even if the goods in question are different from
and thus not related to, one another in kind, the sane goods
can be related in the mnd of the consum ng public as to the
origin of the goods. It is this sense of rel atedness that
matters in the |ikelihood of confusion analysis.” The sane
Court reiterated in the case of Hew ett-Packard Conpany v.
Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1004
(Fed. Cir. 2002) as follows: “Even if the goods and services
in question are not identical, the consum ng public may
perceive them as rel ated enough to cause confusion about the
source or origin of the goods and services.”

As identified, opposer’s “educational testing and
consul ting services” could enconpass in some manner
applicant’s “therapy and rehabilitation services, nanely,
bi of eedback and neur of eedback services.” 1In fact, the
record shows that “ADD/ ADHD and ot her attenti onal
difficulties” are anong the nyriad synptons addressed and
conditions treated by applicant; and that opposer’s
“educational testing and consulting services” involves,

inter alia, handling persons wth ADD.

15
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W find that applicant’s identified services are
related within the neaning of the Trademark Act to at | east
opposer’s identified “educational testing and consulting
services.”

Turning next to the du Pont factors of trade channels
and purchasers, applicant’s application does not include any
limtation or restriction as to the trade channels for or
the purchasers of its services. Therefore, we nmust presune
in this admnistrative proceeding that the services are
of fered through all normal channels of trade to all usual
cl asses of purchasers for such services (which would include
the general public, e.g., parents and teachers seeking
opposer’s educational testing or consulting services m ght
al so seek applicant’s biof eedback and neur of eedback
services). See Octocom Systens Inc. v. Houston Conputers
Services Inc., supra; and Canadi an | nperial Bank of
Commerce, N. A v. Wlls Fargo Bank, supra.

W find that the channels of trade and the cl asses of
purchasers for the parties’ services, as identified, are
simlar or at the very |east, are overl apping.

Applicant submtted no evidence of third-party uses of
t he mark BRAI NWORKS for goods and/or services in the
i nvol ved and/or closely related fields.

Nei ther party is aware of any instances of actual

confusion. However, applicant’s business is conducted in

16
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Mont ana and opposer is located in Texas; there is no

evi dence of the extent of opposer’s sales; and applicant
comenced use only in April 2000, and has had m ni mal sal es.
Thus, the absence of actual confusion is not surprising.
This du Pont factor is neutral. |In any event, the test is
not actual confusion, but Iikelihood of confusion. See

Wi ss Associates Inc. v. HRL Associates Inc., 902 F. 2d 1546,
14 USPQ2d 1840 (Fed. Cir. 1990); and In re Azteca Restaurant
Enterprises Inc., 50 USPQ2d 1209 (TTAB 1999).

Purchasers aware of opposer’s BRAI NORKS educat i onal
testing and consulting services, who then encounter
applicant’ s BRAI NWORKS t herapy and rehabilitation, nanely
bi of eedback and neur of eedback services, are likely to
believe that applicant’s services emanate fromor are
| i censed or sponsored by opposer.

Deci sion: The opposition is sustained.

17



