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Opi nion by Hohein, Adm nistrative Trademark Judge:

Four Star Partners has filed an application to register
the mark "DERVASTAR' for, in general, a wde variety of non-
medi cat ed cosnetic and personal care products in Internationa
Class 3 and an extensive |ist of various nedicated personal care
itenms and pharmaceutical preparations, including "acne
medi cations,"” "acne treatnent preparations,” "bandages for skin

wounds" and "wound dressings,” in International Cass 5.1

1 Ser. No. 75/907,375, filed on January 7, 2000, which is based on an
al l egation of a bona fide intention to use the mark in commerce.
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Col | aGenex Pharmaceuticals, Inc., by its anmended notice
of opposition, has opposed registration on the grounds that it is
the owner of a federal registration for the mark "DERMOSTAT" for
"pharmaceuti cal preparations, nanely, tetracycline and
tetracycline derivatives for treatnment of wounds";2 that it has
used such mark in connection with its goods since at |east as
early as July 23, 1996; that the "products identified in
Applicant's application are very simlar or identical to the
products |isted by Opposer in connection with its registered mark
DERMOSTAT"; that the "products covered by Applicant's application
are of the type which are or may be offered by Opposer under its
mar k, such that the trade and purchasing public would reasonably
expect such products to enmanate from or be sponsored by[,] the
sanme source"; that because applicant's "DERVMASTAR' mark "is
substantially simlar to" opposer's "DERMOSTAT' mark, the
"cont enpor aneous use of the respective marks will create a
| i kel i hood of confusion, mstake or deception anong the trade and
t he purchasing public";3 and that applicant "lacks the requisite
bona fide intention to use the mark on or in connection with the
list of goods[,] which is not credible as recited in the

application both as filed and as anended."

2 Reg. No. 2,159,394, issued on May 19, 1998, which sets forth a date
of first use anywhere of July 23, 1996 and a date of first use in
commerce of January 17, 1997.

3 Al t hough opposer has al so pleaded a putative claimof dilution by

al l eging that the "contenporaneous use by Applicant of the mark
DERMASTAR wi I | dilute or inpair Opposer's rights, and will eventually
result in ... a loss of distinctiveness and exclusivity in Cpposer's
DERMOSTAT Trademark, " no evidence with respect thereto was offered at
trial and no nention thereof has been made in either of its briefs.
Accordingly, such claimw Il not be given any further consideration.
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In particular, with respect to the latter ground, which
was added by opposer's anended notice of opposition, opposer
all eges that the "trademark statute requires that the Applicant
have a bona fide intention, under circunstances show ng the good
faith of the Applicant, to use a trademark in connection with the
goods specified in the application”; that applicant "has listed
no | ess than about 730 goods in its identification of goods with
whi ch the mark DERVASTAR is purportedly intended to be used";
that such list, "as filed, rather than identifying the goods with
which it had a bona fide intention to use the mark, is instead
nmerely a substantial reproduction of a list of products as it
appears in The Trademark Acceptable Identification of Goals [sic]
and Services Manual "; that applicant "has provided no credible
evidence that it is or will ever be capable of placing into
commerce all of the goods identified in its intent-to-use
application, or that it ever had the intention to do so"; and
that the "verified statement contained in Applicant's ..
application is not a good faith statenment as to Applicant's
objective ability or intent to actually use in conmerce the nmark
DERVASTAR i n connection with all the goods listed inits intent-
to-use application.”

Applicant, in its answer to the anended notice of
opposition, has in effect admtted all of the factual allegations
by opposer with respect to the ground of priority of use and
| i kel i hood of confusion, except that it has denied the allegation
that the "products identified in Applicant's application are ..

simlar or identical to the products listed by Opposer in



Qpposi tion No. 91-150, 890

connection with its registered mark DERMOSTAT" by all egi ng,
i nstead, that the "products covered by Applicant's application
are all based upon a unique and proprietary technology entirely
unrel ated to the technol ogy upon whi ch Qpposer's products are
based. "4 Applicant al so has deni ed opposer's allegations with
respect to the ground that applicant |acks a bona fide intention
to use its mark by alleging, in its answer, that applicant "does
have a bona fide intention to market products, either on its own
or through licensee's [sic], assignees, or other business
affiliates, in each and every one of the specific categories
listed in Applicant's application since Applicant's unique and
proprietary technol ogy upon which Applicant's application is
based is applicable to and can confer unique benefits upon
products in each and every one of the specific categories |isted
in Applicant's application.”

The record consists of the pleadings; the file of the
opposed application; and, as opposer's case-in-chief, the
testinmony, with exhibits, of Robert A Ashley, its senior vice

presi dent of commercial devel opnent. Applicant, however, did not

4 Fed. R dv. P. 8(f), as made applicable by Trademark Rule 2.116(a),
provides that "[a]ll pleadings shall be so construed as to do
substantial justice." |In addition, Trademark Rule 2.106(b) (1)
provides in relevant part that an answer "shall admt or deny the
averments upon whi ch the opposer relies" and that denials "may take
any of the forns specified in [Fed. R Gv. P.] 8(b)." However,
because the answer filed by applicant fails, wth the single exception
not ed above, to admt or deny opposer's factual allegations with
respect to the ground of priority of use and likelihood of confusion,
and i nasmuch as Fed. R Gv. P. 8(d), as made applicable by Trademark
Rul e 2.116(a), provides in pertinent part that "[a]vernments in a

pl eading to which a responsive pleading is required ... are admtted
when not denied in the responsive pleading," the factual allegations
by opposer which were not responded to by applicant in its answer
stand adm tted.
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i ntroduce any evidence at trial in its behalf. Briefs have been
filed,> but neither party requested an oral hearing.

Priority of use is not in issue in this proceeding
i nasmuch as opposer has proven that, as indicated below, its
pl eaded registration is subsisting and is owed by opposer. See
King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182
USPQ 108, 110 (CCPA 1974). QOpposer's ownership thereof also
serves to establish its standing to bring this proceeding. 1d.
Thus, the sole issues to be determined in this case are whether,

as to any of its goods, applicant's "DERMASTAR' mark so resenbl es

51In light of the fact that applicant's brief, which was due by July 7,
2003, was filed and served two days late on July 9, 2003, opposer
maintains in its reply brief that applicant's brief "was untinely
filed and should be dismssed inits entirety.” However, inasnuch as
opposer has shown no prejudice resulting fromthe nere two-day del ay,
and since the Board prefers to have the benefit of a party's argunents
concerning the nmerits of a case that has been tried and requires

deci sion, we have exercised our discretion in favor of considering
applicant's late-filed brief except to the foll owi ng extent.
Specifically, as further noted by opposer in its reply brief,

applicant's brief has "attached as Exhibit A ... what appears to be a
mar keti ng brochure" even though such brochure "was not introduced into
evidence in this case."” Because, as opposer correctly points out in

its reply brief, "[a]ny reliance upon or reference to Exhibit A by
Applicant is therefore inproper, and should not be considered by the
Board," no consideration has been given to applicant's brochure. See
TBMP 8539 (2d ed. June 2003), which provides in pertinent part that:
"Bvidentiary material attached to a brief on the case can be given no
consideration unless it was properly made of record during the
testinony period of the offering party." Lastly, inits reply brief,
opposer al so accurately observes that applicant's brief "contains
nunmer ous factual allegations which are not evidence in this
proceedi ng, not having been introduced into evidence during
Applicant's testinony period," and properly asserts in viewthereof
that applicant "should not now be allowed to rely upon such factua

all egations." Accordingly, applicant's unsupported factual statenents
inits brief have been given no consideration. See TBMP §801.01 (2d
ed. June 2003), which states in relevant part that "the facts and
argunments presented in the brief nust be based on the evidence offered
at trial"; and TBMP §704.06(b) (2d ed. June 2003), which sets forth in

pertinent part that: "Factual statenments nade in a party's brief on
the case can be given no consideration unless they are supported by
evidence properly introduced at trial. Statenents in a brief have no

evidentiary val ue, except to the extent that they nmay serve as
adm ssi ons against interest.”
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opposer's "DERMOSTAT" mark for "pharnaceutical preparations,
nanely, tetracycline and tetracycline derivatives for treatnent

of wounds,"” as to be likely to cause confusion as to the source
or sponsorship of the parties' respective goods; and whet her
applicant |lacks the requisite bona fide intention to use its mark
on or in connection with the goods listed in its application.

According to the record, opposer is "a specialty
pharmaceuti cal conpany engaged in research [and] devel opnent,
manuf acturi ng, marketing and sal e of pharmaceuticals to the
dental and dernmatol ogy conmunities[,] at |east at present.”
(Ashl ey dep. at 5.) Founded in 1994 as Col | aGenex, Inc., opposer
changed its nane to Col | aGenex Pharmaceuticals, Inc. as of Apri
10, 1996 and recorded the docunment evidencing such change of
corporate nane (at reel 1722, frame 0908, on April 3, 1998)
agai nst the application which matured into its pleaded
registration for the mark "DERMOSTAT" for "pharmaceutica
preparations, nanely, tetracycline and tetracycline derivatives
for treatnment of wounds."” Such registration, according to
opposer's wi tness, M. Ashley, who has been enpl oyed by opposer
since its founding and is famliar with the tradenmarks used by
opposer, is owned by opposer and is subsisting. The mark
"DERMOSTAT, " M. Ashley also noted, was first used by opposer on
the dates indicated in its pleaded registration, nanely, July 23,
1996 with respect to first use anywhere and January 17, 1997 as
to first use in conmerce.

The product in connection with which opposer has used

and continues to use its "DERMOSTAT" mark "is a tetracycline
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derivative" which "has properties in the acceleration of the

heal ing of [not only] |esions of the derm s, including things

| i ke diabetic ulcers, [and other] things which don't heal
tremendously well, but also lesions arising as a result of skin

i nfection such as, for exanple, acne or rosacea, skin
infections.” (ld. at 17.) Opposer's "DERMOSTAT" product is
"distributed through typical prescription pharmaceutica
channel s, " ranging from"nmanufacturer to whol esaler to retai
pharmacy” and such product "woul d be nmade avail able to people
with the disorder ... through prescription by a doctor,” for
which "the patient would go to the retail pharnacy and obtain the
prescription [pharnmaceutical] directly fromthe pharnmacist.”

(ILd. at 17-18.) (Opposer, according to M. Ashley, is still using
its "DERMOSTAT" mark in connection with "products for application
i n dermatol ogy and [which are] described as wound heal i ng" and
has not abandoned such mark. (ld. at 24.)

Nei t her applicant nor opposer introduced any evi dence
concerning applicant, its "DERVASTAR' nmark, or any of the goods
in connection with which registration of such mark i s sought.

Mor eover, other than indicating that its goods are suitable for
treating not only wounds, but also skin infections such as acne,
opposer notably offered no evidence as to whet her the goods

mar ket ed under its "DERMOSTAT" mark woul d be considered by
purchasers and/or users thereof to be related, in a comercial or
ot her nmeani ngful sense, to any of the goods for which applicant
seeks registration of its "DERVASTAR' mark. Opposer also did not

of fer any evidence as to either the actual extent of the use of
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its "DERMOSTAT" mark, such as sales figures and adverti sing
expenditures, or whether the mark is fanous.

G ving consideration first to the issue of |ikelihood
of confusion, our determi nation thereof is based on an anal ysis
of all of the facts in evidence which are relevant to the factors
set forth inlnre E 1. du Pont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563, 568 (CCPA 1973). See, e.q., Cunninghamv. Laser
Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1845 (Fed. Cr. 2000).
However, as indicated in Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any
| i kel i hood of confusion analysis, two key considerations are the
simlarity of the goods at issue and the simlarity of the
respective marks.® As to the latter, opposer correctly points
out inits initial brief that applicant has admitted inits
answer that the marks "DERMOSTAT" and "DERMASTAR' are
"substantially simlar.” Anmong other things, opposer further
notes in this regard that such narks are coined terns which,

whil e having "no particular connotation,” nonetheless "are

simlar in appearance, sound and overall conmercial inpression”
i nasnuch as:

[ T] he marks each consist of a single word
having nine letters that are identical,
except for the fifth and ninth letters.
Moreover, the marks each have two syl | abl es,
in which the first syllable begins with
"DERM' and the second syllable begins with
" STA".

6 The court, in particular, pointed out that: "The fundanmental inquiry
mandat ed by 82(d) goes to the cumulative effect of differences in the
essential characteristics of the goods and differences in the marks."
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Applicant, however, insists in its brief that because
"'*Derma', of course, neans skin ..., the 'Derma' portion of each
of these tradenanes [sic] is not likely to be the source of any
confusing simlarity" and that consuners of the parties' goods
accordingly "will depend upon the renai nder of the nanme to nake
di stinctions" between the respective marks.7 Neverthel ess, we
are constrained to agree with opposer that, when considered in
their entireties, such marks are so "substantially simlar," as
conceded by applicant, that confusion as to source or sponsorship
woul d be likely to occur if the respective marks are used in
connection with the same or closely related goods, especially in
light of the |ongstanding rule that a mark used in connection
wi th nmedicinal products is entitled to a broader scope of
protection due to the potentially adverse consequences whi ch can

result froma |likelihood of confusion. See generally, d enwood

Laboratories, Inc. v. American Hone Products Corp., 455 F.2d
1384, 173 USPQ 19, 21 (CCPA 1972); and 3 J. McCarthy, MCarthy on

Tradenmarks & Unfair Conpetition 823:32 (4th ed. 2003).

7 W judicially notice in this regard that, for exanple, Wbster's
Third New International Dictionary (1993) at 608 defines "derm or
derma- or derno- conb fornmf as nmeaning "1 : skin ... 2 : dermal and
.." In addition, the same dictionary at 2228 lists "-stat" in
rel evant part as a "conmb fornf signifying "5 : agent causing
inhibition of growth w thout destruction <bacteriostat> <fungi stat>"
and at 2225 sets forth "star" as connoting, anong other things, "1 a
(1) an object (as a comet, neteor, or planet) in the sky resenbling a

| um nous point and usu. only bright enough to be seen at night ... (2)
a heavenly body (as the sun or noon) ... 3 a a conventional figure
with five or nore points that represents a star." It is settled that

the Board may properly take judicial notice of dictionary definitions.
See, e.qg., Hancock v. Anerican Steel & Wre Co. of New Jersey, 203

F. 2d 737, 97 USPQ 330, 332 (CCPA 1953); University of Notre Dane du
Lac v. J. C. Gournet Food Imports Co., Inc., 213 USPQ 594, 596 (TTAB
1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); and Marca
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Turning, then, to consideration of the goods at issue,
opposer asserts inits initial brief that:

It is undisputed that the goods
identified in Applicant's application ... are
identical or substantially simlar to those
goods set forth in Opposer's U.S.

Regi stration No. 2,159,394, and are identi cal
or substantially simlar to the goods which
have been marketed and continue to be

mar ket ed by Qpposer. Particularly, QOpposer's
U S. Registration No. 2,159, 394 for DERMOSTAT
recites pharmaceutical preparation[s] for
treatment of wounds. .... Mire to the

poi nt, Opposer has in fact used its DERMOSTAT
mark on or in connection w th pharmaceuti cal
preparations for treatnent of wounds since at
| east as early as July 23, 1996. C

Mor eover, Opposer has used the mark in
connection wth goods for dermnatol ogical
applications ....

Cting Octocom Systens Inc. v. Houston Conputer Services Inc.,
918 F.2d 937, 16 USPQd 1783, 1787 (Fed. Cir. 1990) for the
proposition that it is "well established that the question of
registrability of an applicant's mark nust be deci ded solely on
the basis of the identification of goods set forth in the
application,” and citing Cunninghamv. Laser Golf Corp., supra at
1846, for the further proposition that "[w] hen the description of
goods is not specifically limted[,] it must be broadly
interpreted to include all goods that can fall within the
description,” opposer urges inits initial brief that:
As such, Applicant's broad |ist of

goods, which includes, inter alia, nedicated

| otions for skin, nedicated skin cleaners

[sic, cleansers], nedicated skin cream ache

medi cations, acne treatnment preparations,
anal gesics, anti-infectives, anti-

Paper MIIs, Inc. v. American Can Co., 212 USPQ 852, 860 n. 7 (TTAB
1981).

10
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i nflammat ori es, anti bacteri al

phar maceuticals, burn relief nedication,

dermat ol ogicals, ... honeopathic

phar maceuticals for use in the treatnent of

di sorders anenable to treatnent by

application of materials to the skin,

nmedi cat ed skin care preparations and wound

dressings, clearly would enconpass the goods

listed in Qpposer's registration and the

goods with which Opposer has used the mark

DERMOSTAT.

W concur with opposer that the evidence it has
presented is sufficient to denonstrate that applicant's "acne
medi cati ons” and "acne treatnment preparations” are closely
rel ated to opposer's "pharnaceutical preparations, nanely,
tetracycline and tetracycline derivatives for treatnent of
wounds" inasmuch as the latter |ikew se have application with
respect to the treatnent of some fornms of acne. |In addition, it
is clear that applicant's "bandages for skin wounds" and "wound
dressings"” are, on their face, products which are closely rel ated
to opposer's goods since such products are all used in the
treatment of wounds. However, as to the wi de variety of non-
nmedi cat ed cosnetic and personal care products |isted by applicant
in International Cass 3, and with respect to the rest of the
vari ous nedi cated personal care itens and pharmaceutica
preparations set forth by applicant in International Cass 5, it
is plain that none of such diverse products is "identical or
substantially simlar to" opposer's goods, as asserted by
opposer, either on their face or as otherw se denonstrated by the
evi dence presented by opposer. In fact, opposer does not even

mention, in either its initial or reply briefs, any specific

goods listed by applicant in International C ass 3 which arguably

11
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are closely related to opposer's goods. Instead, opposer sinply
asserts that the respective goods are "goods for dernatol ogi cal
applications.” Even if we were to assune that such goods could
accurately be so broadly characterized, it is still the case that
the nere fact that a termmy be found which enconpasses the

parti es' products does not nean, absent supporting evidence, that

consuners thereof will view the goods as related in the sense
that they will assune that they emanate fromor are associ ated
with a common source. See, e.d., General Electric Co. v. G aham

Magnetics Inc., 197 USPQ 690, 694 (TTAB 1977); and Harvey Hubbel
Inc. v. Tokyo Seimtsu Co., Ltd., 188 USPQ 517, 520 (TTAB 1975).
Accordi ngly, we conclude that there is a |ikelihood of
confusion with opposer's "DERMOSTAT" mark for its "pharmaceuti cal
preparations, nanely, tetracycline and tetracycline derivatives

for treatnment of wounds,” fromthe contenporaneous use by
applicant of its substantially simlar "DERMASTAR' mark in
connection with its "acne nedi cations,” "acne treatnent

preparations,” "bandages for skin wounds" and "wound dressings”
in International Cass 5. However, as to the use by applicant of
its "DERVASTAR' mark in connection with both the goods set forth
in International Cass 3 and the rest of the goods listed in
International Cass 5 of the involved application, opposer has
not denonstrated that such products are identical or closely
related to the goods offered under its "DERMOSTAT" nmark and,

thus, has failed to sustain its burden of proof on the issue of

| i kel i hood of confusion with respect thereto.

12
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Turning now to the renmining i ssue of whether applicant
| acks the required bona fide intention to use its nmark on or in
connection with the goods listed in its application, opposer
argues inits initial brief that:

In the application, Applicant |isted

over 730 goods in its identification of goods

wi th which the mark DERVASTAR i s purportedly

intended to be used. Basically, it appears

that Applicant nerely listed each and every

good contained in International C asses 3 and

5.

Noting further that Section 1(b) of the Trademark Act "requires
that an applicant, in an intent to use application, nake a
verified statement ... that it has a 'bona fide intention' to use
the mark in commerce,” and that "the |l egislative history reveals
that Congress intended the test of 'bona fide' to be evidenced by
' obj ective' evidence of 'circunstances' showi ng good faith, "8
opposer contends that the legislative history recites an
illustrative list of circunstances which may cast doubt on the

bona fide nature of an applicant's stated intent or even di sprove

it entirely. Such list, opposer enphasizes inits initial brief,

8 In particular, citing inits initial brief to what presently is 3 J.
McCarthy, MCarthy on Trademarks & Unfair Conpetition 819:14 (4th ed.
2003) at 19-35, opposer additionally points out that "[t] he evidence
is 'objective' in the sense that it is evidence in the formof real
life facts and [is measured] by the actions of the applicant, not by
the applicant's testinony as to its subjective state of mnd," and

t hat:

Congress did not intend the issue (of a bona fide
intention) to be resolved ... by an officer of the applicant
later testifying, "Yes, indeed, at the tine we filed the
application, | did truly intend to use the mark at some tine
in the future." See Lane Ltd. v. Jackson Int'l Trading Co.,
33 US.P.Q2d 1351 (T.T.A B. 1994) ("[Alpplicant's nere
statenment of subjective intention, w thout nore, would be
insufficient to establish applicant's bona fide intention to
use the mark in comerce.")

13



Qpposi tion No. 91-150, 890

"specifically includes filing an application on one mark for many

products.” See 3 J. McCarthy, MCarthy on Trademarks & Unfair

Conpetition 819:14 (4th ed. 2003) at 19-37. Opposer consequently

concludes in such brief that "Congress recognized that filing an
intent to use application for many products raises serious doubt
as to the applicant's intention to use the mark for each of the
products.”

In view thereof, opposer asserts in its initial brief
that the opposition should be sustained because:

In the instant case, [inasnuch] as
Applicant has filed an intent to use
application for an extrenely |arge nunber of
goods, it is incunbent upon Applicant to
provi de objective evidence of its bona fide
intent to use the mark for each of the listed
goods. However, Applicant has not offered
any evidence to support its bona fide
intention (objective or otherwise) to use the
mar k DERMASTAR in connection with any of the
goods listed, |et alone each and every one of
the listed goods. 1In fact, Applicant has not
put any evidence into the record. As such,
Appl i cant cannot establish that it had a bona
fide intent to use the mark DERVASTAR  See
Commodore El ectronics Ltd. v. CBM Kabushi k
Kai sha, 26 U.S.P.Q 2d 1503, 1507 (T.T.A B.
1993) ("the absence of any docunentary
evi dence on the part of the applicant
regardi ng such intent [to use the mark in
comerce] is sufficient to prove that the
applicant |acks a bona fide intention to use
the mark in commerce as required by Section

1(b).").
Opposer' s argunent ignores, however, the fact that it has the
burden of proof of establishing, by a preponderance of the
evi dence or persuasive argunent, its claimof a |ack by applicant
of the requisite bona fide intention to use its mark on or in

connection wth the goods listed in the involved application.

14
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Here, opposer has offered absolutely no evidence to prove either
wrongful intent by applicant in filing the application or an
absence of any evidence in applicant's possession regarding its
intent; nor has it presented a persuasive argunment with respect
thereto. QOpposer has therefore failed to establish a prima facie
case that applicant's application is invalid for |ack of the
requi site bona fide intention to use its mark, which would shift
the burden to applicant of comng forward with evidence to refute
such case. See, e.qg., Yanmha International Corp. v. Hoshino
Gakki Co. Ltd., 840 F.2d 1572, 6 USPQ2d 1001, 1004 (Fed. GCr

1988) ["[a] n opposer to an application submtted under Section
2(f) sufficiently neets its initial burden [of proof] if it
produces sufficient evidence or argunent whereby, on the entire
record before the board, the board could conclude that the
applicant has not nmet its ultimte burden of show ng of acquired

di stinctiveness"].?®

9 As further noted by the court in Yamaha, supra at 1005 (italics in
original; footnote omtted):

To prevent the immediate registration of the mark, the
opposer has the initial burden to establish prima facie that
the applicant did not satisfy the acquired distinctiveness
requi rement of Section 2(f). |If opposer does not provide
sufficient grounds to at | east place the matter in issue,
the situation is indistinguishable fromone in which no
opposition was filed. Under such circunstances, there is
insufficient basis in the record to indicate that the
applicant's mark, contrary to the exam ner's prior
determ nati on, has not "becone distinctive of the
applicant's goods in commerce.” 15 U. S.C. 81052(f).

If the opposer does present its prinma facie case
chal I engi ng the sufficiency of applicant's proof of acquired
di stinctiveness, the applicant may then find it necessary to
present additional evidence and argunment to rebut or
overcome the opposer's showi ng and to establish that the
mar k has acquired distinctiveness. To accept Yanaha's
argunent that an opposer bears no burden of establishing

15
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Specifically, instead of producing sufficient evidence
as to applicant's assertedly wongful intent, or show ng that
appl i cant possesses no evidence to support its claimof a bona
fide intention to use its mark on the full listing of its goods,
opposer has presented only argunment, which we find is
insufficient because the factual situation herein is the exactly
the sane as that which was before the Exam ning Attorney. 10
Plainly, the Exam ning Attorney was obviously aware of the
exceedingly | arge nunber of itenms set forth in each class of the
i nvol ved application. Nevertheless, she did not question whether
appl i cant possessed the required bona fide intention to use its
"DERVASTAR' mark in connection with all of the goods listed in
t he subject application due to the explanation, as reiterated by
applicant in its answer herein, that all of the products set
forth therein are based upon a proprietary technol ogy by

appl i cant which can confer specific and uni que benefits with

even a prinma facie case as to the sufficiency of applicant's
prior proof would make a nere filing of a naked opposition
the sole basis for delaying registration and pronpting an
applicant to reestablish acquired distinctiveness to the
satisfaction of the PTOin the face of insufficient evidence
or argunent by opposer. W conclude, therefore, that the
board was not incorrect in stating that Yanaha, as opposer
of a Section 2(f) [application for] registration, had the
burden to establish a prina facie case, the principal facet
of which is showi ng that Hoshino did not establish acquired
di stinctiveness.

Li kewi se, anal ogous to the above, opposer has the initial burden of
establishing a prina facie case that applicant fails to neet the
requi rement of Section 1(b) that it has a bona fide intention to use
its applied-for mark in comerce.

10 1t is pointed out that applicant would, of course, have to file
proof of actual use of its mark on or in connection with every itemin
the identification of its goods before the Exam ning Attorney woul d be
abl e to approve the mark for registration.
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respect to each of such products. Thus, while it is indeed the
case that, as contended by opposer, the filing of an intent-to-
use application which Iists many products nay be sufficient to
cast doubt on the bona fide nature of an applicant's stated
intent or even disprove it entirely, such a showi ng has not
been sufficiently nade by opposer based on the record in this
proceedi ng. Accordingly, the additional ground that applicant
| acks the required bona fide intention to use its mark in
connection with the goods set forth in the involved application
fails.

Deci sion: The opposition is sustained, and
registration to applicant is refused, as to International Cass 5
of its involved application, but is dismssed as to International

Class 3 of the involved application.

11 Opposer's reliance on Commodore El ectronics, supra, is msplaced.
Such case, in relevant part, held only that (enphasis added; footnote
omtted):

Absent other facts which adequately explain or outweigh the
failure of an applicant to have any docunents supportive of
or bearing upon its clained intent to use its mark in
commerce, the absence of any docunentary evidence on the
part of an applicant regarding such intent is sufficient to
prove that the applicant |acks a bona fide intention to use
its mark in comrerce as required by Section 1(b). An

all egation to such effect, therefore, states a clai mupon
which relief can be granted.

In this case, opposer has not nmade the showi ng antici pated by
Commodore El ectronics, nanmely, "the failure of an applicant to have
any docunments supportive of or bearing upon its clained intent

17



