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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Vet roni x Corporation has opposed, on the ground of
| i kel i hood of confusion, the application of American
Fi nanci al Warranty Corporation to register "MASTERTECH
Vehi cl e Protection Program and design,” as shown bel ow, and

with the words "Vehicle Protection Program' disclained, for
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"vehicle service contracts, nanely agreenents covering
mechani cal breakdown or failure in which a vehicle dealer

Wi ll provide repairs to the purchaser's vehicle, which
contracts are insured and ordinarily financed as part of the

purchase of a vehicle" in Cass 36.1

HasTERTECH

Vehicle Protection Program

Specifically, opposer has alleged that it owns a federal
registration for the mark MASTERTECH for "hand held tester
for autonobile electronics systens”; that opposer's use of
its mark for its goods is prior to the first use clainmed by
applicant; that opposer's goods and applicant's services are
related in that opposer's goods relate to the servicing of

vehi cl es and applicant's services relate to vehicle service

1 Application Serial No. 75943880, filed March 14, 2000 and
asserting first use and first use in comrerce on January 1, 1999.
In reviewing the application file, we note that during

exam nation the Exam ning Attorney required applicant to anmend
its identification to be nore definite, proposing the
identification "Providing and adm ni stering insured vehicle

servi ce contracts which cover notor vehicle maintenance and
repair." Applicant did not respond to this requirenment, and
apparently the Exami ning Attorney withdrew it, because the
appl i cati on was approved for publication with the original
identification. Thus, although applicant's identification is for
a contract, which is an object, it is clear that applicant offers
services, which been classified in Cass 36, and we consider the
identification as referring to services despite the fact that the
parties sonetines refer to the contract or warranty services as a
"product."



Qpposition No. 91150901

contracts; and that applicant's mark so resenbl es opposer's
mark that, when it is used with applicant's services, it is
| i kely to cause confusion.

In its answer, applicant has denied all of the salient
allegations in the notice of opposition, and has asserted
affirmatively that there is no likelihood of confusion.

The record includes the pleadings and the file of the
opposed application. The parties have stipulated to the
adm ssion in evidence of opposer's first set of requests for
production of docunents, and applicant's response thereto;
opposer's first set of interrogatories and applicant's
response thereto; applicant's first request for production
of docunents and opposer's response thereto; applicant's
first set of interrogatories and opposer's response thereto;
and a status and title copy of opposer's pleaded
regi stration for MASTERTECH.?

Both parties have submtted briefs on the case, but

nei t her requested an oral hearing.?

2 Regi stration No. 1,745,088, issued January 5, 1993; Section 8
and 15 affidavits accepted and acknow edged; renewed.

3 Wth its brief opposer subnitted copies of registrations and
applications for MASTERTECH mar ks whi ch were obtained fromthe
electronic records of the U S. Patent and Tradenark O fice, and
asked that the Board take judicial notice of them The Board
does not take judicial notice of records residing within the
Ofice. See In re Duofold Inc., 184 USPQ 638 (TTAB 1978).
However, in its brief applicant has di scussed these docunents,
and therefore we consider themto have been stipulated into the
record.
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Based on the interrogatory responses provided, we find
t hat opposer uses, has used or intends to use MASTERTECH
SERIES MIS (followed by a specific nunber) for gas
anal yzers, a scan tool, a noise vibration and harshness
anal yzer, an engi ne anal yzer, a storage cart and a roll
cart.* In the United States these goods are sold through
Vetroni x Sal es Corporation, whose sales staff directly
mar kets the goods to opposer's custoners. The custoners for
t hese goods are autonobil e deal erships and their repair
shops, and i ndependent autonotive repair shops, and the
cl ass of consuners includes autonotive deal ership owners and
manager s; autonotive deal ership repair shop owners, managers
and autonotive technicians; and i ndependent autonotive
repair shop owners, managers and autonotive technicians.
Qpposer objected to providing information as to the
approxi mate dollar anpbunt of its annual sales of its goods
(I'nterrogatory No. 9), stating that such information "is not
rel evant nor reasonably calculated to |ead to the discovery
of relevant information." QOpposer provided a simlar
response to applicant's interrogatory (No. 12), which sought
opposer's annual expenditures for advertising and marketing

opposer's goods and services associated with the mark.

* Inits brief, opposer has stated that it uses its mark "only

in connection with the hand hel d equi pnent described in the
registration," brief, p. 13, i.e., for "hand held tester for
aut onobi l e el ectronics systens.”
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Qpposer did state, with respect to applicant's request for

i nformati on about advertising (Interrogatory No. 10), that
"Iin the past, Opposer has advertised in a nunber of industry
trade publications, many of which are no | onger publishing.
Qpposer currently advertises in the industry trade
publications ‘Motor Age’ and ‘ Motor.'"

Applicant first began using the mark MASTERTECH VEH CLE
PROTECTI ON PROGRAM i n connection with its vehicle service
contracts in April 1999. It markets and distributes its
warranties to car, boat and RV deal erships, which in turn
sell the warranties to their custoners. The deal erships
operate mainly as sales outlets for applicant's warranty
products. Applicant does not intend to use the mark with
any other products, or to expand the class of consuners to
which it sells its warranties.

Applicant markets its warranty products primarily
t hrough i ndi vidual salesnmen to the various deal erships. |Its
pronotion efforts are focused on person-to-person marketing,
rather than print ads. It has displayed its marketing
materials at the National Auto Deal er Association convention
and at various state auto deal er association conventions.

Nei ther party is aware of any instances of actual
conf usi on.

Priority is not in issue in view of opposer's

regi stration for MASTERTECH, which it has nmade of record.
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Ki ng Candy Conpany v. Eunice King’s Kitchen, Inc., 496 F. 2d
1400, 182 USPQ 108 (CCPA 1974).

Turning to the issue of |ikelihood of confusion, our
determ nation is based on an analysis of all of the
probative facts in evidence that are relevant to the factors
set forthinlInre E. I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, In re Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. Cir. 2003).

The first factor we consider is the simlarity of the
mar ks. The dom nant feature of applicant's mark is the term
MASTERTECH, which is identical in pronunciation and
connotation to opposer's mark. Further, because the
protection accorded opposer's mark, which is registered in
"typed" drawing form extends to stylizations of the mark,
opposer's mark could be depicted in the same manner as
applicant's. Thus, we consider MASTERTECH to have the sane
appearance as well.

W recogni ze that marks nust be conpared in their
entireties, and therefore the additional elenments in
applicant's mark cannot be ignored. However, it is well
established that, for rational reasons, nore or |ess weight
may be accorded to a particular feature of a mark. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.

Cir. 1985). 1In this case, the descriptive and discl ai ned
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wor ds VEH CLE PROTECTI ON PROGRAM have no source-indicating
significance. Consuners wll regard these words as nerely
descri bing the type of service offered under the mark. Nor
are the design elenent and the three horizontal lines in the
MASTER portion of the mark likely to nake an i npression on
consuners. Rather, it is the word MASTERTECH, by which
consuners will refer to and call for the services, that they
w il remenber. Thus, we think it appropriate to follow the
general rule that, if a mark conprises both a word and a
design, the word is normally accorded greater weight. See
In re Appetito Provisions Co., 3 USPQ2d 1553 (TTAB 1987).

Al t hough the factor of the simlarity of the marks
favors opposer, virtually all of the other duPont factors
favor applicant.

Turning to the goods and services, opposer's primry
argunment to show that they are rel ated appears to be that:

Qpposer's products are used to | ocate

the source of problens with the vehicle

during service. Applicant's product

provi des coverage to the custoner in the

event that vehicle service is need.

Bot h products are reasonably related to

the service and repair of autonobiles.

Brief, p. 9.
In previous decisions we have stated that it is not enough
to find one termthat may generically describe the goods.
See CGeneral Electric Conpany v. G aham Magnetics
| ncor porated, 197 USPQ 690 (TTAB 1977). Here, we find

opposer's efforts to put its goods and applicant's services
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into a single category to be, to say the |east, a real
"stretch." (Opposer's tester for autonobile electronics
systens and applicant's vehicle service insurance plans are
very different. There is no evidence that the sanme
conpani es mar ket both kinds of products/services, nor has
opposer submtted any evidence to show why consuners woul d
expect both types of products and services to enmanate froma
singl e source.

It is true that opposer's tester and applicant's
vehi cl e service contracts are both marketed to autonobile
deal ershi ps. However, the goods and services thensel ves are
very different. To a large extent, the enpl oyees of
aut onobi | e deal ershi ps would not cone in contact with both
opposer's goods and applicant's services. That is,
opposer's goods woul d be used by the enpl oyees who do
autonotive repair, but applicant's vehicle service contracts
woul d be offered by the sal esnmen who sell the autonobiles.
There may, of course, be sone overlap, in that owners or
managers nay make deci sions to buy opposer's testers for
el ectronic systens and to offer applicant's repair
contracts. However, such people will be sophisticated and
careful purchasers. The decision as to which service
contract--in effect, an insurance contract--to offer one's
custonmers woul d not be nmade lightly, since any problens with

the performance of that contract would necessarily reflect
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on the dealership. Simlarly, the decision to purchase

equi pnent for testing the electronics system of an

aut onobi | e--equi pnent used in the nai ntenance and repair of
the vehicle, would be made with care, and not on inpul se.

G ven the substantial differences in the nature of the goods
and services—a tester for electronics systens and an

aut onobi l e service contract, the common purchasers of these
goods and services are not likely to assune that they cone
froma single source sinply because they are offered under
very simlar marks.

It nmust al so be noted that the mark MASTERTECH cannot
be considered a strong mark. Certainly it is not, as
opposer contends, a fanous mark. Qpposer has provi ded no
evi dence regardi ng the anount spent on advertising and
pronoting its products or the anount of its sal es which
m ght prove that its mark is fanbus. On the contrary,
opposer stated in its answers to applicant's interrogatories
that such information was not relevant. W cannot concl ude
based on the evidence of record that opposer's MASTERTECH
trademark is fanbus. Instead, we find that MASTERTECH is a
suggestive mark. As opposer has acknow edged, it is a
conbi nati on of the word "master” and the word "tech," which
opposer states in an abbreviation for "technician,"”

"technical" or "technol ogy." The suggestiveness of this

termis denonstrated by the third-party registrations for
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MASTERTECH mar ks, which include registrations for handtool s
and for providing technical training courses in autonotive
service and repair.”>

W note that there is no evidence of third-party use of
MASTERTECH marks (third-party registrations do not
constitute proof of use of the marks shown therein). This
duPont factor favors opposer but is outweighed by the
suggestiveness and | ack of strength of the MASTERTECH mar k.

W will follow the parties' |ead and di scuss the
remai ni ng duPont factors only briefly. There is no evidence
of actual confusion. |In view of the |lack of evidence as to
either party's sales and nmarket presence, and the difficulty
i n obtaining evidence of actual confusion, we regard this
factor as neutral in our analysis. As for the variety of
goods on which a mark is used, because opposer uses its mark
MASTERTECH only on the hand held tester identified inits
regi stration, consuners will not expect opposer to expand
its use of the mark to such substantially different services
as vehicle service contracts. Both parties have al so
di scussed in their briefs that applicant uses MASTERTECH
ETCH on anti-theft products. W do not regard this factor

as favoring either party.

°® The former registration has been cancelled, but it is still

evi dence of the suggestive nature of the mark. Third-party

regi strations are conpetent to show the neaning of a mark in the
same way that dictionaries are enployed. Mead Johnson & Conpany
v. Peter Eckes, 195 USPQ 187 (TTAB 1977).

10
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I n conclusion, although such factors as the simlarity
of the marks and the lack of third-party uses favor opposer,
they are outwei ghed by such factors as the differences in
t he goods and services, the care and sophistication of the
common purchasers, and the suggestiveness of the term
MASTERTECH. Accordingly, we find that opposer has failed to
prove that applicant's use of MASTERTECH VEH CLE PROTECTI ON
PROGRAM and design for its identified services is likely to
cause confusion with opposer's mark MASTERTECH for a hand
hel d tester for autonobile el ectronics systens.

Deci sion: The opposition is dism ssed.
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