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Qpi ni on by Chapman, Adm nistrative Trademark Judge:

An application was filed on October 17, 2000 by 4 obal
Manuf acturing Solutions, LLC (a California limted liability
conpany) to register on the Principal Register the mark
GOCABLES for goods anended to read as “electronic cable
assenbl i es and accessories nanely connectors, cables,

jack/pins” in International Cass 9. The application is
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based on applicant’s clained date of first use and first use
in comrerce of Septenber 2000.

Lastar.com Inc. (an Ohio corporation) filed an
opposition against this application, alleging that opposer
manuf actures and sells a wide variety of conputer cables and
connectivity products (e.g., conputer cables, electrical
cabl es, network cables, fiber optic cables, audio cables,
vi deo cabl es, adapters, conputer network sw tches and
routers, transceivers, conputer interface boards, bulk wre,
cabl e connectors) and offers custom cabl e manufacturing
services all under the mark CABLES TO GO, “used in both text
and stylized formincorporating a design” (paragraph 2);
t hat opposer has used its mark CABLES TO GO conti nuously on
goods and services since Decenber 1984; that through
extensi ve sal es and advertising over a |long period of tine,
opposer’s mark has becone wi dely known throughout the United
States and the mark CABLES TO GO has becone associated with
opposer’s goods and services; and that applicant’s mark
GOCABLES, when used on its goods, so resenbl es opposer’s
previously used mark as to be likely to cause confusion,
m st ake, or deception.

Applicant, in its answer, denies the salient

al l egations of the notice of opposition.?

! Applicant asserted the affirmative defenses of “laches,
acqui escence and estoppel.” Applicant stated in its brief (p. 7)
that it is no |longer pursuing its (footnote continued)
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The record consists of the pleadings; the file of the
opposed application; notices of reliance filed by both
parties (including sonme material filed under seal as
“confidential”); and the affidavit testinmony,? with
exhibits, of the foll ow ng persons:

(1) Ceoffrey Hyman, opposer’s president;

(2) WIlliam D ederich, opposer’s senior vice president
of sal es and marketing;

(3) Mke Lin, applicant’s president; and

(4) the rebuttal affidavit testinmony of WIlIliam
Di ederich (filed under seal as “confidential”).

Both parties have filed briefs on the case.® Neither
party requested an oral hearing.
Evidentiary Matter

Appl i cant objects to opposer’s Exhibit DH, which
consists of Section IV of a 1997 Venture Devel opnent
Corporation Report titled The U S. Afternarket For Conputer
Accessories, Second Edition on the basis that it is
i nadm ssi bl e hearsay under Fed. R Evid. 801(c) and that it

is not a “market report” exception to the hearsay rul e under

affirmati ve defenses. Accordingly, the Board will not further
consider applicant’s affirmative defenses.

2 The parties stipulated to the filing of affidavit testinony.
See Trademark Rule 2.123(b). Thus, opposer’s notions (filed
April 7, 2003 and July 21, 2003) and applicant’s notion (filed
June 4, 2003) for entry of affidavit testinony were unnecessary,
and are deened noot.

3 pposer’s uncontested notion (filed Novenber 3, 2003 (via
certificate of mailing) to reopen its time to file a reply brief
three days late is granted pursuant to Fed. R GCv. P. 6(b).
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Fed. R Evid. 803(17). Applicant requests that we excl ude
fromconsideration the exhibit and “all portions of
Qpposer’s Brief and Reply Brief that rely on the report..”
(Applicant’s brief, p. 29.)

Opposer contends that the report is adm ssibl e under
Fed. R Evid. 807, the residual exception to the hearsay
rule. QOpposer contends that this exhibit neets all the
requi renents of Rule 807, specifically, that (1) it has the
“equi val ent circunstantial guarantees of trustworthiness,”
(2) the statement is offered as evidence of a material fact,
(3) the statenent is nore probative on the point for which
it is offered than any other evidence which the proponent
can procure through reasonable efforts, (4) the general
purposes of the rules of evidence and the interests of
justice will be served by adm ssion of the statenent into
evi dence, and (5) the proponent nade known to the adverse
party sufficiently in advance of trial the proponent’s
intention to offer the statenent, and the particul ars
thereof, and to provide the adverse party a fair opportunity
to neet it.

Applicant filed a reply brief in support of its notion
to exclude certain material and argunents submtted by
opposer. The Board, in its discretion under Trademark Rul e

2.127(a) regarding reply briefs on notions, has considered
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applicant’s reply brief regarding the adm ssibility of the
material under Fed. R Evid. 807.

Applicant’s objection to opposer’s Exhibit DHis
sustained as the Board finds that the partial report
subm tted by opposer does not neet the requirenents of Fed.
R Evid. 807 as a residual exception to the hearsay rule.

See M Graham Federal Practice and Procedure: Evidence

87095 (InterimEdition 2001). Specifically, we find that
this evidence (one section of a report nade by a third-
party) does not possess “equival ent circunstanti al
guarantees of trustworthiness,” and we are not convinced
either that the evidence is a necessity as being nore
probative on a point than any ot her evidence reasonably
avai l abl e to opposer, or that the material fact it is
offered to prove is of substantial inportance in determ ning
the outcone of this case.

We point out that in the Advisory Commttee Notes to
Rul e 807, the “Report of Senate Commttee on Judiciary”
stated as follows: “It is intended that the residual

hearsay exceptions will be used very rarely, and only in

exceptional circunstances.” See also, Conoco Inc. v.
Departnent of Energy, 99 F.3d 387, 392, @ USPQ2d __ (Fed.
Cr. 1996).

Wth regard to applicant’s request that the Board

exclude the rel evant portions of opposer’s brief and reply
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brief, the Board does not generally strike a properly and
tinely filed brief, or any portion thereof, but opposer’s
argunents in its briefs relating to Exhibit DH w Il be given

no consideration. See TBMP 8539 (2d ed. June 2003).

The Parties

Qpposer, Lastar.com Inc., was founded in 1983 under
the name Cables To Go, Inc. Although the conpany’s | egal
nanme has changed several tines, the “CABLES TO GO nane is
the nane under which it operates its primary connectivity
products business. Opposer first adopted and used the nane
and the term CABLES TO GO in 1984, and has conti nuously used
the termin connection with the sale of a wide variety of
cabl es and connectivity products for conputers and ot her
el ectronic products. Qpposer’s current products include the
follow ng: various conputer cables (e.g., printer, nodem
nouse, audi o, video, data transfer, keyboard, nonitor,
joystick); various adapters (e.g., keyboard, nodul ar,
nonitor, parallel, Y-npbuse); power protection products
(e.g., internal and external power cables, surge protectors,
surge strips); cable tools and cable test products (e.g.,
cabl e strippers, |oopback testers, network installation tool
kits, punchdown tools); prem se wiring products (e.g.,
couplers/splitters, keystone inserts, keystone jacks, relay

racks, nounting brackets); switches; firewire products; ink
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jet cartridges; and nunerous other specific products.

Qpposer has of fered conputer cables since 1984. Sone of the
ot her products were offered after that date as the
technol ogy gave rise to new types of cables and connectivity
pr oducts.

Opposer has al so of fered custom cabl e manuf act uri ng
services and cable installation services using the term
CABLES TO GO since 1984.

Qpposer offers its goods and services for sale through
catal ogs, direct mailings, and online; and it advertises in

magazi nes such as Conput er Shopper, PC Magazi ne, Conputer

Resel |l er News, VAR Business and Cabling Installation &

Mai nt enance. (Opposer has exhibited (with its mark CABLES TO

QO prom nently displayed) at the | eading industry trade
show, Condex, every year since 1984. (Opposer has been the
subj ect of sone nedia attention in the formof articles in,

for exanple, The Journal Herald (Dayton, OChio), August 1,

1986; and the Dayton Jew sh Chronicle, Septenber 28, 1989.

Its sales figures and advertising expenses for the
years 1998-2002 were subm tted under seal as “confidential.”
Suffice it to say that these figures and expenses are
substantial (in the mllions of dollars).

Qpposer is aware of no instances of actual confusion.
Appl i cant, d obal Manufacturing Solutions, LLC, was

founded in 1997 and first adopted the mark GOCABLES in My
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1999. Its first use of the mark for electronic cable
assenbl es and accessories, nanely, connectors, cables,
jack/ pins was in Internet banner advertisenents around
Sept enber 1999. Applicant began using the mark GOCABLES f or
its goods on its own Internet website in Decenber 1999.
Appl i cant began doi ng busi ness under the nane “gocabl es. cont
in February 2000. |Its use of the nmark GOCABLES for its
identified goods has been continuous since 1999.

Appl i cant distributes product brochures, and it
advertises on the Internet and in nmagazi nes such as Network

Wirl d and Conmuni cati on News. Applicant has not

participated in any trade shows.

Applicant’s sales figures and adverti sing expenses for
goods sol d under the mark GOCABLES for the years 1998-2002
were subm tted under seal as “confidential.” (Suffice it to
say that these figures and expenses are substantially |ess
than those of opposer.)

Appl i cant was aware of opposer’s use of the phrase
CABLES TO GO for its goods “through industry know edge pri or
to the tinme Applicant selected the mark GOCABLES.”
(Applicant’s answer to opposer’s interrogatory No. 12. See
al so, applicant’s responses to opposer’s requests for
adm ssion Nos. 3-4.) Applicant received the opinion of

counsel as to the availability of the mark GOCABLES and
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regardi ng opposer’s CABLES TO GO mark. (Applicant’s answers
to opposer’s interrogatory Nos. 10 and 13.)

Applicant is aware of no instances of actual confusion.

The | ssues

The i ssues before the Board are whet her opposer has
established prior rights inits mark,* and if so, whether
there is a likelihood of confusion between applicant’s mark

and opposer’s mark. >

St andi ng

Qpposer has shown use of the term CABLES TO GO for
various cabl es and ot her connectivity products, as well as
the services of custom cabl e nmanufacturing and cabl e

installation. Qpposer has therefore established standing.

* Al t hough opposer did not plead trade name rights in the words
CABLES TO GO, both parties proceeded as if opposer had done so
We deem the pl eadi ngs anended to conformto the evidence under
Fed. R Gv. P. 15(b), that is, to specifically include a claim
of trade nanme rights in the words CABLES TO GO. However, in
[ight of our decision herein based on opposer’s trademark and
service mark rights in the mark CABLES TO GO, we need not

det erm ne whet her opposer proved trade nanme rights. This
decision will hereafter generally address only opposer’s
trademark and service mark rights in the mark CABLES TO GO

°> Applicant contends that the issues in this case are (i) whether
opposer has any protectable trade identity rights in the phrase
CABLES TO GO because opposer abandoned any such rights in 1997;
(ii1) whether the unregi stered phrase CABLES TO GO is nerely
descriptive of opposer’s goods and services, and lacking in
acquired distinctiveness; and (iii) whether there is a likelihood
of confusion. While the issues before us are priority and

I'i keli hood of confusion, in determ ning opposer’s rights inits
unregi stered asserted mark, we nust necessarily decide the
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Priority

A party asserting a clai munder Section 2(d) of the
Trademar k Act nust establish prior use of a trademark or
service mark, or trade nane or other indication of origin.
As stated by the Court of Appeals for the Federal Circuit in
the case of Towers v. Advent Software Inc., 913 F.2d 942, 16
UsP@d 1039, 1041 (Fed. Cr. 1990):

Under the rule of Oto Roth [Oto Roth & Co. v.

Uni versal Foods Corp., 640 F.2d 1317, 209 USPQ 40 (CCPA

1981)], a party opposing registration of a trademark

due to a likelihood of confusion with his own

unregi stered term cannot prevail unless he shows that

his termis distinctive of his goods, whether

i nherently, or through the acquisition of secondary

nmeani ng or through “whatever other type of use may have

devel oped a trade identity.” Oto Roth, 640 F.2d at

1320, 209 USPQ at 43.

Applicant argues that the term CABLES TO GO is nerely
descriptive, and that opposer has not shown that it acquired
di stinctiveness prior to applicant’s adoption of its mark.
Mor eover, applicant asserts that even if opposer acquired
trademar k/ service mark rights in CABLES TO GO, such rights
wer e abandoned in 1997 when opposer nmade a decision to

abandon its previous nane CABLES TO GO and adopted a new

nane, CTG and | ogo, as shown bel ow

guestions of abandonnent and nere descriptiveness asserted by
appl i cant.

10
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L]
]
CABLES TO GO

Applicant further asserts that opposer did not resunme use of
CABLES TO GO until 2001, which is after applicant’s filing
date of October 17, 2000. As evidence of opposer’s
adm ssion of the nmere descriptiveness of the term CABLES TO
GO, and abandonnment of the asserted nmark, applicant points
particularly to opposer’s 1997 product catal og (Exhibit X
page 00371) and the follow ng statenment of M ke Shane,
Chai rman, CTG found therein:

“.we felt we had outgrown our Cables To Go

nanme and | ook because it too narrowy defines

the products and services we provide you. W

now refer to ourselves as CIG the single

source supplier for all your data

communi cati ons, networking, print sharing and

connectivity needs.”®

Qpposer argues that this statenment is neither an
adm ssion that CABLES TO GO is merely descriptive of the
i nvol ved goods and services nor an abandonnent of the mark
and name CABLES TO GO. To the contrary, opposer asserts
that this statenent, and opposer’s many uses of CABLES TO GO

on that page (and every page) of the catal og show that

opposer was adding a mark, not abandoning a mark and using

® Applicant also references other uses by opposer such as those
shown in opposer’s Exhibit V, a 1997 direct mail piece, and
Exhibit W a 1997 pronotional folder.

11
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only a replacenent new mark; and that there are nunerous
non-descriptive and in fact, clear trademark/service mark
uses of CABLES TO (O on that page and throughout that

cat al og.

Wth regard to applicant’s argunent in its brief that
the phrase CABLES TO GO is nerely (and highly) descriptive
of opposer’s goods and services, first, we note that
applicant did not plead that opposer’s mark is nerely
descriptive as an affirmative defense in its answer. Wile
it is true that an opposer who is asserting common | aw
rights in a mark nust show that it functions as a trademark
and/ or service mark, an applicant should put an opposer on
notice that it is taking the position that opposer’s mark is
nerely descriptive by raising it an as affirmative defense.
Applicant did not do so in this case.

In any event, we find that CABLES TO GO is an
i nherently distinctive mark, and that, even if it were not,
opposer’s adm ssi bl e evidence denonstrates that it has
acquired distinctiveness.

Appl i cant essentially argues that the above-quoted
statenent in opposer’s 1997 catalog is an adm ssion by
opposer that CABLES TO GO is nerely descriptive of opposer’s
goods and services; and that consideration of the mark
itself shows that the mark is nerely descriptive as it would

be understood by purchasers to nean that opposer’s products

12
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are “cables to be purchased and taken out.” (Applicant’s
brief, p. 18.)’

Qpposer’s position is that its mark is inherently
distinctive, or in the alternative, that it has acquired
di stinctiveness prior to applicant’s first use.

Opposer contends that it has not admtted and does not
admt that its mark CABLES TO GO is nerely descriptive on
its face; rather, it asserts that its mark is inherently
distinctive because it is suggestive of the goods and
services as indicating the ready availability of the goods
and services from opposer, and that, even if the words “to
go” have a particular neaning with regard to food and
beverages ordered fromrestaurants (as argued by applicant
referring to, inter alia, an interview wth opposer’s
chai rman, M ke Shane in a printed publication interview nade

of record as opposer’s Exhibit DK), the words “to go” do not

" Applicant refers inits brief to dictionary definitions of “to
go” and “go” (pp. 19 and 34, respectively). Although applicant
did not enclose copies of the dictionary pages, opposer did not
obj ect thereto, and treated the argunments on the merits. Thus,
we have considered these dictionary definitions set forth by
appl i cant.

Applicant al so argues that the word “go” has a specialized
meaning with regard to conputers and e-comerce, specifically
that it is “a command for an online service to switch the user to
a particular forumor section,” citing to the case of GoTo.com
Inc. v. Walt Disney Co., 202 F.3d 1199, 53 USPQd 1652, 1657 (9th
Cr. 2000). (Brief, p. 34.) There is no evidence of a
speci al i zed nmeaning of the word “G0 with regard to the invol ved
goods and services in the case now before us. |In addition, the
cited case involved a claimunder Section 43(a) of the Trademark
Act, 15 U S.C. 81125(a), and a prelimnary injunction, and the
Appel l ate Court discussed a possible connotation of “go” in
relation to the strength of GoTo.comlInc.’s nark.

13
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carry any such neani ng outside of that industry (e.g., a
store clerk would not ask if a purchaser wanted a record,
tape or CD “to go”).

W find that the statenment by opposer in its 1997
cat al og cannot reasonably be read as an adm ssion by opposer
that its nane and mark (used since 1984) is nerely
descriptive.

Nor is there any evidence that the phrase “TO GO
carries the sane neaning for the involved goods that it
carries for the take-out restaurant business. Moreover,
there is certainly no convincing evidence that the phrase
“CABLES TO GO as a whole is nerely descriptive. Thus, we
find the phrase CABLES TO GO is inherently distinctive, not
nerely descriptive. See In re Quik-Print Copy Shop, Inc.,
616 F.2d 523, 205 USPQ 505 (CCPA 1980).

Based on this record and opposer’s uses of the phrase
CABLES TO GO, we find the mark is inherently distinctive in
relation to opposer’s goods and services.?

W also find that the evidence submtted by opposer
(generally as part of the first affidavit testinony of
WIlliam D ederich) clearly establishes its use of the words
CABLES TO GO as a trademark for cables and as a service mark

for custom cabl e nmanufacturing as of 1984 with continuous

8 Moreover, in the interest of thoroughness of the decision, we

find that, even if it were not inherently distinctive, it had
acqui red distinctiveness prior to 1999.

14
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use since that date. QOpposer has established continuous use
of the word mark CABLES TO GO both alone and as part of a

conposite mark. Use of nultiple marks in relation to goods

15
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and services is not precluded under the |aw. See Ceneral
Foods Corporation v. Ito Yokado, Ltd., 219 USPQ 822( TTAB
1983).

We disagree with applicant’s interpretation of the
statenent in opposer’s 1997 catal og as proving that opposer
abandoned use of its CABLES TO GO mark. The quoted
statenent by opposer cannot be reasonably interpreted as a
cl ear abandonnent by opposer of the nane and mark CABLES TO
&0, especially as, on the very sanme page of the 1997
cat al og, opposer uses the termas the nanme of a division and
as a mark. Even if opposer had in fact ceased use of CABLES
TO GO as a trade nane, (which it did not do), there is anple
evi dence of use of the phrase as a trademark and as a
service mark for approximately fifteen years prior to
applicant’s proven first use of the mark GOCABLES in 1999.
(See the affidavit of applicant’s president, Mke Lin.)

We find that applicant’s asserted evi dence does not
prove that opposer abandoned CABLES TO GO as a trade nane;
and that there is no evidence that opposer abandoned use of
its mark CABLES TO GO for its goods and services.

Al t hough applicant asserts opposer made changes to the
mark, it is clear that in opposer’s CIG CABLES TO GO and
design mark, both the “CIG portion and the “CABLES TO GO

portion create separate comrercial inpressions, and

16
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purchasers will still notice the word portion and recognize
it as a separable el enent of the conposite nmark.

In sum we find that: (i) opposer’s mark is inherently
distinctive (or if upon appellate reviewit is necessary,
t hat opposer has established acquired distinctiveness), (ii)
opposer did not abandon its mark CABLES TO GO, and (iii)
opposer has established continuous use thereof as a
trademark and service mark since 1984, which is well prior
to applicant’s proven first use in 1999. Therefore, wth
regard to the issue of priority and opposer’s clai m of
common law rights in the mark CABLES TO GO for goods such as
cabl es and services such as custom manufacture of cabl es,

opposer has established its priority.

Li kel i hood of Confusion

Qur determ nation of |ikelihood of confusion nust be
based on our analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the
|'i kel i hood of confusion issue. See Inre E. |. du Pont de
Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See
also, Inre Majestic Distilling Conpany, Inc., 315 F. 3d
1311, 65 USPQ2d 1201 (Fed. Cir. 2003). Based on the record
before us in this case, we find that confusion is likely.

We consider first applicant’s goods and opposer’s goods

ands services. The record clearly shows that the parties

17
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offer at | east sone identical goods (e.g., electronic
accessories, nanely, cables), and that applicant’s
“electroni c cable assenblies and accessories nanely
connectors, cables, jack/pins” are highly related to
opposer’s custom cabl e manufacturing services and its cable
installation services; and that these goods and services
travel through the sane trade channels. |In fact, applicant
stated the followng in its brief (p. 31, footnote 5):

Appl i cant submts, for purposes of this

proceeding only, that with respect to

DuPont factors (2) and (3) [the

simlarity or dissimlarity and nature

of the goods or services and the

simlarity or dissimlarlity of trade

channel s], Applicant’s and Opposer’s

goods and services are simlar and have

been sol d through simlar channels of

trade. ®

“When marks woul d appear on virtually identical goods
or services, the degree of simlarity necessary to support a
conclusion of |ikely confusion declines.” Century 21 Real
Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23
UsP@d 1698, 1700 (Fed. Cir. 1992).
Wth regard to the purchasers, we find that the

purchasers and potential purchasers for both parties’
products are essentially the sane, with evidence show ng

both parties offer their products to original equipnent

manuf acturers, as well as the general public.

18
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As to the conditions of sale, as both parties agree,
there is little evidence on this du Pont factor, but it is
clear that both parties sell dozens of different types of
cabl es and ot her connectivity products for conputers and
ot her el ectronic products; that these various cabl es have
different applications and configurations; and that the
parties’ goods are relatively inexpensive (sone |ess than
$2.00 each). Although purchasers and potential purchasers
w || presumably need to purchase the correct cable for the
particul ar product or use for which it is intended, the care
that they take will be directed to the size and/or nature of
the cable rather than the trademark thereon. W therefore
find that this factor favors opposer.

We turn next to consideration of the simlarities or
dissimlarities of the marks. As previously discussed,
opposer has established common [aw rights in the mark CABLES
TO GO. Applicant applied for its mark in typed form as
GOCABLES. oviously, the marks are not identical, but both
parties’ marks include the word “cabl es” (generic for sone
of the goods) and the word “go.”

Applicant asserts that its mark is all one word and
wll not imrediately be recogni zed as having the two

conponents “go” and “cables.” W disagree; in fact, it can

® In applicant’s footnote 5 we note that applicant agreed with
opposer that du Pont factors 9-13 are “of limted significance”
and “do not need to be addressed.”

19
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easily be read by consuners as the two words “GO CABLES.”
Moreover, it is permssible for the Board to consider
applicant’s trade dress or actual use of the mark for the
pur pose of determ ning whether applicant’s mark projects a
confusingly simlar commercial inpression to opposer’s nark.
See Specialty Brands, Inc. v. Coffee Bean Distributors,
Inc., 748 F.2d 669, 223 USPQ 1281, 1284 (Fed. G r. 1984).
Virtually all of applicant’s uses of its mark which are in
this record (including the specinen in its application file)
show t hat applicant uses the mark as “GoCables.” Thus,
applicant intends that its custoners perceive the mark as
two words, “GO CABLES.”

It is well settled that marks nust be considered in
their entireties because the commercial inpression of a mark
on an ordinary consuner is created by the mark as a whol e,
not by its conponent parts. This principle is based on the
common sense observation that the overall inpression is
created by the purchaser’s cursory reaction to a nmark in the
mar ket pl ace, not froma neticul ous conparison of one mark to
anot her to assess possible legal differences or

simlarities. See 3 J. Thomas McCarthy, MCarthy on

Trademar ks and Unfair Conpetition, 823:41 (4th ed. 2001).

See al so, Puma- Sportschuhfabri ken Rudol f Dassler KGv.

Rol | er Der by Skate Corporation, 206 USPQ 255 (TTAB 1980).

20



Qpposition No. 91151637

Moreover, the differences in the marks may not be
recal l ed by purchasers seeing the marks at separate tines.
The enphasis in determning |ikelihood of confusion is not
on a side-by-side conparison of the marks, but rather nust
be on the recollection of the average purchaser, who
normal Iy retains a general rather than a specific inpression
of the many trademarks encountered; that is, the purchaser’s
fallibility of nmenory over a period of tinme nust also be
kept in mnd. See G andpa Pidgeon’s of Mssouri, Inc. v.
Borgsmller, 477 F.2d 586, 177 USPQ 573 (CCPA 1973); and
Spoons Restaurants Inc. v. Mirrison Inc., 23 USPQ@d 1735
(TTAB 1991), aff’d unpub’d (Fed. Cr., June 5, 1992).

In this case, both applicant’s and opposer’s marks
share the words “cables” and “go.” Applicant has transposed
the order of the words and renoved the word “to” used by
opposer. However, these differences do not serve to
di stingui sh the marks. These marks, although not identical,
are simlar in sound and appear ance.

The connotation created by both applicant’s mark
GOCABLES and opposer’s mark CABLES TO GO would be simlar in
that both phrases connote the idea of readily avail able
cables or an easy nmeans to obtain cables. Applicant’s mark
coul d even be viewed by consuners already famliar with

opposer’s mark as a variation of opposer’s mark.

21
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When considered in their entireties, we find that
applicant’s “GOCABLES” mark and opposer’s “CABLES TO GO
mark are simlar in sound, appearance, connotation and
commercial inpression. See In re Azteca Restaurant
Enterprises Inc., 50 USPQ2d 1209 (TTAB 1999).

Opposer acknow edges that there is little evidence of
record regarding the fame of its mark, but opposer contends
that its mark “if not fanous, at |east enjoys a |evel of
recognition greater than conpetitive nmarks in the sane
field,” and that it “is at |least very well known in the
conputer products industry.” (Brief, pp. 30 and 31.)
Qpposer bases this assertion on its many years of use and
its substantial annual advertising expenses and annual sal es
figures. Applicant, on the other hand, contends that
opposer’s mark is nerely descriptive and is entitled to a
narrow scope of protection; and that the years of use and
advertising and sales figures do not establish consuner
recognition of the mark

We agree that this record does not establish that
opposer’s mark is fanous (a point virtually conceded by
opposer). However, we find that the record does establish
opposer’s mark CABLES TO GO is a well-known mark in the

field of cables and other related connectivity products for
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comput ers and ot her el ectronic products.?® (The record does
not show that opposer’s mark is as well known for its
services.) See Bose Corporation v. QSC Audi o Products,
Inc., 293 F.3d 1367, 63 USPQd 1303 (Fed. Cir. 2002). Thus,
opposer’s mark is entitled to a broad scope of protection.
Turning to the du Pont factor of the nunber and nature
of simlar marks in use on sim/lar goods, applicant argues
that “the evidence shows that many conpani es sell conputer
cabl es under simlar business nanes and marks.” (Brief, p.
40). The evidence submtted by applicant on this point
consists of (i) the affidavit testinony of its president,
M ke Lin, in which he avers that he printed out pages from
three web sites, ww. cabl es.com ww. cabl esdirect.com and
wwwv. got cabl es. com and (ii) applicant’s notice of reliance
on the application file history of opposer’s pending
application (Serial No. 76407549) wherein a third-party
registration for the mark CABLE TO GO (in stylized
lettering) for a “travel kit for satellite receiving
equi pment conprising, .’ was cited agai nst opposer’s
application, and a third-party application (Serial No.
75496372) was noted for the mark CABLES DI RECT for

“whol esal e ordering services in the field of conputer

0 As we have previously stated, we reject applicant’s position
that opposer’s mark is nmerely descriptive.

1 Regi stration No. 2016838, issued Novenber 19, 1996 and was
cancel | ed under Section 8 of the Tradenark Act, 15 U.S.C. 81058,
in 2003. (The word “cable” is disclained.)
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har dware and online ordering services featuring conputer

har dwar e. " 12

Opposer submtted printouts of a Google search
list for “cables.conf and of a QmestDex search list for “go
in Texas and surrounding area,” both carried out by
applicant; and reports fromtwo private conpani es show ng
the results of searches of the ternms “GOCABLES’ and “ GO
CABLES, ” both ordered by applicant.®

The third-party uses fromthe Internet are of nanes or
marks with the word “cable(s)” or “go”; but none includes
third-party use of both words, “cable(s)” and “go.” Thus,
the record is devoid of third-party uses of marks which
i nclude the words “cable(s)” and “go” for the invol ved goods
and/or services. As for the third-party registrations, the
exi stence of third-party registrations is not evidence of
use of those marks in the marketplace or that consuners are
famliar wwth them Mreover, one of the third-party
registrations (for CABLE TO GO in stylized lettering) is for
goods which are different from opposer’s and applicant’s,
while the other (for CABLES DIRECT) is for a mark whose only
simlarity to the instant marks is the inclusion of the

generic word “cable.” W find that this factor favors

opposer .

2 This third-party application issued under Section 2(f) of the
Trademark Act, 15 U. S.C. 81052(f) as Registration No. 2770520 on
Cctober 7, 2003 to Du International, Inc.

13 Applicant admitted the authenticity of these docunents.
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Applicant argues that there have been no instances of
actual confusion, despite neaningful opportunity therefor in
three years of sinultaneous use. W do not agree that three
years use is a particularly lengthy tine period for there to
have been neani ngful opportunity for actual confusion. 1In
addition, given the inexpensive price of the involved goods,
it is entirely possible that consuners would not report
i nstances invol ving actual confusion of the marks. Thus,

t he absence of actual confusion is not surprising. In any
event, the test is likelihood of confusion, not actual
confusion. See Wiss Associates Inc. v. HRL Associ ates
Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed. G r. 1990). This
du Pont factor is neutral.

Finally, to the extent we have doubt as to whet her
confusion is likely, we resolve that doubt against the
newconer (applicant) and in favor of the prior user
(opposer). See In re Pneumatiques, Caoutchouc Mnufacture,
487 F.2d 918, 179 USPQ 729 (CCPA 1973)(“If there be doubt on
the issue of likelihood of confusion, the famliar rule in
trademar k cases, which this court has consistently applied
since its creation in 1929, is that it nust be resol ved
agai nst the newconer or in favor of the prior user or
registrant.”) See also, TBC Corp. v. Holsa Inc., 126 F.3d
1470, 44 USPQ2d 1315, 1318 (Fed. Cr. 1997); J & J Snack

Foods Corp. v. MDonald s Corp., 932 F.2d 1460, 18 USPQd
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1889, 1892 (Fed. Cr. 1991); In re Hyper Shoppes, 837 F.2d
840, 6 USPQR2d 1025, 1026 (Fed. Cir. 1988); and In re
Martin’s Fanmous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ
1289, 1290-1291 (Fed. Cir. 1984).

Deci sion: The opposition is sustained, and

registration to applicant is refused.
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