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Trademark Trial and Appeal Board

PEI Licensing, Inc., substituted for Perry Ellis
| nternational, Inc.
V.
Stacey L. Ellis

Qpposition No. 91151870
to application Serial No. 76167306
filed on Novenber 18, 2000

Ki m Kol back of Sarah Steinbaum P.A for PEl Licensing, |nc.

Stacey L. Ellis, pro se.

Bef ore Seeherman, Walters and Bottorff, Adm nistrative
Trademar k Judges.

Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Stacey L. Ellis! has applied to register the mark ELLIS
BLACK, with the word BLACK di scl ai ned, for
Cl ot hing, nanely, shirts, tops, vests,

bl ouses, sweaters, sweatshirts, shorts,
skirts, pants, trousers, slacks,

! During the course of his testimony M. Ellis indicated that

hi s conpany had been incorporated. However, no assignnment of the
applicati on has been recorded, and we therefore continue to treat
M. Ellis, an individual, as the owner of the invol ved
application and the ELLI S BLACK mark
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overalls, jeans, sweatpants, dresses,

f oot wear, socks, stockings, tights,
pant yhose, coats, scarves, ties,
suspenders, gloves, belts, handbags,
purses, wallets slippers, backpacks,
coats, jackets, parkas, underwear,

| oungi ng pants and taps, pajamas, |ong
j ohns, robes, nmen’s briefs and boxers,
| eat her pants, |eather coats, |eather
tops, leather skirts, |eather dresses,
| eat her vests, and uniforns, including
uni form sl acks, uniformshirts, uniform
jackets, and uniform sweaters.”?

On April 19, 2002 Perry Ellis International, Inc. filed
a notice of opposition. On February 9, 2004, opposer filed
a notion to substitute PEI Licensing, Inc. as opposer
herein. Qpposer has explained that on October 3, 2002 the
U S. Patent and Trademark O fice recorded a docunent dated
May 16, 2002 assigning “the famly of Perry Ellis marks”
fromPerry Ellis International, Inc. to PElI Licensing, |Inc.
The Notice of Recordation of Assignnent Docunent submtted
by opposer indicates various applications and registrations
for marks conprising or containing the words PERRY ELLI S.

The record further shows that PElI Licensing, Inc. is a

2 PMpplication Serial No. 76167306, filed Novenber 18, 2000, and

asserting a bona fide intent to use the mark in comrerce. It is
noted that, although the identification of goods is for O ass 25,
“clothing, nanely.”, the specified itens include goods which are
classified in Class 18, e.g., handbags, purses, wallets and
backpacks. In addition, these goods appear to be beyond the
scope of the original identification of goods, which was
“clothing.” Accordingly, if applicant is ultinmately successful
in this proceeding, the file will be remanded to the Trademark

Exami ning Attorney pursuant to Trademark Rule 2.131 to consider
whet her a requirenent for an acceptable identification of goods
shoul d i ssue.
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whol | y-owned subsidiary of Perry Ellis International, Inc.
In view of the transfer of ownership of the registrations
and applications, the notion is granted and PEl Licensing,
Inc. is hereby substituted as opposer in this proceedi ng.

As grounds for opposition, opposer has all eged
ownership of a nunber of registrations and applications for
“PERRY ELLI'S" marks, including PERRY ELLIS and PERRY ELLI S
AMERI CA for various clothing itens, and has further alleged
that if applicant’s mark were to be registered, it would
i kely be confused with opposer’s registered marks and
famly of PERRY ELLIS marks, and because applicant’s mark
woul d result in niche market dilution of opposer’s famly of
mar ks.

In his anended answer applicant has admtted that
“opposer owns the following marks in class 025" and |ists
what it characterizes as fourteen registrations. However,
it is noted that, although they were characterized as
registrations in the notice of opposition, sone of these
“registrations” are identified by serial nunbers and are, in
fact, applications. The registrations are for PERRY ELLIS
AVERI CA, ® PERRY ELLI S* and PERRY ELLIS PORTFOLI O.° The

applications are for PERRY ELLI S AMVERI CA ® PERRY ELLI S

Regi strati on No. 2323085; 2164539; 1395816;

Regi stration NO 1428486; 1279975; 1249025; 1641343.
Regi strati on No. 1905523.

Serial No. 75829600 and 76257368.

o 0 b~ W
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KHAKI S, ” PERRY ELLI' S AVERI CAN DENI M 8 PERRY ELLI S SOFTVEAR®
and PERRY ELLI S AMERI CA DENI M FI RST | SSUE QUALI TY TESTED
PERFORMANCE | NSPI RED. 1°  Applicant has ot herwi se denied the
salient allegations in the notice of opposition.!!

The record includes the pleadings; the file of the
opposed application; the trial testinony, wth acconpanying
exhi bits, of applicant, which was taken by opposer; and the
affidavit, with exhibits, of opposer’s wtness, Mria Fol yk-
Kushner.!? Opposer also filed a notice of reliance on two
third-party registrations and one third-party application

for marks containing the name ELLIS. ¥ Applicant did not

Serial No. 76070868.
Serial No. 76313515.
Serial No. 76332340.
0 Serial No. 76199431
1 Applicant’s answer al so includes argunent/allegations as to
why he believes that there is no likelihood of confusion.
2" Trademark Rule 2.123(b) provides, in part, that by witten
agreenent of the parties the testinony of any w tness or
Wi tnesses of any party, nmay be subnmitted in the formof an
affidavit by such witness or wtnesses. Although applicant had
consented to subnmitting Ms. Fol yk-Kushner’s testinony by
af fidavit, opposer, because of delays in obtaining applicant’s
witten stipulation to this effect, filed a notion to either
allowthe affidavit testinony or enter a default judgnment agai nst
appli cant or extend opposer’s testinony period so that opposer
could take the trial deposition of its affidavit witness. The
stipul ation bearing both parties’ signatures was filed shortly
t hereafter, and opposer confirnmed at the oral hearing that its
notion was therefore noot.

There is a further pending notion which we nust al so address.
On June 23, 2003 opposer filed a second notion to conpe
di scovery or for sanctions. In view of the fact that opposer
continued with trial, briefing and oral argunent, and the
proceeding is now ready for decision, we deemthis notion to be
noot .
13 (pposer also submitted a notice of reliance on its annua
reports for the years 2002 and 2003. Annual reports are not
consi dered printed publications or official records, and are
therefore not acceptable nmaterial for a notice of reliance. See

9



Qpposition No. 91151870

submt any evidence. Only opposer filed a brief,* but
applicant as well as opposer appeared at a hearing before
t he Board.

The informati on we have about opposer and its
activities cones fromthe affidavit, and acconpanyi ng
exhi bits, of Maria Fol yk- Kushner, opposer’s (PElI Licensing,
Inc.) Vice President of Licensing.

W find that the current opposer, PElI Licensing, Inc.,
is a wholly-owned subsidiary of Perry Ellis International,
Inc., the party which originally filed the notice of
opposition. (Hereafter, we wll use the term “opposer” to
refer to both of these entities.) Opposer is a designer,
distributor and |icensor of apparel and accessories for nen,
wonen and youth. During the md-1970's, M. Perry Ellis was
a prom nent designer of clothing and the original owner of

PERRY ELLI S tradennrks.

Logi con, Inc. v. Logisticon, Inc., 205 USPQ 767, 768, n. 6(TTAB
1980); Litton Industries, Inc. v. Litronix, Inc., 188 USPQ 407,
408 (TTAB 1975). However, these annual reports are of record
herei n because they were introduced through the affidavit

testi mony of Ms. Fol yk-Kushner.

4 (Opposer has attached various exhibits to its brief. Evidence
that is first submtted with a brief is manifestly untinely.
Therefore, only those exhibits that were introduced during the
testi nony of Ms. Fol yk-Kushner and M. Ellis, and the two third-
party registrations and the third-party application that was
subm tted under notice of reliance--in other words, the only

evi dence that is properly of record--have been considered. In
particul ar, the Board has given no consideration to trial brief
exhibit 9, consisting of a search of the USPTO database for ELLIS
marks in Cass 25. Nor has the Board considered the certified
status and title copies of opposer’s registrations subnitted as
Exhibit 3 to the trial brief.
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Qpposer pronotes a variety of marks using the words
PERRY ELLIS, both separately and together with ot her
wor ds. 1°

Opposer markets and sells hundreds of different product
i nes bearing various PERRY ELLIS marks, including fashion
formal, dress, casual and sport wear for nen; fashion dress,
casual and sport wear for wonen; fashion dress, casual and
sport wear for youth between the ages of two to fifteen; and
accessories, including hats, belts, bags, small |eather
goods, ties, underwear, hosiery, backpack, wallets, key
hol ders, shoes, eyewear, perfune, col ogne, skin soap, body
| oti on, deodorants, outerwear, scarves, gloves, watches,
sl eepwear and sw maear.

Opposer markets its products through television
comercials, national billboard canpaigns, fashion shows,

magazi nes such as “GQ " “Vogue” and “Vanity Fair,” in-store
events, and on its website. Qpposer spent over $7 million
in 2002 and over $8 mllion in 2003 pronoting its PERRY
ELLIS trademarks. It sells its goods at retail departnent
stores and chai ns throughout the country, including

Robi nson’s, Foley’s, Bon Marche, Hecht’'s, Macy’ s, Burdi nes,

Marshall Fields, Filene's, Lord & Taylor, Nordstrom and

5 Ms. Fol yk-Kushner refers to the PERRY ELLIS trademarks as the
“PERRY ELLIS famly of trademarks.” “Famly of nmarks” is a |lega
term and therefore we have considered this reference as relating
to opposer’s various marks which consist of or contain the nane
PERRY ELLI S.
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Bl oom ngdal e, at other retail outlets, and on its website.
The average price of its products ranges from $15 to $150,
and opposer posted total revenues of $278 million in 2002
and al nost $306 million in 2003.

Applicant started developing his clothing line in 1994,
designing clothing that would be structured to fit what he
characterizes as the African-Anerican figure. He first
called his line ELLIS BLACK in 1999, although the mark was
not used on | abels at the tinme. He first used it on
clothing in 2001, but because of this opposition proceeding,
he is not putting the mark on itens other than the 200 pairs
of jeans that had been produced previously.

Appl i cant’ s busi ness nust be characterized as start-up.
He is still in the design stage, finalizing his patterns so
the clothing will have the fit he envisions. He is not
trying to market or sell his clothing to the public yet,
al t hough he has sold sone itens to friends or friends of
friends. He estimates that he sells to 20 or 30 people a
year.

Appl i cant plans on advertising his clothing through his
web site, black magazi nes, BET or any place that has a bl ack
ethnic market. This market includes Latinos and anyone who
has what applicant characterizes as the bl ack body

structure, even Caucasian wonen. He also plans on selling
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his goods only in his own stores (although he does not yet
have any stores), through his own catal ogs and on-1i ne.

Appl i cant has not done any advertising for his ELLIS
BLACK cl ot hi ng, although he ++ does have a web site.

As not ed above, opposer pleaded ownershi p of various
regi strations and applications, and applicant admtted
opposer’s ownership of themin his answer. To the extent
t hat these pl eaded applications have since matured into
regi strations, we have treated the pleadings to be anended
to assert themas registrations. M. Folyk-Kushner
i ntroduced these registrations during her affidavit
testinony. However, M. Folyk-Kushner’s affidavit testinony
al so made reference to other PERRY ELLIS registrations and
applications, including marks in classes other than
clothing. Because these registrations/applications were not
pl eaded, and because we cannot deemthe issue of |ikelihood
of confusion with respect to these registrations/
applications to have been tried, we cannot consider the
pl eadi ngs to have been anended pursuant to FRCP 15(b).
Accordi ngly, we consider the issue of I|ikelihood of
confusion only with respect to the pleaded registrations and

the registrations issuing fromthe pl eaded applications. !

6 Applications which have not matured to registration are

evi dence only of the fact that they were filed; they do not carry
the presunptions of validity, etc. provided by Section 7(b) of
the Trademark Act. Therefore, we have not consi dered these
applications in our determ nations of either priority or
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Opposer owns registrations for the foll owi ng marks and

goods:
PERRY ELLI S Men' s apparel, nanely |Reg. No.
suits, pants, shirts, |1428486, issued
sweaters and sports Feb. 10, 1987;
| ackets Section 8 & 15
affidavits
accept ed/
acknow edged
PERRY ELLI S Ladi es’ apparel - Reg. No.
nanmely, skirts, 1249025, i ssued
bl ouses, | ackets, Aug. 23, 1984;
coats, shirts and Section 8 & 15

sl acks affidavits
accept ed/
acknow edged;
renewed
Men' s apparel, Reg. No.
= namely, shirts, 1641343, i ssued
_L—WPméaﬁ paj amas and robes April 16, 1991

Section 8 & 15
affidavits

(The design portion accept ed/ )
is the signature acknow edged;
Perry Ellis) reneved
Reg. No.
PERRY ELLI S AVERI CA Foot wear 2164539, issued
June 9, 1998§;
(AMERI CA di scl ai ned) Section 8 and 15
affidavits
accept ed/
acknow edged
i kelihood of confusion. Sinmlarly, we have not considered those

pl eaded regi strations whi ch have been cancell ed or which have

expi r ed.
for
owned by opposer
simlarity of the marks,

In particular,

two years before the brief was fil ed.
PERRY ELLIS for footwear issued on May 29,
grace period for filing a renewal
Novenber 29, 2004, and Ofice records do not
regi strati on has been renewed.

1279975 for

Al so,

Accordi ngly,

on this registration rendering our decision.

we note that the pleaded registration
PERRY ELLI S PORTFOLI O, whi ch opposer states in its brief is
in connection with its discussion of the

was cancelled on July 20, 2002, al npst
Regi strati on No.

1984. The

of this application expired on
i ndi cate that the
we have not

relied
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A

FERRY ELLIH AMERICA

(AVERI CA di scl ai ned)

namel y
shirts,

C ot hi ng,
sweat er s,
j ackets, pants,
shorts, caps,

f oot wear, and
sweatshirts

Reg. No.
2553470, i ssued
March 26, 2002

Men’ s wonen’ s and Reg. No.
children’ s apparel, 2323085, issued
PERRY ELLUS nanmel y, jackets, February 29,
sport jackets, pants, |2000
shirts, sweaters
% skirts, shorts,
‘-i"- vests, neckwear,
coats, suits,
AMERLDLE S dresses, paj anas,
(AMERI CA di scl ai ned) |robes, headvear,
gl oves, scarves,
hosi ery, tights,
pant yhose, sw maear,
under wear, footwear
(Ad. 25) (as well as
vari ous eyewear,
i ncl udi ng eyegl asses,
sungl asses, and
eyeglass franmes in
. 9, and | eather
goods, i ncl uding
wal | ets, belts and
handbags in d. 18)
Pants, shorts, Reg. No.
skirts, tops, 1395816, i ssued
j ackets, vests, and June 3, 1986;
dr esses Section 8 & 15
affidavits
accept ed/
(AVERI CA di scl ai med) acknowl edged
Cl ot hi ng, nanely, Reg. No.
«SORTWEAR men’s jackets, and 2677104, issued
( SOFTVEAR di scl ai med) |sport coats Jan. 21, 2003

Priority is not

of the above-identified registrations.

Conpany v.

Euni ce King' s Kitchen,

| nc.,

10

496 F.2d 1400,

in issue in view of opposer’s ownership

See King Candy

182
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USPQ 108 (CCPA 1974). Ms. Fol yk-Kushner’s affidavit states,
after listing the particulars of fourteen of opposer’s
regi strations (one of which, PERRY ELLIS PORTFOLI O, has been
cancel l ed), that “many of these marks have been in
continuous use as early as January 1977.” Because of the
vagueness of this testinony, and the | ack of infornation as
to the specific mark(s) which were used on particul ar goods
as of January 1977, we have not relied on actual use in our
finding that opposer has net the priority prong of its
Section 2(d) claim

We turn then to the issue of Iikelihood of confusion.
Prelimnarily, we note that opposer has pl eaded ownership of
a famly of marks. And, as we stated previously, throughout
her affidavit opposer’s w tness Maria Fol yk- Kushner has
referred to opposer’s ownership of a famly of PERRY ELLIS
trademar ks. However, the existence of a famly of marks is
an issue for us to determ ne based on the evidence, and the
fact that Ms. Fol yk-Kushner uses the termin her testinony
does not nmake it so. In this case, opposer has not
subm tted any evidence to denonstrate that it has pronoted
its marks together, such that we can find that it has a
famly of PERRY ELLIS marks. Cf. J & J Snackfoods Corp. V.
McDonal d’s Corp., 932 F.2d 1360, 18 USPQR2d 1889 (Fed. G r
1991). This is not to say, however, that opposer cannot

rely on its various registrations consisting of or

11
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conprising the words PERRY ELLIS in asserting a |ikelihood
of confusion with each of various PERRY ELLIS marks.

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set forth
inlnre E 1. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). See also, Inre Majestic Distilling
Conmpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. G r
2003). In any likelihood of confusion analysis, tw key
considerations are the simlarities between the marks and
the simlarities between the goods and/or services. See
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also, Inre Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ@2d 1531 (Fed. Cr
1997).

Applicant’s identification of goods includes many of
the sanme goods that are identified in opposer’s
regi strations. For exanple, opposer’s registrations for
PERRY ELLIS (typed draw ng) include such goods as wonen’s
skirts, blouses, jackets, coats, shirts and slacks and nen’s
pants, shirts, sweaters, and its registration for PERRY
ELLI'S and signature is for, inter alia, pajamas and robes.
These goods are legally identical to the goods identified in
applicant’s application, and are otherw se closely rel ated

to the other goods in applicant’s identification of goods.

12
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Simlarly, opposer’s PERRY ELLIS AMERI CA regi strations al so
i ncl ude goods which are legally identical to those in
applicant’s application, such as footwear (PERRY ELLIS
AVERI CA typed drawi ng); sweaters, shirts, jackets, pants,
shorts, caps, footwear and sweatshirts (PERRY ELLI S AVERI CA
and triangle design, Reg. 2553470); and vests, neckwear,
coats, dresses, hosiery, tights, pantyhose and underwear
(PERRY ELLI'S AMERI CA and abstract |ine design, Reg.
2323085.)%" Because these goods are legally identical, they
nmust be deened to be sold in the sanme channels of trade and
to the sane classes of custoners. W recogni ze that
applicant intends to sell its goods primarily to an ethnic
consuner base, consisting of people whose body structure he
descri bes as being the sane as African- Anericans, and that
he intends to sell his goods in his own stores. However,
his identification of goods is not limted to such channels
of trade or to such custoners, and we therefore nust
consider his goods to be sold in all the channels of trade
and to all the consuner groups that are appropriate to
clothing itens in general. This would include the public at
| arge, and the channels of trade nmust be deened to include

all retail outlets that sell clothing, including the

7 Athough, as noted in footnote 2, sone of applicant’s goods
are not clothing, but would be properly classified in O ass 18,
opposer has submitted registrations that include sonme of these
Cl ass 18 goods, too, e.g., the identification for Reg. No 2323085

13
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departnent stores in which opposer’s goods are sold. See
Canadi an I nperial Bank of Commerce v. Wells Fargo Bank,

N. A, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Gr. 1987) (in a
proceedi ng such as this, the question of |ikelihood of
confusi on nust be determ ned based on an anal ysis of the
mark as applied to the goods and/or services recited in
applicant’s application vis-a-vis the goods and/or services
recited in an opposer’s registration, rather than what the
evi dence shows the goods and/or services to be). W also
note that opposer pronotes and nmarkets its goods to people
of all cultures, including African-Anmericans and Latin
Anmericans, and that it has adopted many “designs desirable
to these ethnic cultures.” Folyk-Kushner test, {13.

Thus, the du Pont factors of the simlarity of the
goods and trade channel s favor opposer.

When mar ks woul d appear on virtually identical goods or
services, the degree of simlarity necessary to support a
conclusion of likely confusion declines. Century 21 Real
Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23
UsP2d 1698, 1700 (Fed. Cir. 1992).

In this case, opposer’s marks are PERRY ELLIS in typed
form PERRY ELLIS with the signature of Perry Ellis, PERRY
ELLIS with the word SOFTWEAR (whi ch has been di scl ai ned),

and PERRY ELLIS AMERI CA, both alone and with a design

specifies, as part of its Class 18 goods, wallets, billfolds,

14
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feature. In the PERRY ELLIS AMERI CA registrations, the
geogr aphic term AVERI CA has been disclained. In applicant’s
mark, ELLI'S BLACK, the word BLACK has been di scl ai ned.

It is a well-established principle that, in
articulating reasons for reaching a conclusion on the issue
of likelihood of confusion, there is nothing inproper in
stating that, for rational reasons, nore or |ess weight has
been given to a particular feature of a mark, provided the
ultimate conclusion rests on a consideration of the marks in
their entireties. In re National Data Corp., 753 F.2d 1056,
224 USPQ 749, 751 (Fed. Gr. 1985). 1In this case, we find
PERRY ELLIS to be the only or the dom nant feature of
opposer’s marks, and ELLIS to be the dom nant feature of
applicant’s mark. As noted, the word AMERI CA has been
di sclai med in opposer’s marks, and applicant has discl ai ned
the word BLACK. AMERICA is a geographically descriptive
term and BLACK is nerely descriptive. Such words generally
are accorded | ess source-identifying significance. |In terns
of opposer’s marks that contain a design elenent, when a
mar k conprises both a word and a design, the word is
normal |y accorded greater wei ght because it would be used by
purchasers to request or refer to the goods or services.

See In re Appetito Provisions Co., 3 USPQ2d 1553 (TTAB

1987). Thus, even though in sone of the PERRY ELLI S AVERI CA

bel ts and handbags.

15
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and design registrations the design is promnently
di spl ayed, PERRY ELLIS is the dom nant portion of all of
opposer’s PERRY ELLIS marks. The only exception to this is
opposer’s registration for PERRY ELLIS SOFTWEAR in stylized
form Al though the word SOFTWEAR has been di scl ai ned as
nmerely descriptive, and, as we said, descriptive matter is
general ly accorded | ess significance, the word SOFTVEAR i n
this mark is so promnently displayed, to the point of
obscuring, at |least as shown in the registration, the nane
PERRY ELLIS, that we cannot consider PERRY ELLIS to be the
dom nant elenent in this mark. Therefore, we do not find
that this mark is sufficiently simlar to applicant’s mark
to support a finding of |ikelihood of confusion.

Wth respect to the opposer’s other pleaded
regi strations, because of the common elenent ELLIS in both
parties’ marks, the marks share a simlarity in appearance
and pronunci ation. Mreover, they have a simlar
connotation in that ELLIS is clearly a surnane in opposer’s
mar ks, and as used in applicant’s marks it wll appear to
many consuners to be a surnane as well. Because the word
BLACK in applicant’s mark describes the ethnic group to
which the clothing is directed, the connotation of the mark
is of ELLIS clothing which is specifically designed for a
bl ack audi ence. As applicant hinmself itself stated, his

mark has the neaning that “it’s created by Ellis, you know,

16
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for the black body structure.” Test. p. 110.® Al though
opposer’s marks do not describe its goods as being for a
specific ethnic clientele, the marks have a sim|lar
connotation, in that they indicate clothing fromthe ELLIS
designer line, and specifically from PERRY ELLIS. Wen the
parties’ marks are conpared in their entireties, they convey
the same commercial inpression. This du Pont factor, too,
favors opposer.

The du Pont factor regarding the conditions under which
and buyers to whom sal es are made al so favors opposer. The
buyers are the public at |arge, and cannot be presuned to
have a particul ar sophistication in the purchase of
clothing. Further, the clothing itens identified in the
respective regi strations enconpasses rel atively inexpensive
goods, a conclusion which is further supported by opposer’s
evidence that its products retail for as little as $15. In
view of this, we find that the purchases woul d not be nade

wth a great deal of care

8 W recogni ze that BLACK may al so describe the col or of

clothing and, in fact, this is reason the Exam ning Attorney gave
inrequiring the disclainmer. To the extent that consuners do
have this inpression, ELLIS BLACK would still convey a
connotation sinmlar to opposer’s nmarks, i.e., it would indicate
bl ack-col ored cl othing emanating froma designer naned ELLIS. W
al so recogni ze that, because ELLI S can be a given nane, consuners
could view the mark ELLIS BLACK as referring to the full nanme of
a person. However, because of the context in which the mark is
used, we believe that, at least for the majority of consuners,
they will understand the mark as indicating clothes designed by
ELLI S for the black audi ence.

17
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Wth respect to the du Pont factor of “the nunber and

nature of simlar marks in use on simlar goods,” there is
no evidence of any such third-party use. In his testinony,
applicant stated that he had conducted a search of USPTO
records for ELLIS marks, but third-party registrations are
not evidence that the nmarks shown therein are in use. In
any event, the only third-party registrations that are of
record are two that were submtted by opposer, and only one,
for a | abel design promnently bearing the mark LANYA with
the words GAY ELLI'S, SHEFFI ELD, VERMONT in nuch snaller
letters is for clothing. Thus, this factor favors opposer.
Moreover, we find that opposer’s PERRY ELLIS narks are
strong marks. During his deposition applicant agreed with
opposer’s counsel’s statenent that “the Perry Ellis
trademark’s well known.” Test., p. 168. Applicant further
testified that PERRY ELLIS clothing is sold worl dw de, and
that he was aware the clothing is carried in many stores,
i ncluding Macy’s and Nordstromis. “He’'s in every store,
think.” Test., p. 138. Applicant also stated that Perry
Ellis has “been around for a while.” Test., p. 107, and
that he hinself bought a PERRY ELLIS jacket when he was 13.
Ms. Fol yk- Kushner stated in her affidavit that opposer spent
over $7 million in 2002 and over $8 mllion in 2003
pronmoting its PERRY ELLIS trademarks. She also stated that

many of opposer’s marks for or containing the nanme PERRY
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ELLI S have been in use since January 1977. Although this
evi dence goes to the strength of opposer’s marks, we find it
falls short of establishing that opposer’s marks are fanous.
As noted previously, the testinony of Ms. Fol yk-Kushner was
submtted by affidavit, and she therefore had the
opportunity to carefully conpose the affidavit, and have the
i nput of counsel in determ ning what evidence should be
submtted. Despite this, M. Folyk-Kushner did not identify
whi ch marks have been in use since January 1977 (her exact
words, after listing registrations owned by opposer in O ass
25, were “many of these marks have been in continuous use as
early as January 1977.” Nor has she provi ded any exanpl es,
in the formof exhibits, of the advertising on which opposer
has expended the recited suns. Therefore, we cannot

concl ude what inpact the advertising nay have had. W also
have considered Ms. Fol yk- Kushner’s statenent that opposer
posted total revenues of $278 million in 2002 and al nost
$306 mllion in 2003. However, we note fromthe docunent
show ng the recording of opposer’s registrations with the

U S. Patent and Trademark O fice that not all of opposer’s
mar ks i nclude the name PERRY ELLIS. For exanple, the
docunent |ists TEMPO LI BERO, PRO PLAYER and P. Therefore
we have no way of knowi ng, fromthe evidence of record, the

anount of opposer’s sales for goods under the PERRY ELLIS
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mar ks. Accordingly, we do not accord to opposer’s marks the
broad protection to which a fanous mark is entitl ed.

As for the du Pont factors regarding actual confusion,
appl i cant has not begun to use his mark. Therefore, these
factors nust be regarded as neutral.

In considering all the applicable du Pont factors, we
find that all either favor opposer or are neutral. W
further find that consuners who are aware of opposer’s PERRY
ELLIS mark, or its various nmarks which contain the nane
PERRY ELLIS with other matter, are likely to believe, upon
seeing the mark ELLI S BLACK on identical or closely related
items of clothing, that opposer is using ELLIS BLACK as a
variation of its various PERRY ELLIS nmarks. Because
applicant has testified that his goods are designed
specifically to fit the African-Anerican body, they are
likely to be pronoted in this fashion. As a result,
consuners who are famliar with the PERRY ELLIS marks are
likely to assune that ELLIS BLACK is a mark which is used by
opposer to identify its goods that are nmade for African-
Anmeri cans.

Deci sion: The opposition is sustained. As indicated
in footnote 2, if applicant is ultimtely successful in this
proceeding, the file will be remanded to the Trademark

Exam ni ng Attorney pursuant to Trademark Rule 2.131 to
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consi der whether a requirenent for an acceptable

identification of goods shoul d issue.
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