UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Cat al do
Qpposi tion No. 152,062

Secul us Da Amazonia S/ A
V.
Toyot a Ji dosha Kabushi k

Kai sha t/a/ Toyota Mot or
Cor por ati on

Bef ore Hohei n, Bucher and Rogers,
Adm ni strative Trademark Judges.
By the Board:

Applicant, Toyota Jidosha Kabushi ki Kaishi t/a Toyota
Mot or Cor poration, seeks to register the mark shown bel ow
for “watches” in Cass 14; “binders and business card
hol ders” in Class 16; “traveling bags” in Cass 18;

“bottles” in Cass 21; and “stuffed animals” in dass 28.1
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Regi stration with respect to watches has been opposed by
opposer, Seculus Da Amazonia S/A. As grounds for

opposi tion, opposer alleges, in relevant part, that since

1 Application Serial No. 75/918,983 was filed on February 16,
2000, reciting Cctober 1, 1998 as the date of first use of the
mark in conmerce for all classes of goods.
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1994, opposer has been using the mark shown below in

connection with watches sold in Brazil;

LEXUS

that on July 18, 1995, opposer filed application No.
818730994 in the National Institute of Industrial Property
of Brazil for the mark LEXUS and design for, inter alia,
wat ches; that opposer is the consignee of record for sixty-
seven cartons of watch parts bearing its LEXUS and design
mar k; that on March 6, 2002, opposer's watch parts were
seized by the U S. Custons Service in Mam, Florida; that
the Notice of Seizure sent to opposer, citing the mark in
application Serial No. 75/918,983 for watches, stated that
t he nmerchandi se was seized and is subject to forfeiture
under the provisions of 19 U S.C. 81526(e) because it bears
a counterfeit version of the cited "registered" U S.
trademark; that upon information and belief, applicant
informed the U S. Custons Service that opposer's seized

mer chandi se was counterfeit merchandi se even though
appl i cant does not own a federal registration for the mark
LEXUS for watches; that applicant thereby msled the U S
Custons Service into believing that it properly seized
opposer's nerchandi se; that the term"counterfeit" is

defined in 15 U S. C. 81127 and 19 C.F.R 8133.21(a) as a
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"spurious mark which is identical with, or substantially
i ndi stinguishable from a registered mark"; that the mark in
application Serial No. 75/918,983 is not a registered mark,
and therefore, cannot be the basis for the seizure of
opposer's nerchandi se; that opposer's nerchandi se was
therefore unlawful |y seized by the U S. Custons Service;
t hat opposer is damaged by the seizure and potenti al
forfeiture by the U S. Custons Service of its nerchandi se
bearing its LEXUS and design mark; that the Tradenmark Tri al
and Appeal Board may refuse to register a trademark "as the
rights of the parties hereunder may be established in the
proceedi ngs" under Section 18 of the Lanham Act, 15 U. S.C
81068; and that in view of applicant's m sconduct inits
dealing with the U S. Custons Service in regard to its
application Serial No. 75/918,983 for the mark LEXUS for
wat ches, the Board should exercise its equitable power and
authority to refuse registration to applicant wth respect
to wat ches.

In lieu of an answer, applicant filed a notion to
di sm ss the proceeding under Fed. R Cv. P. 12(b)(6) for
failure to state a clai mupon which relief can be granted.?
In support of its notion, applicant essentially argues that

the notice of opposition fails to state any statutory ground

2 Cont enpor aneously therewith, applicant also filed a notion to
divide its application as to the classes which were not opposed.
The notion to divide will be discussed later in this order.
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therefor, other than a reference to Section 18 of the Lanham
Act; that Section 18 of the Act does not create any
jurisdiction in the Board or create any cause of action
before the Board other than those provided in Sections 2,

14, 16 and 24 of the Act; that, in addition, opposer has

pl eaded no facts to establish its standing to bring this
action; that opposer’s trademark activity in Brazil is
irrelevant to an opposition proceeding in the United States;
t hat opposer has not alleged any form of proprietary right
inits LEXUS and design mark in the United States; and that
the Board | acks both equitable jurisdiction and jurisdiction
over alleged unfair conpetition that does not fall wthin a
statutory ground for opposition under the Act.

Qpposer has filed a brief in response, essentially
arguing that its activities in Brazil are not the basis for
the instant opposition® that the notice of opposition is
based upon applicant’s actions with respect to the invol ved
application; that applicant has a duty to be forthright with
regard to its application; that applicant’s |ack of candor
resulted in opposer’s goods being seized by the U S. Custons
Service and may result in their forfeiture; that opposer has
set out facts regarding applicant’s m sconduct and uncl ean

hands in dealing with the U S. Custons Service in its notice

3 Accordingly, we do not deem opposer to be proceeding under any
i nternational convention.
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of opposition that entitle it to relief; and that, as a
result, the Board should exercise its equitable power and
authority to refuse registration to applicant wth respect
t o wat ches.

Applicant has filed a reply brief, essentially arguing
t hat actions before the U S. Custons Service are outside the
jurisdiction of the Board; that opposer alleges no inproper
action by applicant in the U S. Patent and Trademark O fi ce;
and that opposer’s allegation of unclean hands in a matter
not related to the prosecution of the instant application
for registration anounts to a claimof unfair conpetition
over which the Board has no jurisdiction.?

It has often been stated that in order to withstand a
notion to dismss under Fed. R Cv. P. 12(b)(6), a pleading
need only all ege such facts as would, if proved, establish
that the plaintiff is entitled to the relief sought, that
is, that (1) the plaintiff has standing to naintain the
proceedi ng, and (2) a valid ground exists for denying the
regi stration sought. See Selva & Sons, Inc. v. Nina
Footwear, Inc., 705 F.2d 1316, 217 USPQ 641 (CAFC 1983); and
Li pton Industries, Inc. v. Ralston Purina Co., 670 F.2d

1024, 213 USPQ 185 ( CCPA 1982).

4 Consi deration of reply briefs is discretionary on the part of
the Board. See Trademark Rule 2.127(a). |In this case, the Board
has considered applicant’s reply brief because it clarifies the

i ssues under consideration herein.
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Turning first to the question of standing, we find
that, applicant’s assertions to the contrary
not wi t hst andi ng, opposer has pleaded a real interest in the
outcone of this proceeding. Specifically, opposer alleges
that, as a consequence of the mark in application Serial No.
75/ 918,983, it has experienced damage in the form of
unl awf ul seizure by the U S. Custons Service and potenti al
forfeiture of its merchandi se bearing its LEXUS and design
mark; and that the mark in any registration resulting from
application Serial No. 75/918,983 nmay be the basis for
| awf ul seizure by the U S. Custons Service of opposer’s
goods bearing its LEXUS and design mark, to the further
damage of opposer. Thus, opposer has sufficiently all eged
that it is not a nere internmeddl er, but rather has a real
interest in this proceeding and a reasonable basis for its
belief of damage. See Section 13 of the Act (15 U S. C
81063). See also Jewelers Vigilance Conmttee Inc. v.
U | enberg Corp., 823 F.2d 490, 2 USPQ2d 2021 (Fed. Cr
1987); and Lipton Industries, supra.

Accordingly, we find that opposer has standing to
mai ntain this opposition proceeding.

However, after a careful review of the pleading, we
find that opposer has failed to state a valid ground for
denying registration to applicant with respect to

application Serial No. 75/918, 983.
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Section 18 of the Trademark Act (15 U. S.C. 81068)
provides in relevant part that, as to inter partes
proceedi ngs heard by the Board:

In such proceedings the Director may refuse to

regi ster the opposed mark, may cancel the

registration, in whole or in part, may nodify the

application or registration by limting the goods

or services specified therein, nay otherw se

restrict or rectify with respect to the register

the registration of a registered mark, may refuse

to register any or all of several interfering

mar ks, or may register the mark or marks for the

person or persons entitled thereto, as the rights

of the parties hereunder nay be established in the

pr oceedi ngs...

In its notice of opposition, opposer alleges that in
| ight of applicant’s representations to the U S. Custons
Servi ce concerning its application Serial No. 75/918, 983,

t he Board “shoul d exercise its equitable power and
authority” under Section 18 of the Act to refuse
registration to applicant with respect to watches. 1In this
case, however, the facts pleaded by opposer in its notice of
opposition fail to create a claimthat is cognizabl e under
Section 18 of the Act. Cf. Eurostar, Inc. v. “Euro-Star”
Rei t roden GhbH & Co. KG, Spezial fabrik Fur Reitbekl ei dung,
34 USP2d 1266 (TTAB 1994). |In Eurostar, the Board held
that the nodification or restriction provisions of Section
18 are in the nature of an equitable renedy; that for a
plaintiff to prevail on a request for nodification of an

application or restriction of a registration, in a case

i nvolving likelihood of confusion, the party nust plead and
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prove that (i) entry of the proposed restriction to the
identification would avoid a finding of |ikelihood of
confusion, and (ii) its opponent is not using the mark on
goods/ servi ces sought to be excluded by the restriction; and
that the request for restriction need not be tied to a
ground for opposition or cancellation. Cf. also, Wllcone
Foundation Ltd. v. Merck & Co., 46 USPQd 1478 (TTAB 1998),
wherein the Board held that the restriction provisions of
Section 18 could be utilized to seek restriction of an
assertedly anbi guous description of the mark; and Chapnman v.
MIIl Valley Cotton, 17 USPQ2d 1815 (TTAB 1990), wherein the
Board held that Section 18 allows consideration of a claim
regardi ng what person or entity is entitled to register a
mark. W do not see in opposer’s pleading any proper

i nvocation of the provisions of Section 18 that allow for
nodi fi cation of an application to avoid a finding of

| i kel i hood of confusion, or the provisions that allow the
Board to determ ne what person or entity is entitled to
register the mark in the invol ved application.

Inits response to applicant’s notion to dismss,
opposer states that its notice of opposition is based upon
applicant’s “lack of forthrightness,” specifically
applicant’s “m sconduct and unclean hands in its dealing
with the U S. Custons Service.” The Board is aware of no

authority to support opposer’s contention that its notice of
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opposition may be grounded on applicant’s all eged m sconduct
before the U. S. Custons Service, whether under Section 18 or
any ot her provision of the Trademark Act. Wiile a party may
al | ege uncl ean hands as an affirmati ve defense in a Board
proceeding, there is no authority for opposer’s assertion
thereof as a ground for its notice of opposition.® See
Trademark Rule 2.106(b)(1) and Fed. R Cv. P. 8(b). See

al so Leat herwood Scopes International, Inc. v. Janes M

Leat herwood, 63 USPQRd 1699 (TTAB 2002); and University Book
Store v. University of Wsconsin Board of Regents, 33 USPQd
1385, 1401 n. 39 (TTAB 1994).

In short, the allegations contained in the notice of
opposition fall short of articulating any valid ground that
may be entertained by the Board in an opposition proceeding.
As such, opposer has failed to allege such facts as woul d,
even if proved, establish that opposer is entitled to the
denial of registration of the mark in application Serial No.

75/ 918, 983.

5 Furthernmore, to the extent that the allegations contained in
the notice of opposition nmay be construed as asserting a cause of
action grounded in unfair conpetition, it is well-settled that
the Board is not authorized to determine the right to use, nor
may it deci de broader questions of infringenment or unfair
conmpetition. See, for exanple, Person's Co. v. Christnman, 900
F.2d 1565, 14 USPQ2d 1477 (Fed. Cir. 1990); and Paranount
Pictures Corp. v. Wite, 31 USPQ2d 1768 (TTAB 1994).
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In view thereof, applicant’s notion to dismss is

grant ed. ®

® I'n view of the foregoing, and in the absence of any appeal from
this decision by opposer, we consider applicant’s notion to
divide its application to be noot.
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