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Qpi nion by Walters, Adm nistrative Tradenmark Judge:
Pro-Football, Inc. and NFL Properties LLC (“opposers”)

filed their opposition to the application of David S.

Campbel | to register the mark WASH NGTON PI GSKI NS for the

goods identified bel ow

“Tradi ng cards, posters, nmgazi nes, and books
regardi ng football; postcards, cal endars, w apping
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paper, paper gift boxes, paper stickers, paper
napki ns, paper towels, poster books, note pads,
paper hats, and greeting cards,” in International
Class 16; and

“Men’s wonen’ s and children’s clothing and

footwear, nanely coaches caps, wool hats, painters

caps, baseball caps, visors, headbands, ear nuffs,

knit face masks, belts, wist bands, t-shirts,

tank tops, pajamas, golf shirts, sweaters,

sweatshirts, jackets, neckties, braces, cloth

bi bs, jerseys, night shirts, coats, robes,

rai ncoats, parkas, ponchos, sneakers, gl oves,

scarves, snow suits, mttens, aprons, down

j ackets, |eather jackets, shorts, sweat pants,

j eans, pants, knickers, socks, underwear, bathing

suits, and leg warners,” in International C ass

25.1

As grounds for opposition, opposers assert that
applicant’s mark, when applied to applicant’s goods so
resenbl es opposer Pro-Football, Inc.’s previously used and
regi stered marks incorporating the terms WASH NGTON
REDSKI NS, REDSKI NS and SKINS for organi zing, conducting and
pronoti ng the Washi ngton Redskins football franchise and for
a wide variety of goods and services including paper goods,
printed matter and clothing, as to be likely to cause
confusi on, under Section 2(d) of the Trademark Act, 15
U S.C. 81052(d). The registered marks pl eaded by opposers

are set forth bel ow

1 Application Serial No. 76021469, filed April 10, 2000, based upon an
al l egation of a bona fide intention to use the mark in conmerce in
connection with the identified goods.
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REDSKI NS
for “entertai nnent services — nanely, presentations of

prof essional football contests,” in International O ass 41;2

QZK&?%@Laévéam-

for “entertai nnent services — nanely, football exhibitions
rendered live in stadia and through the nedia of radio and

t el evi sion broadcasts,” in International d ass 41;°3

e Foclh

S e

for “entertai nment services — nanely, presentations of

prof essi onal football contests,” in International Cass 41;*

2 Registration No. 1,085,092, issued February 7, 1978, to Pro-Football
Inc. [Sections 8 and 15 affidavits accepted and acknow edged,
respectively. Renewed for a termof 10 years from February 7, 1998.]

3 Registration No. 836,122, issued Septenber 26, 1967, to Pro-Football
Inc. [Sections 8 and 15 affidavits accepted and acknow edged,
respectively. Renewed for a termof 20 years from Septenber 26, 1987.]

4 Registration No. 987,127, issued June 25, 1974, to Pro-Football, Inc.
[Sections 8 and 15 affidavits accepted and acknow edged, respectively.
Renewed for a termof 10 years from June 25, 1994.]
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WASHI NGTON REDSKI NS
For “entertai nment services — nanely, presentations of

prof essional football contests,” in International O ass 41;°

WASHINGTON-

REDSKINS

for “entertai nment services — nanely, presentations of
prof essi onal football contests,” in International Cass 41.°
Addi tional ly, opposers assert as a ground for
opposi tion, under Section 2(a) of the Trademark Act, 15
U S.C. 81052(a), that applicant intends to trade on the
goodwi I | associated with opposers, and that applicant’s
i ntended use of his mark will falsely suggest a connection
wi th opposer.
Qpposers al so assert a ground for opposition under
Sections 2(f) and 13(a) of the Trademark Act, 15 U.S.C
881052(f) and 1063, alleging that the registration of

applicant’s proposed mark “will dilute the distinctive and

5> Registration No. 978,824, issued February 12, 1974, to Pro-Football
Inc. [Sections 8 and 15 affidavits accepted and acknow edged,
respectively. Renewed for a termof 10 years from February 12, 2004.]

® Registration No. 986,668, issued June 18, 1974, to Pro-Football, Inc.
[Section 8 affidavit accepted. Renewed for a termof 10 years from June
18, 1994.]
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famous quality of the SKINS marks.”” [Notice of Opposition,
para. 21.]

Applicant, in his answer, stated he was w t hout
sufficient information to admt or deny or he denied the
salient allegations of the claimand asserted as affirmative
def enses the equitabl e grounds of waiver, |aches, estoppel
and uncl ean hands.® Additionally, applicant asserted that
he “does not purport to own or run a football teani (para.
6); that opposer’s marks are disparagi ng; and that his mark
“does not purport to characterize an ethnic group” (para.
5).°

The Record
The record consists of the pleadings; the file of the
i nvol ved application; certified status and title copies of

opposer Pro-Football Inc.’s five pleaded federal

"It appears that opposers intended to plead a claimof dilution under
Section 43(c) of the Trademark Act, 15 U.S. C. 8§1125(c), and we have so
considered it. Additionally, we have considered paragraph nos. 9 and 10
together and find that opposers’ allegation of dilution is legally
sufficient, inasmuch as the two paragraphs together contain the required
al | egation that opposer Pro-Football Inc.’s marks becane fanbus prior to
the filing date of the involved application. See Polaris Industries Inc.
v. DC Comics, 59 USP@d 1798 (TTAB 2000). See also, Toro Co. v. ToroHead
Inc., 61 USP@2d 1164 (TTAB 2001). Therefore, we have considered this to
be a properly pleaded claimof dilution.

8 These defenses have not been tried by the parties and, therefore, we
have considered them waived. Additionally, we note opposer’s
Interrogatory No. 13, asking applicant’s basis for these defenses, and
applicant’s response that “Applicant will agree to disniss these
equi t abl e defenses.”

® Applicant’s statements constitute, in the absence of a counterclaimto
cancel opposer’s pleaded registrations, an inperm ssible attack on the
validity of such registrations. W add that, while applicant has stated
his belief that opposer Pro-Football’s registrations have been
cancel |l ed, applicant’s statement is inaccurate.
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regi strations!® and photocopi es of various state
regi strations, nmade of record by opposers’ notice of
reliance; various printed publications and a copy of a prior
decision of this Board, all made of record by applicant’s
notice of reliance'; and the testinony depositions, wth
acconpanyi ng exhibits, by opposers of David M Proper,
counsel in the |egal departnment of the National Foot bal
League, and Susan Rot hman, senior director of |icensing for
the National Football League. Only opposers filed a brief
on the case and a hearing was not requested.

Factual Findi ngs

The record establishes the followng facts in this
case.

Opposer NFL Properties, LLC (“NFL Properties”) is the
exclusive |licensee of the National Football League (“NFL");
and its purpose is to pronote and exploit the trademarks and
intellectual property of the NFL and its nenber clubs. NFL
Properties has been entering into sponsorship and |icensing

agreenents for NFL trademarks since 1963.

10 Opposer also included a certified copy of its Registration No.
1, 606, 810, which was not pleaded and, therefore, has not been
consi der ed.

11 pposers filed, but withdrew, a motion to strike applicant’s notice
of reliance as untinely filed. However, opposers’ stated in their brief
that the Board should grant their notion to strike as conceded because
applicant did not respond thereto. It was reasonable for applicant not
to respond in view of opposers w thdrawal of the notion. W consider
opposers to have wai ved their objection and, thus, the docunents
submitted by applicant’s notice of reliance are part of the record.
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Qpposer Pro-Football, Inc. (“Pro-Football”) has
operated the Washi ngton Redski ns professional football team
since 1937; and it is the owner of the pleaded and
established registrations for marks including the terns
REDSKI NS and WASHI NGTON REDSKI NS for entertai nment services
pertaining to professional football ganes.

The NFL provi des coverage and broadcasts of the
Redski ns football ganes nationwi de via its broadcast
partners, CBS, ABC, ESPN and Fox; and the REDSKI NS and
WASHI NGTON REDSKI NS mar ks are used in connection therewth.
In 1999, Redskins football ganes televised in the Washi ngton
area had a 29.9 average rating (percentage of total TVs,
whet her on or off, view ng Redskins ganmes) and 55 average
share (percentage of TVs on and viewi ng Redskins ganes). In
2000, the average rating was 24.8 and the average share was
48.

The WASHI NGTON REDSKI NS and REDSKI NS mar ks have been
used widely in many print nedia articles about the footbal
team Additionally, many print nedia articles from
approximately 1983 to the tine of trial refer to the
Redski ns football team and/or players on the team as HOGS

NFL |icensed goods include, anong many itens,
stationery and school supplies, cal endars, posters, mugs,
bar supplies, key chains, aprons, hats, trading cards, paper

products and party goods, and many types of clothing for
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men, wonmen and children. The nmgjority of the NFL |icensed
itens range in whol esal e price between approxi mately $5 and
$15 for non-clothing items and between approxi mately $15 and
$35 for clothing itens. Sal es revenue generated by sal es of
NFL |icensed products is approximately $2 billion retai
annual Iy, of which one percent is attributable to products
beari ng the WASHI NGTON REDSKI NS and REDSKI NS trademar ks.
NFL licensed itens are sold to consuners through mass
mer chandi sers, including K-Mart, Wal-Mart and Target;
national retailers, including Sears and JC Penney;
departnent stores, including Federated Stores and My
Conpany; and sporting goods stores, including Footlocker,
Chanps and Sports Authority. NFL licensed itens are also
sold via the Internet and TV shoppi ng channel s HSN and QVC.
Appl i cant responded to a letter from opposer NFL
Properties’ counsel, David Proper, and wote a letter to M.
Proper dated February 25, 2002 that stated, in part, the
fol | ow ng:

...l amnow, and have been for 30 years, a fan of
t he Washi ngton Redskins football team

In 1993, | set out on a project to apply sone
creativity to solve the Washi ngton NFL team nane
pr obl em

| becane conmmitted to the discovery and
devel opment of a new team nanme and | ogo for the

Washi ngton DC NFL football franchise. | undertook
this work as a friend and fan of the team After
several weeks of research and witing, | canme upon

the name which | believed was a worthy successor
nanme: the WASHI NGTON PI GSKI NS. ™
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The reasons | believe that WASH NGTON Pl GSKI NS™ i s
t he appropriate new successor nane for the
Washi ngt on DC Redskins are as fol |l ows:

1. WASHI NGTON PI GSKI NS™ does not stray very far from
the current teamnane. It has the sanme nunber of
syl l abl es and the sane nunber of letters. It
rhymes with “Washi ngt on Redskins.”

2.  WASHI NGTON PI GSKI NS™ | ncor por at es the ni cknane for
a football: a pigskin.

3.  Many Washi ngton fans héQe al ready shortened the

“Redskins” to the “Skins.” Nam ng the team

Pl GSKI NS neans that fans can still abbreviate the

team nane to the ‘ Skins.
4. Washington’s NFL team al ready has a history of

porcine affinity ...the offensive front |ine has

been know as the “hogs” for decades.

For the foregoing reasoné? | don’t believe that

NFL Properties is conpelled to oppose the

registration of this mark, and should rather work

together with ne to assure that the Redskins have

t he WASHI NGTON PI GSKI NS™name in reserve if things

turn out badly in the | egal process.

Anal ysi s
Li kel i hood of Confusion

| nasnmuch as certified copies of opposer Pro-Foot bal
Inc.’s registrations are of record, there is no issue with
respect to opposers’ priority. King Candy Co., Inc. v.
Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108
(CCPA 1974). Additionally, opposers have established use of
t he mar ks WASHI NGTON REDSKI NS and REDSKI NS i n connection
with many, if not all, of the goods identified in the
opposed application since long before the filing date of the

application.
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Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the
probative facts in evidence that are relevant to the factors
bearing on the likelihood of confusion issue. Inre E 1. du
Pont de Nempburs & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). See also, Inre Majestic Distilling Conpany, Inc.,
315 F. 3d 1311, 65 USPQ2d 1201 (Fed. Cr. 2003).

The first du Pont factor we consider is fame and we
concl ude that opposers have established that their
WASHI NGTON REDSKI NS and REDSKI NS mar ks are strong, fanobus
marks in connection wth their entertai nnent services, and
that this fame extends to their wide range of |icensed
products bearing the marks. This factor weighs strongly in
opposers’ favor. See, Recot Inc. v. MC Becton, 214 F. 3d
1322, 54 USPQRd 1894 (Fed. Cir. 2000).

As our primary review ng Court has nmade clear, fanme of
the prior mark plays a domnant role in cases featuring a
fanobus or strong mark. “Fanpus or strong marks enjoy a w de
| atitude of |legal protection” and a fanmpbus mark “casts a
| ong shadow whi ch conpetitors nmust avoid.” Kenner Parker
Toys, Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22
USPQ2d 1453, 1456 (Fed. Cir. 1992). In this regard, the
Court has noted that there is “no excuse for even
approaching the well-known trademark of a conpetitor ...and

that all doubt as to whether confusion, mstake, or

10
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deception is likely is to be resol ved agai nst the newconer,
especially when the established mark is one which is
famous.” Kenner Parker Toys, id. at 1456. See al so, Nina
Ricci SARL. v. ET.F. Enterprises, Inc., 889 F.2d 1070, 2
USPQ2d 1901, 1904 (Fed. Cir. 1989). This is so because “a
wel | -known mark enjoys an appropriately w der |atitude of

| egal protection, for simlar narks tend to be nore readily
confused with a mark that is already known to the public.”
Qopryland USA, Inc. v. Geat Anerican Miusic Show Inc., 970
F.2d 847, 23 USPQ2d 1471, 1474 (Fed. Gr. 1992). See also,
Specialty Brands, Inc. v. Coffee Bean Distributors, Inc.,
748 F. 2d 669, 223 USPQ 1281 (Fed. Cir. 1984)(invol ving the
mar ks SPI CE | SLANDS and SPI CE VALLEY).

Wth respect to the goods and services of the parties,
we observe that there is a substantial overlap in the goods
identified in the application and the |icensed goods t hat
use the WASHI NGTON REDSKI NS and REDSKI NS marks. Furt her,
many of applicant’s identified goods, e.g., “trading cards,”
“posters,” “books regarding football,” “coaches caps,”
“jerseys” and “sweat pants,” are exactly the types of
| i censed products that are likely to be associated with
opposers’ entertainnent services in the nature of
pr of essi onal football games. Thus, we conclude that the
goods of the parties are either identical or closely related

and applicant’s goods are related to opposer’s services.

11
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Because the parties’ goods are identical or closely rel ated,
such goods will travel through the sane trade channels to
the sanme cl asses of purchasers. The Anerican public are the
| i kely purchasers of the parties’ goods and of opposers’
servi ces.

Mor eover, opposer’s evidence establishes that the goods
identified in the application and those upon whi ch opposers’
mar ks are used are relatively inexpensive and are likely to
be purchased by the general consumer with | ess purchasing
care than woul d be exercised for a nore expensive product.

Turning to the marks, we note that while we nust base
our determ nation on a conparison of the marks in their
entireties, we are guided, equally, by the well established
principle that, in articulating reasons for reaching a
conclusion on the issue of confusion, “there is nothing
i nproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature of a mark,
provided the ultimte conclusion rests on consideration of
the marks in their entireties.” In re National Data Corp.,
732 F.2d 1056, 224 USPQ 749, 751 (Fed. Cr. 1985).

For all of the reasons noted by applicant and quoted
above, we find that applicant’s proposed mark, WASH NGTON
PIGSKINS is substantially simlar to opposers’ word marks
and design marks incorporating WASH NGTON REDSKI NS or

REDSKI NS i n appearance, sound, connotation and over al

12
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commercial inpression. Applicant essentially conceded this
in the referenced letter. The ternms WASH NGITON REDSKI NS and
WASHI NGTON PI GSKI NS have the identical first word and
identical last syllable, they have the sanme nunber of
syl | abl es, the sanme nunber of letters and the marks rhyne.
As applicant stated, “pigskin” is an informal termfor a
footbal |, and thus, it is likely to bring to nind

opposers’ marks and services; and “hogs” has been used in
connection wth players on opposers’ Redskins football team
so that applicant’s mark incorporating the synonynous term
“pig” is likely to bring to m nd opposers’ marks and
services. W conclude that applicant’s mark is
substantially simlar to each of opposers’ pleaded and
establ i shed marks including the terns WASH NGTON REDSKI NS or
REDSKINS and that this simlarity is all the nore
significant in view of the fane of opposers’ marks.

Finally, we find that the evidence clearly establishes
applicant’s bad faith adoption of the proposed mark. Hi's
above-referenced letter establishes that his sole purpose in
adopting WASHI NGTON PIGSKINS is to trade off the fanme and
reputation of opposers’ marks. The fact that he states that

he is a fan with the interests of the football team at heart

12 W take judicial notice of the definition of “pigskin” as “3.
Informal a. Football” in The Anerican Heritage Dictionary, 2" College
Edi tion, 1992.

13
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in adopting this proposed mark is not relevant to our
anal ysis of the trademark issues herein.

Therefore, the relevant factors overwhel mngly | ead us
to the conclusion that in view of the fame of opposers’
mar ks, the substantial simlarity in the comerci al
i npressions of the parties’ marks, and applicant’s intent in
adopting his proposed nark, the contenporaneous use of the
parties’ marks on the goods and services involved in this
case is likely to cause confusion as to the source or
sponsorshi p of such goods and servi ces.

Qpposer’s Additional Cd ains

Because we have found that opposers have priority and
that a |ikelihood of confusion exists, we need not, and do
not, reach opposers’ clainms of a fal se suggestion of a
connection wth opposers, under Section 2(a) of the
Trademark Act, and dilution, under Section 43(a) of the
Trademar k Act.

Deci sion: The opposition is sustained.
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