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Al e House Managenent, Inc.
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M chael J. Burley, Esq. for Al e House Managenent, |nc.

Larry L. Coats of Coats & Bennett, P.L.L.C. for LM Restaurants,
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Before Quinn, Walters and Holtzman, Adm nistrative Trademark
Judges.

Opi nion by Holtzman, Adm nistrative Trademark Judge:

An application has been filed by LM Restaurants, Inc.

(applicant) to register the mark shown bel ow on the Princi pal

Regi ster for "restaurant and sports bar services."?!

! Application Serial No. 76337021 filed on November 13, 2001, based on
an allegation of first use and first use in conmerce on Cctober 31,
2001. Applicant has disclained the exclusive right to use "ALE HOUSE, "
"CARCLINA, " "FOOD," "SPORTS" and "FUN' apart fromthe mark as shown.
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Al e House Managenent, Inc. (opposer) has opposed
regi stration of the above-identified application. In the notice
of opposition, opposer alleges that it |licenses and manages 32
"ALE HOUSE" restaurants, the first of which was built in Cctober
1988; that opposer "owns and controls four North Carolina
corporations, to-wit: Carolina Ale House and Raw Bar, Inc.;
Carolina Ale House, Inc.; North Carolina Al e House and Raw Bar,
Inc.; and North Carolina Ale House, Inc."; and that in the early
1990's, applications for three of its restaurants, Jupiter Ale
House and Raw Bar, Jensen Al e House and Raw Bar, and Boynton Al e
House and Raw Bar, "were denied registration on the Principa
Regi ster and required to anend their applications to the
[ SJuppl emental [R]egister...because part of the mark was
primarily geographically descriptive, and the terns ' ALE HOUSE
were a descriptive designation for its restaurants.”

Qpposer further alleges that on March 1, 2000, in a case
bet ween opposer and Ral ei gh Al e House, Inc., [Al e House
Managenent, Inc. v. Raleigh Ale House, Inc., 205 F.3d 137, 54
USPQ2d 1040 (4th G r. 2000)], the Court of Appeals upheld a

decision by the District Court, Eastern District of North
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Carolina (Case No. 5:98-CV-247-F(2)), on sumrary judgrment that
the term"ALE HOUSE" preceded by a geographic |ocation was
generic and not subject to exclusive use by any one party.
Opposer asserts that applicant is either Raleigh A e House, Inc.
or related in sone way to the defendant in the prior litigation.

Conti nui ng, opposer alleges that applicant owns, nanages or
is affiliated with two "ALE HOUSE" restaurants | ocated in the
cities of Raleigh, North Carolina and Cary, North Carolina, the
first of which opened in md 1998; and that the use of "the
trademark at issue is subsequent to the filing date of the four
North Carolina corporations [identified above] that opposer owns
and controls."

Concl udi ng, opposer alleges that registration to applicant
shoul d be denied for the reasons quoted, in pertinent part,
bel ow.

The ternf] "ALE HOUSE," the dom nant feature, is

descriptive of applicant's services, and the term " CARCLI NA"

i s geographic; and applicant, having only two operating

restaurants in one netropolitan area has not established a

secondary neaning in such terns....

... In Ale House Managenent, Inc. v. Raleigh Al e House, Inc.

[supra]..., the [Court held] that the term "ALE HOUSE"

preceded by a geographic location is not subject to

excl usi ve use or appropriation by any one party....

... Opposer has previously requested registration of the

mar k "ALE HOUSE" preceded by a geographic | ocation and was

denied registration on the Principal Register and was

required to anend its application to the [S]uppl enental

[ Rl egi ster and, therefore, a subsequent [applicant] should
not be treated in a nore advantageous manner. Further, had
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Opposer been allowed to register its mark on the [P]rincipal
[ Rlegister when it filed its previous registrations, the
mar k Applicant attenpts to register would be deceptively
simlar and not subject to registration.

: Applicant, having only two restaurants in one
nmetropolitan area does not engage in interstate comerce.

OQpposer's corporate filing dates predate Applicant's
use.

Applicant, in its answer, admts that it is related to
Ral ei gh Al e House, Inc.; that applicant manages and is affiliated
with two restaurants located in the cites of Raleigh, North
Carolina and Cary, North Carolina; that with regard to opposer's
all egation that "ALE HOUSE" is descriptive and "CARCLI NA" is
geographi c, applicant has not clained, and in fact has
di sclaimed, the exclusive right to use those ternms inits
application; and that applicant did not present any evidence of
secondary neaning. Applicant has denied the remaining salient
all egations in the opposition. In addition, applicant asserts
t hat "whether opposer's corporate filing dates predate
applicant's use of the mark herein is irrelevant to any issue of
this proceeding.”

The record includes the pleadings, the file of the
i nvol ved application, and opposer's notices of reliance on
evidence including the followng: applicant's responses to

certain discovery requests; copies of the articles of
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incorporation filed with the State of North Carolina for
opposer's four identified corporations; certified copies of
portions of the registration files for JUPI TER ALE HOUSE AND RAW
BAR, JENSEN ALE HOUSE AND RAW BAR and BOYNTON ALE HOUSE AND RAW
BAR (" ALE HOUSE AND RAW BAR' di scl ai ned i n each), including
copies of Ofice actions in those cases and copies of the

regi strations for those marks on the Suppl enental Register issued
to Jupiter Ale House, Inc., Jensen Al e House and Raw Bar, |nc.
and Boynton Al e House and Raw Bar, Inc., respectively; and a copy
of the Court of Appeals' decision in the prior litigation between
Al e House Managenent, Inc. and Ral eigh Ale House, Inc., together
with portions of a nmenorandum of law filed by Ral eigh Al e House,
Inc. in the District Court case and portions of its answering
brief in the appeal of that deci sion.

Appl i cant has objected to opposer's notice of reliance on
the affidavit and acconpanyi ng exhibit of John W "Jack"™ MIler
opposer's chief executive officer, wherein M. MIller identifies
opposer's 35 "Al e House" restaurants and the dates on which each
restaurant opened. |Inasmuch as there was no agreenent by the
parties that opposer could file testinony in the formof an
affidavit, applicant's notion to strike the affidavit and exhi bit
is well taken and is accordingly granted. See Tradenmark Rul e
2.132(b) and TBWP §703.01(b) (2" ed. rev. 2004). This evidence

wi || be given no consideration.
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Bot h opposer and applicant filed briefs. An oral hearing
was hel d.

As to standing, although there is no direct evidence
properly of record that opposer is engaged in the sane services
as applicant, applicant has acknow edged in its responses to
certain interrogatories that opposer operates restaurants using
the term"Al e House." Considering the mnimal requirenents
necessary for standing, we find this showing sufficient to confer
st andi ng on opposer. 2

The issues as franed by opposer are essentially as foll ows:
whet her applicant is estopped fromregistering its mark on the
Princi pal Register on the basis of the prior litigation between
Al e House Managenent Inc. and Ral eigh Ale House Inc. ("Raleigh"),
and the related question of whether applicant is judicially
estopped by Raleigh's position in that case fromdenying that its
mark is descriptive or generic; whether "CAROLINA ALE HOUSE" is
descriptive and therefore unregi strable w thout a show ng of
acquired distinctiveness; whether applicant is estopped from
registering its mark on the Principal Register in view of the
USPTO s prior treatnent of applications for four purportedly

simlar "ALE HOUSE" marks that issued on the Suppl enent al

2 |n fact, opposer has shown no other basis for standing. W note that
opposer has not proven use of any mark or trade nane or ownership of
the identified registrations on the Suppl enental Register.
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Regi ster; and whether applicant’'s mark was in use in comerce as
of the filing date of the application.?

We turn first to the question of estoppel based on the prior
litigation and the position taken by Raleigh in that case.
Opposer argues that the issue of whether "ale house" preceded by
a geographic location is entitled to registration has been
determined in the prior litigation which, according to opposer,
"addressed nearly the sane issues and identical parties."?
Opposer contends that the Court determ ned that "Al e House"

preceded by a geographic location is generic and i ncapabl e of

obt ai ning trademark protection. |In particular, opposer states

3 To the extent opposer was, or is, also attenpting to assert priority
and |ikelihood of confusion as a ground for opposition, the claim
fails. Opposer has neither pleaded nor proven prior use of any mark or
trade nane (anong other deficiencies, use as a corporate nanme is not
necessarily use as a trade nane); and opposer has neither pleaded nor
proven any arguable claimof |ikelihood of confusion, having alleged
only that if it had been allowed to register its asserted marks on the
Princi pal Register there would be likelihood of confusion. Moreover,
as opposer has presented no argunment or evidence on its pleaded claim
that applicant "misrepresented its actual identity," this claimis
consi dered waived. Finally, to the extent opposer is claimng inits
brief that applicant adopted its mark in bad faith, inasmuch as such
cl ai mwas neither pleaded nor tried by the parties with applicant's
consent, neither opposer's evidence nor its argunent on this issue has
been consi der ed.

“ Applicant admitted in its answer that Raleigh is applicant's

"rel ated" conpany, but this relationship is not entirely clear.
Applicant states in response to opposer's interrogatories only that
applicant is wholly owned by Lou Mshakos; that applicant manages two
restaurants owned by Ral eigh Al e House, Inc. and Cary Al e House, Inc.;
and that applicant manages the Carolina Al e House | ocated in Ral eigh,
North Carolina. Responses to Int. Nos. 1, 20 and 23. Nevert hel ess,
there is no dispute by applicant that the relationship between Ral ei gh
and applicant is sufficiently close that opposer's estoppel claimmy
appropriately be asserted agai nst applicant.
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that "in response to Applicant's intentional knock-off of
Qpposer's concept and trade nanme" (Brief, p. 2), opposer filed an
action against applicant's related conpany for trademark
infringement in the District Court for the Eastern District of
North Carolina. According to opposer, Raleigh's defense in that
case "was that the mark was generic and not entitled to any
trademark protection whatsoever."® 1d. Cpposer states that the
District Court granted Raleigh's notion for summary judgnent and
"specifically adopted [Ral eigh's] argunent that the mark is
generic" (l1d.) and that the Court of Appeals in affirmng the
judgnent |ikew se adopted the reasoning of applicant. It is
opposer's position that applicant is now denying that "the mark"
(presumably applicant's CARCLI NA ALE HOUSE and design mark) is
either generic or descriptive.?®

Opposer has not submtted a copy of the underlying
District Court opinion, but it is clear that opposer has

conpletely msstated, or at |least msinterpreted, the Court of

®> pposer never identifies this "mark" but we presume opposer is
referring to "Raleigh Ale House," the nane of the restaurant involved
inthe prior litigation. QOpposer suggests inits brief that the nane
"Ral ei gh Al e House" has since been changed to "Carolina Al e House."
The Ral ei gh Al e House restaurant and Carolina Al e House located in
Ral ei gh are apparently one and the sane.

® I'n support of this position, opposer points to applicant's responses
to discovery requests including adm ssion requests wherein applicant
denied that "the mark at issue" is descriptive or generic. W note
that in the "definitions and instructions” section of opposer's

di scovery requests, the term"mark at issue" is defined as "CAROLI NA
ALE HOUSE FOOD SPORTS FUN as set forth in the trademark application at
i ssue. "
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Appeal s’ findings in Ale House Managenent, Inc. v. Raleigh A e
House, Inc., 205 F.3d 137, 54 USPQ2d 1040 (4th Cr. 2000) and the
position taken by Raleigh in that case.’

The background facts as described by the Court are as
follows. AHM opened a chain of facilities in Florida selling
food and al cohol and named each facility after its geographi cal
| ocation plus the words "al e House.”™ The Court noted that AHM
pl anned to expand the chain northward into states including North
Carolina, but prior to conmtting to any specific expansion
outside of Florida, AHM | earned that Raleigh Ale House, Inc., as
stated by the Court, "was preparing to open a facility in Raleigh
named the 'Ral eigh Ale House.'" The Court then went on to
descri be the physical appearance of that establishnent.

The Court framed the issues on appeal by stating (enphasis
added) :

"Al e House Managenent, Inc., [AHM an operator of a smal

chain of facilities selling food and beer in Florida, seeks

to enjoin Raleigh Ale House, Inc. fromopening a simlar
type of facility in Raleigh, North Carolina. Al e House

Managenment asserts a proprietary interest in (1) the words

"al e house' (2) both the exterior and interior appearance of

its facilities, and (3) the copyright of its ...floor plan
dr awi ngs. "

" Since, according to opposer, the Court of Appeals essentially adopted
the District Court's finding and applicant's reasoning therein, and
because opposer has not submitted a copy of the District Court
decision, we will focus solely on the Court of Appeals' decision.
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Noting that AHM at oral argunent focused its argunment on the
assertion that Raleigh had appropriated its trade nanme and trade
dress by "deliberately copying" them the Court stated:

"Accordi ngly, before considering the significance of AHM s

assertions of intentional copying, we nust address whet her

AHM had an exclusive proprietary interest in either the

words 'ale house' or the trade dress of its facilities.”

The Court first addressed AHM s "claimto excl usive use of
the words 'ale house,'" and specifically noting Raleigh's claim

that "al e house" is generic, found that:

"...Raleigh Al e House presented extensive evidence...that

the term'ale house' is generic...." ... "AHM..presented no
evi dence suggesting that "ale house" is not a generic
term..."

The Court, therefore, concluded that:

"AHM has no protectable interest in the words 'ale house.'

They are generic words for a facility that serves beer and

ale.”

It is clear froma plain reading of the Court's decision
that the only "mark", if any, asserted to be generic by Raleigh,
and found to be generic by the Court, was opposer's asserted
mark, "Ale House." It is equally clear that the Court nade no
fi ndi ng what soever that "al e house" preceded by a geographic term
is generic, as opposer clainms, nor did the Court even address
that question. Thus, opposer's estoppel claimon this basis is
meritless.

Qpposer's estoppel claimis also neritless because even if

the Court had found that "ale house" conmbined with a geographic

10
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| ocation is generic, that finding would have no effect on this
case. The question of whether CAROLI NA and ALE HOUSE are
descriptive and/or generic terns and whether applicant has shown
that those terns have acquired distinctiveness is irrelevant to
any issue in this proceeding. First, unlike the prior litigation
wher ei n opposer clainmed the exclusive right to use "al e house,"
applicant in this case has expressly disclainmed the exclusive
right to use that termas well as the term"Carolina." Further,
"the mark" in this case is not just the generic term"ale house"
pl us a geographic term Applicant's mark al so i ncludes a design
conponent, which opposer has conpletely ignored. Absent a claim
and proof, that this design conponent is not inherently
distinctive, and there is no such claimor proof in this case,
then the question of the distinctiveness of the mark is not
before us and we nust treat the mark as a whole as inherently
distinctive. A mark that is inherently distinctive as a whol e,
notw t hstandi ng the presence of descriptive or generic wording,
is protectable and registrable on the Principal Register wthout
a showi ng of acquired distinctiveness. See In re Anerican
Acadeny of Facial Plastic and Reconstructive Surgery, 64 USPQRd
1748 (TTAB 2002).

As to the question of estoppel based on a prior Ofice
determ nation, this claimnust fail as well. The fact that

opposer's applications were refused registration on the Principal

11
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Register is sinply irrelevant. The Board is not bound by an
exam ning attorney's determnation as to the registrability of
other marks. See In re Pencils Inc., 9 USPQ2d 1410 (TTAB 1988).
See also Inre Nett Designs Inc., 236 F.3d 1339, 57 USPQRd 1564,
1566 (Fed. G r. 2001) ("the PTO s all owance of such prior

regi strations does not bind the Board or this court”). It is
fundanmental that the registrability of each mark nust be based on
its owmn facts. See In re MDonald' s Corporation, 230 USPQ 304
(TTAB 1986); and In re Hunter Publishing Co., 204 USPQ 957 (TTAB
1979). Unlike applicant's mark which contains an inherently
distinctive design el enent, opposer's asserted marks, such as
JUPI TER ALE HOUSE AND RAWBAR, are in typed formand are
conprised entirely of non-distinctive matter, that is, matter
which is unregi strable on the Principal Register without a
show ng of acquired distinctiveness.

We turn then to the question of whether the mark was used in
commerce as of the filing date of the application.

When the application was filed, applicant was operating a
single-location restaurant in Raleigh, North Carolina under the
mar K CAROLI NA ALE HOUSE and design.® Qpposer bases its clai m of
nonuse in comrerce on applicant's responses to adm ssion requests

wherein applicant admtted that it has not advertised its

8 Applicant's second "CAROLI NA ALE HOUSE" restaurant which is |ocated
in Cary, North Carolina opened on March 3, 2002, subsequent to the
filing date of the application.

12
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services to consuners outside of the State of North Carolina, and
t hat the mark has never been used outside of the state of North
Carolina. Applicant argues that opposer is judicially estopped
frommaintaining that the present mark is not used in commerce.
Opposer did not respond to this argument.?®

The doctrine of judicial estoppel is intended to protect the
courts and the integrity of judicial proceedings against
litigants who "play fast and | oose with the courts.” See Boston
Chicken Inc. v. Boston Pizza International Inc., 53 USPQ2d 1053
(TTAB 1999) citing Data General Corp. v. GSA, 78 F.3d 1556, 1565
(Fed. Cir. 1996). As set forth in Boston Chicken Inc., in
determ ni ng whet her judicial estoppel applies, the
following factors are considered: (1) judicial acceptance of the
previ ously asserted inconsistent position; (2) risk of
i nconsistent results; (3) effect of the party's actions on the
integrity of the judicial process; (4) perception that the
tribunal has been msled; (5) reliance by the opposing party; (6)
prejudice to the opposing party's case as a result of the
i nconsi stent position; and (7) the party agai nst whom estoppel is
i nvoked nust have received sone benefit fromthe previously taken
position. See Boston Chicken Inc., supra, citing Hartley v.
Mentor Corp., 869 F.2d 1469, 10 USPQ2d 1138 (Fed. Cr. 1989);

Wat er Technol ogi es Corp. v. Calco Ltd., 850 F.2d 660, 7 USPQd

® pposer did not file a reply brief.

13
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1097 (Fed. G r. 1988); Hybritech Inc. v. Abbott Lab., 849 F.2d
1446, 1454, 7 USPQ2d 1191 (Fed. Cir. 1988); and Jackson Jordon,
Inc. v. Plasser Anerican Corp., 747 F.2d 1567, 224 USPQ 1 (Fed.
Cir. 1984).

In the prior litigation involving this very restaurant in
Ral ei gh, North Carolina (formerly nanmed "Ral eigh Al e House"), and
the "identical parties"” according to opposer, one of opposer's
cl ai ns agai nst Raleigh was filed under Section 43(a) of the
Trademar k Act which requires that the defendant's use be in
commerce, or at least in use that "affects” commerce. See, e.g.
Larry Harnon Pictures Corp. v. Wllianms Rest. Corp., 929 F. 2d
662, 18 USPQR2d 1292, 1295 (Fed. Cir. 1991) (quoting In re Silenus
Wnes, Inc., 557 F.2d 806, 194 USPQ 261, 266-67 (CCPA 1977):
"Courts have uniformy held, in the infringenent context, that
‘commerce' includes intrastate transactions that affect
interstate commerce..."). Under the circunstances, and
considering the position taken by opposer in the prior case, we
find that opposer is judicially estopped in the present case from
asserting that applicant's use of the mark was not in conmerce.

Deci sion: The opposition is dism ssed.
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