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Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:
Applicant, killersound, Inc. (a California
corporation), filed an application to register on the

Princi pal Register the mark shown bel ow

! The notice of opposition includes two naned opposers and
opposers’ cover letter refers to an encl osed check and a deposit
account for any insufficient or additional fees. The Board
instituted the opposition with only “Killer Misic, Inc.” as the
opposer. That is hereby corrected and both opposers are |isted
in the caption of this proceeding. (The additional fee for the
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for services identified as “nusic conposition for others” in
International Class 41. The application is based on
applicant’s assertion of a bona fide intention to use the
mark in conmerce.

The application has been opposed by Killer Misic, Inc.
(a California corporation) (hereinafter “Killer Miusic”) and
BMG Songs, Inc. (a California corporation) (hereinafter
“BM5) on the basis that for many years both opposers have
mar ket ed “nusi cal and video recordi ngs, providing nusic for
television, filnms, videos and nulti-nedia works, nusic
publ i shing and nusical information services, under the nmarks
KI LLER MUSI C and/ or KILLER TRACKS’ (paragraph 1); that
Killer Music owmns (i) Registration No. 1466219 issued

Novenber 24, 1987 for the mark shown bel ow

(“rmusic” disclained) for “prerecorded audi o and vi deo tapes”
in International Cass 9, and (ii) application Serial No.

76053099 filed May 22, 2000 for the mark KILLER TRACKS

second opposer has been charged to opposers’ law firnm s deposit
account .)
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(“tracks” disclainmed) for “musical sound recordings” in
International Class 9 and “providing nusic for use in
production of television shows, television advertisenents,
nmotion pictures, video recordings, in-house productions, and
mul ti media applications; nusic publishing services;
provi di ng i nformati on about and performances of nusi cal
artists by neans of a global conputer information network”
in International Cass 41; that BMGis the exclusive
i censee of the KILLER TRACKS mark; that since long prior to
applicant’s application filing date, opposers have
extensively advertised and pronoted the sale of their goods
-- nusical sound recordings, and their provision of services
-- production nusic services, nusic publishing services and
musi ¢ i nformati on services under the “KILLER Marks”; that
opposers have built up highly valuable goodwi Il for their
“KI LLER Marks”; and that applicant’s mark, when used in
connection with its “nusic conposition for others” services,
so resenbl es opposers’ previously used and regi stered marks,
as to be likely to cause confusion, m stake, or deception.
In its answer applicant denies the salient allegations
of the notice of opposition and asserts the affirmative
def enses of |aches, waiver, estoppel and acqui escence

( par agr aphs 3-6).2

Z1nits brief (p. 3), applicant stated that the issue before the
Board is whether there is a |ikelihood of confusion when the
i nvol ved narks are used on or in connection with the invol ved
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The record consists of the pleadings; the file of
applicant’s application; opposers’ testinony, with exhibits,
of Gary Gross, president of opposer BM5 and opposers’
notices of reliance on the following itens: (1) a status
and title copy of opposers’ pleaded Registration No.
1466219, and a certified copy of opposers’ pleaded
application Serial No. 76053099, (2) applicant’s anended
responses to opposers’ first set of interrogatory Nos. 2, 6,
7, 11, 14 and 16 and the docunents identified therein,3 (3)
applicant’s responses to opposers’ requests for adm ssion
Nos. 6-9 and the docunents identified therein, and (4)
copi es of nunerous publications under Tradenmark Rul e

2.122(e). Applicant submtted the testinony, with exhibits,

goods and services. Applicant nade no reference inits brief to
any of its pleaded affirmative defenses, except on page 7,
appl i cant argued that opposers sent a cease and desist letter to
applicant on May 22, 2000; that applicant responded in a letter
dated June 1, 2000; and that, thereafter opposers did not contact
applicant for two years when they filed the opposition in July
2002. (See Celat dep., pp. 93-95, Exh. No. 17.) To whatever
extent applicant intends thereby to assert its affirmative
defenses, we find that the evidence of record is insufficient to
establish any of applicant’s pleaded affirmative defenses --

| aches, waiver, estoppel and acqui escence. Wth specific regard
to the defense of |aches, see National Cable Tel evision
Association, Inc. v. Arerican C nenma Editors, Inc., 937 F.2d
1572, 19 USPQd 1424 (Fed. Gr. 1991).

W note that applicant’s “affirmati ve defenses” al so include an
assertion that opposers’ pleading fails to state a claim
(paragraph 1). Applicant did not pursue this defense either
before trial by notion to dismss or after trial inits brief.
Applicant has waived this defense. (Mreover, the notice of
opposition states a claim) Applicant also pleads certain
“def enses” which relate nore to a further denial of opposers
assertion of a likelihood of confusion (paragraphs 2, 7 and 8).
These are not “affirmative defenses” and will not be treated as
such.
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of Frank Celat, applicant’s president and creative director;
and a notice of reliance under Trademark Rule 2.122(e) on
printouts fromthe USPTO s Trademark El ectronic Search
System (TESS) of five third-party registrations and one
third-party application.

Both parties filed briefs on the case. Neither party
requested an oral hearing.

Gary Gross, BMG s president, explains that opposers are
in the business of producing and |icensing nusic and ot her
audi o conponents for custoners. This is known as the
“production nusic” business. It involves analyzing the
mar ket needs for various types of nusic/sounds used in
various types of productions (e.g., television progranm ng
and advertising, filnms, comercials, conpany training
vi deos), and then producing the nusic or sounds needed and
licensing themto custoners for their needs. |In addition to
production nusic, opposers al so engage in nusic publishing,
whi ch neans they own the copyrights for certain nusic and
act as publisher for those conpositions.

Opposers organi ze the nmusic into several libraries or
brands (e.g., KILLER TRACKS, KILLER CLASSI CAL, KILLER
LATI NO, KILLER PROMOS, KILLER FX, KILLER ANI MATI ON) and
within each of the libraries, there are sub categories by

genre (e.g., classical, rock, jazz, hip-hop, trip-hop).

3 Applicant’s answers to opposers’ interrogatory Nos. 6 and 7
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Opposers distribute the nusic (or other sounds) to custoners
primarily via CD but also do so through the Internet. (G oss
dep., p. 6.)

Custonmers can either order from opposers’ preexisting
catal og of nusic or opposers will create customnusic for
custoners. Rearrangenents of the nusic/sounds by the
custoners is not allowed w thout prior perm ssion, but
custonmers can rem x the nusical instrunents in the
conpositions. (Goss dep., p. 89.) Qpposers’ custoners
i nclude “al nost every mgjor filmstudio,” “al nost every

maj or television broadcaster,” *“advertising agencies” and a
w de range of conpanies from Fortune 500 corporations to
“nmom and- pop conpanies.” (G oss dep., pp. 10-11.)

Custoners pay for opposers’ goods and services based on
the manner in which they use the nusic. For exanple, using
the production nmusic in a national television show costs one
rate, while using it on a local radio programis another
rate.

The mark, KILLER TRACKS, is not only the dba nane of
opposer BMG it is the nane of a major library of opposers
production nusic, and has been in use for opposers’
production nusic since 1990. As of 2003, opposer BMG owns
both the KILLER MJSI C and desi gn and Kl LLER TRACKS nar ks,

when BMG purchased the assets of opposer Killer Misic, Inc.,

were filed under seal as confidenti al
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i ncluding the trademarks, the nusical conpositions, the
archives, etc. (G oss dep., pp. 41-43.)

Opposers’ sales of their goods and services offered
under the KILLER TRACKS mark from 1997 — 2003 total ed about
$52.5 mllion, with advertising/pronotional expenses during
that time of $300,000 - $350,000 annually. Qpposers’ narks,
KI LLER TRACKS and KILLER MJSI C and design, used in
connection with production nusic services, nusic
entertai nnent services, nusic publishing services, nusic
library services and nusic products, have been the subject
of many articles in the relevant publicly circul ated nedi a
since the |ate 1980s.

Opposers advertise in trade publications (e.g., “Post
Magazi ne,” “TV and Radi o Reports,” “Hollywod Reporter”) and
through direct mail, on the Internet, and by exhibiting at
trade shows. Qpposers generally request or require that
they be given a nusic title credit in the novies and
tel evision shows which utilize their goods or services.

Opposers are not aware of any instances of actual
conf usi on.

Applicant, killersound, Inc., was founded in Apri
1999, follow ng a positive response to the nusic conposed by
one of applicant’s founders in connection with a coll eague’s
website. Applicant enploys two people, M. Frank Gelat and

M. Brett Yokum Applicant offers a variety of about 500
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“SoundSets” (i.e., actual conpositions) which contain both a
pre-made short (about 10-15 seconds long) and a | ong
(general ly 40-45 seconds) version; and the *“SoundSet” can
al so be the conponents or elenents or instrunent parts
wher eby the custoner can rearrange, rem x or reconpose the
music to fit whatever production they are doing. (For
exanpl e, a custoner m ght change the pitch or the tenpo of
t he various conponents or match anot her piece of nusic they
are doing in their production.) Applicant also offers nusic
| oops and sound | oops (usually 3 to 20 seconds |ong), sound
ef fects and sound | ogos or signatures. Applicant’s online
music libraries are subdivided by genre (e.g., classical,
j azz, nood, pop, rock, techno). Applicant also creates
custom nmade products for custoners.

Applicant’s custoners include advertising agencies,
corporations, nultinmedia artists, freel ance designers and
vi deo desi gners.

The custoners may downl oad sanples of a conposition for
a free trial. Wen purchasing applicant’s services, the
cost averages around $375 per |license, except the average
cost for a custom conposition is $1500 to $2000. 4

Appl i cant markets and delivers its product through its

* These cost figures were filed during trial under seal as

confidential. However, applicant included the nunbers inits
brief (pp. 5 and 12), and its brief was not filed (in rel evant
part) under seal as confidential. Thus, applicant waived the

confidentiality of this information.
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website. That is, once the custoner goes through the
purchasi ng transaction, then the custoner downl oads the
product to their desktop. Although applicant has on very

rare occasions (about four or five tines) provided a
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custoner with a CD. The general length of tinme between
custoner inquiry and custoner purchase is a week or week and
a half, except for customorders which would be one to two
months, all with nmuch contact with the client. Applicant
requires that the custonmer sign a |icense agreenent, and pay
a one-tine flat fee, wthout reporting usage to applicant.

Applicant offers sonme of its services (excluding its
SoundSets) through third-parties, specifically,
soundeffects.com buycreative.com bigshotnedia.com and
medi abakery.com Al so, applicant offers its services
bundled in third-party software prograns (e.g., Macronedi a
Fl ash software and Adobe Live Motion).

Applicant’s gross revenues were also filed as
confidential and cannot be stated here. Suffice it to say,
its accunul ated gross revenues for the years 2000 — 2003 do
not reach into the mllions of dollars; and its advertising
expenses are a very snmall percentage of its revenues.

M. Frank Gelat created the word mark “killer sound”
inspired by the positive feedback fromhis first project of
music for a colleague’s website. The logo portion of the
mark was created by his co-founder, Brett Yokum Frank
Cel at did not know M. Yokumis inspiration for that design

Applicant’s website recei ves about 20,000 hits per
month. Applicant attends trade shows (e.g., FlashForward,

MacWorl d), mails out brochure adverti senents to custoners

10
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and potential custoners, and has appeared on third-party
websites (e.g., the “Hot News” section of Apple’ s website).

When M. Gelat was asked if applicant had experienced
any actual confusion, he testified that he knew of only one
i nstance whi ch occurred in September or Cctober 2003.°
Specifically, M. Celat testified that an existing custoner
of applicant who had |icensed a product from applicant, e-
mai l ed a request to try several products, which applicant
determ ned were products from opposers’ KILLER TRACKS site.
He al so testified that he knew of three instances when
consuners call ed applicant inquiring whether applicant was
related to or affiliated with opposers. Al occurred in the
sane tinme franme, Septenber/Cctober 2003. One call was from
a distributor of nusic libraries wondering if applicant was
affiliated with KILLER TRACKS and wanting to do busi ness
with applicant; the other two callers wanted general
i nformati on about the products and services. None of
applicant’s business partners or resellers have ever
reported any instance of actual confusion to applicant.

Priority
Opposers nmade of record a status and title copy of

pl eaded Regi stration No. 1466219 for the mark KILLER MJSI C

®> According to applicant’s answer to opposers’ interrogatory No.
11, the incident occurred in Cctober 2003.

11
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and design for “prerecorded audio and video tapes.”® Wth
regard to the second pl eaded mark KILLER TRACKS, after
trial, but before the briefing of this case, the pl eaded
application Serial No. 76053099 issued on August 31, 2004 as
Regi stration No. 2878147. (Qpposers specifically referred to
this second registration in their brief on the case (e.g.,
brief, pp. 3 and 4). Applicant acknow edged that opposers’
pl eaded application had registered, referring to it as the
“t hen-pendi ng application for KILLER TRACKS mark” (brief, p.
2). Further, applicant nmade no objection to opposers’
reference to the subsequent registration of the pl eaded
application for the mark KILLER TRACKS. Mbreover, there is
clear testinony that BMG purchased the KILLER MJSI C and
design mark and the KILLER TRACKS mark in 2003, thus nmaking
title to the second (recently issued) registration clear.
(Goss, dep., p. 41.)

Based on the above, we concl ude that opposers’
Regi stration No. 2878147 (issuing from pleaded application
Serial No. 76053099) for “nusical sound recordi ngs” and
“providing nusic for use in production of television shows,
tel evision adverti senents, notion pictures, video
recordi ngs, in-house productions, and nmulti nedia

applications; nusic publishing services; providing

® Registration No. 1466219 issued Novenber 24, 1987; Section 8
affidavit accepted. The word “nusic” is disclained. The clained

12



Qpposition No. 91152646

i nformati on about and performances of nusical artists by
means of a global conputer information network”’ is properly
of record.

In view of opposer BMG s ownership of valid and
subsisting registrations for its KILLER MJSIC and desi gn and
KI LLER TRACKS marks, the issue of priority does not arise in
this opposition proceeding. See King Candy Co. v. Eunice
King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA
1974); WMassey Junior College, Inc. v. Fashion Institute of
Technol ogy, 492 F.2d 1399, 181 USPQ 272, at footnote 6 (CCPA
1972); and Carl Karcher Enterprises, Inc. v. Stars
Restaurants Corp., 35 USPQ2d 1125, 1128 (TTAB 1995).

Mor eover, opposers’ have established use of the marks KILLER
MJSI C and design and KI LLER TRACKS prior to the filing date
of applicant’s intent-to-use based application, My 11,

1999. The record shows that applicant commenced use of its
mark for “custom audi o services” in April 1999. (See, e.g.,
applicant’s answer to opposers’ interrogatory No. 2.)
Qpposers’ proven first use of their two pleaded marks is

prior to applicant’s proven first use date.

dates of first use anywhere and first use in commerce are March
1984 and June 1984, respectively.

" Registration No. 2878147 issued August 31, 2004. The word
“tracks” is disclaimed. The clained dates of first use anywhere
and first use in commerce are February 1990 for the goods and
Novenber 1995 for the services.

13
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Li kel i hood of Conf usion

We turn now to consideration of the issue of |ikelihood
of confusion. CQur determnation of |ikelihood of confusion
is based on an analysis of all of the facts in evidence that
are relevant to the factors bearing on the issue of
I'i keli hood of confusion. Inre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In
re Majestic Distilling Conpany, Inc., 315 F.3d 1311, 65
USPQ2d 1201 (Fed. Cir. 2003). In any likelihood of
confusi on anal ysis, however, two key considerations are the
simlarities of the marks and the simlarities of the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The
fundanmental inquiry mandated by 82(d) goes to the cunul ative
effect of differences in the essential characteristics of
the goods [and services] and differences in the marks.”).
See also, Inre Dixie Restaurants Inc., 105 F.3d 1405, 41
USPQ2d 1531 (Fed. Cir. 1997). Based on the record before us
inthis case, we find that confusion is |ikely.

Turning first to a consideration of the parties’
respecti ve goods and services, in Board proceedings “the
question of likelihood of confusion nust be determ ned based
on an analysis of the mark as applied to the goods and/or
services recited in applicant’s application vis-a-vis the

goods and/or services recited in opposer’s registration,

14
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rat her than what the evidence shows the goods and/ or
services to be.” Canadian Inperial Bank v. Wl ls Fargo
Bank, 811 F.2d 490, 1 USPQ2d 1813, 1815 (Fed. Cr. 1987).
That is, the issue of |ikelihood of confusion nust be
determned in |light of the goods or services as identified
in the opposed application and the pleaded registration(s)
and, in the absence of any specific limtations therein, on
the basis of all normal and usual channels of trade and
met hods of distribution for such goods or services. See
Cctocom Systens Inc. v. Houston Conputers Services Inc., 918
F.2d 937, 16 USPQ2d 1783 (Fed. Cr. 1990); and CBS Inc. v.
Morrow, 708 F.2d 1579, 218 USPQ 198 (Fed. Cir. 1983).
Applicant identified its services as “music conposition
for others.” Cearly, this identification is not restricted
as to the nature of the nusic conposition, the purchasers,
the channels of trade, or in any other way. Opposer BMSG s
registration identifies the services as “providing nmusic for
use in production of television shows, television
advertisenents, notion pictures, video recordings, in-house
productions, and nulti nedia applications; nusic publishing
services; providing information about and performances of
musi cal artists by neans of a gl obal conputer information
network.” \While there is sone | anguage regardi ng the nature
of the services, this identification is not Iimted as to

purchasers, and/or channels of trade. 1In fact, it

15
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enconpasses consuners ranging fromlarge corporations to an
i ndi vi dual making a novi e who seeks production nusic
t heref or.

Applicant argues that its services of mnusica
conposition are web-based, sold royalty-free on a per-
project basis (w thout usage restrictions), and allow ng the
custoner to rearrange and rem x the nusical product; whereas
W th opposers’ services the nusic product purchased is
general |y packed and shipped in CD form priced according to
type of usage, and custoners are prevented from nodi fying
the nmusic. Applicant concludes “there are clear
distinctions in [the parties’] products and services,

i ncludi ng structure, conposition, and delivery.” (Brief, p.
12.)

However, in this Board proceedi ng involving only the
question of registrability, applicant has applied for “nusic
conposition for others.” Thus, applicant’s argunents
relating to these differences are not relevant. In any
event, we note that the argunent is unpersuasive because
opposers offer their various nusic services (production,
publishing, etc.) primarily via CD, but they also offer
their services on the Internet, and applicant offers its
musi ¢ conposition services primarily via the Internet, but

it also offers its services via CD -- even if only rarely.

16
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W find that the parties’ respective identified
services are simlar in nature. Further, we find that
applicant’s identified services are closely related to the
opposers’ identified goods in the registrations,
specifically, “prerecorded audio and video tapes” and
“musi cal sound recordings.”

| nasnuch as there are no limtations on trade channels
or purchasers in the identifications of services in
applicant’s application or the goods and services in opposer
BMG s registrations, the parties’ respective goods and
servi ces nmust be considered to nove in the sane channel s of
trade, and would be offered to simlar classes of
purchasers. See Octocom Systens v. Houston Conputer
Services, supra; and The Chicago Corp. v. North Anerican
Chi cago Corp., 20 USP2d 1715 (TTAB 1991). W find that the
parties’ goods and services nove in the sane or at | east
over | appi ng channels of trade to the sane or at | east
over | appi ng cl asses of custoners.

Appl i cant argues that applicant’s and opposers’

i nvol ved services are offered to sophisticated custoners who
purchase not on inpulse but with care and through an

ext ended sal es cycle, involving extensive interaction and

di scussions with the custoners, and primarily for conmerci al

use. (Applicant’s brief, pp. 14-15.)

17
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Purchasers, either corporate/comercial or individual
of applicant’s nusic conposition services and of opposers’
production nusic services may nmake such purchasi ng deci sions
wth at | east sonme degree of care. However, even if
purchased with care, and through in-person discussions by
sophi sti cated purchasers, these purchasers are not inmune
fromconfusion as to the source of services, particularly
when they are sold under simlar marks. See W ncharger
Corporation v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289 (CCPA
1962); and In re Deconbe, 9 USPQ2d 1812 (TTAB 1988).

Moreover, there is no limtation in either applicant’s
identification of services or in those of opposers’
registrations as to purchases being nmade by a particular
cl ass of purchasers and/or that the services are intended
primarily for comercial use. Thus, there could be a m x of
potential custoners for both applicant’s and opposers’
services, including sophisticated consuners in the
tel evision and novie industries and on the Internet and
i ndi vi dual s who choose to obtain nusic or sounds for their
personal use, such as honme novies or websites. That is, one
segnent of potential purchasers of these services is the
general public. Were both professionals and nenbers of the
general public are relevant consuners, the standard is equal

to that of the |east sophisticated consuner. See e.g., In

18
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re Linkvest S.A, 24 USPQ2d 1716 (TTAB 1992); and In re
Artic Electronics Co., Ltd., 220 USPQ 836 (TTAB 1983).

We turn next to consideration of the simlarities or
dissimlarities of the marks, and our initial determ nation
relates to opposers’ assertion of a “famly” of KILLER
marks. (See, e.g., opposers’ brief, p. 5).% The “fam|ly”
of marks doctrine has applicability in those situations
where, prior to a defendant’s first use of its chall enged
mark containing a particular feature, the plaintiff had
established a famly of marks characterized by that feature,
so that the defendant’s subsequent use of its mark
containing the feature for goods or services which are
simlar or related to plaintiff’s wll cause the rel evant
purchasi ng public to assune that defendant’s mark is yet
anot her nenber of plaintiff’s famly. See Bl ansett
Pharmacal Co. Inc. v. Carnrick Laboratories Inc., 25 USPQd
1473, 1477 (TTAB 1992); and Econo-Travel Modtor Hotel Corp.
v. Econ-O Tel of Anerica, Inc., 199 USPQ 307, 311-312 (TTAB

1978) .

8 (pposers did not plead a “family” of KILLER nmarks, nentioning
only the two individual KILLER MJUSIC and design and KILLER TRACKS
mar ks, and referring throughout the pleading only to those two
mar ks as opposers’ “KILLER Marks.” Applicant made no objection
on the basis that the issue was not pleaded. It is clear from
the record that opposers’ asserted “family” of KILLER nmarks was
tried by the parties. Accordingly, opposers’ notice of
opposition is hereby deened anended to conformto the evidence in
accordance with Fed. R Cv. P. 15(b) to include a claimof a
“fam |y’ of several KILLER marKks.

19
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It is well settled that nerely adopting, using and
registering a group of marks having a feature in common for
simlar or related goods or services is insufficient to
establish, as against a defendant, a claimof ownership of a
famly of marks characterized by the feature. Rather, it
must be denonstrated that prior to defendant’s first use of
its challenged mark, the various marks said to constitute
the plaintiff’s famly, or at |east a good nunber of them
were used and pronoted together in such a manner as to
create anong purchasers an associ ation of comon ownership
based upon the famly characteristic. See J & J Snack Foods
Corp. v. MDonald s Corp., 932 F.2d 1460, 18 USPQRd 1889
(Fed. Cr. 1991); Wtco Chemcal Co. v. Witfield Chem ca
Co., 418 F.2d 403, 164 USPQ 43 (CCPA 1969); Hester
I ndustries Inc. v. Tyson Foods Inc., 2 USPQ2d 1646 (TTAB
1987); and Dan River, Inc. v. Apparel Unlimted, Inc., 226
USPQ 186 (TTAB 1985).

The problem w th opposers’ claimof a “famly” of
KILLER marks is that there is insufficient evidence show ng
use of these marks together as a “famly” of marks prior to
applicant’s use of its KILLER SOUND and design mark in Apri
1999. The record shows that opposers have used the marks
KI LLER MUSI C since 1990, KILLER TRACKS since 1989, and
KI LLER LATI NO si nce 1997. However, the dates of first use

of several of opposers’ other asserted “KILLER marks are

20
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subsequent to applicant’s proven first use of its mark.

For exanple, KILLER EDGE was first used in 1999, KILLER
PROMOS in 2000, KILLER ANI MATION in 2000, KILLER SCORES
around 2001, KILLER FX in 2001 or early 2002 and KILLER
SONI FER in 2002. (Gross dep., pp. 25, and 67-69.) Wile
there i s sone evidence of opposers’ use of two or nore
“KILLER” marks together, it is insufficient to establish a
“fam |ly” of KILLER marks recogni zed by the purchasing public
as all indicating source in opposers. |In addition, as
expl ai ned above, nuch of opposers’ evidence of use of a
“famly” of KILLER marks involves use subsequent to
applicant’s first use of its mark. Thus, we find that
opposers have not established a “fam|y” of KILLER marks.

Al t hough opposers have otherwi se relied on two
regi stered marks, in considering the
simlarities/dissimlarities between applicant’s mark KILLER
SOUND and design and opposers’ KILLER MJSIC (and design) and
KI LLER TRACKS (in typed form) marks, we will focus on
opposers’ KILLER TRACKS nar k.

Qur primary reviewi ng Court has held that in
articulating reasons for reaching a conclusion on the
question of likelihood of confusion, there is nothing
i nproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature or portion of

a mark. That is, one feature of a mark nay have nore
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significance than another. See Cunni nghamv. Laser Colf
Corp., 222 F.3d 943, 55 USPQ2d 1842 (Fed. Cr. 2000); Sweats
Fashions Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4
USPQ2d 1793, 1798 (Fed. Cir. 1987); and In re National Data
Cor poration, 753 F.2d 1056, 224 USPQ 749, 752 (Fed. G
1985) .

In this case, the word portion of applicant’s mark is
KI LLER SOUND, and opposers’ mark is KILLER TRACKS. Thus,
these marks share the domnant term KILLER Inportantly,
both applicant’s mark and opposers’ mark begin with the sane
first word, and it is often the first word that is nost
menorable to consuners. See Presto Products, Inc. v. N ce-
Pak Products, Inc., 9 USPQ2d 1895 (TTAB 1981).

We acknow edge that the term*“killer” may have a very
broad, general suggestive connotation in that it has a
dictionary neaning. Specifically, we take judicial notice
of the follow ng dictionary definitions of “killer”:?®

(i) “adjective: ...2. Slang Having
i npressive or effective power or
i npact; form dable: had a killer
smle; made killer profits” The

Anerican Heritage Dictionary
(Fourth Edition 2000); and

(i) “adjective. 1. strikingly
i npressive or effective <a
kKiller smle> <a killer resung>”

° See The University of Notre Dame du Lac v. J.C. Gournet Food
Imports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983). See also, TBMP 8704.12 (2d
ed. rev. 2004).
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Merri am Webster’s Onli ne
Dictionary.

Thi s general connotation would be applicable to both
applicant’s and opposer BM5 s marks. Thus, applicant’s mark
connotes that its services (music conposition) will result
in the custoner obtaining very inpressive or “killer” sound.

Li kew se, with regard to opposers’ mark, it connotes very
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i npressive or “killer” soundtracks. The second word in the
respective marks, “sound” and “tracks” have a simlar
meani ng in the context of the involved goods and services.
That is, the underscore of sound or nmusic for a film a

tel evision show or a website, is generally known as a
“soundtrack.” W take judicial notice of the follow ng

definition of the term“track” from The Random House

Dictionary (1987): “.14. Recording. a. a band of recorded

sound laid along the length of a magnetic tape. ...d. a

di screte, separate recording that is conbined with other
parts of a nusical recording to produce the final aural
version: a special rhythmtrack added to the basic track

18. soundtrack.” Applicant’s argunent regardi ng the many
meani ngs of the terns “sound” and “track” are not persuasive
because we nust consider the connotations of words and
perceptions thereof by purchasers in the context of the

i nvol ved goods and services. These marks, KILLER SOUND and
KI LLER TRACKS, connote very simlar neanings.

Clearly, we recognize that applicant’s mark includes a
bl ack and white circular or spiral design around the words
“killer-sound,” while opposers’ KILLER TRACKS mark is in
typed formonly. The design feature of applicant’s mark is
not sufficient to obviate a finding of Iikelihood of
confusion. The proper test in determning |ikelihood of

confusion is not on a side-by-side conparison of the marks,
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but rather nust be on the recollection of the average
purchaser, who normally retains a general rather than
specific inpression of the many trademarks encountered; that
is, a purchaser’s fallibility of nmenory over a period of
time nust also be kept in mnd. See Gandpa Pidgeon’s of

M ssouri, Inc. v. Borgsmller, 477 F.2d 586, 177 USPQ 573
(CCPA 1973); and Spoons Restaurants Inc. v. Mirrrision, Inc.,
23 USP@@d 1735 (TTAB 1991), aff’d unpub’'d (Fed. G r., June
5, 1992). Inportantly, when spoken, the design feature of
applicant’s mark is not necessarily seen by the purchasers.
Even when seen by purchasers and potential purchasers, they
may m stakenly believe that applicant’s mark i s anot her

revi sed version of opposers’ KILLER MJSIC and desi gn and

KI LLER TRACKS marks, with both parties’ marks serving to
indicate origin in the sane source.

Al t hough the parties’ marks are certainly not
identical, when considered in their entireties, we find that
applicant’s mark and opposers’ registered KILLER TRACKS mark
are sonewhat simlar in appearance, and that they are
particularly simlar in sound, connotation and conmerci al
inpression. See In re Azteca Restaurant Enterprises Inc.,
50 USP@@d 1209 (TTAB 1999). Their contenporaneous use, on
and in connection with the related goods and sim |l ar

services, would be likely to cause confusion as to the
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source or sponsorship of such goods and services. See
Cunni ngham v. Laser Golf Corp., supra.

Anot her du Pont factor we consider in this case is the
fame of opposers’ mark KILLER TRACKS. “Fanme of an opposer’s
mark or marks, if it exists, plays a ‘domnant role in the
process of bal ancing the DuPont factors.”” Bose Corp. V.
QSC Audi o Products, Inc., 293 F.3d 1367, 63 USPQ2d 1303
(Fed. G r. 2002), quoting Recot Inc. v. MC Becton, 214
F.3d 1322, 54 USPQ2d 1894 (Fed. Cr. 2000). See al so,

Kenner Parker Toys Inc. v. Rose Art Industries Inc., 963
F.2d 350, 22 USPQ2d 1453 (Fed. Cir. 1992).

Opposers have used this mark for over ten years. They
have experienced “steady growh” (Gross dep., p 34),
generating over $52.5 mllion in sales for the goods and
services sold under the KILLER TRACKS mark in the |last ten
years. Advertising for these goods and services under the
KI LLER TRACKS mark amounted to over $300, 000 - $350, 000 per
year during that tinme frame. The record shows that opposers
have received extensive nedia coverage, including stories
about opposers and their mark KILLER TRACKS, revi ews which
include the nmusic credit to KILLER TRACKS, etc. This
coverage includes extensive coverage in the nedia production
trade and industries, which are one type of rel evant

consuners of the goods and services involved herein, as well
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as in general consuner nedia. (Opposers’ Notice of Reliance
under Trademark Rule 2.122(e), exhibit A)

Based on this record, we conclude that opposers have
denonstrated the mark KILLER TRACKS is fanous, and is thus
entitled to a broad scope of protection. See Bose
Corporation v. @QSC Audi o Products, Inc., 293, F.3d 1367, 63
USPQ2d 1303 (Fed. Cir. 2002).1°

The fame of opposer BMG s KILLER TRACKS mark plays a
domnant role in the du Pont factor analysis. |Indeed, the
fame of this mark increases the |ikelihood that consuners
w Il believe that applicant’s services emanate fromor are
sponsored by or are associated with opposers.

Appl i cant argues, under its heading “The Nunmber O
Simlar Marks In Use Wth Simlar Goods,” that the existence
of third-party registrations which include the word “KILLER’
in the mark and which are for simlar or rel ated goods and
services supports a finding of |ack of confusion. (Brief,
pp. 15-16.) In support thereof, applicant submtted its
notice of reliance under Trademark Rule 2.122(e) on five

third-party registrations and one third-party application.

10 Applicant argued that there is no direct evidence of consuner
recognition and commented that opposer “failed to subnit custoner
testinony or a single consunmer survey to denonstrate the
purported strength of their marks.” (Brief, p. 9.) This
argument is unpersuasive as neither custoner testinony nor
consuner surveys are necessary to establish fane or the strength
of the mark. See Bose v. QSC, supra; and Hilson Research v.

Soci ety for Hunman Resource Managenent, 27 USPQ2d 1423, 1435-1436
(TTAB 1993).
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The third-party application carries no weight as it is
evidence only that the application was filed on a particular
date. The five third-party registrations submtted by
applicant are |likew se totally devoid of evidentiary val ue
wth regard to this du Pont factor because third-party
regi strations do not establish that the marks shown therein
are in use, or that the public is famliar with them See
d de Tynme Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22
USPQ2d 1542, 1545 (Fed. Cir. 1992); and Hel ene Curtis
I ndustries Inc. v. Suave Shoe Corp., 13 USPQR2d 1618 (TTAB
1989). There is no evidence before us of any use by any
third-party of any mark including the word “KILLER’ for the
sane or related goods or services.

Regardi ng the du Pont factor of “the nature and extent

of any actual confusion,” the only evidence thereon is from
appl i cant, whose witness testified about one instance of
actual confusion and three inquiries regardi ng whether there
was an affiliation between applicant and opposers. (Celat
dep., pp. 101-106.) Opposers’ witness testified that he was
not directly aware of any instance of actual confusion.
(Gross dep., pp. 93-94.)

Applicant argues in its brief that there is an absence
of any “credi ble instance of actual confusion”; and that the

few i nstances about which applicant’s witness testified are

de mnims, particularly in light of applicant’s 20,000 hits
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per nonth on its website and its 75-100 tel ephone and e- mai
i nqui ri es each nont h.

We agree with applicant that there is not evidence of
significant nunbers of custoners or potential custoners
actual ly confused regarding the involved marks for the
i nvol ved goods and services. However, in light of the co-
exi stence of the parties’ respective marks for only about
five years, we find that this factor is neutral. Moreover,
the test is not actual confusion, but |ikelihood of
confusion. See Gllette Canada Inc. v. Ranir Corp., 23
USPQ2d 1768, 1774 (TTAB 1992). Even if this factor were
found to favor applicant, it is outweighed by the other du

Pont factors in this case which favor opposers.!!

On bal ance, and considering all of the evidence on the
rel evant du Pont factors, and giving each such factor its
appropriate weight in the circunstances of this case, we
find that there is a likelihood that the purchasing public
woul d be confused when applicant uses KILLER SOUND and
design as a mark for its services.

Wil e we have no doubt in this case, if there were any
doubt on the question of |ikelihood of confusion, it nust be
resol ved agai nst applicant who is the newoner, as the
newconer has the opportunity of avoiding confusion, and is

obligated to do so. See TBC Corp. v. Holsa Inc., 126 F. 3d
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1470, 44 USPQ2d 1315 (Fed. Cir. 1997); and In re Hyper

Shoppes (Chio) Inc., 837 F.2d 840, 6 USPQRd 1025 (Fed. Cr.
1988) .

Deci sion: The opposition is sustained.

1 W specifically note that we do not find that the evidence
establ i shes that potential confusion would be de minims.
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