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By the Board:

On August 4, 1999, Frenonster Theatri cal
(“applicant”) filed an application (Serial No. 78088051)
to register the mark Cl RQUE DE FLAMBE for “entertai nnent
in the nature of circuses” in International C ass 41. The
application alleges a date of first use anywhere and in
commerce on March 9, 1999. The application also contains
a disclainmer of the term“CIRQUE’ and a statenent that the
English translation of the proposed mark is “ring of

fire.”

On August 6, 2002, the application was published for

opposition in the Oficial Gazette.
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On August 13, 2002, The Dream Merchant Conpany, Kft.
(“opposer”) filed its notice of opposition to registration
of applicant’s proposed mark on the grounds of |ikelihood
of confusion and dilution. Specifically, opposer all eges,
inter alia, that it and its predecessors in interest and
rel ated conpani es have marketed, and continue to market,
entertai nnent and theatrical services and a wide variety
of associ ated nerchandise in the United States, commrencing
at least as early as 1987; that it is the owner of the
follow ng registrations for the nmark Cl RQUE DU SOLEI L:

Regi stration Nos. 1883432, 1888436, 1888385, 1884981,
1887187, 1883632, 1888561, 1885382, 1947480, 1947481,
1959271, 1959272, 1964559, 2006591, 1947479, and 1885095;
that it is the ower of the following registrations for
the mark CIRQUE DU SOLEIL and Design: Registration Nos.
1887079, 1925400, 2027426, 1947478, 1895119, 1885062,
1947477, 1959269, 1959270, and 2072102; that it is the
owner of Registration No. 2442014 for the mark Cl RQUE DU
MONDE; that the aforenentioned registrations owned by
opposer “cover entertainnment and theatrical services and a
w de variety of associated nerchandise”; that it has
“actively and extensively used and pronoted [the

af orenenti oned marks] in the United States for many years
prior to the filing date of Applicant's application

(Cctober 12, 2001) and Applicant's clainmed first use of
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the mark in commerce in the United States (March 9,

1999)"; that the aforenentioned marks were “fanous prior
to the filing of applicant's application on Cctober 12,
2001, and prior to applicant's clainmed first use of the
mar k Cl RQUE DE FLAMBE in conmerce in the United States on
March 9, 1999”; that applicant’s proposed nark “so
resenbl es opposer’s [aforenentioned marks as] to be l|ikely
to cause confusion, or to cause m stake, or to deceive’,;
and that applicant's proposed mark “dilutes the

distinctive quality of opposer's fanous narks.”

Status and title copies of opposer’s pl eaded
registrations were not filed with the notice of

opposi tion.

On Cctober 7, 2002, applicant filed a paper captioned
“answer” w thout any proof of service of a copy thereof on
opposer. Essentially, the paper contai ned argunents on
the nerits of this case and did not specifically admt or
deny the allegations in the notice of opposition. Wile
applicant’s conmuni cati on cont ai ned nunbered paragraphs,
they did not correspond in substance to the nunbered

paragraphs in the notice of opposition.

On Novenber 21, 2002, the Board issued an order
finding that applicant’s October 7, 2002 “answer” did not

conply wwith Fed. R Civ. P. 8(b) and all owed applicant
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time to file an answer that conplies with the rule. In
the order, we inforned applicant that the notice of
opposition “consists of eight (8) paragraphs setting forth
the basis of opposer’s claimof damage” and that “it is

i ncunbent on applicant to answer the notice of opposition
by admtting or denying the allegations contained in each

par agr aph.”

On Decenber 10, 2002, applicant filed an answer
wherein it admtted or denied the allegations in the
notice of opposition. Specifically, applicant’s answer
cont ai ns adm ssions as to paragraph nos. 1-3 and 5, and
denials as to paragraph nos. 4 and 6-8 of the notice of
opposition. The answer contai ned proof of service on
opposer. Also, in a cover letter attached to this answer,

applicant states, in part:

“Thank you for the opportunity to represent our answer
to the clainms made by the opposer. W have attenpted to
reply in the manner prescribed, but as of yet, we have not
found a copy of Title 37 of the Code of Federal Regul ations
to guide us. W are ordering one by email now.

We are seeking legal counsel to continue this

application and we will hopefully, be presenting an
attorney soon, to take over our application process. If we
can request a 30-day extension to this filling or the next
filling [sic], we wsh to do so now, to allow any new

attorney to catch up on the issues involved.”
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At trial, neither opposer nor applicant introduced
evidence.' Also, neither opposer nor applicant filed a

trial brief.?

On February 10, 2004, the Board issued an order
al | owi ng opposer tine to show cause why the Board shoul d

not treat its failure to file a brief as a concessi on of

the case under Trademark Rule 2.128(a)(3).

On March 11, 2004, opposer filed a response to the
Board’ s show cause order and a notion to reopen discovery
and the testinony periods. In its response and in support
of its notion, opposer states that its “failure to submt
testinony and a brief in this case did not result from
w || ful conduct or gross neglect, but was instead the
result of [opposer’s] reliance on applicant's explicit
request for an extension of tinme to file an answer and
obtai n counsel, and [opposer’s] good faith belief that
applicant had not submtted a proper answer to the notice
of opposition, and was pl anning on abandoning its mark.”
In support of its notion, opposer filed the declaration of

its counsel, Mnica R Talley, Esq.

! Qpposer’ s testinony period closed on June 16, 2003 and

applicant's testinony period closed on August 15, 2003.

2 On January 26, 2004, applicant filed a status request letter
with the Board. The letter does not contain proper proof of
service, as required under Trademark Rule 2.119, but contains a
“carbon copy” line that indicates a copy was sent to counsel for
opposer.
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Turning to the Board s show cause order, we accept
opposer’s response as establishing that it has not | ost
interest inthis matter. Accordingly, the show cause

order is hereby discharged.

W now turn to opposer’s notion to reopen discovery
and reset testinony periods. Under Fed. R Cv. P.
6(b)(2), the noving party on a notion to reopen nust show
that its failure to act during the tinme previously
allotted therefor was the result of excusabl e negl ect.
See TBMP § 509.01(b) (2d ed. June 2003), including cases
and authorities cited therein. Although we found that
opposer has not lost interest in this case, we do not find
t hat opposer has nade the necessary showing that its
failure to take discovery, testinony or otherwise file a
trial brief in this case was the result of excusable
neglect. See Gaylord Entertainnent Co. v. Calvin Gl nore

Productions Inc., 59 USPQd 1369, 1372 (TTAB 2000).

The anal ysis to be used in determ ning whether a party
has shown excusabl e negl ect was set forth by the Suprene Court
in Pioneer Investnent Services Conpany v. Brunsw ck Associ ates
Ltd. Partnership, 507 U S. 380 (1993), discussed by the Board
in Punpkin Ltd. v. The Seed Corps, 43 USPQR2d 1582 (TTAB 1997).
These cases hold that the excusabl e negl ect determ nation nust
take into account all relevant circunstances surrounding the

party’s om ssion or delay, including (1) the danger of
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prejudi ce to the nonnmovant, (2) the length of the delay and
its potential inpact on judicial proceedings, (3) the reason
for the delay, including whether it was wthin the reasonabl e
control of the novant, and (4) whether the novant acted in
good faith.

It has been held that the third Pioneer factor, i.e.,
“the reason for the delay, including whether it was within the
reasonabl e control of the novant,” nmay be deened to be the
nost inportant of the Pioneer factors in a particular case.
See Punpkin Ltd. v. The Seed Corps, supra at n.7 and cases
cited therein. See also Baron Philippe de Rothschild S. A v.
Styl-Rite Optical Mg. Co., 55 USPQ2d 1848, 1851 (TTAB 2000).
In this case, opposer’s stated reasons for failing to take any
di scovery or testinony are not well taken and do not rise to
t he excusabl e negl ect standard.

In her declaration, Ms. Talley avers that opposer
“reasonably believed that Applicant did not consider the
submi ssion to be an answer, but nerely a request for an
extension of 30 days in which to obtain counsel who would file
a proper answer.” Qpposer also argues that the answer filed
on Decenber 10, 2002, was like applicant’s previous attenpt to
file an answer and “once agai n contained additional discussion
and argunentative | anguage.” M. Talley states that, as
counsel for opposer, she therefore docketed the case “to

nmonitor for the filing of a proper answer by counsel, or



Qpposition No. 91152686

i ssuance of a Notice of Default.” As to the length of tinme
that passed, Ms. Talley further states that it took the Board
si xteen nonths to enter a default judgnment in a different
proceedi ng i nvol ving opposer and “it therefore did not strike
me as unusual for the Board to take a nunber of nonths to
issue a notice of default in a case such as this, in which the
appl i cant has sought an extension of tinme to file an answer,
but then failed to do so.”3

As noted previously, a review of applicant’s answer
(filed Decenber 10, 2002) reveals that, unlike its first
attenpt to answer the notice of opposition, it contains
adm ssions and denials of the allegations contained in the
notice of opposition. Thus, it conplies wwth Rule 8(b), and
we do not see how opposer could conclude it was not, at |east,
a nmuch better attenpt at nmaking an answer. The Board in fact
concluded it was an acceptable answer. Furthernore, a review
of applicant’s attached cover letter (pertinent |anguage
recited above) reveals that it is not an “explicit” extension
request for additional tine to file its answer, as

characterized by opposer. Instead, a nore |ogical reading of

3 Al'though not relevant to this proceeding, the Board notes that
opposer refers to opposition proceeding no. 91124365 and has

m srepresented the occurrence of events. Specifically, in that
proceedi ng, on August 6, 2003, a withdrawal of application, dated
Sept enber 5, 2002, was filed by applicant wth the Board for the
first time. On January 28, 2004, the Board noted the withdrawal,
noted the absence of opposer’s witten consent, and entered

j udgnent agai nst applicant pursuant to Tradenmark Rule 2.135.

Thus it was not a default judgnent situation and did not take the
Board sixteen nonths to take action.
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this cover letter is that applicant is requesting additional
tinme to find | egal counsel, and naking a contingent request
that, if any other filing deadline should be immnent that it
be extended. In any case, it is certainly not responsible for
opposer to receive a paper captioned as “ANSWER’ [all| capital
lettering in original], filed by applicant within the tinme (as
reset by the Board) for filing an answer, that contains

adm ssions/denials of the allegations in the notice of
opposition, and, in view of these circunstances, to construe
this paper as not being an answer but “nerely a request for an
extension of time..”*

As to the length of delay, opposer’s notion to reopen was
filed nearly one year after discovery closed and was in
response to the Board s show cause order. Certainly, during
this time, opposer could have inquired as to the status of
this case and/or viewed the Board s online proceedi ng status
website. Had it done the latter, it would have noticed that
applicant’s pleading was entered in the proceedi ng docket by
the Board as an “answer”, unlike applicant’s previous attenpt

whi ch was entered as an “informal answer.”

“Inits notion to reopen, opposer states that it had concl uded
appl i cant was planning to abandon its mark. There is utterly no
indication of this in applicant's answer or cover letter

therefor. Mreover, we do not see how opposer coul d have

concl uded both that applicant was seeking an extension of tine to
obtai n counsel who would file a better answer and that applicant
was pl anni ng on abandoning its mark.
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Turning to the other two factors for determ ning whet her
opposer has made the necessary show ng of excusable neglect to
reopen discovery and testinony periods, even if we concl ude
that applicant will not be substantially prejudiced by the
del ay and that opposer acted in good faith, these factors do
not overcone the aforenentioned factors which are not in
opposer’s favor; nor do they otherw se denonstrate excusabl e
negl ect .

Accordi ngly, opposer’s notion to reopen discovery and
its testinony period is hereby denied. Also, allow ng the
parties to file briefs at this point would be of little

value in view of the scant record before us.

We therefore decide this case on the nerits as

foll ows.

W first address the record of evidence before us in
this case. As noted previously, opposer did not submt
current status and title copies of its pleaded
registrations with its notice of opposition, and thus did
not make them of record under Trademark Rule 2.122(d)(1).
Nor did it make them of record during its testinony period
by notice of reliance, under Trademark Rule 2.122(d)(2).
See 37 CFR 8§ 2.122(d); see also Hew ett-Packard Co. v.

O ynpus Corp., 931 F.2d 1551, 18 USPQRd 1710 (Fed. Cir.

1991); Philip Mirris Inc. v. Reentsna Ci garettenfabriken

10
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GrbH, 14 USPQ2d 1487 (TTAB 1990); and Floralife, Inc. v.

Floraline International Inc., 225 USPQ 683 (TTAB 1984).

Not wi t hst andi ng opposer’s failure to submt status
and title copies of the pleaded registrations, we note
that applicant’s answer to the conplaint contains
adm ssions that obviate opposer's need to prove the
admtted matters. See TBMP § 704.03(b)(1)(A) (2d ed. June
2003) and cases cited therein. Specifically, applicant
has admtted the followi ng: that opposer and its
predecessors in interest and rel ated conpani es have
mar ket ed, and continue to market, entertai nment and
theatrical services and a wide variety of associated
merchandi se in the United States since at |east as early
as 1987 [Answer, | 1]; that opposer is the owner of the
pl eaded regi strations [Answer, § 2]° that opposer’s mark
CIRQUE DU SOLEIL is fanmous [Answer, | 2]; that opposer’s
mark ClRQUE DU SOLEIL was in use prior to applicant’s mark
and, consequently, opposer has priority [Answer, f 5]; and
t hat opposer's marks “were fanous prior to the filing of

applicant's application on October 12, 2001, and prior to

®>Inits answer and with reference to this adm ssion, applicant
states that it “reserves the right to challenge this in any |later
hearing.” Applicant has not filed a withdrawal of this adm ssion
and, consequently, the allegation stands admtted.

11
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applicant's clainmed first use of the mark Cl RQUE DE FLAMBE

in coomerce in the United States on March 9, 1999."°6

Al t hough applicant also admtted that opposer is the
owner of its pleaded registrations, the Board finds this
adm ssion alone to be insufficient for purposes of
considering these registrations to have been stipul ated
into the record. See TBMP § 704.03(b)(1)(A) (2d ed. June
2003) and cases cited therein. Specifically, the
adm ssion does not establish the pleaded registrations’
current status necessary to make them of record. That is,
applicant had not admtted that opposer's registrations

are still in existence.

Thus the record before us consists solely of the
pl eadi ngs, including the particular adm ssions we have
di scussed, and the file of the involved application which

is automatically of record under Trademark Rule 2.122(b).

In view of applicant’s aforenentioned adm ssions in
its answer, priority is not in issue and we can now turn
to the opposer’s |ikelihood of confusion claim In
determ ning the issue of |ikelihood of confusion, we mnust
anal yze all of the probative facts in evidence that are

relevant to the factors set forth inInre E. |I. du Pont

® Applicant did not deny these allegations which were contai ned
in opposer’s notice of opposition. Accordingly, the avernents
are deened admitted under Fed. R Civ. P. 8(d).

12
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de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
Because the evidence of record before us is limted to the
application file and applicant’s adm ssions in its answer,
we have no evidence which bears on certain of the factors.
Nonet hel ess, the two key considerations in any |ikelihood
of confusion analysis are the simlarities between the
marks and the simlarities between the goods. Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24 (CCPA 1976).

Wth respect to the parties’ services, they are, in
part, identical. Applicant has admtted that opposer’s
services include “entertainnent and theatrical services”
and the application covers “entertainnment in the nature of
circuses.” Because of the identical nature of the
services, and the absence of any restrictions in the
recitation of the involved application, they nust al so be
deened to be offered in the same channels of trade to the
sane groups of consuners. COctocom Systens, Inc. v.
Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQRd
1783, 1787 (Fed. Cir. 1990) (“The authority is legion that
the question of registrability of an applicant’s mark nust
be decided on the basis of the identification of goods set
forth in the application regardless of what the record may

reveal as to the particular nature of an applicant’s

13
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goods, the particular channels of trade or the class of

purchasers to which the sales of goods are directed”).

In conparing the parties’ nmarks, we note the fact
t hat opposer’s mark CIRQUE DU SOLEIL is translated from
French into English as “circus of the sun”, and
applicant’s mark ClRQUE DE FLAMBE is transl ated from
French into English as “circus of fire” or “circus of
bl aze.” CASSELL’S FRENCH ENGLI SH ENGLI SH FRENCH
DI CTIONARY (fifth edition, 1959).7 As to the identical
termthat the parties’ nmarks have in common, “cirque,” we
note that this word is synonynous in English with the
word “circus.” WEBSTER S THI RD NEW | NTERNATI ONAL
DI CTI ONARY (unabridged) 410 (1993).% G ven the parties
sel f-described nature of the services rendered in
connection with their marks, the term*“cirque” is
descriptive, if not generic. |Indeed, as noted previously,
applicant disclainmed in its application any excl usive
right to use the term*“cirque,” apart fromits mark
Applicant’s disclainer was in response to a Trademark

Ofice Action (dated February 14, 2002) wherein the

" The Board may take judicial notice of the dictionary definition
of a word. University of Notre Danme du Lac v. J.C. Gournet Food
I nports Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372,
217 USPQ 505 (Fed. Cir. 1983). As noted previously, applicant
provided a translation of its mark in the prosecution of the
application as “ring of fire.” Gven applicant’s identified
services, we find the nore appropriate definition to be “circus
gf fire (or blaze).”

I d.

14
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exam ning attorney stated the word “cirque” is descriptive
because “it is the termfor ‘circus’, which is the generic
name for the services rendered [by applicant].” Although
a descriptive portion of a mark certainly cannot be

i gnored, and the marks nust be conpared in their
entireties, one feature of a mark nay be nore significant
in creating a conmercial inpression. In re Dixie
Restaurants Inc., 105 F. 3d 1405, 41 USP@d 1531 (Fed. GCir
1997) (holding that DELTA is the dom nant portion of the
mar k THE DELTA CAFE where the disclainmed word “café” is
descriptive of applicant’s services); In re National Data
Cor poration, 753 F.2d 1056, 224 USPQ 749 (Fed. G r. 1985);
and In re Appetito Provisions Co. Inc., 3 USPQ@2d 1553
(TTAB 1987). See also Hewl ett-Packard Co. v. Packard
Press Inc., 281 F.3d 1261, 62 USPQ 2d 1001 (Fed. G r
2002); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915,
189 USPQ 693 (C.C.P. A 1976); In re El Torito Rests. Inc.,
9 USPQ2d 2002 (TTAB 1988); In re Equitabl e Bancorporation,
229 USPQ 709 (TTAB 1986). W find that the dom nant
portions of the parties’ respective marks are the terns
“DU SOLEIL” and “DE FLAMBE,” which again are translated as
meani ng “of the sun” and “of fire” or “of blaze,”
respectively. The dom nant portions of the marks clearly
provide a different sound, appearance and neani ng which

hel p di stinguish the narks as a whole. Wile a

15
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substantial nunber of Anericans are famliar with the
French | anguage, we recogni ze that nost are not and may
not imedi ately make the proper translation of the

dom nant portions of the marks. However, whether
consuners are able to translate the marks or not, they
wll certainly be able to discern between the two
significantly different dom nant portions of the marks.
In other words, w thout the benefit of a translation, the
dom nant portions are easily distinguishable in sound and
appearance. Furthernore, if consuners are able to

transl ate the dom nant portions of the marks, the
differences are even greater because consuners wll
percei ve opposer’s mark as having a solar or celestial
connotation while applicant’s mark connotes a connecti on

with fire, flames or torches.

When vi ewed as a whol e, opposer’s nmark Cl RQUE DU
SOLEIL and applicant’s mark Cl RQUE DE FLAMBE may be
per cei ved by consuners as consisting of the sane
descriptive or generic term ClRQUE, but also consisting
of the two very different terns, DU SCLEIL and DE FLAMBE,
and referring to two different sources of entertainnent

servi ces.

The fact that opposer’s mark is fanmous, as admtted
by applicant, is certainly a probative factor in our

| i kel i hood of confusion analysis. Inre E. |I. du Pont de

16
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Nenours & Co., supra. However, while opposer’s nmark is
entitled to a broad scope of protection in viewof this
adm ssion, we nust also realize that the only identi cal

el ement of the marks is the descriptive, if not generic
term "cirque." Thus, notw thstanding this factor, or
that the parties’ services are identical, or that the
parties presunptively use the sanme channels of trade and
market to the sane classes of consuners, we do not find a
| i keli hood of m stake, confusion or deception of
consuners. See, e.g., Chanpagne Louis Roederer S. A V.
Delicato Vineyards, 148 F.3d 1373, 47 USPQ2d 1459, 1460-61
(Fed. Cir. 1998) (The Board, in finding no |ikelihood of
confusion between mark "CRYSTAL CREEK"' for w ne and marKks
"CRI STAL" for wine and "CRI STAL CHAMPAGNE" for chanpagne,
did not err in relying solely on dissimlarity of marks in
eval uating |ikelihood of confusion and failing to give
surpassing weight to other du Pont factors, all of which
favored a |ikelihood of confusion; court noted that "we
have previously upheld Board determ nations that one
DuPont factor may be dispositive in a likelihood of
confusion analysis, especially when that single factor is
the dissimlarity of the marks"); and Kell ogg Co. v.

Pack' em Enterprises Inc., 951 F.2d 330, 21 USPQd 1142
(Fed. Cir. 1991) (differences in marks dispositive of

guestion of |ikelihood of confusion).

17
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Finally, we turn to opposer’s second ground for
opposition, i.e., that under Section 43(c) of the Lanham
Act, the use of opposer’'s mark Cl RQUE DE FLAMBE woul d
cause dilution of the opposer's fanous mark, Cl RQUE DU

SCLEI L.

The Board has previously allowed plaintiffs alleging
dilution to proceed on a theory of likelihood of dilution,
when the subject application was not based on use in
conmerce, i.e., was based on intent-to-use in conmrerce or
Section 44 of the Lanham Act. The Nasdaq Stock Market,
Inc. v. Antartica, S.R L., 69 USPQ2d 1718 (TTAB 2003).
However, we have not had occasion in a case involving a
use- based application to rule whether the plaintiff my
make the |ikelihood of dilution show ng or nust meke the
arguably nore difficult showing of actual dilution.® W
need not, however, nake such a determnation in this case,
not wi t hstandi ng that the invol ved application is based on
use in conmerce, because plaintiff's claimwould fai

regardl ess of the showi ng required. Specifically,

°® W are nmindful of the Supreme Court’s decision that the Federa
Trademark Dilution Act, 15 U.S.C. § 1127, “unanbi guously requires
a showi ng of actual dilution, rather than a |ikelihood of
dilution.” Mdseley v. V Secret Catal ogue, Inc., 537 U S. 418,
123 S. C&. 1115, at 1124; and the Federal Circuit’s decision,
Nitro Leisure Products, L.L.C v. Acushnet Co., 341 F.3d 1356
(Fed. Cir. 2003) [affirming district court’s denial of
prelimnary injunction based on trademark dilution because there
was no basis to conclude that noving party nmet the requirenent of
“a showi ng of actual dilution,” citing Mseley].

18
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plaintiff has not proven other elenents necessary for it

to prevail on the ground of dilution.

Al t hough applicant has conceded the fanme of
plaintiff's mark prior to applicant's filing date, there
is no concession regarding any blurring or tarni shment or
any sort of |essening of the distinctiveness of
plaintiff's fanous mark, and nor is there proof of this.
See Nasdag, supra; and Toro Co. v. ToroHead, Inc., 61
USPQ2d 1164 (TTAB 2001), regarding elenments required to
establish a dilution ground. Mbreover, the Board has
previously held that the parties’ marks nust be virtually
identical, which they are clearly not in this case, in
order for a plaintiff to prevail on the dilution ground.

| d.

In view of the above, the dilution claimnust fail.

Trademark Act Section 43(c)(1l); See also Toro Co., supra.

Because opposer is the plaintiff herein, it is the
party who bears the burden of proof in this proceeding.
In this respect, opposer has failed to prove its
all egations in the notice of opposition (which have been
deni ed by applicant) by a preponderance of the evidence.
Consequently, it is adjudged that the notice of opposition

fails on both clains.

Deci sion: The opposition is dism ssed.
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