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Li sa Peller London, Laurence R Hefter, Andrea Anderson and
Margaret A. Esquenet of Finnegan Henderson Farabow
Garrett & Dunner, L.L.P. for Inmunex Corporation.

Edward J. Petrus, MD., Mdical D rector of Applied Medica
Research, Inc., pro se.

Bef or e Seeher man, Bucher and Wal sh, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Appl i ed Medi cal Research seeks registration on the
Princi pal Register of the mark IMMUNO-RX (standard character
drawi ng) for goods identified in the application as foll ows:

“Vacci nes conposed of killed bacterial bodies
and their |ysates and probiotic bacteria for

use in stimulating the i mune systent in
I nternational Cass 5.1

! Application Serial No. 75704454 was filed on May 13, 1999
based upon applicant’s allegation of a bona fide intention to use
the mark in commerce.
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| mmunex Cor poration has opposed the application on the
foll owi ng grounds: alleging that applicant’s mark, when
used on the identified goods, so resenbl es opposer’s
previously used and regi stered mark IMMUNEX (standard
character drawing) for “pharmaceuticals for the treatnent of
aut oi nmune di seases, healing wounds, and cancer” also in
International Class 5,2 as to be likely to cause confusion,
to cause m stake or to deceive; and all eging that
applicant’s mark so resenbl es opposer’s mark as to cause
dilution of the distinctive quality of opposer’s mark, which
was distinctive and becane fanous before applicant filed the
i nstant application.?

In its answer, applicant has denied the salient
all egations of the notice of opposition. Only opposer
tinely filed a brief in this case.* Neither party requested

an oral hearing.

2 Regi stration No. 1689809, registered on June 2, 1992,
claimng first use anywhere since at |east as early as January 4,
1988 and clainming first use in comerce since at |east as early as
Septenber 9, 1991. Section 8 affidavit accepted and Section 15

af fidavit acknow edged; first renewal granted.

3 Inits brief, opposer also clainms that this application
shoul d be barred fromregistrati on because applicant |acks a bona
fide intention to use its nmark in comerce. However, this ground
was not included in the original notice of opposition, the

pl eadi ngs were never anended to include it as a pl eaded ground,
and there is nothing in the record to support a contention that
the parties have tried this issue.

4 Opposer’s notion to strike applicant’s brief as untinely was
granted on Septenber 28, 2005.
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The record includes the pleadings; the file of the
opposed application; and the testinony declaration, with
exhi bits, of opposer’s sales representative, Mrk Snyder,

t hat opposer filed on Decenber 15, 2004.° Additionally, on
Novenber 19, 2004, opposer submtted under its First Notice
of Reliance a status and title copy of its pleaded

Regi stration No. 1689809 for the mark IMMUNEX; on Novemnber
22, 2004, opposer submtted under its Second Notice of
Rel i ance a copy of applicant’s responses to opposer’s First
Set of Interrogatories and a copy of applicant’s

suppl enental responses to opposer’s first set of
interrogatories; and on Decenber 14, 2004, opposer submtted
under its Third Notice of Reliance articles fromthe
LEXI S/ NEXI S dat abase which qualify as printed publications
under Trademark Rule 2.122(e).*

Appl i cant has not submtted any evidence,’” nor has
applicant objected to any of the evidence opposer entered

into the record.

5 According to a submi ssion of Decenber 7, 2004, the parties
stipulated to taking testinony by declaration or affidavit.
6 To the extent that several of these excerpts were fromwre

service reports, and there is no evidence that these articles ever
circulated in the United States, we have not considered them

! Applicant subnitted no notice of reliance and no testinony or
exhibits during its testinony period, although the record reveal s
all egations nmade in its answer that were never proven, as well as

i nappropriate attachments of newspaper articles and ot her papers
to various notions and responses filed throughout the litigation
but that were never correctly submitted for the record.
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The record shows that opposer was a pioneer in the
field of biotechnology as early as 1981. | nmunex
Cor poration has had one mgj or, breakthrough drug, sold under
the mark ENBREL. This drug, whose generic nane is
etanercept, is an injectable rheumatoid arthritis treatnent,
initially targeted to adults. It is a type of protein that
bl ocks the action of tunor necrosis factor (TNF) - a
subst ance created naturally by the body’'s i nmune system
People with i nmune di seases, such as rheumatoid arthritis,
ankyl osi ng spondylitis, psoriatic arthritis, and psoriasis,
have too much TNF in their bodies. The ENBREL pharnaceuti cal
can reduce the amount of TNF in the body to normal |evels,
hel ping to treat such diseases.

The record shows that | nmunex Corporation faced sone
w del y- publicized chall enges and failures in 2001 to produce
enough ENBREL nedi cation to neet increasing demand. 1In July
2002 Angen bought | mmunex Corporation for ten billion
dollars, in what was at that tinme the | argest acquisition

ever of a biotech drug naker.?

8 Applicant attenpted to show exanpl es of where this deal was
much criticized in the financial press as a huge ganble, or even a
serious msstep, for Angen. None of this material was properly
made of record. Nonetheless, there are LEXIS/NEXI S articles

pl aced into the record by opposer fromthis period containing
references to many of these same chal |l enges.
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Since the sale of |Inmunex Corporation to Angen, the
ENBREL drug has been marketed in North Anerica jointly by
Amgen and Wet h Pharmaceuticals. At the tinme of the
purchase, the URL for | mrunex Corporation’ s website

(www. i munex. con) was changed to www. angen.com  However,

| mmunex Cor poration continues to be a wholly-owned
subsidiary of Angen; is responsible for manufacturing ENBREL
medi cation; and owns the trademark registration for, and
common | aw rights in, IMMUNEX.

Angen continues to use the trade nane | nmunex
Corporation on the ENBREL product — a nedication that has

been distributed to nore than 250,000 patients worl dw de.®

STANDING AND PRIORITY

Initially, we find that based upon the subm ssion into
the record of its federal trademark regi stration, opposer
has denonstrated standing in this case. Further, in view of

that registration, priority is not in issue. King Candy

Conpany v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182

USPQ 108 ( CCPA 1974).

® “Over 250,000 patients worl dwi de have used ENBREL, and the
| MVUNEX mark and nane has appeared on all packaging and literature
for that product.” 9§ 16, Testinony Declaration of Mark Snyder.
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LIKELIHOOD OF CONFUSION

We turn then to a consideration of whether opposer has
proven a likelihood of confusion. Qur determ nation under
Section 2(d) of the Trademark Act is based upon an anal ysis
of all of the probative facts in evidence that are rel evant
to the factors bearing on the issue of |ikelihood of

confusion. Inre E. |I. du Pont de Nemours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the rel ationship of the

goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

The Goods

We turn first to the du Pont factor focusing on the
simlarity and nature of the goods as described in
applicant’s application conpared with the goods listed in
opposer’s registration. The identifications of goods in
bot h opposer’s registration and the opposed application
refer to “immune” and “autoi nmune.” However, we nust | ook
beyond this nmere use of simlar |anguage and exam ne the
respective identifications carefully in their entireties to

determ ne whet her the goods of the parties are simlar.
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Applicant’s goods, as identified in its application,
are “vacci nes conposed of killed bacterial bodies and their
| ystates and probiotic bactieria for use in stinmulating the
i mune system” W view applicant’s identification of goods
as two distinctly different itens, nanely @ “vacci nes
conposed of killed bacterial bodies and their |ystates” and
® “probiotic bacteria for use in stimulating the i mune
system” This interpretation is supported by applicant’s
suppl emental responses to opposer’s interrogatories. In
responses prepared by applicant on October 29, 2003, to
guestions about applicant’s intended products, the timng of
af fected products, anticipated channels of trade, intended
cl asses and types of consuners, etc., applicant said that
“ ...the mark has not been used and is [sic] currently in
use, but anticipate its use in dietary supplenents and
i mmunostinulants in the future.” W view applicant’s
response as indicating that its probiotic bacteria product
is different fromits ethical pharnmaceutical in the nature
of a vaccine (i.e., the first phrase of its identification
of goods, supra).

As for opposer’s goods, nuch of the focus of opposer’s
evi dence has been on opposer’s “pharmaceuticals for the
treat ment of autoi mune di seases,” such as its ENBREL drug.
However, inasnmuch as any conparison of the goods nust be

-7 -



Qpposition No. 91153080

made on the basis of how the parties’ goods are identified
in their respective registration and application, we note

t hat opposer’s goods include a nmuch broader range of nedi cal
preparations than this narrow formul ation, including
“pharmaceuticals for the treatnent of ...healing wounds and

cancer.” See Octocom Systens Inc. v. Houston Conputer

Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cr

1990); and Canadi an | nperial Bank of Commerce v. Wlls Fargo

Bank, N. A, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. G r. 1987)
[the question of |ikelihood of confusion nust be determ ned
based on an analysis of the mark as applied to the goods
and/or services recited in applicant’s application vis-a-vis
t he goods and/or services recited in an opposer’s

regi stration, rather than what the evidence shows the goods
and/ or services to be].

As noted, applicant’s probiotic bacteria are intended
to be sold in the mediumof a dietary supplenment. Such
products may be sold over-the-counter to nenbers of the
general public. Further, whether the bacteria are sold as
ingredients of a dietary supplenent, or as the dietary

suppl ement itself, ultimte consuners woul d encounter the

10 We take judicial notice of the definition of the term
probiotic: “Probiotic noun Definition: a preparation (as a
di etary supplenent) containing |ive bacteria (as |lactobacilli)

that is taken orally to restore beneficial bacteria to the body.”
MERRI AM WEBSTER' S COLLEG ATE DI CTIONARY ( El eventh ed. 2003).
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trademark, either for the product or as an ingredient in the
product. The ultinmate users of “pharmaceuticals for the
treat ment of autoi mmune di seases, heal i ng wounds and cancer”
woul d al so include ordinary consuners. Even if the

phar maceuticals were sold by prescription, the trademark is
likely to be encountered by these sane ultimte users. In
this connection, we note that:

...the parties’ drugs, as identified, also
coul d be di spensed outside of the hospital
setting, such that the ultimate users wll
have direct contact with them As stated in
KOS Pharnmaceuticals Inc., [369 F.3d 700, 70
USPQ2d 1874 (3" Cir. 2004)], citing
Checkpoi nt Sys., Inc. v. Check Point Software
Techs., Inc., 269 F.3d 270, 285 [60 USPQd
1609] (3" Cir. 2001), “[w here both

prof essionals and the general public are

rel evant consuners, ‘the standard of care to
be exercised ...will be equal to that of the

| east sophisticated consuner in the class.’”
Thus, we nust be sensitive to the fact that
patients fromthe general public wll not
exerci se the degree of care exhibited by

medi cal professionals. As also stated by the
Third Crcuit in KOS Pharnmaceuticals Inc.,
id.: “Wile doctors and pharnacists play a
gat e- keepi ng rol e between patients and
prescription drugs, they are not the ultimte
consunmers. Patients are. Courts have noted
that drugs are increasingly marketed directly
to potential patients through, for exanple,
‘ask-your-doctor-about-Brand-X style
advertising.”

Al facell Corp. v. Anticancer Inc., 71 USPQd 1301, 1306

(TTAB 2004) [respondent’s ONCASE mark for “therapeutic

conpositions containing reagents for in vivo anticancer use”
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is likely to cause confusion with petitioner’s ONCONASE mark
for “pharmaceuticals, nanely, anticancer drugs”].

Accordingly, the goods of the opposer and applicant, as
identified in their respective registration and application,
coul d include goods directed to nenbers of the general
public, as well as to professionals, such as physicians and
phar maci sts. Because the goods are broadly identified, the
identifications could include goods that address conditions
that may affect the sane individuals.

It is well settled, in this regard, that goods need not
be identical or even conpetitive in nature in order to
support a finding of |ikelihood of confusion. Instead, it is
sufficient that the goods are related in sone manner and/ or
that the circunstances surrounding their marketing are such
that they would be likely to be encountered by the sane
persons in situations that would give rise, because of the
mar ks enpl oyed in connection therewith, to the m staken
belief that they originate fromor are in sone way associ ated
with the sane producer or provider. See Mounsanto Co. V.

Envi ro- Chem Corp., 199 USPQ 590, 595-96 (TTAB 1978); and In

re International Tel ephone & Tel egraph Corp., 197 USPQ 910,

911 (TTAB 1978).
As not ed above, because the respective identifications
of goods coul d include products that address conditions that

may affect the sane individuals, and hence m ght well be
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purchased and used by the sane individuals, we concl ude that

the goods of the parties, as identified, are rel ated.

Trade channels

In determining the simlarity or dissimlarity of
established, |ikely-to-continue trade channels, we nust
consi der how the parties’ goods are identified in their
respective registration and application. Neither has any
restrictions as to the channels of trade. |In the absence of
any specification that opposer’s listed goods are sold by
prescription, we nust assume, at the very least, that the
pharmaceuticals for the treatnment of healing wounds woul d be
sol d over-the-counter. W nust presune that such products
could be found in the sanme channels of trade as would
applicant’s over-the-counter, nutraceutical/dietary
suppl ement products, especially in drug stores. Hence, we

find that the channels of trade are the sane or overl appi ng.

Conditions of sale

As to the conditions under which and buyers to whom
sales are made, in the event both parties would be marketing
over -t he-counter goods through the sane channels of trade,
there would be an overlap in consuners. Although the
parties’ products are for general health purposes, itens

such as wound care products and dietary supplenents are
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rat her inexpensive itens, and due to their nature, they are
not necessarily going to be purchased using a great degree

of deliberation or care.

The Marks

We turn next to the du Pont factor focusing on the
simlarity of the marks in their entireties as to

appear ance, sound, connotation and commercial i npression.
Applicant’s mark is IMMUNO-RX and opposer’s nmark is

IMMUNEX. As to connotation, both marks suggest a
connection with the i mmune system There are al so
simlarities in the appearance and pronunciation of the two
marks in that both begin with “I MMUN," foll owed by a vowel,
and end with the letter “X.” Wile there are sone
differences in the mddle of the marks, and in particul ar,
applicant’s mark contains a hyphen, these differences are
not sufficient to distinguish the marks.

Under actual narket conditions, consuners generally do
not have the |uxury of making side-by-side conparisons. The
proper test in determning |likelihood of confusion is not a
si de- by-si de conpari son of the marks, but rather, the
deci si on nust be based on the simlarity of the general

overall commercial inpressions engendered by the invol ved
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mar ks. See Punma- Sportschuhfabri ken Rudol f Dassler KGv.

Rol | er Derby Skate Corporation, 206 USPQ 255 (TTAB 1980).

Thus, although there are sone differences in the marks,
we find that the marks are simlar in their entireties as to

appear ance, sound, connotation and conmercial i npression.

The renown of the IMMUNEX mark

The record shows that the major trademark asset of
| mmunex Cor poration over the years has been the intell ectual
property right associated with the ENBREL et anercept
pharmaceutical. The research, pronotional and sales figures
t hat have been nade a part of this record are primarily
directed to this product.

As to the IMMUNEX mark, throughout this litigation
applicant has taken the position that |Immunex Corporation
abandoned its rights in the IMMUNEX mark in July 2002 - at
the time Angen acquired I munex Corporation. However, in
t he absence of a counterclaimor a cancellation proceeding,
appl i cant cannot attack opposer’s registration, and we nust
accord opposer’s registration all the presunptions we would
accord to any duly registered mark.

Moreover, on the nmerits of this claim we find that
this was not the case. Rather, the record shows that

| mmunex Cor poration continues to be a wholly-owned
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subsidiary of Angen, is responsible for manufacturing ENBREL,
and owns the subsisting trademark registration for, and
common | aw rights in, IMMUNEX.

According to opposer’s testinony, Angen continues to
use “Imunex Corporation” in connection with the ENBREL
product. However, the record contains no copies of any

| abel s showi ng how prom nently the word IMMUNEX appears on

t he ENBREL | abel. Therefore, we cannot determ ne whether it
woul d make an inpression on consuners. W also note that

medi a references since 2002 refer only to the nanme, “Ilnmmunex
Corporation,” in connection with Angen’s historical purchase

in July 2002 of the conpany that nmakes the ENBREL

phar maceuti cal — never to IMMUNEX as a product mark

In spite of this record, opposer argues that its
IMMUNEX trademark has achieved “w despread recognition and
fame in the field of pharmaceuticals and biotechnol ogy.” W
di sagree. To the extent opposer has shown the expenditure
of substantial sunms of nobney on research and devel opnent and
marketing efforts, leading to a substantial sal es vol une of
products (especially ENBREL etanercept), it is not clear how
this expenditure, and consequent sales, supports a claim of
W despread recognition for its IMMUNEX mark. Since Angen’s
acqui sition of Inmunex Corporation in 2002, it is unclear
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that even the financial world continues to place
significance on the name IMMUNEX. 1In short, we find on this
record that opposer has failed to establish that opposer’s
mar k has achi eved w despread recognition

Accordingly, while we nust accord this registered mark
all of the statutory presunptions that attach to opposer’s

subsisting registration, we find the record deficient in
maki ng the case that IMMUNEX is a well-known mark. The

factor of fame is therefore neutral.

Absence of actual confusion

VWi le the record contains no instances of actual
confusion, this is certainly not surprising in a case such
as this. W note that applicant’s application is still an
intent-to-use application, and there is absolutely no
evi dence that applicant has begun using its mark.

Therefore, as far as we can tell fromthis record, there has

been no opportunity for confusion to occur.

Resolving doubt

It has often been stated that any doubts about
I i kelihood of confusion under 8§ 2(d) of the Act nust be
resol ved agai nst applicant as the newconer. 1Inre

Pneunmat i ques, Caoutchouc Mr., 487 F.2d 918, 179 USPQ 729
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(CCPA 1973). We note that when marks are used on

phar maceuti cal preparations and confusion can |lead to
serious consequences, it is even nore inportant to avoid
that which will cause such confusion. See Bl ansett

Pharmacal Co. Inc. v. Carnrick Laboratories Inc., 25 USPQd

1473 (TTAB 1992); and Anerican Hone Products Corporation v.

USV Phar maceuti cal Corporation, 190 USPQ 357 (TTAB 1976).

Thus, in this case, which involves pharmaceutical and/or
nutraceutical products, there is an even stronger reason for

resol ving doubt in this manner.

Conclusion on Likelihood of Confusion

Accordingly, we find that applicant’s use of the mark
IMMUNO-RX for, inter alia, probiotic bacteria for use in
stinmulating the i mune system is likely to cause confusion
W th opposer’s mark IMMUNEX, registered for pharmaceuticals
for the treatnent of autoi nmune di seases, heal i ng wounds,
and cancer.

I n maki ng our decision herein, we have given no wei ght

to opposer’s argunents regarding the alleged fane of the

IMMUNEX mar k. Al though opposer has shown significant sales
and advertising of its ENBREL product, no such evidence has
been submtted for the IMMUNEX mark. Because of the manner

in which the mark ENBREL has been used and pronoted, it is,
- 16 -
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as we stated previously, the termthat enjoys the primry

recognition, and the evidence of record does not persuade us

that this sanme recognition would apply to IMMUNEX.

Dilution

The second ground asserted by opposer is that of
dilution. Section 43(c)(1) of the Trademark Act, 15 U S.C
§ 1145, provides that “[t]he owner of a fampbus mark shall be
entitled, subject to the principles of equity and upon such
ternms as the court deens reasonable, to an injunction
agai nst anot her person’s comercial use in comerce of a
mark or trade nane, if such use begins after the mark has
beconme fanpbus and causes dilution of the distinctive quality
of the mark, and to obtain such other relief as is provided
in this subsection.” Section 13(a) of the Act, 15 U S. C
8 1063(a), makes this ground avail able for opposition
proceedi ngs. As set out in the Act itself, and as
interpreted by case law, a threshold requirenment for proving
a dilution claimunder the Federal Trademark Dilution Act of
1995 (FTDA) is the fane of opposer’s mark. See Toro Co. v.

ToroHead Inc., 61 USPQRd 1164 (TTAB 2001).

Wel | -known mark status, or fanme, for |ikelihood of
confusi on purposes, and fanme for dilution purposes are

di stinct concepts. PalmBay Inports Inc. v. Veuve O icquot
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Ponsardi n Mai son Fondee En 1772, 396 F.3d 1369, 73 USPQd

1689 (Fed. Cir. 2005). Dilution fane requires that the mark
is a menber of a “select class” of marks. Establishing fane
for FTDA purposes presents a nuch hi gher burden on applicant
than sinply showi ng general advertising and sales figures

and unsupported assertions of fane. Palm Bay |Inports |nc.

v. Veuve dicquot, supra, at 1694; and Toro Co. v. ToroHead

Inc., supra at 1179 — 84.

However, we have al ready found that opposer has failed
to prove that IMMUNEX is a well-known mark in our |ikelihood
of confusion analysis. Therefore, given the stricter
standard required to prove fane in order to obtain
protection under the dilution statute, it is clear that
opposer has not proven that IMMUNEX is fanous for dilution
pur poses during any relevant tinme period. See Blue Man

Productions Inc. v. Tarmann, 75 USPQ2d 1811, 1822 (TTAB

2005). Accordingly, we find that opposer has failed to

establish its claimof dilution.

Deci sion: The opposition is dismssed on the ground of
di lution, but sustained on the ground of |ikelihood of

conf usi on.



