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Opi nion by Drost, Adm nistrative Tradenmark Judge:

On August 29, 2000, Satellite Entertai nment
Comuni cations Co., Ltd. (applicant) applied to register the
JET and design mark shown bel ow for “tel evision broadcasting
services, cable television broadcasting, pay-per-view
tel evision transm ssion services, and cable tel evision

transm ssion services” in O ass 38.

! The only paper filed by applicant in this case was the Answer.
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=JET

The application contains an allegation of a date of first
use of January 1, 1997, and a date of first use in comrerce
of Cctober 1, 1999.

On August 5, 2002, Johnson Publishing Conpany, Inc.
(opposer) opposed the registration of applicant’s mark on
the ground that applicant’s mark is likely to cause
confusion with opposer’s two registered marks. The first
registration is for the mark JET (stylized) for “periodical

publications” in Odass 16.°2

Opposer’s second registration is also for the mark JET
but in a typed or standard character drawing. The goods in
that registration are identified as “nmagazi nes featuring
news, current events, fashion, sports, cosnetics and beauty

care, entertainnent, photographic features and business;

2 Registration No. 563, 152 issued August 19, 1952.
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books featuring black history, culture and achi evenents;
cal endars; magazines for children” in Oass 16.°

Opposer al so pl eaded ownership of two registrations for
the mark EBONY/JET in standard character form The first
(No. 1,295,038) was for “entertai nnent services-nanely,
tel evi sion prograns featuring personal and professional
lives of celebrities and public figures, awards cerenonies
and on the air magazine format productions” in Cass 41 and
the second (No. 2,148,721) was for “prerecorded video tapes
for use in entertaining and educating children, preteen|s]
and teenagers; and prerecorded video tapes on topics in the
areas of finance and health and entertai nnent which feature
African Anerican artists or on subjects of interest to
African Anericans; finance and health” in Cass 9. However,
both regi strati ons have now been cancell ed so neither would
prevent the registration of applicant’s nmark.

In its notice of opposition (p. 3), opposer also
mai ntains that “since long prior to the filing date of the
Application, [it] used the JET mark and ot her marks
i ncluding the word JET (or a formof that word) as a
prom nent part. Opposer’s use has been valid and conti nuous
and has not been abandoned, and has included use on services

simlar or related to those covered by the Application.”

® Registration No. 1,206,138 issued August 24, 1982.
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Appl i cant has denied the salient allegations of the
noti ce of opposition.

The Record

The record consists of the pleadings, the file of the
i nvol ved application; opposer’s Notice of Reliance filed
Sept enber 29, 2003 for various JET and EBONY magazi ne covers
and pages, registrations, and NEXIS printouts, and opposer’s
requests for adm ssions.

Prelimnary |Issue

Bef ore we can begin our discussion on the nerits, it is
necessary to address sone prelimnary matters. W start by
noting that an opposer nust have standing to bring an

opposition proceeding. An opposer nust have “a ‘real
interest’ in the outcone of a proceeding in order to have

standing.” Ritchie v. Sinpson, 170 F. 3d 1092, 50 USPQd

1023, 1025 (Fed. Gr. 1999). *“To establish a reasonable
basis for a belief that one is damaged by the registration
sought to be cancelled, a petition may assert a |ikelihood
of confusion which is not wholly without nerit.” Lipton

| ndustries v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ

185, 189 (CCPA 1982).°%

* Because of the linguistic and functional simlarities of the
opposition and cancell ati on provisions of the Lanham Act, “we
construe the requirenents of those two sections of the Lanham Act
consistently.” Ritchie, 50 USPQ2d at 1025 n. 2.
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We have already noted that two of the registrations
t hat opposer refers toin its notice of opposition are
cancel l ed (Nos. 1,295,038 and 2, 148,721) so these expired
regi strations do not denonstrate that opposer has standi ng.
Opposer al so clains owership of two other registrations
(Nos. 563,152 and 1, 206, 138). Oobviously, if these
regi strations were of record, standing would not be an issue
to the extent that opposer would have set out a non-

frivolous claimof |ikelihood of confusion. See Cunni ngham

v. Laser &olf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844

(Fed. Cir. 2000) (“These registrations and the products sold
under the mark they register suffice to establish Laser
Golf's direct commercial interest and its standing to

petition for cancellation of Cunni ngham s LASERSW NG
mar k”) .

Trademark Rule 122(d)(1) (37 CFR 8§ 2.122(d)(1)) sets
out the requirenents for introducing a party’s registration
into evidence in an inter partes proceeding:

A registration of the opposer or petitioner pleaded in

an opposition or petition to cancel will be received in

evi dence and made part of the record if the opposition
or petition is acconpanied by two copies (originals or
phot ocopi es) of the registration prepared and issued by
the Patent and Trademark O fice show ng both the
current status of and current title to the

regi stration

The notice of opposition here did not contain status
and title copies. However, there are several other ways for

a party to introduce a registration it owns into evidence
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during a board proceedi ng besides attaching status and title
copies to the notice of opposition. A party may al so
introduce its registration into the record in the follow ng
ways: by identification and introduction during the
testinony period by a qualified witness who testifies
concerning the status and title of the registrations; by
adm ssion in the applicant’s answer; or by the applicant
treating the registration as being of record in its brief.
TBMP 8§ 702.03(a) (2d ed. rev. 2004). Inasnuch as opposer
did not call any witnesses and applicant did not file a
brief and, inits answer, it did not admt the status and
title of opposer’s registrations, opposer’s registrations
are not of record through these neans.

However, opposer did submt copies of these
registrations along with its Notice of Reliance. The
guestion then becones whether these are status and title
copies. Regarding Registration No. 563,152, opposer has
subm tted what appears to be a true copy of renewal
certificates of registration that issued in 1973 and 1993.
The registration issued August 19, 1952. These docunents
were submtted by a notice of reliance dated Septenber 29,
2003. Thus, even at the tinme these docunents were
subm tted, nore than one year after the renewal date,
opposer’s subm ssion did not indicate the current status of

the registration
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The Trademark Rul es provide a neans for inplenenting
this proof of a prima facie case. They require that,
in an opposition proceeding, registrations nay be
entered into evidence by (1) furnishing two copies of
each registration prepared and issued by the Patent and
Trademark O fice show ng both the current status of and
current title to the registration; (2) appropriate
identification and introduction of the registrations
during the taking of testinony; or (3) filing a notice
of reliance on the registrations during Qpposer's
testinmony period. 37 CF.R 8 2.122(d) (enphasis
added). These rules are sinple and clear, but Hew ett
did not follow them

Hew ett - Packard Co. v. Aynpus Corp., 931 F.2d 1551, 18

UsP@@2d 1710, 1713 (Fed. Cr. 1991) (Federal C rcuit affirnmed
the Board s dism ssal of an opposition pursuant to Trademark
Rul e 2.132(a) for opposer’s failure to properly nake its
registrations of record). W conclude that opposer has not
submtted status information for Registration No. 563, 152,
and it therefore cannot rely on this registration for
standing, priority, or likelihood of confusion purposes.

The next question is whether opposer has properly nade
of record its pleaded Registration No. 1,206,138. For this
regi stration, opposer has submtted what appears to be a
phot ocopy of a true copy of a certificate of registration
that indicates the registration issued for a termof twenty
years from August 24, 1982. This certificate has an
attestation date of Novenber 2, 1987. Al so, opposer has
submtted a copy of a conbined “Notice of Acceptance” and
“Notice of Renewal” for Registration No. 1,206,138 with a

mai | i ng date of Septenber 27, 2002. This docunent, having
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been i ssued by the USPTO during the pendency of the
opposition, is acceptable evidence of the current status of
this registration. Furthernore, in its request for

adm ssion (p. 3), opposer asked that applicant admt that
opposer “is the owner of U S. Registration No. 1,206,138.”
| nasnmuch as applicant has not responded to this request for
adm ssion, this is considered to be admtted. Fed. R CGv.
P. 36(a) (“Each matter of which as adm ssion is requested
shal | be separately set forth. The matter is admtted

unl ess, within 30 days after service of the request ...the
party to whomthe request is requested serves upon the party
requesting the admssion a witten answer or objection
addressed to the matter”).

When we cobbl e together the various pieces of
informati on that opposer submtted, we hold that, while this
is not a textbook exanple of how to submt status and title
copies of aregistration, it does neet the m nimum
requi renment and Regi stration No. 1,206,138 for the mark JET
in standard character formis of record and it establishes
opposer’s standi ng.

Priority
As a result of opposer’s registration (No. 1,206, 138)

bei ng of record, opposer has priority. See King Candy Co.

v. Eunice King's Kitchen, 496 F.2d 1400, 182 USPQ 108, 110

( CCPA 1974).
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Next we | ook at whether opposer has established priority for
its common law rights. Inasnuch as applicant has not
submtted any evidence, it can rely on the filing date of
its application (August 29, 2000) as its priority date.

Zirco Corp. v. Anerican Tel ephone and Tel egraph Co., 21

USPQ2d 1542, 1544 (TTAB 1991). (Qpposer has submtted
evidence that it has used the mark EBONY JET SHOWNCASE f or
tel evi sion progranm ng. Qpposer’s evidence incl udes
advertisenents apparently in its magazine for a tel evision
program cal | ed EBONY JET SHOWCASE.®> pposer has al so

subm tted nunmerous NEXI S printouts that refer to the EBONY
JET SHONCASE program Only two of the articles are dated
subsequent to 1994. One in Broadcasting & Cable dated March
10, 2003, refers to an individual who “was a national sales
representative for syndicated program Ebony Jet Showcase in
Chi cago.” The second printout is fromthe publication Bl ack
Enterprise dated June 1997. The article refers to John H
Johnson as a man who “bought and sold three radi o stations,
started a book publishing division and produced the fornmer
syndi cat ed tel evision show Ebony/Jet Showcase” (enphasis

added) .

® The date of these advertisenents cannot be determned fromthe
docunent itself because of the quality of the photocopy. The
notice of reliance indicates that the dates of the nmgazines are
March 28, 1988, and February 6, 1989.
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Section 2(d) of the Trademark Act provides a bar to
registration if a conflicting mark has been “previously used
in the United States by another and not abandoned.” 15
US C 8§ 1052(d). “To establish ownership of a mark, the
prior user nust establish not only that at sone date in the
past it used the mark, but that such use has continued to

the present.” MCarthy’s on Trademarks and Unfair

Conpetition (4'" ed.), § 16:9. See also Id. at § 20:17

(“Proof of prior and continuous use in intrastate conmerce
is sufficient to preclude registration”). The Trademark Act
(15 U.S.C. § 1127) provides that “[n]onuse for 3 consecutive
years shall be prima facie evidence of abandonnent” 1In a
case like this where applicant has not alleged that opposer
has abandoned its mark, we normally do not require opposer

to prove non-abandonnent. West Florida Seafood Inc. v. Jet

Restaurants Inc., 31 F.3d 1122, 31 USPQR2d 1660, 1666 (Fed.

Cir. 1994). The Federal Circuit noted that “the party
asserting abandonnent bears at a m nimum a burden of com ng
forth with sonme evidence of abandonnent.” |1d. However, in
this case, opposer has voluntarily conme forward with

evi dence that suggests it is no longer using its mark on
tel evision progranm ng. The article that opposer has
submtted refers to “the fornmer syndicated tel evision show
Ebony/ Jet Showcase.” There is no evidence that contradicts

this article s suggestion of non-use of the mark. W note

10
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t hat opposer has the burden of establishing its priority.

See Cerveceria Centroanericana, S.A. v. Cerveceria India

Inc., 892 F.2d 1021, 13 USP@d 1307, 1309 (Fed. Cr. 1989),;

Cunni ngham v. Laser Golf Corp., 55 USPQ2d at 1848. In this

case, opposer’s evidence show ng use eight years prior to
the filing of the notice of opposition and suggesti ng non-
use of the mark after that tinme is not sufficient to
establish that opposer has priority based on its use of its
EBONY JET SHOWNCASE mark on tel evision-rel ated prograns.

Auburn Farnms Inc. v. MKee Foods Corp., 51 USPQ2d 1439, 1444

(TTAB 1999) (“[T]hese docunents nust be viewed in the
context of the entire record. Suffice it to say that when
viewed in that context, we sinply cannot draw the inference
that the docunents outwei gh the objective evidence of
nonuse”). Therefore, opposer cannot rely on its common | aw
use of its EBONY/JET or simlar marks for television-related
goods or services.

Li kel i hood of Conf usion

We now address the ultimate issue in this case, i.e.,
whet her applicant’s mark for JET and design for “tel evision
broadcasti ng services, cable tel evision broadcasting, pay-
per-view tel evision transm ssion services, and cable
tel evision transm ssion services” is confusingly simlar to
opposer’s mark JET for “magazines featuring news, current

events, fashion, sports, cosnetics and beauty care,

11
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entertai nment, photographic features and busi ness; books
featuring black history, culture and achi evenents;
cal endars; magazines for children.”

In |ikelihood of confusion cases (Section 2(d)), we
anal yze the facts as they relate to the relevant factors set

out inlInre Majestic Distilling Co., 315 F.3d 1311, 65

USPQ2d 1201, 1203 (Fed. Cr. 2003). See alsoInre E. |I. du

Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54

USP2d 1894, 1896 (Fed. Cir. 2000).

We start by conparing the goods and services of opposer
and applicant. Qpposer’s goods are nmagazi nes whil e
applicant’s services are television progranm ng. W nust
consi der the goods and services as they are identified in
the identification of goods and services in the application

and registration. Paula Payne Products v. Johnson

Publishing Co., 473 F.2d 901, 177 USPQ 76, 77 (CCPA 1973)

(“Trademark cases involving the issue of |ikelihood of
confusi on nust be decided on the basis of the respective
descriptions of goods”). Opposer’s nagazi nes feature news,
current events, fashion, sports, cosnetics and beauty care,
entertai nnment, photographic features and business; its books
feature black history, culture and achi evenents; and its

ot her goods are cal endars and magazi nes for children.

Applicant’s television services are not limted by content

12
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and therefore we nust assune that they include television
programm ng featuring news, current events, fashion, sports,
cosnetics and beauty care, entertai nnent, photographic
features and business. Applicant, by failing to respond to
opposer’s requests for adm ssion (p. 4), has admtted that
“Applicant’s Mark is associated with services that are
simlar or related to the services and goods associated with
Opposer’s Registration No. ...1,206,138.” Fed. R Cv. P
36(a). Wen we consider that applicant’s tel evision
broadcasti ng services may include tel evision programm ng
that is identical to the subject matter of opposer’s
magazi nes, and in light of applicant’s adm ssion that its
services are simlar or related to opposer’s goods, we find
that potential custoners are likely to assune that these
magazi nes and tel evi sion prograns nmarketed under identical
word marks originate fromthe sane source.

Next, we |ook at the simlarity or dissimlarity of the
marks. W nust conpare the marks in their entireties, and

not sinply the individual features of the marks. In re

Shell G 1, 992 F.2d 1204, 1206, 26 USPQ2d 1687, 1688 (Fed.
Cr. 1993). Both marks are for the same word, JET. The
only difference between the marks is the fact that applicant
displays its mark with a slight stylization and includes a
design. Inasnmuch as opposer’s mark is presented in typed or

standard character, there is no viable difference in the

13
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mar ks based on the stylization of the mark. Squirtco v.

Tony Corp., 697 F.2d 1038, 216 USPQ 937, 939 (Fed. Gr

1983). Furthernore, the geonetric design in applicant’s
mar k woul d not be verbalized and we do not find that it
woul d be relied on by consuners to distinguish the mark. To
the extent that the geonetric design would be considered a
stylized jet, it only reinforces the neaning of the word
portion of the mark. Therefore, the differences in the
appearance of the marks woul d not be significant. The
comon word in the marks woul d al so be pronounced
identically and the word “Jet” woul d have the sane neani ng.
Finally, the conmmercial inpressions of the marks JET and JET
wth applicant’s geonetric design would be very simlar, if
not identical.

In addition to the obvious simlarities of the marks,
as di scussed above, applicant has also admtted that the
marks are simlar. See Opposer’s Request for Adm ssion (p.
3) (“Applicant’s Mark only includes the letters JET, which
is simlar in appearance, sound, and connotation to
Opposer’s marks, Registration No. ...1,206,138") and
(Applicant’s Mark gives the sanme comercial inpression to
consuners as U S. Registration No. ...1,206, 138").

When both parties are using or intend to use the
i dentical designation, “the relationship between the goods

on which the parties use their marks need not be as great or

14
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as close as in the situation where the marks are not

identical or strikingly simlar.” Antor, Inc. v. Antor

I ndustries, Inc., 210 USPQ 70, 78 (TTAB 1981). The Federa

Circuit has noted that “[w]ithout doubt the word portions of
the two marks are identical, have the sanme connotation, and
give the sane commercial inpression. The identity of

wor ds, connotation, and commercial inpression weighs heavily

against the applicant.” In re Shell Gl Co., 992 F.2d

1204, 26 USPRd 1687, 1688 (Fed. Cir. 1993). Simlarly, in
this case, the word portion of both marks are identical and
this fact weighs heavily agai nst applicant.

O her factors we consider are trade channels and
prospective purchasers. Magazines featuring news, current
events, fashion, sports, cosnetics and beauty care,
entertai nnent, photographic features and busi ness and
tel evi sion prograns on the sane subject matter are likely to
be read and/or viewed by the sane consuners. These
vi ewers/consuners are likely to believe that these nagazi nes
and services are associated with a common source. There is
al so no evidence that these purchasers or viewers would be
sophi sticated or careful purchasers. Rather, as identified,
opposer’s goods and applicant’s services wul d be rendered
to the public at large. Therefore, we hold that these

factors favor opposer.

15
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Finally, we note that there is no evidence that
opposer’s mark is weak or otherwise entitled to only a
narrow scope of protection

Therefore, when we consider the fact that both marks
are for the identical word JET and that the goods and
services are related as well as the other factors, we
conclude that there is a |ikelihood of confusion.

Deci sion: The opposition to the registration of

application No. 78023525 is sustai ned.
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