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Opinion by Walters, Adm nistrative Trademark Judge:
HBP, Inc. filed its opposition to the application of
Becker Designs, Inc. to register the mark DAYTONA

THUNDERWEAR, in standard character form for “clothing,
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nanmel y wonen’s bl ouses and shorts,” in International O ass
25.1

As grounds for opposition, opposer asserts that it is a
whol |y owned subsidiary of International Speedway
Corporation (“1SC'); that 1SC owns “an entire ‘famly’ of
mar ks conprised in whole or in part of the term DAYTONA’
(Notice of Opposition, paragraph 1); that opposer is the
exclusive licensee of this famly of marks; and that
applicant’s mark, when applied to applicant’s goods so
resenbles ISC s previously used and regi stered DAYTONA nar ks
for pronoting, organi zing and conducting notorsports racing
events and for a wde variety of goods as to be likely to
cause confusion, under Section 2(d) of the Trademark Act.?

Applicant, in its answer, denies the salient
all egations of the claim and asserts that “the word
‘Daytona’ is primarily geographically descriptive as applied

to applicant’s mark DAYTONA THUNDERWEAR' (Answer, paragraph

! Application Serial No. 76295465, filed August 7, 2001, based upon use
of the mark in comrerce, alleging a date of first use as of January 26,
1996, and a date of first use in commerce as of February 28, 1997. The
application includes a disclainer of DAYTONA apart fromthe mark as a
whol e.

2 Additional ly, opposer alleges that ISCs fam |y of DAYTONA marks are
fanous, and opposer asserts a claimof dilution. The Board notes,
however, that opposer's allegation of dilution is legally insufficient,

i nasmuch as there is no allegation that its nmarks becanme fanmous prior to
the filing date of the involved application. See Polaris Industries Inc.
v. DC Com cs, 59 USPd 1798 (TTAB 2000). See al so, Toro Co. v. ToroHead
Inc., 61 USP2d 1164 (TTAB 2001). Further, opposer presents no evi dence
in this regard or argunments regarding its dilution claimin its brief.
Theref ore, opposer’s dilution claimhas not been considered because it
is not properly pled and it has not been tried by either the express or

i mpl i ed consent of the parties.
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13); and that “the word ‘Daytona” is in such w despread use
as a prefix for business nanes in the Daytona area, as to
afford no distinctiveness to any party when “Daytona” is
used al one, instead of as a part of a conposite mark such as
Opposer’s DAYTONA SPEEDWEEK mar k” (Answer, paragraph 15).

The record consists of the pleadings; the file of the
i nvol ved application; excerpts froma dictionary and an
encycl opedi a, and excerpts from various publications, al
made of record by opposer’s notice of reliance; and the
testi nony deposition by opposer of Susan Becker, applicant’s
president, with acconpanying exhibits. The case was fully
bri efed, but a hearing was not requested.?

Opposer has established by its evidence* that Daytona
Beach is a Florida city forned in 1926 by the consolidation
of the municipalities of Seabreeze, Daytona Beach and
Daytona (notice of reliance exhibit nos. 1 and 2, Wbster’s
New Geogr aphi cal Dictionary, 1988, and The New Encycl opaedi a
Brittanica, vol. 3, 1988); that Daytona Beach is noted for
inter alia, the Daytona International Speedway, a
notorsports race track |located therein (id.); that the
Dayt ona 500 is a NASCAR race conducted at the Daytona

I nternati onal Speedway (notice of reliance exhibit nos. 3-7,

3 Confidential Exhibit A to opposer’s reply brief was stricken by the
Board' s order of Septenber 21, 2005. Thus, the exhibit has not been
consi dered.

4 \Whet her applicant has made adnmi ssions regarding opposer in its answer
and brief are discussed infra.
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excerpts fromvarious publications); and that the Daytona
200 is a notorcycle race conducted at the Daytona

I nternational Speedway (id.). The aforenentioned various
publications contain references to “Daytona 500" and
“Daytona I nternational Speedway” in connection with

nmot orsports races as early as 1959.

Opposer did not submt status and title copies of the
pl eaded regi strations; rather, opposer asserts that
applicant’s adm ssions nake the registrations of record.
Therefore, we nust determ ne whether the asserted
registrations may be considered to be part of the record in
this proceeding. |In paragraph 6 of its notice of
opposition, opposer stated “HBP is the exclusive |icensee of
the followi ng subsisting U S. Service mark and Tradenark
Regi strations issued by the [USPTQ and registration
applications currently pending before the [USPTQ for the
mar ks set forth bel ow and opposer listed thirty-one
regi strations, noting the marks, goods and ot her
information. |In corresponding paragraph 6 of its answer,
applicant stated “applicant acknow edges that sone of the
registrations referred to in paragraph 6 have been issued,
but is without know edge as to the allegations in paragraph
6 and therefore denies sane.”

In paragraph 7 of its notice of opposition, opposer

stated “the federal registrations for the foregoi ng DAYTONA
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Marks are valid and subsisting in law, were duly and legally
issued ...” In corresponding paragraph 7 of its answer,
applicant stated “applicant denies the allegations of
paragraph 7.7

In paragraph 1 of its notice of reliance, opposer
listed the sane thirty-one registrations and stated its
intention to rely thereon. 1In a footnote to paragraph one,
opposer stated the foll ow ng:

In its answer, respondent (sic) admtted that
these registrations were issued by the [USPTQ .
See Answer, paragraph 6. This adm ssion is
sufficient to nake these registrations of record.

[ TBMP] 8703.02(a) (“A federal registration owned
by a plaintiff ..will be deemed by the Board to be
of record in an inter partes proceeding if the
defendant’ s answer to the conpl aint contains

adm ssions sufficient for that purpose.”)

In its brief, opposer alleges that applicant, in its answer,
made sufficient adm ssions to nmake the cl ai ned registrations
of record in this proceeding.

Inits brief (pp. 16-17), applicant nmakes the follow ng
statenent about the registrations pleaded in the notice of
opposi tion:

In the Notice of Reliance, 31 issued federal
registrations are cited in support of the
assertion of a likelihood of confusion. Two of

t hese registrations (2,010,602 and 2,119, 441) have
been cancelled. Mbst significantly, however,
Opposer’s Registration No. 1,445,066 for the mark
DAYTONA in a stylized formfor wearing apparel

i ssued only after the word “Daytona” was

speci fically disclained.

The following chart lists the nine cited “live”
regi strations that make any reference to wearing
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apparel; of these registrations, only two are

directed to the word DAYTONA al one for clothing

(Regi stration Nos. 1,445,066 and 1, 827,196), and

of these, No. 1,445,066 contains a specific

di scl ai mer of the word “Daytona.” It is also

noteworthy that the date of first use for the

clothing listed in Registration No. 2,564, 163

(DAYTONA AT THE SPEED OF LIGHT) is about five

years after Ms. Becker began utilizing her

DAYTONA THUNDERWEAR mark as a sol e proprietor.

Addi tionally, applicant specifically states in its brief (p.
20) that the nine above-noted registrations are owned by

I nternational Speedway, Inc.; and that opposer “has had
anpl e opportunity during the two and a half years that this
opposition has been pending to establish its standing as an
exclusive licensee, and has failed to do so; sinply put,
there is not a scrap of evidence before the Board that

[ opposer] has standing to bring this opposition proceeding,
ot her than the unsubstantiated allegations in its notice of
opposition, which were denied by applicant.”

In addition to neeting the broad requirenents of
Section 13 of the Trademark Act, an opposer nust neet two
judicially-created requirenents in order to have standing --
t he opposer nust have a "real interest” in the proceedi ngs
and nust have a "reasonable" basis for his belief of danmage.

Ritchie v. Sinpson, 170 F.3d 1092; 50 USP@@2d 1023 (Fed. G r
1999).°

SInits reply brief (pp. 6-7), opposer states that “standing has never
been an issue in this proceeding, and applicant has offered no evidence
to refute [opposer’s] allegations of standing” and that “[opposer]
presuned that [applicant] was satisfied with [opposer’s show ng of
standing.” QOpposer appears to be under the mistaken inpression that
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Thus, in order to establish standing in this case, not
only nust opposer establish the status and title of the
pl eaded registrations, but, if it is not the owner of record
of the pleaded registrations, it nust establish a viable
relationship to that record owner. There is no question
that neither applicant’s vague assertions in paragraph 6 of
its answer that “sone of the registrations have been issued”
nor applicant’s uncategorical denial, in paragraph 7 of its
answer, of the ownership and status of those registrations,
constitutes an adm ssion by applicant sufficient to nake the
pl eaded regi strations of record in this proceeding or to
est abl i sh opposer’ s standi ng.

However, applicant listed in its brief nine of
opposer’s pl eaded registrations, and di scussed themin a
manner that we deemto be an adm ssion that these nine
referenced registrations are valid and subsisting and, thus,
of record.

Wil e applicant treated these nine registrations as
being of record, we do not find applicant’s statenents in
either its answer or, as quoted above, inits brief to
constitute an adm ssion that opposer is the owner of these

registrations or that opposer is otherwise entitled to rely

nmere all egations of standing are sufficient at trial and that the burden
is on applicant to contest opposer’s standing. However, while opposer’s
allegations in its notice of opposition my be sufficient to withstand a
notion to dismss on the ground of |ack of standing, the burden is on
opposer to establish to the satisfaction of the Board, not applicant,

t hat opposer, in fact, has standing as clai ned.
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on these registrations, as alleged in the notice of
opposition. Furthernore, applicant expressly stated in its
brief, as quoted above, that opposer has not established its
rel ationship to the record owner of the registrations.®
Opposer has not introduced any evidence or testinony to
establish any relationship to the record ower of the
registrations or its right to rely on such registrations.
We, therefore, conclude that opposer has not established its
standi ng herein and, thus, cannot prevail on its claim of
priority and |ikelihood of confusion.

Mor eover, even if opposer had established its standing,
there is absolutely no evidence of opposer’s use of the
pl eaded regi stered marks in connection with the identified
goods and services. |nasnuch as opposer is not the owner of
the registrations, and hence cannot rely on themherein, it
was i ncunbent upon opposer to prove priority of use in order
to prevail upon its claimunder Section 2(d). See Chem cal
New York Corp. v. Conmar Form Systens, Inc., 1 USPQ@@d 1139
(TTAB 1986); and Yamaha International Corp. v. Stevenson,

196 USPQ 701 (TTAB 1977), affirmed in unpublished opinion

Appeal No. 78-525 (CCPA June 8, 1978), and cases cited
therein. VWiile it may well be that opposer used sone or al

of the DAYTONA narks in connection with various of the

6 We find that any further argunents by applicant against the clai m of
i keli hood of confusion must be considered to have been nade by
applicant in the alternative.



Qpposition No. 91154068

speci fi ed goods and services prior to applicant's
application filing date or prior to an earlier alleged date
of first use, there is no specific evidence of such priority
of use, or any use by opposer, in the record. Accordingly,
we woul d be constrained to conclude that, in addition to
failing to establish its standing, opposer has failed to
prove a critical elenment of its ground for opposition,
nanmely, the elenent of priority of use, and, thus, could not
prevail herein.

Deci sion: The opposition is dism ssed.



