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Opi ni on by Kuhl ke, Adm nistrative Trademark Judge:
Applicant, Stichting Lodestar (a Netherlands conpany),
seeks registration of the mark WLD CGEESE (in standard
character forn) for goods identified in the application as
“beers, mneral and aerated waters; cola; soft drinks,
nanmel y, pop; |enonade; carbonated soft drinks; |low calorie
soft drinks; non-carbonated soft drinks; fruit drinks and

fruit juices; syrups and preparations for making beers,
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m neral and aerated waters, cola, carbonated drinks, soft
drinks, |enonade, carbonated soft drinks, |ow calorie soft
drinks, non-carbonated soft drinks, fruit drinks and fruit
juices” in International Cass 32; and “al coholic beverages,
nanmely, wine, rum gin, vodka, whiskey, alcoholic bitters,
brandy, hard cider, distilled spirits, distilled |iquor,
al coholic aperitif bitters, aperitif wines; aperitifs with a
distilled alcoholic liquor base; aperitifs with a w ne base;
sake and prepared al coholic cocktails” in International
Class 33.°1

Qpposer, Austin, Nichols & Co., Inc., opposed
registration of applicant’s mark, on the grounds that, as
applied to applicant’s goods, the mark so resenbl es
opposer’s previously used, registered and fanmus W LD TURKEY
mar ks2 for various al coholic beverages as to be likely to

cause confusion, to cause nm stake, or to deceive under

Trademark Act Section 2(d), 15 U.S.C. §1052(d).°?

! Serial No. 76074330, filed June 6, 2000. The application is
based on a foreign application under Trademark Act Section 44(d),
15 U. S.C. 81126. The bona fide intent-to-use basis under
Trademark Act Section 1(b), 15 U S. C. 81051(b), was del eted
during prosecution.

2 (pposer pl eaded six registrations which are di scussed infra.

® The notice of opposition also references a claimof false
suggestion of a connection under Section 2(a) of the Tradenark
Act and dilution under Section 43(c) of the Trademark Act;
however these clainms were not sufficiently pleaded and opposer
did not pursue these clains in its brief or at oral hearing. In
vi ew thereof, the Board considers the fal se suggestion and
dilution clainms to have been wai ved.
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Applicant filed an answer by which it denied the
salient allegations of the notice of opposition.

As a prelimnary matter, we address two outstandi ng
nmotions filed after the briefing phase of this proceedi ng:
opposer’s notion (filed April 14, 2005) to accept opposer’s
| ate responses to applicant’s requests for adm ssions; and
opposer’s notion (filed May 27, 2005) to reopen the record
to introduce newly di scovered evidence.

W construe opposer’s notion to accept its responses to
the requests for adm ssions as a notion to w thdraw
adm ssions under Fed. R Cv. 36(b). Applicant served 25
requests for adm ssions on May 20, 2003. By its late
responses, which were not served by opposer until October
24, 2003, opposer effectively admtted all of the requests
i ncludi ng the foll ow ng:

No. 14. Admt that none of the WLD TURKEY- based
mar ks are used in association w th whiskey.

No. 18. Admt that none of the WLD TURKEY-based
mar ks are used in association with distilled
spirits.

No. 19. Admt that none of the WLD TURKEY-based
mar ks are used in association with distilled
l'iquor.

No. 25. Admt that none of the WLD TURKEY-based

mar ks are used in association with prepared
al cohol i c cocktails.

Opposer states that it was not aware of the requests,
served on May 20, 2003, until August 27, 2003 when, during a

conversation with applicant, applicant indicated it had not
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recei ved responses to the requests. Qpposer states that
upon further review of the case file, opposer discovered the
requests stapled to the back of the interrogatories, and
that on Septenber 16, 2003, applicant wote a letter
concerning the requests for admssions. |In this letter,
applicant states that it “has been nearly one nonth since
[ applicant’s counsel] had a tel ephone conference with one of
[ opposer’s attorneys] regarding the above-identified WLD
CEESE trademark opposition. During that tel ephone
conference, | was inforned that [opposer] would be pronptly
responding to Stichting Lodestar’s First Request For
Adm ssions, originally served on [opposer] on May 20, 2003.
Pl ease advi se when we can expect to receive the responses.”
Opposer served its responses on Cctober 24, 2003
concurrently with its responses to applicant’s second set of
interrogatories and requests for production of docunents,
due on that date.

I n argui ng agai nst opposer’s notion, applicant contends
t hat opposer has not shown that its failure to serve tinely
responses was the result of excusabl e neglect, and that
allowi ng wthdrawal of the adm ssions at the concl usi on of
the trial would be prejudicial to applicant. 1In short,
appl i cant would have the Board di spense with this case
i nasnmuch as it has been admtted, by operation of the rules,

t hat whi skey is not sold under the mark W LD TURKEY
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Fed. R Cv. P. 36(b) provides that adm ssions nmay be
W t hdrawn upon notion if “the nerits of the action wll be
subserved thereby and the party who obtained the adm ssion
fails to satisfy the court that wthdrawal or anendment wl|
prejudice that party in maintaining the action or defense on
the nerits.”

Cleary, the presentation of the nerits wll be
subserved by accepting the withdrawal of the four
adm ssions. Moreover, applicant did not show that
w t hdrawal of these four adm ssions will, in fact, prejudice
it in presenting its defense on the nerits. Applicant
engaged in discovery on these very points, (see e.g.,
interrogatory no. 4 “ldentify with particularity each
product or service Opposer has sold or intends to sell under
each of the WLD TURKEY-based marks,”) presented evi dence
during trial, and argued its case on the nerits. ©Mbreover,
it is difficult to imgine how applicant could reasonably
rely on an adm ssion under these circunstances where opposer
has several pleaded registrations for the mark WLD TURKEY
for use with whiskey. Applicant did not seek to cancel
these registrations by way of conpul sory counterclains, and
opposer has submtted status and title copies of these
regi strations. Thus, opposer may rely on the presunptions
accorded to these registrations, nanely that it uses WLD

TURKEY i n connection with whiskey. [In viewthereof,
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opposer’s notion to withdraw its adm ssions is granted and
the denials to Request for Adm ssions Nos. 14, 18, 19 and 25
are accepted.

By its notion to reopen the record, opposer seeks to
i ntroduce the decision froma court in New Zealand in a case
i nvol ving these parties. Opposer argues that this decision
serves as rebuttal evidence to applicant’s argunents and
evi dence regardi ng trademark di sputes between these parties
involving their respective marks in other foreign
jurisdictions, including Thailand. Inasnmuch as applicant’s
argunents and evi dence regardi ng foreign uses and tradenmark
di sputes are irrelevant to this proceeding, the rebuttal
evidence is simlarly irrelevant. Wether or not consuners
in Thailand may or may not |ikely be confused under Thai
trademark law is wholly irrelevant to whether or not there
is a likelihood of confusion in the United States. Foreign
use is ineffective to establish trademark rights in the
United States and is thus irrelevant to a determ nation of
i kelihood of confusion here. See, Person’s Co., Ltd. W
Christman, 900 F.2d 1565, 14 USPQ2d 1477 (Fed. G r. 1990)
(foreign use has no effect on U S. commerce and cannot form
the basis for a holding that appellant has priority here;
the concept of territoriality is basic to trademark | aw
trademark rights exist in each country solely according to

that country’ s statutory schene); Fruit of the LoomlInc. v.
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Fruit of the Earth Inc., 3 USPQd 1531, 1534 (TTAB 1987);
and Lever Brothers Co. v Shaklee Corp., 214 USPQ 654, 657
(TTAB 1982). Cf. In re Bel Paese Sales Co., 1 USPQRd 1233,
1235 (TTAB 1986) (foreign use is essentially of no probative
val ue absent other evidence show ng that the foreign use had
a material or significant inpact on perception of the term
by the rel evant purchasing public in the United States); and
In re Men’s International Professional Tennis Council, 1
USPQ2d 1917 (TTAB 1986). In view thereof, opposer’s notion
to reopen the record is denied.

Further, applicant has pointed out that opposer’s nmain
brief on the case was filed two days | ate on February 18,
2005. Trademark Rule 2.128(a)(1l) states: “The brief of the
party in the position of plaintiff shall be due not |ater
than sixty days after the date set for the close of rebuttal
testinony.” Notw thstanding that the rebuttal testinony
period in this case closed on a Saturday (Decenber 18,

2004), opposer’s brief was due 60 days thereafter on
February 16, 2004. Barring the granting of an extension of
time by the Board, the plaintiff’s main brief is due 60 days
fromthe actual date on which the period for rebuttal
testinony cl oses, regardless of whether that date falls on a
weekend or a Federal Holiday. Opposer, in its mstaken

belief that its brief was tinely filed, m sconstrues the
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effect of Trademark Rule 2.196 on the dates in question.*
Trademark Rule 2.196 extends the tine period to take sone
action when that tine period ends on a weekend or Federal
Hol iday; it does not then also automatically extend the date
of subsequent dependent tine periods unless those dates al so
end on a weekend or Federal Holiday. However, we note that
this matter was raised nerely as an infornmational statenent
in applicant’s brief; that opposer’s explanation as to its
m staken interpretation of the rules clearly denonstrates
that the delay was not willful; that the two-day delay in
filing opposer’s brief was m nimal and has had no inpact on
t he proceedi ngs; and that applicant has indicated no
prejudice as a result of the delay. Under the
ci rcunst ances, and because it benefits the Board in its
ability to nmake a just determ nation of the case to have the
briefs of both parties of record, opposer’s brief is
accept ed.

Finally, before we turn to the nerits of this
proceedi ng, we address those of applicant’s objections to

exhi bits introduced during testinony that were maintained in

* Opposer states that it “confirmed its analysis, and the
February 18, 2005 filing deadline, by telephone with the Board.”
Opposer’s Reply Br. p. 18. (Opposer is advised that parties my
not rely on informati on obtai ned by tel ephone. Tradenmark Rul e
2.191 provides in pertinent part: “The action of the Ofice wll
be based exclusively on the witten record. No attention will be
paid to any alleged oral prom se, stipulations, or understandi ng
inrelation to which there is disagreenent or doubt.” See In re
Merck & Co., 24 USP@@d 1317, 1318 n. 2 (Conmmir 1992).



Qpposition No. 91155165

applicant’s brief. Applicant objects to opposer’s exhibits
nos. 11, 14, 43, 48, 49 and 50. Applicant argues that these
exhi bits “shoul d be excluded because they were not produced
inatinly manner.” Applicant’s Br. p. 16. Applicant did
not indicate in its brief whether or not it had requested

t hese docunents during discovery, nor did applicant include
a copy of any request for production of docunents.

Appl i cant did, however, submt under notice of reliance,
opposer’s responses to applicant’s first set of
interrogatories, and opposer, in response to sone of the
obj ections, states that it produced rel ated docunents;
therefore, where possible, we will address these objections
on the nerits.

Qpposer, in response, argues as to exhibit nos. 11, 14
and 43 that “they relate to business activities after
January 2004 (and were created after the January 31, 2004
[ di scovery] cut-off date) and were produced to update
information of the same nature that had already been
produced during discovery.” Opposer’s Br. p. 17. Wth
regard to exhibits 49 and 50, opposer requests that the
Board take judicial notice of these exhibits, inasnmuch as
they are official records of the USPTO

Applicant’s objection to exhibit nos. 11 and 14 are
overruled. Exhibit no. 11 is opposer’s nost recently

prepared “block chart.” This “block chart,” show ng the
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budget plan for nedia spending in 2004 on a nonthly basis,
was prepared by opposer’s nedi a agency on August 1, 2004,
one nonth before it was produced, and the day before
opposer’s testinony deposition. Exhibit no. 14 is a series
of print advertisenents from 2004. Applicant has not
presented argunment as to how it would be prejudiced by the
subm ssion of this recent, updated information, nor did
applicant indicate that no docunents as to nedia spending or
print advertisenents had been produced and, in fact, the
record contains such undi sputed docunents. Thus, we find
opposer’s explanation that it had produced such docunents
and that these nerely represent the nost recent, updated
information sufficient to overcone the objection.
Applicant’s objection to exhibit no. 43 is sustained.
Interrogatory no. 9 reads: “ldentify each person who is or
has ever been licensed or permtted by you to use any of the
W LD TURKEY- based Marks, and explain how you control the
nature and quality of each such use.” Qpposer responded:
“None at the present tine.” Exhibit no. 43 is a |licensing
agreenent between opposer and a third-party entered into in
May, 2004. Wiile there is nothing in the record to show
that applicant requested the production of any |icensing
agreenents, applicant’s interrogatory requested essentially
the sanme information and opposer shoul d have suppl enent ed

its response to the interrogatory, in a nore tinely manner,

10
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by providing the nane of the licensee prior to Septenber 2,
2004, and the licensing agreenent in exhibit no. 43 is tied
to the testinony regardi ng opposer’s |icensee.

Applicant’s objection to exhibit no. 48 on the ground
that it was not tinely produced is overruled. This exhibit
is a printout of a third-party website that was retrieved
and printed out by opposer’s attorney the day before
opposer’s testinony deposition. Applicant did not indicate
if it had requested this type of information during
di scovery and in any event opposer was not obligated to
disclose the entirety of its proposed evidence. British
Seagul | Ltd. V. Brunsw ck Corp., 28 USPQ2d 1197, 1201 (TTAB
1993, aff’d, Brunswick Corp. v. British Seagull Ltd., 35
F.3d 1527, 32 USPQ2d 1120 (Fed. Cr. 1994); and Tinme \Warner
Entertai nnent Co. v. Jones, 65 USPQ2d 1650, 1657 (TTAB
2002). That being said, the witness attesting to this
evi dence did not have personal know edge of the source of
the printout and, therefore, was not conpetent to testify as
to its authenticity. Thus, the docunent is not adm ssible.

Applicant’s objection to exhibit no. 49 is overrul ed.
This exhibit consists of the USPTO Trademark El ectronic
Search System (TESS) printouts of opposer’s pleaded
registrations, the status and title copies of which were

al so submtted under notice of reliance.

11
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Applicant’s objection to exhibit no. 50 is overrul ed.
This exhibit consists of printouts of two of opposer’s
applications that were not pleaded. Applicant has not shown
the Board that it requested information or docunents
pertaining to these nmarks.”®

The evidence of record consists of the pleadings
herein; the file of the opposed application; the testinony
depositions (with exhibits, excluding exhibits nos. 43 and
48) of M. Joseph Uranga, Goup Director for WIld Turkey
Bour bon with Pernod R card USA, and M. John Conway, in
house intellectual property counsel wth Pernod Ricard USA. ®°
In addition, opposer submtted, under a notice of reliance,
status and title copies of five of opposer’s pleaded
registrations, and testified as to their ownership and
validity.” Applicant submitted, by stipulation of the
parties, the declaration (wth exhibits) of Deanna D. Crowe,
a paralegal wth applicant’s outside counsel, Christie,
Parker & Hale, LLP. In addition, applicant subm tted, under
a notice of reliance, TESS printouts of third-party

registrations, foreign registrations for the parties’

> W note that applicant did not object on the basis that the
applications were not pleaded.

® Pernot Ricard USA is a related conpany to opposer and handl es
opposer’s sales, marketing and intellectual property matters.
(Uranga Dep. p. 7; Conway Dep. pp. 5-9).

” Opposer did not nake of record pleaded registration no.
1912713.

12
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respective trademarks, and opposer’s responses to
applicant’s interrogatories.

The pl eaded registrations, all of which are in ful
force and effect and owned by opposer, are sumarized as
fol | ows:

Regi stration No. 513549 for the mark

WILD
TURKEY

for whiskey in International Cass 33, filed
January 30, 1946, issued August 16, 1949, section
8 accepted, section 15 acknow edged, renewed;

Regi stration No. 1085002 for the mark WLD
TURKEY (in standard character form for liqueur in
International Cass 33, filed Novenber 22, 1976,

i ssued February 7, 1978, section 8 accepted,
section 15 acknow edged, renewed;

Regi stration No. 1299830 for the mark

N7

u
Gne-

(WLD TURKEY ONE- O-ONE and turkey design, ONE-O
ONE di scl ai ned) for whiskey in International d ass
33, filed Cctober 19, 1983, issued Cctober 19,
1984, section 8 accepted, section 15 acknow edged,
renewed;

Regi stration No. 1670450 for the mark

13
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(WLD TURKEY KENTUCKY LEGEND BEYOND DUPLI CATI ON

and design) for distilled al coholic beverages;

nanmel y, whiskey in International Cass 33, section

8 accepted, section 15 acknow edged, renewed;

Regi stration No. 2263231 for the mark WLD

TURKEY (in standard character form for whiskey in

International Cass 33, filed August 14, 1998,

i ssued July 20, 1999, section 8 accepted, section

15 acknow edged.

Because opposer has nmade its five pleaded registrations
of record, opposer has established its standing to oppose
registration of applicant’s mark, and its priority is not in
issue. See King Candy Co., Inc. v. Eunice King s Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Qur |ikelihood of confusion determ nation under Section
2(d) is based on an analysis of all of the probative facts
in evidence that are relevant to the factors set forth in In
re E. 1. du Pont de Nenoburs and Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). See also, Inre Majestic Distilling Co.,
Inc., 315 F.3d 1311, 65 USPQd 1201 (Fed. Gir. 2003).

In any likelihood of confusion analysis, however, two
key considerations are the simlarities between the marks

and the simlarities between the goods and/or services. See

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

14
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1098, 192 USPQ 24 (CCPA 1976). See also, Inre Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ@2d 1531 (Fed. Cr
1997).

Anot her key factor, is the fanme of the prior mark. W
begin with this factor, because fane “plays a ‘dom nant’
role in the process of balancing the du Pont factors.”

Recot Inc. v. Benton, 214 F.3d 1322, 54 USPQd 1894, 1897
(Fed. Cr. 2000). See also, PalmBay Inports, Inc. v. Veuve
Cicquot, 396 F.3d 1369, 73 USPQ2d 1689, 1694 (Fed. G r
2005). In addition, fane “varies along a spectrumfromvery
strong to very weak.” In re Coors Brewing Co., 343 F. 3d
1340, 68 USPQR2d 1059 (Fed. G r. 2003).

Opposer’s testinony and evi dence establish that opposer
started selling its whiskey under the WLD TURKEY trademark
in 1942; that sales of WLD TURKEY products in the United
States in 2002 and 2003 were approxinmately $65 mllion and
500, 000 cases in total annual sales; that the WLD TURKEY
trademar ks have been federally registered since 1949; that
opposer owns registrations for WLD TURKEY marks in
connection with various nerchandi se, including unbrell as,
duffel bags, clothing, watches, pens and pencils, golf
accessories, key chains, and barbecue sauce; that opposer
spends tens of mllions of dollars annually on adverti sing
and pronotion in the United States, $11.7 mllion in 2003,

t hrough print ads in national magazi nes and trade

15
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publications, billboard advertising, |ocal radio
advertising, and internet advertising; that opposer has a
“conprehensi ve brand strategy prograni that educates

enpl oyees, distributors and retailers about the history of

W LD TURKEY, brand identity, and the objectives and strategy
for pronoting and selling the brand that includes a “field
gui de” and the “anbassador’s training prograni; that WLD
TURKEY is used on consuner point-of-sale materials given or
di spl ayed to consuners at |iquor stores, bars and
restaurants and include baseball hats, golf shirts, golf
bags, watches, scratch card ganes, cufflinks, flashlights,
conput er nouse pads, ceram c collectibles, pronotional
cookbooks with WLD TURKEY reci pes; that opposer also
pronmotes its WLD TURKEY whi skey through high profile

nati onal sponsorships such as the Professional Bower’s
Associ ation and the National Turkey Federation and numnerous
| ocal sponsorships such as a crawfish festival in Biloxi,

M ssi ssippi and a rodeo in Houston, Texas; and that the WLD
TURKEY brand recei ves extensive unsolicited nedia coverage
including reviews by wine and spirit witers, numerous
awards such as Gold and Silver places in the International
Wne & Spirit Conpetition and San Francisco Wrld Spirits
Conpetition in 2000 and 2001, frequent nmentions in a variety
of magazi nes, newspapers, and tel evision shows (see, e.g.,

Uranga Dep. p. 78 “The bi ggest one was when David Lettermnman

16
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had [the turkey callers] on... . [T]he bottle spent about
20 mnutes on his desk as he tal ked about the callers...”).
In addition, the record shows that opposer, as part of the
Pernod Ricard Group, jointly pronotes its WLD TURKEY

whi skey with other Pernod Ricard Group brands (e.g.,
Bushm |l 1’s Irish whiskey), and opposer has expanded its WLD
TURKEY whi skey product to include other prem um bourbon and
non- bour bon whi skeys and other spirit products.

Appl i cant presented no evidence or argunent to rebut
opposer’s evidence of fane.

As shown through the testinony and ot her evi dence,
opposer has extensive sal es under and adverti sing
expenditures in connection with the WLD TURKEY nar ks.

Mor eover, opposer’s advertising and sales statistics are

pl aced in the context of a broad, organized and aggressive
mar keting strategy that places its WLD TURKEY marks in
front of consuners in a variety of ways (e.g., point-of

sal es di splays, pronotional events, sponsorships,

mer chandi si ng, radi o advertising, national nagazines with
wi de circulation, billboards, etc.). The WLD TURKEY narks
have been used for over sixty years and are displ ayed

prom nently on the product |abels. WLD TURKEY whi skey has
been extensively pronoted and heavily advertised in a
variety of media. There has al so been pronotion through

targeted outdoor bill board displays, extensive point-of-sale

17
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di spl ays, and wi de distribution of collateral nerchandi se.
On this record, we find that opposer’s WLD TURKEY nmarks are
fanobus and entitled to broad protection. Bose Corp. v. QC
Audi o Products, Inc., 293 F. 3d 1367, 63 USP@@d 1303, 1305
(Fed. Cr. 2002) (“[T]he fame of a mark may be neasured
indirectly, anong other things, by the volune of sales and
advertising expenditures of the goods traveling under the
mar k, and by the length of tinme those indicia of commerci al
awar eness have been evident.”).

We turn next to the second, third and fourth du Pont
factors, i.e., the simlarities between opposer's and
applicant's goods and the simlarities between opposer's and
applicant's trade channels and cl asses of purchasers of
t hese goods. W nust nmake our determ nations under these
factors based on the goods as they are recited in the
application and registrations, respectively. See In re
El baum 211 USPQ 639 (TTAB 1981).

The goods need not be identical or directly conpetitive
in order for there to be a likelihood of confusion. Rather,
the respective goods need only be related in sone manner or
the conditions surrounding their marketing be such that they
coul d be encountered by the sanme purchasers under
circunstances that could give rise to the m staken beli ef

that the goods cone froma conmon source. In re Martin's

18
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Fanmous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984).

Qpposer’s registrations are for whiskey and |iqueur.
Wi skey, as identified in applicant’s application, is
identical to whiskey, as identified in opposer’s
Regi stration Nos. 513549, 1299830, 1670450 and 2263231, and
closely related to opposer’s liqueur as identified in
opposer’s Registration No. 1085002. 1In addition, beer in
International C ass 32 and the other al coholic beverages in
International Class 33 as identified in applicant’s
application are closely related to opposer’s whi skey and
liqueur. The record shows that consuners of al coholic
beverages are accustoned to seeing brands on new products,
i ncluding the crossover fromdistilled spirits to malt
beverages. Conway Rebuttal Dep. p. 12. Applicant has
presented no argunent that its beer and other al coholic
beverages are unrelated to opposer’s goods and, noreover,
has acknow edged that various al coholic beverages, including
beer, are related. (Applicant’s Br. p. 34 “[A]lcoholic
beverages such as wi ne and beer, and the various types of
“hard Iiquors’ such as whi skey, have been consistently

recogni zed as rel ated goods for trademark purposes.”).?8

8 See also, for exanple, In re ChatamlInternational Inc., 380
F.3d 1340, 71 USPQ2d 1944 (Fed. Cir. 2004) (beer and tequila
closely related; Jose Gaspar Gold v. Gaspar’s Ale); Inre

Maj estic, supra (brewed malt liquor and distilled tequila simlar
“by virtue of the fact that both are al coholic beverages that are

19
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G ven the absence of any restrictions or limtations in
the parties’ respective identifications of goods, the
parties’ identical and closely related al coholic beverage
products are deened to be marketed in the sane trade
channels and to the sane cl asses of purchasers. Kangol Ltd.
V. KangaROOS U. S. A Inc., 974 F.2d 161, 23 USPQ2d 1945 (Fed.
Cr. 1992). 1In addition, the record establishes that sales
of al coholic beverages in the United States are regul ated by
the Al cohol, Tobacco and Trade Bureau which inposes a three-
tier systemof distribution whereby suppliers (such as
opposer) sell to distributors who, in turn, sell to
retailers and the end-consuners purchase the products from
the retailers. Thus, the parties’ alcoholic beverages, in
fact, travel through the sane channels of trade.

The parties’ respective goods are ordi nary consumner

items which would be purchased without a great deal of care,

mar keted in many of the sanme channels of trade to many of the
sane consuners”); The Fleischmann Distilling Corporation et al.

v. Maier Brewing Co. et al., 314 F.2d 149, 160, 136 USPQ 508, 518
(9" Gir. 1963) (beer and whiskey “being both within the al coholic
beverage industry, are ‘so related as to fall within the nischief
whi ch equity should prevent.’”); Wiite Horse Distillers, Ltd. V.
Ebling Brewing Co., Inc., 30 USPQ 238 (CCPA 1936) (scotch whiskey
and al e are “goods of the same descriptive properties within the
meani ng of the statute”); Somerset Distilling Inc. v. Speynalt

Wi skey Distributors Ltd., 14 USPQd 1539, 1542 (TTAB 1989)
(“scotch whiskey, gin and vodka are all closely related, in that
they are what might be characterized as basic al coholic
beverages”); and In re AGE Bodegas Unidas, S. A, 192 USPQ 326
(TTAB 1976) (“there is clearly a relationship between w ne and
whi skey, both of which al coholic beverages are sold through the
same specialized retail outlets to the sanme purchasers, and are
frequently bought at the sanme tinme").
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by ordinary consuners. (Conway Dep. p. 31 lines 21-22 (“Qur
consuners are not sophisticated’”) and Conway Rebuttal Dep.

p. 9 (“...we are an inpulse iteni). See also, e.g., Inre
Maj estic, supra at 1205. Applicant points to opposer’s
testinony regarding brand |oyalty and argues that brand
consci ous consuners woul d di stinguish between the marks;
however, there is no evidence that ordinary consuners of

al cohol i ¢ beverages are al ways brand consci ous. These

findi ngs under the second, third and fourth du Pont factors
all weigh significantly in opposer’s favor in our |ikelihood
of confusion anal ysis.

We turn next to the first du Pont factor, i.e., whether
applicant’s mark and opposer's mark are simlar or
dissimlar when conpared in their entireties in terns of
appear ance, sound, connotation and conmercial i npression.

We nmake this determination in accordance with the foll ow ng
principles. The test, under this du Pont factor, is not
whet her the marks can be distingui shed when subjected to a
si de-by-si de conparison, but rather whether the marks are
sufficiently simlar in terns of their overall conmerci al

i npressions that confusion as to the source of the goods

of fered under the respective marks is likely to result. The
focus is on the recollection of the average purchaser, who
normal ly retains a general rather than a specific inpression

of trademarks. See Sealed Air Corp. v. Scott Paper Co., 190
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USPQ 106 (TTAB 1975). Furthernore, if a mark conprises both
a word and a design, greater weight is often accorded to the
wor d, which woul d be used by purchasers in requesting the
goods or services. In re Appetito Provisions Co., Inc., 3
USPQ2d 1553, 1554 (TTAB 1987).

Applicant’s mark, WLD GEESE, is depicted in standard
character form Two of opposer’s WLD TURKEY nmarks are in
standard character formand the other three are styli zed,
two of which include design el enents and additi onal wording.
The literal portions of the parties’ marks begin wth the
identical word, WLD. The simlarity of the marks conti nues
wth the second word in each mark being a gane bird.

Despite the difference in the words TURKEY and CGEESE, the
commerci al inpression and general connotation of wld gane
birds, creates a confusingly simlar mark. G ven the fanme
and arbitrary nature of opposer’s WLD TURKEY nmarks, and the
broad scope of protection to which they are entitled, we
find that the simlarities in the parties’ marks outwei gh
their differences.

Simlarity of connotation or commercial inpression
alone is sufficient to support a finding of |ikelihood of
confusion between marks; and this is true even if the marks
exhi bit aural and optical dissimlarity when they convey the
sane general idea or stinulate the sane nental reaction. H

Si chel Sohne, GvbH v. M chel Mnzain Sel ected Wnes, Inc.,

22



Qpposition No. 91155165

202 USPQ 62, 65 (TTAB 1979) (hereinafter Sohne |); and H

Si chel Sohne, GtbH v. John Gross & Co., 204 USPQ 257 (TTAB
1979) (hereinafter Sohne I1) (BLUE NUN and BLUE CHAPEL bri ng
to mnd a simlar religious connotation). This is true
especially where, as in this case, the marks are arbitrary.
United Rum Merchants Ltd. v. Fregal, Inc., 216 USPQ 217, 219
(TTAB 1982).

In arguing that the marks are dissimlar, applicant
di ssects registrant’s marks and concl udes that the conmmobn
term WLD is weak, in view of the nunerous third-party
regi strations and uses of the word WLD in connection with
various al coholic and non-al coholic beverages, and that the
word TURKEY is the dom nant portion of registrant’s mark,
which is different fromthe word GEESE in applicant’s mark
Applicant further argues that the word TURKEY shoul d be
accorded narrow protection in view of the nunerous
regi strations and uses of bird nanmes in connection with
various al coholic and non-al coholic beverages.

First, with regard to the evidence pertaining to the
word WLD, the third-party registrations are not evidence of
use and, thus, are of little probative value in an analysis
of the strength of the marks. Third-party registrations my
be “useful to denonstrate the sense in which a termis used
in ordinary parlance and they can show that a particular

term has been adopted by those engaged in a certain field or
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industry and that said termhas |less than arbitrary
significance with respect to certain goods or services.” In
re Dayco Products-Eaglenotive, Inc., 9 USPQd 1910, 1912,
(TTAB 1988) (I MPERI AL adopted by others in the vehicular
field to refer to that ternmis ordinary significance as a
| audat ory designation). However, the third-party
regi strations submtted by applicant show a variety of
meani ngs of the termWLD (e.g., WLD PIG DR WLD,
W LDCATTER S CRUDE, WLD RI VER, WLD CARD and SCREAM NG W LD
BERRY) and do not |lead to a conclusion that the term has an
“ordinary significance” in the field of beverages. The
exanpl es of use also suffer fromthe sane deficiency (e.g.,
THE WLD BUNCH, WLD THI NG WLD PASSI ON and W LDCAT) .
Mor eover applicant’s argunent does not rebut the facts of
this case where the word WLD has a specific significance as
used with TURKEY or CGEESE in that it distinguishes the birds
fromtheir donesticated relatives

The third-party registrations and exanpl es of use of
bi rd nanes for various beverages have even | ess probative
val ue under the Dayco anal ysis inasnuch as they present a
variety of names, do not point to ordinary usage of a
particular term and do not show that the words in issue
here, TURKEY and CGEESE are so widely used that consuners are
able “to discern between several conpeting products having

simlar, but not identical, product nanes and bird i nages.”
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Applicant’s Br. p. 33. See Sohne |, supra at 66 (“W nust
remenber that the conflict herein is between “BLUE ANGEL”
and “BLUE NUN,” and the fact that others have used and/or
regi stered marks containing a certain feature in common with
these marks for simlar goods cannot preclude a hol ding that
these marks as a whole are confusingly simlar.”)

Applicant, in its analysis, inproperly dissects the
mar ks and does not consider the marks in their entireties.
We note that despite applicant’s search of USPTO records and
the marketpl ace, applicant failed to find any exanpl e of
WLD plus a gane bird in use in the United States for any of
the identified goods.® See Crowe Decl. and Applicant’s
Notice of Reliance; see also Uranga Dep. p. 39 and Conway
Dep. p. 22. This may in fact be a result of opposer’s
policing efforts. See Conway Dep. p. 22 (“But the closer it
gets to a bird the nore serious we take it. And if it’'s a
gane bird in particular that is one of our absolute red

flags for enforcenent.”)?°

® Wth regard to the two exanples of WLD with a bird allegedly
used in connection with wine that appear in printouts of website
pages introduced under the Crowe declaration, opposer’s

undi sput ed evi dence shows that neither of those products are
being sold in the United States, and that one is in the process
of being acquired by opposer. Conway Rebuttal Dep. pp. 59-60,
67-73.

10 Applicant’s arguments regardi ng opposer’s “aggressive
enforcenent progranf have no rel evance to the question of whether
applicant’s nmark used in connection with the goods recited in its
application would be likely to cause confusion with the marks in
opposer’s registrations.
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As stated earlier, marks nust be considered in their
entireties, and the commercial inpression is derived from
the marks as a whole, and not fromtheir elenents separated
and considered in detail. Sohne |, supra at 65. W find
that the WLD TURKEY portion of opposer’s registered nmarks
is unitary and that TURKEY cannot be viewed as a separable
el emrent of the marks. The handful of exanples of use in the
record of TURKEY as a “nicknane” for the brand are not
sufficient to dimnish the unity of the WLD TURKEY marks in
i ssue here. However, even if TURKEY is the dom nant part of
the mark, it does not change our conclusion that taken in
their entireties and given the strength and fane of
opposer’s W LD TURKEY marks, confusion is likely. W
consider the simlarity of these marks where the word WLD
is followed by the nane of a gane bird to be significant.

We find, on balance, that the simlarities in connotation
and commercial inpression of the respective marks which are
enhanced by the identical first word, WLD, followed by the
name of a ganme bird outweigh the dissimlarities which
result fromthe sound and appearance of the second word.
Further, the stylization in Registration No. 513549, the
stylization, bird design and disclainmed wording ONE O ONE in
Regi stration No. 1299830, and the added tag |ine KENTUCKY
LEGEND BEYOND DUPLI CATI ON and frane design in Registration

No. 1670450 do not serve to adequately distinguish these
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marks. The term WLD TURKEY is the dom nant el enent in each
of these marks and the bird design further enhances the
mental inpression and connotation of a ganme bird. W
conclude that the parties’ marks are substantially simlar.

We do not find applicant’s attenpt to distinguish the
Uni ted Rum and Sohne cases persuasive. |In particular, with
regard to the Sohne cases, the Board enphasi zed that it
consi dered the marks BLUE NUN on the one hand, and BLUE
ANCEL and BLUE CHAPEL on the other, in their entireties and
rejected the applicant’s simlar attenpt to mnimze the
i nportance of the identical elenent BLUE

Considering the respective marks in their entireties,
we conclude that the evidence of record as it pertains to
the relevant du Pont factors clearly supports a finding of
I'i kel i hood of confusion as to the marks in opposer’s
Regi stration Nos. 513549, 1085002, 1299830, 1670450, and
2263231 and that registration of applicant’s mark,
therefore, is barred under Trademark Act Section 2(d).

Finally, to the extent there is any doubt with regard
to the question of |ikelihood of confusion, such doubt nust
be resolved in favor of opposer, the prior registrant.
Hewl ett - Packard Co. v. Packard Press, inc., 281 USPQd 1001,
1003 (Fed. G r. 2002) (“This court resolves doubts about the
I'i kel i hood of confusion against the newconer because the

newconer has the opportunity and obligation to avoid
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confusion with existing marks”); In re Hyper Shoppes (Chio),
Inc., 837 F.2d 463, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

Deci sion: The opposition is sustained.
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