THI'S DI SPOSI TION | S
NOT ClI TABLE AS
PRECEDENT OF THE TTAB

Mai | ed:
26 COct ober 2005

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

XOXO d ot hi ng Conpany, Incorporated and G obal Brand
Hol di ngs, LLC
V.
Aytem zler O gu Ve Dokuma Urunl eri
UetimLimted Sirketi.

Opposition No. 91155594
to application Serial No. 75549496

Louis S. Ederer of Torys LLP for XOXO d ot hi ng Conpany,
| ncorporated and G obal Brand Hol di ngs, LLC

Jereny Craft of Harrison & Egbert for Agterri zler Orgu Ve
Dokuma Urunleri UetimLimted Sirketi.

Before Quinn, Hairston, and Drost, Adm nistrative Trademark

Judges.
Opi nion by Drost, Adm nistrative Tradenark Judge:

On 08 Septenber 1998, applicant (Aytem zler Orgu Ve
Dokuma Urunleri UetimLimted Sirketi) applied to regist
t he mark shown bel ow on the Principal Register for the

foll owi ng goods in C ass 25:

Y'I'n view of the assignnments of the pleaded registrations,
recorded at the Ofice' s Assignnent Branch at Reel 2823, Frane
0392, dobal Brand Hol dings, LLC is joined as party opposer.
TBMP § 512 (2d ed. rev. 2004). To the extent we refer to
opposers by nane, we will refer to assignee.

2 Mpplicant did not file a brief in this case.

er

See
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Skirts, sweaters, waistcoats, jackets, trousers,

overcoats, raincoats, wonen's coats, hooded jackets,
trench coats, sweat shirts, pullovers, blouses, skirts,
par kas, masquerade costumes, dresses, T-shirts, shorts,

bl ue jeans, evening dresses, suits, junp suits,
uni forns, bathrobes, bath slippers, beach wear,

neckties, bowties, nen's scarves, hats, capes, berets,

scarves, gloves, shaw s, arm bands, belts, sweat
shirts, socks, underskirts, body suits, panties,
singlets, brassieres, corsets, cam soles, garters,
ni ght dresses, norning dresses, shoes, high boots,
sports shoes; parts of shoes, nanely, heels, |egs,
vanps

OXXQO

The application is based on an allegation of a bona fide
intention to use the mark in conmerce.

The registration of applicant’s mark has now been

opposed by d obal Brand Hol di ngs, LLC (opposer). Opposer

has alleged that there is a |ikelihood of confusion under

Section 2(d) of the Trademark Act (15 U S.C. 8§ 1052(d))

bet ween applicant’s mark as proposed to be used on its goods

and the follow ng registrations that opposer owns for the

identified goods and services.

XOXO in standard character formfor “clothing, nanely,

men’s, wonen’s and children’s shirts, shorts, pants,

j ackets, T-shirts, sweatshirts, hats, socks, sweaters

and swimrear” in dass 25.°

XOXO in standard character formfor *luggage, handbags,
purses all made fromleather, imtations of |eather and

other material” in Cass 18.%

3 Registration No. 2,009, 243 issued 22 COctober 1996, affidavits

under Sections 8 and 15 accepted or acknow edged.

* Registration No. 2,102,098 issued 30 Septenber 1997, affidavits

under Sections 8 and 15 accepted or acknow edged.
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XOXO in standard character formfor “eyegl asses and
sungl asses” in Class 9.°

XOXO JEANS in standard character formfor “wonen's, and
children's clothing, nanely jeans, dresses, skirts,
shorts, jackets, shirts, pants, blouses, vests,

bl azers, jeans, overalls, sweatshirts, sweatpants,
tank-tops, tee-shirts, [and] hats” in Oass 25.°

XOXO in standard character formfor “retail clothing
store services” in Cass 35.°

XOXO in standard character formfor “wonen’s and
children's shoes” in Cass 25.8

XOXO in standard character formfor “jewelry, watches

and ot her horol ogical and chrononetric instrunents,

nanely, clocks” in Cass 14.°

Appl i cant has denied the salient allegations of the
noti ce of opposition.

The Record

The record consists of the pleadings, the file of the
i nvol ved application; and opposer’s stipulated testinony by
declaration with exhibits of Jennifer Fettig, opposer’s
representative responsi bl e for business devel opnent.
Priority
| nasmuch as opposer has shown that it owns several
trademark registrations for the mark XOXO for various goods

and services, opposer has priority. See King Candy Co. V.

®> Registration No. 2,269,840 issued 10 August 1999, affidavits
under Sections 8 and 15 accepted or acknow edged.

® Registration No. 2,320,710 issued 22 February 2000.

Regi stration No. 2,370,004 issued 25 July 2000.

Regi stration No. 2,436,377 issued 20 March 2001.

Regi stration No. 2,456,625 issued 05 June 2001

© 0
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Euni ce King's Kitchen, 496 F.2d 1400, 182 USPQ 108, 110

( CCPA 1974).

Li kel i hood of Conf usion

The central issue in this case is whether there is a
I'i kel i hood of confusion. Applicant seeks registration for
the mark OXXO (stylized) for nunerous clothing itens while
opposer relies on its ownership of several registrations for
the mark XOXO nost for those letters alone, in standard
character form for various goods and services. The Federal
Circuit and its predecessor court have set out the factors
that are relevant in these types of cases. See Inre

Mpj estic Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201, 1203

(Fed. Cr. 2003). See alsoInre E. |I. du Pont de Nenours &

Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973); and

Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1896

(Fed. Cr. 2000).

Two key considerations in |ikelihood of confusion cases
are the simlarities and dissimlarities of the marks and
the rel atedness of the goods and/or services. W wll first
consider the relationship between applicant’s and opposer’s
goods and services. Nunerous itens in applicant’s
identification of goods are identical or virtually identical
to opposer’s goods in Registration Nos. 2,009, 243 and
2,436,377. (Qpposer’s registrations are for nen’s, wonen’s

and children’s shirts, shorts, pants, jackets, T-shirts,
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sweatshirts, hats, socks, sweaters, swi mmear, and wonen’s
and children’s shoes. Applicant’s identification of goods
simlarly includes shorts, trousers, jackets, T-shirts,
sweat shirts, hats, socks, sweaters, beach wear, and shoes.
Therefore, applicant’s and opposer’s goods are not only
related, they are in part identical. “Wen marks woul d
appear on virtually identical goods or services, the degree
of simlarity necessary to support a conclusion of likely

confusion declines.” Century 21 Real Estate Corp. v.

Century Life of America, 970 F.2d 874, 23 USPQ2d 1698, 1701

(Fed. Cr. 1992). Furthernore, since the goods are
identical, “they nust be presuned to travel in the sane
channel s of trade, and be sold to the same class of

purchasers.” In re Smth and Mehaffey, 31 USPQ@2d 1531, 1532

(TTAB 1994) .

The second factor we consider concerns the simlarities
and dissimlarities of the marks. Applicant seeks
registration for the mark OXXO (stylized) and opposer relies
on nunerous registrations for the mark XOXO. | nasnmuch as
opposer’s mark is depicted in a typed or standard character
form its marks are not confined to any particul ar display
and, therefore, there is no viable difference in the marks

based on applicant’s stylization of its mark. Squirtco v.

Tony Corp., 697 F.2d 1038, 216 USPQ 937, 939 (Fed. Gr

1983).
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When we conpare marks, we must examne “the simlarity
or dissimlarity of the marks in their entireties as to
appear ance, sound, connotation and commercial inpression.”

Pal m Bay I nports Inc. v. Veuve Oicquot Ponsardi n Mai son

Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689, 1691 (Fed.

Cir. 2005) (internal quotation marks omtted). A feature of
these marks is the fact that they both consist of arbitrary
letters. The case | aw distingui shes between marks that
consist of arbitrary letters and marks that are recogni zabl e

wor ds. HRL Associates, Inc. v. Wiss Associates Inc., 902

F.2d 1546, 14 USPQ2d 1840, 1841 (Fed. G r. 1990) (“On the
issue that letters are confusing, this court al so agrees
with the Board. It is nore difficult to remenber a series
of arbitrarily arranged letters than it is to renmenber

figures”). See also Edison Brothers Stores, Inc. v.

Brutting E.B. Sport-International GrbH, 230 USPQ 530, 533

(TTAB 1986):

We nust al so consider the well-established principle of
our trademark | aw that confusion is nore |ikely between
arbitrarily arranged letters than between ot her types
of marks. This principle was set forth fifty years ago
in the decision of the Court of Custons and Patent
Appeals in Crystal Corp. v. Manhattan Cheni ca
Manufacturing Co., 75 F.2d 506, 25 USPQ 5, 6 (1935)
wherein the foll ow ng reasoning was applied in hol ding
Z.B.T. likely to be confused with T.Z. L.B. for tal cum
powder .

We think that it is well known that it is nore
difficult to renenber a series of arbitrarily
arranged letters than it is to renmenber figures,
syl l abl es, words, or phrases. The difficulty of
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remenbering such lettered marks makes confusion
bet ween such marks, when simlar, nore |ikely.

| nasmuch as the parties’ marks are not recognized
wor ds, they would not have any specific neaning. The only
nmeani ng the marks may have is that “the letter ‘X signifies
‘kisses’ and the letter ‘O signifies “hugs.”” Fettig
declaration at 11. |If opposer’s marks woul d have the
meani ng “ki sses” and “hugs,” opposer’s w tness points out
that “consunmers may forget, or not be concerned, as to the
particular order of the *X s’ and ‘O s’ appearing on
A obal’s XOXO products.” 1d. Even if purchasers associate
the letters “X’ and “O as synbols for “kisses” and "hugs,”
t hese synbols can be used in different order. Furthernore,
both marks would still have the sane neaning, i.e., two
ki sses and two hugs.

When the marks are pronounced, because they consist of
arbitrary letters, they would nost likely be pronounced as
the letters thenselves (O-X-X-O and X-OX-O). Under these
circunstances, it is easy to understand how consuners may
becone confused as to the exact order of the letters. The
appear ances of the marks are also sim |l ar because they have
the exact sanme letters with only the order of the first two
letters being reversed. In addition, the commerci al
i mpressions of XOXO and OXXO woul d be sim | ar because they

are likely to be viewed as a series of letters “X* and "O
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and the exact order of the “X' s” and “Os” is not as
significant as with recogni zed words.

Reversing the order of the first letters in certain
circunstances may create significantly different marks as in
t he case of the words BABY and ABBY. The difference in the
order of the “A” and “B” profoundly effects the neaning,
pronunci ati on, appearance, and commercial inpression of the
words. Prospective purchasers are likely to assune that
there is no associ ati on between ABBY and BABY goods or
services. However, unlike the exanple, applicant’s OXXO and
opposer’s XOXO marks are not recogni zabl e words. Purchasers
famliar with the mark XOXO may not recall the exact order

of the arbitrary letters and we nust keep in m nd that

"[h]uman nenories ...are not infallible.” 1In re Research and

Trading Corp., 793 F.2d 1276, 230 USPQ 49, 50 (Fed. GCr

1986), quoting, Carlisle Chemcal Wrks, Inc. v. Hardman &

Hol den Ltd., 434 F.2d 1403, 168 USPQ 110, 112 (CCPA 1970).

Furthernore, the presence of two “X' s” in a short word or
termin English is unusual and this fact al so enphasi zes the
simlarity of the marks. Therefore, we conclude that the
mar ks OXXO (stylized) and XOXO are sim | ar.

We al so have consi dered that opposer has obtained
registrations for its XOXO on a nunber of registrations
i nvol vi ng cl ot hing, |uggage, handbags, purses, eyegl asses,

sungl asses, retail clothing store services, and clocks. In
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addition to the pl eaded registrations, opposer’s W tness
al so introduced three additional registrations that opposer

owns. Two are for the mark:

X O X O-

IN AMERICA AND ABROAD

The first is for “wonen’s and children’s shoes” in
Class 25.'° The second is for “wonen's, and children's
clothing, nanely dresses, skirts, shorts, jackets, shirts,
pants, bl ouses, vests, blazers, jeans, overalls,
sweatshirts, sweatpants, tank-tops, tee-tops, tee-shirts,
[and] hats” in Class 25. The third additiona
registration is for the mark FRAG LE BY XOXO i n standard
character formfor “eyegl asses and sungl asses” in Class 9.2
Opposer has also provided a list of licensees of its XOXO
mark for products under the follow ng headi ngs: Apparel,
Bel ts/ Col d Weat her, Dresses, Footwear, Fragrance, Handbags,
Intimates, Kids, Quterwear, Sleepwear, Sw mwear, and
Sungl asses. Fettig declaration at 6 and Ex. B. The

advertising (Exhibit D) shows that opposer is using the mark

10 Registration No. 2,484,317 issued 04 Septenber 2001. The word
“Anerica” has been disclai ned.

1 Registration No. 2,043,508 issued 11 March 1997; affidavits
under Sections 8 and 15 accepted or acknow edged. The term
“Anerica” has been discl ai ned.

12 Regi stration No. 2,556,155 issued 02 April 2002.
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in association with a wde variety of clothing and fashion
items, including shoes, boots, tops, jeans, sw mwear,
handbags, vests, and shirts. This evidence of registration
and use of the XOXO mark on a w de variety of products
favors opposer.

Opposer al so argues that its “XOXO mark is a fanobus and
strong mark, and therefore the XOXO mark shoul d be accorded
a Wi de scope of protection.” Brief at 18. Opposer has
subm tted evidence that it regularly advertises its XOXO
products in magazi nes such as Teen Vogue, In Style, Vogue,
and Cosnopolitan. Fettig declaration at 7 and Ex. D
Ms. Fettig (p. 5) also testified that revenues for the XOXO
brand “have increased to approximtely $150-200 mllion” and
t hat opposer spent nearly $2.2 mllion pronoting its brand
in 2003. Fettig Declaration at 8. M. Fettig also
testified (p. 9) to other nethods opposer uses to pronote
t he XOXO nmar k.

In addition to the traditional nmethods of advertisenent

and pronotion, the XOXO brand has been at the forefront

of product placenent and endorsenent by celebrities in
the television, filmand nusic industries.

On television, the XOXO brand has sponsored such events

as The M ss Anerica Pageant, The VH 1 Fashi on Awards

and The M ss Teen USA Pageant, and its products have
been seen on such shows as, “7'" Heaven,” “Charned,”

“Ally McBeal ,” “E! A Makeover Story,” “The Oprah

Wnfrey Show,” “Los Bel Tran,” “Mdtown Live,” “MIV 120

M nutes,” “MIV Beach House,” “MIV Bl ane Gane,” “The

Price is Right,” “Pajama Party,” “Solo En Anerica” and
“Studio Y.”

10
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XOXO products have al so been seen in novies, including,

“Al nost Fanous,” “100 Grls,” “The Test,” “Enpire,” “In

Pursuit,” “Licensed to Steal,” “Like Mke,” and “Lift,”

and worn by menbers of the nusical groups 3LW Before

Dar k, Darnozel, Flight 180, Icy and Jewel.

Finally, many celebrities have worn XOXO products to

pubi c events including, Britney Spears, Christina

Agui l era, G ndy Bl ackman, Farrah Fawcett, Jessica

Si npson, Kathy Giffen, Kylie Bax, Leslie G ossnan,

Mary J. Blige, Mena Suvari, Paula Cole, Pink and

Spi nderel | a.

Opposer has al so submtted evidence that its XOXO mark
has been the subject of nunmerous articles in the press.
See, e.g., Chicago Sun-Tinmes, 01 Cctober 1995 (" Trendy
sportswear makers such as Jalate, Doll House and XOXO are
further femnizing these I ooks for fall”); Crain’s New York
Busi ness, 24 February 1997 (“The industry’s two hottest
juni or manufacturers, Ranpage and XOXO'); WAD, 25 February
1998 (“Lola, Inc., which markets juni or power house XOXO);
and WAD, 20 July 2001 (“Key junior brands include XOXGO,
Guess and Tommy”). Fettig Ex. H The Federal Circuit has
hel d that the fane “of an opposer’s mark, if it exists,
pl ays a dom nant role in the process of bal ancing the DuPont

factors” and “likelihood of confusion fane varies along a

spectrum fromvery strong to very weak.” PalmBay |Inports,

73 USPQRd at 1694 (internal quotation marks omtted).
Opposer’ s evi dence supports a conclusion that its XOXO mark
has achi eved sone fane and, therefore, this factor nust be

resol ved in opposer’s favor.

11
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When we consi der the evidence of record in light of the
rel evant factors, we conclude that there is a |likelihood of
confusion in this case. The goods of the parties are
identical, at least in part, and the channels of trade and
purchasers, therefore, would be the sane. The marks OXXO
and XOXO are sim | ar and opposer’s mark has achi eved sone
fame. \Wen prospective purchasers woul d encounter the mark
OXXO (stylized) on clothing such as sweaters, shoes, and
shorts, they are likely to believe that these products are
associated with the source of the sanme or simlar products

sol d under the nmark XOXO.

Deci sion: The opposition to the registration of

application No. 75549496 is sustai ned.

12



