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By the Board:
Franklin Loufrani ("applicant") seeks to register

SM LEY and design in the follow ng form

SMILEY

for a wi de range of goods and services in International

C asses 16, 25, 28, 29, 30, 41, and 42.1

! Application Serial No. 75302439, filed June 3, 1997, based
on an assertion of a bona fide intent to use the mark in
commer ce under Trademark Act Section 1(b), 15 U S.C Section
1051(b). The exclusive right to use the representation of a
smling face apart fromthe mark as shown is disclained

t herei n.

The invol ved application is al so subject of pending
Qpposition No. 91154632, styled WAl-Mart Stores, Inc. v.
Loufrani, which has noved forward to trial. Applicant has
filed a notion to amend its involved application to delete
the sanme services fromthe involved application in



Regi stration of the proposed mark in International
Cl asses 41 and 42 has been opposed by Anerica Online, Inc.
("opposer™) on grounds that the proposed mark is
nondi stinctive, nerely descriptive, or generic and that
applicant commtted fraud by w thhol ding "materi al
information ... concerning the non-distinctive nature of the
word '"smley' during the prosecution of his application

with a deliberate intent to deceive."? Applicant denied the

Qpposition No. 91154632. Al though applicant has accepted
entry of judgnment with regard to the deleted services in
Opposition No. 91154632, the notion to anend renai ns pendi ng
in that case.

2 The conplete identification of goods and services in

International C asses 41 and 42 is set forth as follows:
Comput er education training services; educationa
services, nanely, conducting classes, sem nars and
wor kshops in the field of foreign | anguages;
entertainment in the nature of |ive performances by a
nmusi cal group or nusical band, orchestra performances,
fashi on shows, theatrical productions, and in the
nature of an on-going children's ani nated tel evision
series and ani mated cartoon series; entertai nnent in
the nature of circuses; golf club, polo club and
basebal | club services; entertai nnent in the nature of
live performances by a costuned character, and in the
nature of live perfornmances by a stand up comc
organi zi ng exhibitions for painting and scul pture;
ani mal training; anmusenent parks; booknobile services;
providing casino facilities; novie studios; arranging
and conducting athletic conpetitions, scholastic
conpetitions and tal ent shows; arranging and
conducting educational conferences and conducting
semnars in self awareness, art appreciation, howto
write speeches, and personal behavior; discotheques;
entertai nment information services; notion picture
filmproduction; rental of books, radios, videotapes,
vi deot ape recorders and vi deo cassette recorders;
adm nistration of lotteries for others; theatrical
booki ng agencies [in International O ass 41; and]
provi di ng tenporary accommodati ons, nedi cal services,
hygi eni ¢ and beauty care, namely beauty sal ons,
veterinary services and agricultural advice, |egal
services, scientific research, industrial research



salient allegations of the notice of opposition in his

answer .

nanel y manufacture planni ng, conputer progranm ng for
ot hers, personal body guard services, chaperoning,
detective agencies, night security guard services,
marri age bureaus, farning equi pnent rental, aninal
breedi ng, animal groom ng, arbitration services,
architectural design for others, dentistry, graphic
art designing, blood banks, editing of witten texts,
provi di ng canpground facilities, canteen services,
cosnetic and plastic surgery, dating services, hair
styling, flower arranging, architectural consultation
intellectual property consultation, personal security
consultancy, real estate security consultancy,
technical consultation and research in the field of
environmental renedi ation and protection, quality
control for others, conval esent homes, personal letter
writing, for others, research in cosnetic product
manuf acturing, child care, interior decorating,

i ndustrial design, dress design, packaging design for
ot hers, conputer software design for others, providing
techni cal assistance for goods production and
manuf act ure, engi neering, undertaking, nursing care,
geneal ogy research, horticultural services, hospitals,
maki ng hotel reservations for others, providing

nmet eor ol ogi cal information, providing fashion

i nformati on, | andscape gardening, |icensing of
intellectual property, uniformrental, rental of
chairs, tables, table linen, glassware, rental of
rooms, rental of conputer software, providing

mul ti pl e-user access to a global conputer information
network for the transfer and di ssem nation of a wde
range of information, clothing rental, naintenance of
conmputer software, rest hones, retirenent hones,
tourist homes, butler services, manicuring, massage,
enmergency nedi cal assistance, opticians' services,
consultancy in the field of conputer hardware,

vocati onal gui dance, psychol ogi cal testing, pharnacy,
portrait photography, art photography, aerial
phot ogr aphy. phot ographic reporting, nurseries and day
care centers, psychol ogi cal consultation

psychol ogi cal counseling, research and devel opnent for
new products for others, news syndication reporting,
sanitariuns, health care, fashion styling, |anguage
transl ation, sorting of waste and recyclable material;
catering, arena services, nanely, providing facilities
for baseball, golf, soccer and other athletic

tour nanents, concerts, conventions and exhibitions [in
International Cass 42.]



On August 17, 2004, applicant filed a notion to anmend
his involved application to delete "conputer education
training services" fromthe recitation of services in

International C ass 41 and "conputer programmng for

ot hers," "conputer software design for others,"” "rental of
conputer software, providing nultiple-user access to a
gl obal conputer information network for the transfer and

di ssem nation of a wide range of information,” "maintenance
of conputer software,” and "consultancy in the field of
conputer hardware" fromthe recitation of services in
International Class 42. In his reply brief, applicant
"accept[ed] judgnent with respect to the mark in [the
i nvol ved application] for those services he has asked to be
deleted fromthe application.” After the parties fully
briefed that notion, the Board, in an October 18, 2004
order, deferred consideration thereof until final decision
or until the case is decided upon notion for sunmary
j udgnent .

On Cctober 12, 2004, opposer filed a notion for partial
summary judgnent with regard only to the services that

appl i cant seeks to delete fromhis involved application.?

The notion has been fully briefed.

3 pposer's notion for partial sunmary judgnment did not becone
associated with the proceeding file until after the issuance of
the Cctober 18, 2004 order.



W will consider applicant's notion for |eave to anmend
his involved application at this tinme. The anmendnent is
clearly limting in nature as required by Trademark Rul e
2.71(a). Further, applicant has accepted entry of judgnent
against hinself with regard to the del eted services.
Accordingly, the notion to anend the application is granted,
and the anmendnent is approved and entered. See Trademark
Rule 2.133(a). In view of applicant's acceptance of entry
of judgnent against himwth regard to the del eted servi ces,
judgnent is hereby entered agai nst applicant and the notice
of opposition is sustained with regard to the del eted
servi ces.

We turn next to opposer's notion for partial summary
j udgnent. Opposer contends that, by agreeing to accept
entry of judgnent against himwth regard to the del eted
servi ces, applicant has conceded its clains that the
i nvol ved mark is nondistinctive, nerely descriptive or
generic. Accordingly, opposer asks that the Board enter
partial summary judgnent on those clainmns.*

Appl i cant contends that, although he has accepted entry
of judgnent with regard to the del eted services, he has not
conceded the clains set forth in the notice of opposition

because those clains were not actually litigated. Applicant

* Opposer did not seek partial sunmary judgment with regard to
its fraud claim



further contends that there are genuine issues of nmaterial
fact wwth regard to these clains.

Applicant's contention is not well-taken. \Were
judgnent is entered in favor of an opposer in an opposition
proceeding, the clains set forth in the notice of opposition
are extingui shed and nerged in the judgnent. See
Rest at enent (Second) of Judgnents, Section 18(1) (1982).
Accordi ngly, by accepting entry of judgnent with regard to
the del eted services, applicant has effectively conceded the
clains set forth in the notice of opposition with regard to
t hose del eted services. See Grand Canyon West Ranch, LLC v.
Hual apai Tri be, 78 USPQ@d 1696 (TTAB 2006). In view
t hereof, opposer's notion for partial summary judgnent with
regard only to the deleted services is hereby granted. Wth
regard to the deleted services only, the notice of
opposition is sustained wwth regard to all of the clains set
forth therein and registration of the involved mark is

ref used. ®

®> Inasmuch as a final judgnent on the nerits has been entered
with regard to the deleted services, the doctrine of res
judicata, or claimpreclusion, would be applicable in a
subsequent proceedi ng i nvol ving the proposed mark in connection
with the deleted services only. See International Nutrition Co.
v. Horphag Research Ltd., 220 F.3d 1325, 55 USPQ2d 1492, 1494
(Fed. Cir. 2000). See Treadwell's Drifters Inc. v. Marshak, 18
UsP@@d 1318, 1321 (TTAB 1990). However, because the renmi ni ng
services in the involved application are sufficiently different
fromthe del eted services, the doctrine of res judicata is
i napplicable to those remaining services. See Metronedia
St eakhouses Inc. v. Pondco Il Inc., 28 USPQ2d 1205 (TTAB 1993).
In addition, because the clains raised in the notice of
opposition were not actually litigated with regard to the del eted



Proceedi ngs herein are resuned. The discovery period

cl osed on August 30, 2004. Testinony periods are reset as

fol | ows.

Plaintiff's 30-day testimony period to close: 9/22/06
Defendant's 30-day testimony period to close: 11/21/06
Plaintiff's 15-day rebuttal testimony period to close: 1/5/07

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, must be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark
Rul es 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.1 29.

services, the doctrine of collateral estoppel, or issue
preclusion, is inapplicable to the deleted services in a
subsequent proceedi ng i nvol ving those services. See 3 MCarthy
on Trademarks and Unfair Conpetition, Section 20:79 (4th ed.
2003) .



