Mai | ed:
Sept enber 15, 2005

THIS DECISION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Jam son Beddi ng, Inc.
V.
The Spring Air Conpany

Qpposition No. 91156741
to Application Serial No. 78162148
filed on 09/09/2002

Margaret A Lawson of Taft, Stettinius & Hollister LLP for
Jam son Beddi ng, Inc.

Clay A Tillack & Adam S. Weiss of Schiff Hardin LLP for The
Spring Ar Conpany.

Bef ore Bucher, Rogers and Wal sh Adm ni strative TrademarKk
Judges.

Opi nion by Wal sh, Adm nistrative Trademark Judge:

Jam son Beddi ng, Inc. (opposer) has opposed the intent-
to-use application of The Spring Air Conpany (applicant),
filed Septenber 9, 2002, to register TOTAL BALANCE in
standard character formon the Principal Register for
“mattresses and box springs” in International Cass 20.
Opposer asserts as the ground for the opposition |ikelihood

of confusion under Section 2(d) of the Trademark Act, 15
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US C 8§ 1052(d), based on its prior registration and use of
its TRUE BALANCE mark for mattresses and box springs.?
Opposer relies on its ownership of current U S. Registration
No. 2,059,066, issued May 6, 1997, on the Principal Register
for the mark TRUE BALANCE in standard character formfor
“furniture, nanely, beds, mattresses and box springs” in
International Class 20. The United States Patent &
Trademark O fice accepted the Section 8 affidavit and
acknow edged the Section 15 affidavit for opposer’s
regi stration on May 15, 200S3.

In its answer applicant has denied the essenti al
allegations in the notice of opposition.

The record in this proceedi ng consists of the
pl eadi ngs, certain responses to interrogatories and requests
for adm ssions submtted under notices of reliance by both
parties, a status and title copy of opposer’s registration,
and three affidavits, two by George Faudree on behal f of
opposer and one by Todd Zi mrernman on behal f of applicant,
subm tted by nutual consent of the parties in |ieu of
testinoni al depositions.

The only issue in this proceeding is |ikelihood of

confusion. There is no dispute regarding priority. King

! Opposer also refers to “dilution of Qpposer’s mark” inits
notice of opposition, but opposer has not presented any evi dence
or argunent in support of a dilution claim Therefore, we

concl ude that opposer has abandoned any dilution claim
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Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182

USPQ 108 (CCPA 1974). Applicant has not asserted priority.
Mor eover, opposer has priority on the basis of its TRUE
BALANCE regi stration which issued on May 6, 1997 resulting
froman application filed on April 2, 1996, well prior to
the filing date of applicant’s TOTAL BALANCE application
Septenber 9, 2002, and well prior to any claimof use of the
TOTAL BALANCE mark by applicant. Applicant clainms it began
to use TOTAL BALANCE in “late 2002.”2 Sections 7(b)&(c) of
the Trademark Act, 15 U. S.C. 8§ 1057(b)&(c).

ANALYSI S

The opinion in In re E.I. du Pont de Nemours & Co., 476

F.2d 1357, 177 USPQ 563, 567 (CCPA 1977) sets forth the
factors we nay consider in determning |ikelihood of
confusion. W nust determ ne the issue of |ikelihood of
confusi on case by case according to these factors

recogni zing that one factor may play a domnant role in a

particular case. Inre Majestic Distilling Co., 315 F. 3rd

1301, 65 USP2d 1201, 1203-04 (Fed. GCr. 2003). W discuss
bel ow the factors rel evant here.

Conpari son of the Goods

The goods of both opposer and applicant i nclude
“mattresses and box springs.” Applicant argues, “Although

Opposer and Applicant sell mattresses and box springs,

2 Zimrerman Affidavit at 9§ 11.
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Opposer has offered no evidence to suggest that they do so
in connection with simlarly priced or quality products.
Therefore, this factor favors Applicant.” Applicant’s Brief
at 16. Applicant offers no legal or factual support for
this argunent.

As not ed above, both the TOTAL BALANCE application and
the TRUE BALANCE registration include “mattresses and box
springs” anong the identified goods without any limtations.
To be generous, applicant’s suggestion that opposer nust
establish sone parity between the goods of the parties based
on price and quality is baseless. Applicant’s inplied
argunent proceeding fromthis assertion--that the goods of
the parties are sonehow different--is al so basel ess. The
sinple fact is that the goods, as identified in the
application and registration, are identical for the purposes
of our analysis of |ikelihood of confusion.

More inportantly, contrary to applicant’s assertion
that this factor favors applicant, the fact that the goods
are identical favors opposer in that “the degree of
simlarity [between the marks] necessary to support the
conclusion of likely confusion declines” when the goods are

identical. Century 21 Real Estate Corp. v. Century Life of

Anerica, 970 F.2d 874, 23 USPQ2d 1698, 1701 (Fed. Cir

1992), cert. denied, 506 U S. 1034 (1992).
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Trade Channel s

In simlar fashion applicant argues that the channels
of trade for the parties’ products are distinct, and again,
that this factor favors applicant. Applicant states,
“Qpposer has offered no evidence that the parties’ products
are sold at the sane particular mattress stores, on the sane
websites, nor at a simlar price point.” Applicant’s Brief
at 16-17. In evaluating the channels of trade, we nust
consi der the goods as described in the application and
registration and, in the absence of any restrictions in the
channels of trade in either, assune that they travel in al

trade channel s appropriate for the goods. CBS Inc. v.

Morrow, 708 F.2d 1579, 218 USPQ 198, 199 (Fed. Cir. 1983);
In re Melville Corp., 18 USPQ2d 1386, 1388 (TTAB 1991).

Because both the TOTAL BALANCE application and the TRUE
BALANCE registration include identical goods, mattresses and
box springs, and because no trade-channel restrictions are
specified in either, we conclude that the channels of trade
for the goods of applicant and opposer are identical. This
factor favors opposer.

Act ual Conf usi on

Appl i cant al so argues that there has been no actual
confusi on between the TOTAL BALANCE and TRUE BALANCE mar ks
to advance its broader argunent that there is no |ikelihood

of confusion. Applicant’s Brief at 8. However, as
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applicant indicates, the two products have only coexisted
for approximately two years. Also, the record does not
indicate that there has been a true opportunity for actual
confusion, for exanple, as a result of the marketing of
products under the marks in the sane geographic areas and

t hrough the sane channels of trade. |In fact, applicant
points to the |lack of evidence that the parties’ goods have
been sold “at the sanme particular mattress stores, on the
sane web sites . . . “ Applicant’s Brief at 17. The
Federal G rcuit has taken a skeptical view of self-serving
statenents asserting the absence of actual confusion, “A
show ng of actual confusion would of course be highly
probative, if not conclusive, of a high |ikelihood of
confusion. The opposite is not true, however. The |ack of
evi dence of actual confusion carries little weight (citation

omtted) . . .” Myjestic, 65 USPQRd at 1205; In re

Kangaroos U.S. A, 223 USPQ 1025, 1026-27 (TTAB 1984).

Accordi ngly, we conclude that the “actual confusion” factor
is neutral in this case.

Conpari son of the Marks

Bot h applicant and opposer devote substantial attention
to a conparison of the marks. This attention denonstrates
that the degree of simlarity between the marks of the

parties is a pivotal factor in this case.
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Opposer argues that the marks are simlar and points
out that each consists of two words with the first word
beginning with a “T" and that the second word in both marks
is BALANCE. Opposer’s Brief at 4. Qpposer adds, “Spring
Air’s mark, taken in its totality conpared with Jam son
Beddi ng’s mark creates the sane commercial inpression.” |d.
at 5.

On the other hand applicant argues that the marks are
not simlar and di sparages opposer’s argunents as “nerely
relying on the coincidence that both nmarks begin with the
letter *T.”” Applicant’s Brief at 11. As to the appearance
of the marks, opposer states, “The word TOTAL has five
letters and TRUE has four letters—ether than the first
letter “T” there is not one other letter in common with
these words.” 1d. at 12. Regarding pronunciation,
applicant notes the difference in the nunber of syllables
and the sound and argues, “A custoner on the tel ephone would
never m stake a product that starts with the mark TRUE, with
a product that starts with the mark TOTAL, even if coupl ed
with a second identical term” Id. |In an attenpt to
di stingui sh the connotations applicant points to differences
in certain dictionary definitions for “true” vs. “total” and
concl udes, “Thus, ‘total’ connotes quantity or anmount while
‘true’ connotes the quality of genuineness.” |d. Applicant

al so observes that “balance” is a weak term inplying that
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it is not significant in the connotation of the marks. As
to commercial inpression, applicant observes, “TOTAL BALANCE
| eaves the inpression upon the consuner of a product
conpletely at equilibriumwhereas TRUE BALANCE makes the
consuner think of a product at equilibriumthat is genuine
and reliable.”® Applicant’s Brief at 14-15.

To determ ne whether the marks are confusingly simlar,
we nust consi der the appearance, sound, connotation and

comercial inpression of each mark. Palm Bay | nports |Inc.

v. Veuve Cicquot Ponsardin Mai son Fondee En 1772, 396 F. 3d

1369, 73 USPQR2d 1689, 1692 (Fed. Cir. 2005).

Appearance — Wiile there are differences in appearance
bet ween TOTAL BALANCE and TRUE BALANCE, as noted by
applicant, we believe that the marks are simlar in
appearance. The common el enents, the beginning “T" and the
shared word “BALANCE,” outweigh the differences. The
applicant’s anal ysis which focuses al nost exclusively on
TOTAL and TRUE and di ssects each to highlight the
differences msses the forest for the trees. Applicant
essentially urges a side-by-side conparison which is not
appropriate. WMjestic, 65 USPQRd at 1203-04. Wen the

mar ks are viewed overall, as they should be, we concl ude

3 Throughout the discussion of the marks, applicant and opposer
refer to nunerous cases. W have considered those cases, but in
general, and in the particular conparison of marks required here,
each case is unique and nust be judged on its own facts.

Maj estic, 65 USPQR2d at 1203-04.
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that the mark are simlar in appearance. |In re National

Data Corp., 753 F.2d 1056, 224 USPQ 749, 752 (Fed. Gr

1985) .

Sound — As to sound, here too there are both
differences and simlarities between the marks. Applicant
posits that the two marks could not be m staken over the
phone, wi thout any evidentiary support. However, we find it
nore reasonabl e to conclude that the common “T” at the
begi nning and the common second term “BALANCE” coul d i ndeed
| ead to confusion as to sound. While, in this case, the
simlarity in sound is not as apparent as the simlarity
between the marks in other respects, we conclude that the
marks are simlar in sound.

Connotation — The marks are highly simlar in
connotation. Both marks convey the suggestion that the
goods, mattresses and box springs, provide maxi numstability
or equilibriumleading to confort and restful sleep. Inits
attenpt to show that “true” and “total” nay have different
meani ngs, applicant disregards the fact that, as used in
both marks, both ternms nodify “balance.” 1In this context,
each of the terns conbines with “bal ance” to convey

essentially the sane neaning. |In fact, MerriamWbster’s

Col | egiate Dictionary (11'" ed. 2003), includes definitions

for “total” — *“2: ABSOLUTE, UTTER <a [total} failure>" and

“true” — “3 a: properly so called <[true] |ove>" which
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illustrate the common sense in which both “total” and “true”
modi fy “bal ance” in the marks.* Therefore, we concl ude that
the marks are highly simlar in connotation.

Commerci al Inpression — The marks are al so highly
simlar in their overall comrercial inpression for
essentially the sanme reasons we conclude they are simlar in
connotation. Because both marks are in standard character
form there is no elenent, other than the words, which can
contribute to the comercial inpression. The goods of the
parties are also identical; this precludes any variation in
ei ther connotation or commercial inpression resulting from
differences in the goods. As a result in each of the marks
the connotation and commercial inpression is essentially the
sane. And furthernore, in conparing the marks, that
connot ation and commerci al inpression engendered by each is
highly simlar. Accordingly, we conclude that the marks of
the parties are simlar.

On a related point, applicant argues that it uses its
“Spring Air” house mark with its TOTAL BALANCE mar k and t hat
opposer uses its “Jam son” house mark with its TRUE BALANCE
mark, and that as a result, there is no |ikelihood of

confusion. Applicant’s Brief at 4.

* W take judicial notice of these definitions pursuant to the
authorities cited in TBMP § 704.12(a) (2" ed. 2004).

10
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Opposer points out that if applicant receives the
registration it seeks here, “it will not be restricted in
using the mark only in conjunction with its house mark.”
Qpposer’s Reply Brief at 11

Qpposer is correct. |If the registration issued,
applicant would be entitled to all of the presunptions
Section 7(b) of the Trademark Act, 15 U S.C. 8§ 1057(b,
affords, including a presunption of its “exclusive right to
use the mark [ TOTAL BALANCE] on or in connection with the

goods” without regard to any house mark. See In re Rexel

Inc., 223 USPQ 830, 832 (TTAB 1984). Therefore, even if we
were to assune that applicant is correct, that is, that use
of the house marks woul d preclude confusion, and we are not,
the assunption would be contrary to the governing provisions
of the Trademark Act as applied to both the application and
opposer’s registration.

Strength of the Qpposer’s Mark

Appl i cant al so argues strenuously that opposer’s TRUE
BALANCE mark is weak, and as such, entitled to only a narrow
scope of protection. Applicant’s Brief at 5. Applicant
argues further that TRUE BALANCE is descriptive. Id. at 6.

To the extent applicant argues that opposer’s
regi stered TRUE BALANCE mark is descriptive we reject those

argunents. In re Peebles, 23 USPQ2d 1795, 1797 n.5 (TTAB

1992). This is a thinly veiled attack on opposer’s

11
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registration. Applicant may only attack the validity of a
regi stration through a cancellation proceeding (or in a case
such as this through a proper counterclaim. See In re

D xi e Restaurants, Inc., 105 F.3d 1405, 41 USPQ2d 1531, 1534

(Fed. Cr. 1997). Also, even the individual conponents
“TRUE” and “BALANCE’ are no nore than suggestive of the

goods. Inre Melville Corp., 18 USPQR2d at 1389. Even

opposer’s statenents applicant relies upon to establish that
TRUE BALANCE is descriptive, in fact, illustrate suggestive
use. The Zimerman affidavit refers to the follow ng
statenent in opposer’s advertising: “For a true bal ance of
confort, support and durability, Jam son’s True Bal ance

Sl eep systemis the best Zimerman Affidavit § 7
As used here and el sewhere in the record, TRUE BALANCE is no
nmore than suggesti ve.

In support of its position that TRUE BALANCE is a weak
mar k, applicant relies on selected prior registrations and
related testinony. Specifically, the Zi nmerman affidavit
subm tted on behalf of applicant states that “Sealy uses the
mar k PERFECT BALANCE on mattresses” and indicates that the
mark is registered (Reg. No. 2,698,601, issued March 18,
2003). Id. at § 8. Zimmerman al so indicates that he knows
about the use of POSTURE BALANCE and refers to a
registration for that mark (Reg. No. 2,830,207, issued Apri

6, 2004). 1d. WM. Zimerman al so indicates that he knows

12
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of use of TOTAL COVFORT on mattresses and he refers to a
registration for that mark (Reg. No. 2,057,666, issued Apri
29, 1997). Lastly, M. Zimerman states that “Si nmons
Beddi ng had used the mark TRU- COMFORT on mattresses and
owned a federal registration for that mark (Reg. No.
537,027, issued January 30, 1951, now designated “dead”).
Id. at 1 9. In viewof the “dead” status of the TRU
COWFORT registration and M. Zimerman’s statenent as to
use in the past tense, we will not consider the evidence
related to the TRU- COVFORT mar k

First, with respect to the evidence regarding the
PERFECT BALANCE and POSTURE BALANCE mar ks, M. Zi mrer man
clains that the marks are in use, but he does not indicate
the extent of that use. Wiile use of atermin third-party
mar ks, even in a suggestive sense, may sonetinmes show that a
termis weak, the existence of two third-party marks with
very limted information as to the use, is insufficient to
show that “balance” is a weak termas applied to nattresses
and box springs.

Through the TOTAL COVFORT and TRU- COVFORT mar ks
applicant intended to show that TOTAL and TRUE conbined with
a different cormon term “coexisted” in the mattress field.
However, as noted, applicant is unable to assert that TRU
COVWORT is either in use or registered. Furthernore, this

argunent takes us too far afield fromthe marks at issue in

13
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this case. Accordingly, we reject applicant’s argunents
based on these marks.

In addition, inits brief applicant states, “In
addition to the aforenentioned registrations and uses of
TRUE BALANCE, POSTURE BALALNCE and PERFECT BALANCE mar ks for
beds, ot her BALALNCE bed marks have been all owed, are
currently pending, or were used in the past.” Applicant’s
Brief at 6. Applicant then refers to several applications
by serial nunmber which applicant indicates are either
pendi ng or abandoned, and to two nore “expired’ marks
W t hout any application serial nunbers or registration
nunbers. 1d. at 6-7. Later in the brief applicant states,
“Moreover, there are several additional BALANCE marks in
connection with related goods (pillows, mattress pads, etc.)
in Cass 20. Opposer’s TRUE BALANCE mark coexists with
vari ous ot her TRU*BALANCE mar ks, including one registered in
connection with adjustable seats, body positioners, body and
back support cushions, anong others, in connection with
wheel chairs.” 1d. at 20. Opposer has objected to all of
this evidence as not properly of record. Applicant has not
provi ded any testinony as to any of these marks, and
appl i cant has not introduced any of the USPTO records
related to these marks into evidence in any formthrough a
notice of reliance or otherwise. TBMP §8 704.03(b)(1)(B) &

704.03(b) (2) (2™ ed. 2004). In the absence of any

14
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adm ssi bl e evidence related to these marks, we have not
considered these alleged third-party uses of BALANCE nmarKks.
Overall, we conclude that, on this record, TRUE BALANCE
is not a weak mark and is entitled to the degree of
protection we would accord to any duly registered mark which

is no nore than suggestive of the goods.® Inre Melville

Corp., 18 USPQ2d at 1389. Furthernore, the registration of
marks in prior applications does not bind us here. Inre

Nett Designs, Inc., 236 F.3d 1339, 57 USPQRd 1564, 1566

(Fed. Cr. 2001).

The Purchasers

Appl i cant states, “Mattress consuners do not nake
i npul se purchases, but rather careful, sophisticated
purchases.” Applicant’s Brief at 17. Qpposer states, “Even
if the Board agrees that mattress purchasers are
sophisticated and thus less |ikely to make i npul se
decisions, this does not dictate that consuners will not be
confused when confronted with the TRUE BALANCE and TOTAL
BALANCE marks for mattresses.” (Qpposer’s Reply Brief at 9
(citations omtted). Opposer also notes an adm ssion by
applicant that its goods “may be pronoted and sold to

consuners of varying degrees of sophistication.” Opposer’s

® Contrary to applicant’s argument, opposer is not required to
show t hrough a survey or otherwise that its registered mark is
strong.

15
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brief at 7, citing Applicant’s Responses to Oppser’s First
Request for Adm ssions.

It is certainly true that mattresses and box springs,
as comon if not absolutely necessary househol d furni shings,
woul d be sold to consuners of varying degrees of
sophi stication. Consequently, the critical point for our
purposes is that those potential purchasers would be
primarily average or ordinary nmenbers of the genera
purchasi ng public. The goods are of a type which virtually
any consuner m ght purchase. On the other hand, the goods
are relatively expensive, that is, nore expensive than
common groceries, but |ess expensive than autonobiles, for
exanple. The goods are also of a type which would be
purchased rather infrequently for |ong-termand consi stent
daily (or nightly) use. Therefore, we conclude that the
goods woul d be purchased with a noderate degree of care by

ordinary consuners. Cf. Electronic Design & Sales, Inc. v.

El ectronic Data Systens Corp., 954 F.2d 713, 21 USPQR2d 1388

(Fed. Cr. 1992). Mire inportantly, in the overall analysis
inthis case, this factor is considerably |ess inportant
than the conparison of the goods, which are identical, and
the marks, which are simlar. Furthernore, even

sophi sticated consuners are not necessarily know edgeable in
the field of trademarks, and as such, not inmune from

trademark confusion. |In re Deconbe, 9 USPQ2d 1812, 1814-15

16
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(TTAB 1988); In re Pellerin MInor Corp., 221 USPQ 558, 560

(TTAB 1983).

O her Factors

Appl i cant has argued regardi ng a nunber of other
factors, generally summarily and consistently concl udi ng
that each factor favors applicant. For exanple, applicant
argues that opposer’s mark is not fanous, and therefore,
this factor favors applicant. Wiile we agree that, on this
record, opposer has not shown that its mark is fanous, this
factor does not favor applicant. Majestic, 65 USPQ2d at
1205 (“. . . we decline to establish that the converse rule
that |ikelihood of confusion is precluded by a registered
mark’s not being fanous.”). And, as to the other factors
apppl i cant addresses in summary fashion, nanely, “The
Variety of Goods on Which a Mark Is or Is Not Used,” *“The
Extent to Which Applicant Has a Right to Exclude O hers from
Use of Its Mark on the Goods,” and “The Extent of Potenti al
Confusi on, \Wether de Mninus or Substantial,” we concl ude
that these factors are not significant in this case.

Concl usi on

I n concl usion, based all of the evidence of record in
this case bearing on the du Pont factors, we concl ude that
there is a |likelihood of confusion between TRUE BALANCE and
TOTAL BALANCE as applied to mattresses and box springs. The

principal factors which dictate this conclusion are the

17
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simlarity of the marks and the fact that the goods, and the
channel s of trade for those goods, are identical.
Deci sion: Jam son Bedding, Inc.’s opposition to

Application Serial No. 78162148 is sustai ned.

18



