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Opi ni on by Bucher, Adm nistrative Trademark Judge:

Mary Noel Adans seeks registration on the Principal
Regi ster of the mark PHASE FORWARD (standard character
drawi ng) for services recited in the application as
“consultation services in the fields of product managenent,
mar keti ng and business planning,” in International Cass 35.1
Regi strati on has been opposed by Phase Forward

| ncorporated. As its grounds for opposition, opposer

! Application Serial No. 78169672 was filed on COctober 1, 2002
based upon applicant’s allegation of first use anywhere and first
use in commerce at |east as early as Septenber 20, 2002.
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asserts that applicant’s mark when used in connection with
applicant’s services so resenbl es opposer’s previously used
and registered marks, as well as its “famly” of marks, as
to be likely to cause confusion, to cause mstake or to
decei ve under Section 2(d) of the Lanham Act, and
furthernore, that should applicant be issued a registration,
it islikely to injure opposer’s business reputation and
dilute the distinctive quality of opposer’s fanbus trade
name and regi stered marks under Section 43(c) of the
Trademar k Act.

Applicant, in her answer, has denied the salient

all egations in the opposition.

The Record

By operation of the rules, the record includes the
pl eadi ngs and the file of the opposed application. Opposer
has al so made of record its pleaded registrations by
submtting certified status and title copies of the

follow ng three registrations:

REG STRATION No. 2366760 PHASE FORWARD ( STANDARD CHARACTER DRAW NG)

for “conputer software used in the nanagenent of clinical trials
of pharmaceutical products and nedi cal devices and nmanagenent
of data resulting therefronf in International dass 9;?

2 Regi stration No. 2366760 issued on July 11, 2000 claimng
first use anywhere at |east as early as June 3, 1997 and first use
in coomerce at | east as early as Decenber 14, 1998.
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Re@ STRATI N No. 2580055 = PHASEFORWARD

for “clinical data collection in the field of clinical and
nmedi cal trial nmanagenent and managenent services related to
human clinical trials” in International Cdass 42:3% and

Re@ STRATI N No. 2599003 = PHASEFORWARD

for “conputer software used in the nmanagenent of clinical trials
of pharmaceutical products and nedi cal devices and nmanagenent
of data resulting therefronf in International Cass 9.4

Opposer has al so nmade of record, pursuant to a notice of
reliance, applicant’s responses to opposer’s first set of
interrogatories; the discovery deposition, with the rel evant
exhi bits, of Mary Noel Adans, the applicant herein; and a
deci sion by the National Arbitration Forumin a domain nane
di spute involving the parties herein.

The parties have fully briefed the case, but an oral

heari ng was not request ed.

Preliminary matters

Opposer al so submtted a nunber of additional materials
under its notice of reliance. However, for various reasons,

these materials cannot be made of record in this fashion,

3 Regi stration No. 2580055 issued on June 11, 2002 cl ai m ng
first use anywhere and first use in comerce at |east as early as
August 15, 2000.

4 Regi stration No. 2599003 issued on July 23, 2002 claimng
first use anywhere and first use in comerce at |least as early as
May 2001.
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and therefore they have not been considered. They include
opposer’s own responses to applicant’s first set of
interrogatories. Under the circunstances of this case
(where applicant has submtted no evidence during its
testinony period), an answer to an interrogatory may be
subm tted and nmade part of the record by only the inquiring
party. 37 CFR 82.120(j)(3)(i)(5). Simlarly, opposer may
not rely on the discovery deposition of its own corporate
counsel, which was taken by applicant. 37 CFR 82.120(j)(1).
Opposer submtted the pleadings froma domain nane
di spute between the parties, but these docunents do not
qualify as official records under 37 CFR 82.122(e). As to
the affidavits of Christopher D. dsyk, Jr., and Lynette H
Rezac, affidavits cannot be submtted unless the parties
have stipulated to this, and no such stipul ati ons have been
filed. 37 CFR 82.123(b). Furthernore, as to the results of
M. Odsyk’s Internet search, printouts fromlInternet web
searches cannot be submtted by a notice of reliance as they
do not qualify as printed publications under 37 CFR

§2.122(e). See In re Total Quality Goup Inc., 51 USPQ2d

1474 (TTAB 1999). See al so Racci oppi v. Apogee Inc., 47

UsP@d 1368 (TTAB 1998) and TBMP Section 708. Finally,
correspondence between opposer’s counsel and applicant’s

counsel does not fall within any of the enunerated
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categories of evidence appropriately submtted under a

notice of reliance.

The Facts

Because so nmuch of the material submtted by opposer
was not properly made of record, the only information we
have about opposer is that it is the owner of its three
pl eaded registrations and, because Ms. Adans testified in
her di scovery deposition that she visited opposer’s website,
we know t hat opposer has a website.

Appl i cant adopted the mark PHASE FORWARD duri ng August
2002 and has been in the consulting business as a sole
proprietor since October 2002. Applicant conducts her
business primarily in California, but pronotes her nark,
inter alia, in lllinois, Maryland and Texas. Applicant’s
response to Interrogatory No. 2. Applicant also advertises
and conducts business over the Internet. Adans Deposition,
pp. 33-35. Consistent with the recital of services in the
i nvol ved application, the evidence of record denonstrates
that applicant provides consultation services in the fields
of product managenent, marketing and business planning. In
conjunction with Blue Mig, a Berkeley, California software
conpany, applicant has strategi zed about the ways in which

health care facilities would devel op wireless software
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applications to run on handhel d devices and w rel ess phones.
Mor eover, applicant has expressed her interest in team ng up
with a health care consultancy firmto equip hospitals with
a “Wreless Fidelity” (W-Fi) infrastructure, allow ng the
use of personal digital assistants (PDAs) for tasks such as
el ectronic data capture. In correspondence of record, she
listed nurses, doctors, adm nistration and ot her healthcare
staff as potential users of these wireless software, devices
and services. Adans Deposition, pp. 63-93, Bates Nos. Adans
214, 217, 204, 405-408, and 484. Applicant testified that
in 2003 her website did list as clients or partners entities
such as McKesson Corporation (provider of healthcare supply,
informati on and care managenent products) and Aet her Systens

(rmobile and wirel ess data sol ution provider).

Our Analysis

» Standing

As a prelimnary matter, we find that opposer has
established its standing in view of its registrations of the

t erm PHASE FORWARD

* Priority
Because opposer has nmade of record valid and subsisting
registrations of its pleaded registrations, the issue of

priority does not arise. See King Candy Conpany v. Eunice
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King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 ( CCPA

1974); and Carl Karcher Enterprises Inc. v. Stars

Rest aurants Corp., 35 USPQRd 1125 (TTAB 1995).

e Likelihood of Confusion

We turn then to the issue of Iikelihood of confusion.
Al t hough opposer has pl eaded ownership of a famly of marks
inits notice of opposition, and has referred to such a
famly throughout its briefs, opposer has not denonstrated
that it has pronoted any of its marks together, such that

they would be considered a famly. See J & J Snackfoods

Corp. v. MDonald s Corp., 932 F.2d 1360, 18 USPQd 1889

(Fed. Cir. 1991). Therefore, we nust determ ne the issue of
I'i kel i hood of confusion with respect to the three individual
mar ks that are the subject of opposer’s registrations.

Qur determ nation of |ikelihood of confusion nust be
based upon our analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the
i ssue of |ikelihood of confusion. See In re E. |. du Pont

de Nemoburs & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

See also In re Majestic Distilling Conpany, Inc., 315 F.3d

1311, 65 USP@@d 1201 (Fed. Gir. 2003). 1In any likelihood of
confusion analysis, two key considerations are the

simlarities between the narks and the rel at edness of the
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servi ces and/or goods. See Federated Foods, Inc. v. Fort

Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

See also In re Dixie Restaurants Inc., 105 F.3d 1405,

41 USPQ@2d 1531 (Fed. G r. 1997).

We turn then to the du Pont factor focusing on the
simlarity or dissimlarity of the marks in their entireties
as to appearance, sound, connotation and conmmerci al
inpression. In this case, as to opposer’s first cited
registration, the marks of the parties are identical in
sound and appear ance.

As to opposer’s two design marks, the literal elenents
are identical to applicant’s mark as to sound, and as to
appearance, they are substantially the sanme as applicant’s
mar k. Al t hough opposer’s design marks al so contains a “PF’
design, it is the PHASE FORWARD portion that is the dom nant
el ement of these marks, since consunmers will call for
opposer’s goods and services using this term See Inre

Appetito Provisions Co., 3 USPQ2d 1553 (TTAB 1987).

Al t hough we have conpared the marks in their entireties, we
have thus accorded greater weight to the PHASE FORWARD
portion of opposer’s registered marks. See In re National
Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Grr
1985) [in articulating reasons for reaching a concl usion on

the issue of |ikelihood of confusion, there is nothing
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inproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature of a mark,
provi ded the ultimte conclusion rests upon a consideration
of the marks in their entireties].

However, despite the fact that the term PHASE FORWARD
is the sane in both marks, because of the goods and services
with which the respective marks are used, they have
connotative differences. Wth respect to opposer’s goods
and services, the term “phase” suggests a connection with
FDA processes, such as “Phase Il clinical trials.” For
applicant’s mark, applicant’s website shows a presentation
topi c known as “New Product Devel opnent — Phase 0: Ideation
and Concept Generation.” Accordingly, prospective custoners
are likely to view the word “phase” in opposer’s nmark as
suggestive of a “phase” of clinical trials, while
applicant’s usage may be suggestive generally of a discrete
pi ece of a consultation service project. Thus, while the
parties’ marks are identical in sound and nearly identical
i n appearance, because of the differences in connotation we
cannot say that they convey the sane comrercial inpression.

See In re British Bulldog, Ltd., 224 USPQ 854 (TTAB 1984)

[the mark PLAYERS has different connotations when applied to
shoes and to nen’s underwear]. Thus, we do not think it

appropriate under these circunstances to apply the general
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principle that, when the marks in question are identical (or
substantially so), their contenporaneous use can |lead to the
assunption that there is a commopn source “even when [the]
goods or services are not conpetitive or intrinsically
related.” In re Shell Gl Co., 992 F.2d 1204, 26 USPQd
1687, 1689 (Fed. Cir. 1993).

We turn next to the du Pont factor focusing on the
simlarities/dissimlarities of the goods and services. It
is well settled that the registrability of applicant’s mark
nmust be evaluated on the basis of the recitation of services
as set forth in the involved application, conpared wth the
recitation of services and/or the identification of goods

contained in the pleaded registrations of record. See

Oct ocom Systens Inc. v. Houston Conputer Services Inc., 918

F.2d 937, 16 USPQ2d 1783 (Fed. G r. 1990) and Canadi an

| nperial Bank of Commerce, N.A v. WIlls Fargo Bank, 811

F.2d 1490, 1 USPQ2d 1813 (Fed. G r. 1987). Additionally,
absent any specific limtations in applicant’s
identification of goods and the identification of goods and
recitation of services contained within opposer’s

regi strations, the issue of |ikelihood of confusion nust be
determ ned by | ooking at all the usual channels of trade and

met hods of distribution for the respective services and
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goods. See CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ 198
(Fed. Gr. 1983).

Opposer acknow edges that there are obvious differences
bet ween opposer’s services and goods and applicant’s
services. Nonethel ess, opposer argues that:

...1t is clear that the goods and services are
related and that the public will be confused
as to the source of the goods or services
fromApplicant if she is allowed to use the
mark for consultation and busi ness pl anni ng
services in and to the pharnaceuti cal

sof tware and heal thcare industries.
Applicant’s use of the mark will infringe
upon rel at ed goods/servi ces produced by
Qpposer. Applicant has marketed herself to
phar maceuti cal and software industries for
assistance in the creation of wreless
networ ks and has indicated plans to expand to
rel at ed goods/services including consultation
and assistance in the fields of electronic
data capture. This electronic data capture
software and rel ated services are precisely

t he goods and services Qpposer markets to the
public.

Qpposer’s brief, pp. 16 — 17.

Qpposer is correct in noting that goods and services
need not be identical in order to support a finding of
I'i kel i hood of confusion. On the other hand, opposer has the
burden of proof in this proceeding to denonstrate a
rel at edness of the services and/or goods, as well as to show
an overlap of custoners and institutions.

Based on the limted record before us, we cannot

determ ne exactly who opposer’s custoners are. Although by
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the very identifications of opposer’s goods and services, it
i s obvious that they are used in connection with clinical
trials of pharmaceutical products, it is not clear whether

t hese goods and services would be sold or offered to
hospitals or other health care facilities, or whether they
woul d be purchased only by pharmaceuti cal conpani es whose
products are being tested, such that the entities actually
carrying out the trials would not encounter opposer’s nark.
Thus, even though we nust construe applicant’s identified
consul tation services as enconpassi ng consul tation services
rendered to those in the healthcare field (a supposition
confirnmed by the evidence showi ng that applicant is
interested in teaming up with a consultancy firmto equip
heal thcare facilities wwth wireless infrastructures allow ng
for tasks such as electronic data capture (Adans Deposition,
pp. 79 — 101)), we cannot find, based on this |imted
record, that there is an overl ap between opposer’s and
applicant’s custoners. Mreover, even if we were to assune
t hat opposer and applicant could offer their respective
goods and services to healthcare facilities such as |arge
research hospitals, we cannot determne, fromthis [imted
record, that the individual consunmers wi thin such |arge
institutions would be the sane. For exanple, pharmaceutical

conpani es may purchase and then supply to those doctors
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carrying out clinical tests the specific software that they
purchase from opposer, while others in the adm nistration
area of the hospital would encounter applicant’s

consul tation services. See Electronic Design & Sales v.

El ectronic Data Systens, 954 F.2d 713, 21 USPQ2d 1388, 1392

(Fed. Cir. 1992) [The Court found no likelihood of confusion
resulting fromthe contenporaneous use of applicant’s mark
E.D. S. and opposer’s nmark EDS despite the fact that “the two
parties conduct business not only in the sanme fields but
also with sone of the sane conpanies.” 21 USPQRd at 1391];
see also Inre N. A D. Inc., 754 F.2d 996, 224 USPQ 969, 971
(Fed. Cir. 1985). W cannot base a finding of rel atedness of
servi ces and/or goods on nere specul ation, and on this
record, find that opposer has failed to show that opposer’s
goods and services and applicant’s consultation services are
related. Thus, this key du Pont factor favors applicant.

We turn then to the du Pont factor focusing on the
condi ti ons under which and buyers to whom sal es are nade.
G ven the respective recitations of services and
identification of goods, by definition, opposer’s services
and goods and applicant’s services are not purchased
casual ly by ordinary consuners. Such purchasers, even if
they were to encounter both parties’ services and goods, are

not likely to believe that all goods and services that are
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offered in the healthcare area emanate froma single source
sinply because they are sold or rendered under the sane
mark. This du Pont factor clearly favors applicant.

Opposer has not submtted any evidence on the factor of
the fame of opposer’s marks or the factor of the variety of
servi ces and goods on which opposer’s mark is used, and
therefore we find these factors to be neutral.

I n concl usion, although the parties have simlar nmarks,
we find, based on this record, that opposer has failed to
prove that applicant’s services are sufficiently related to
opposer’s goods and services that confusion is |likely. Wen
we consider all the du Pont factors on which there is
evi dence, we find that opposer has not shown by a
preponderance of the evidence that confusion is likely.
Accordingly, we dismss the opposition on the ground of

I i keli hood of confusion.

e Dilution

In addition to its claimof |ikelihood of confusion,
opposer has also pressed a claimof dilution. The Federal
Trademark Dilution Act (FTDA) provides a federal cause of
action for the dilution of a fambus mark, and the Trademark

Amendnents Act of 1999 (TAA) “requires the Board to consider
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dilution under the FTDA as a ground for opposition.”® Toro

Co. v. ToroHead Inc., 61 USPQd 1164 (TTAB 2001). To

prevail on its dilution claim opposer must establish, inter
alia, that its mark is fanous. Furthernore, establishing
fame for dilution purposes is a nore rigorous endeavor than
establishing the renown of a mark for a Section 2(d)

l'i kel i hood of confusion analysis. Toro, 61 USPQ2d at 1180-
81. Accordingly, having found supra that opposer’s PHASE
FORWARD mar ks have not been shown to be well-known in the
context of our likelihood of confusion analysis, and, in
fact, that opposer submtted absolutely no evidence of fane,
they are ipso facto not fanobus for purposes of dilution.
Accordingly, we dism ss the opposition on the ground of

di |l ution.

Decision: W dism ss the opposition on the grounds of

li keli hood of confusion and dil ution.

° The FTDA, 109 Stat. 985, is codified at Section 43(c) of the
Lanham Act, 15 U . S.C. 81125(c), with dilution defined in Section
45, 15 U S.C. 81127, and the TAA, 113 Stat. 218, is codified in
various sections of Title 15 of the U S. Code.
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