UNI TED STATES DEPARTMENT OF COMMERCE
Patent and Trademark O fice
Trademark Trial and Appeal Board
2900 Crystal Drive

Arlington, Virginia 22202-3514

DUNN
August 9, 2004
Qpposition No. 91156843

JEAN ALEXANDER COSMETI CS,
I NC.

V.

L’ OREAL USA CREATIVE, INC.?!

Bef ore Hanak, Rogers, and Drost, Adm nistrative Trademark
Judges.

By the Board:

On May 13, 2003, Jean Al exander Cosnetics, Inc. [JAC
filed a notice of opposition to application Serial No.
75057432 on the ground that applicant L' Oreal USA Creative,
Inc.”s [LUCI] mark, shown bel ow, when used on its hair care
products, so resenbles JAC s previously registered mark for
the sane or simlar goods as to be likely to cause

conf usi on.

! The Cctober 1, 2002 assignnent of application Serial No.
75057432 from L' OREAL USA, INC. to L’ OREAL USA CREATIVE, INC. is
recorded with the U S. Patent and Tradenark O fice Assi gnnment
Branch at Reel 2606, Frame 0990. Accordingly, the Board’'s
institution and trial letter incorrectly listed applicant’s
predecessor as party defendant. The parties are ordered to use
the above case title in future filings with the Board.
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Regi strati on No. 1790050

Application Serial No. 75057432

EQ

MUADES
B

SYSTEM
hair care preparations; namely,
shanpoo, conditioner, styling
| otion, permanent wave, hair

dressing (alleging use and use
in commerce since July 5, 1990)

hair care products, nanely
shanpoos, and hair col or which
are sold to and by professional
hair dressers, stylists and
salons (alleging use and use in
commerce since 1988)

swat ch rings containing sanple
hair pieces of various colors
(all eging use and use in
commer ce since 1992)

Thi s case cones before the Board on LUCI’'s conbi ned

notion to anend its answer and for judgnment on the

pl eadi ngs, filed Cctober

31, 2003, and JAC s nmotion to

convert LUCI’s notion to a notion for summary judgnent,

filed Novenber 28, 2003.

Bot h noti ons have been bri ef ed,

and both involve the question of whether the Board s

decision in a prior cancellation proceedi ng between these

parti es should be given preclusive effect.

Procedural Matters

Prelimnarily,

answer to add the affirmative defense of judicial

to its existing affirmative defenses of

we note that LUCI

noves to anend its
est oppel

res judicata and




Opposition No. 91156843

col l ateral estoppel, and to seek entry of judgnent on the
affirmati ve defense of judicial estoppel. Wth regard to
LUCI’s notion to anend its answer, JAC filed a response
specifically consenting thereto. Accordingly, LUC's
anended answer i s accepted.

On Novenber 28, 2003, thirty days after LUCI’s notion
for judgnent on the pleadings was served, JAC filed a notion
to convert the notion for judgnment on the pleadings to a
notion for summary judgnent, and its response to LUClI’s
presunptive notion for sunmary judgnent. LUCI filed an
opposi tion which argued that the notion was a ploy to
persuade the Board to accept a |late response to the notion
for judgnent on the pleadings. Insofar as LUCI has
submtted matters outside the pleadings, the Board w ||
treat LUCI’s notion for judgnent on the pl eadings as one for
summary judgment under Fed. R CGv. P. 56.2 JAC s response

to LUCI’s notion for sunmary judgnent, which

2 In support of its notion for judgnent on the pleadings, LUC

submtted the declaration of attorney Robert Sherman, and the
pl eadi ngs and the Board's final order in Cancellation No.
92026649. In its opposition to JAC s notion to convert, LUC
ignores its subm ssion of M. Sherman’s declaration, and argues
that the Board may take judicial notice of the pleadings and
final orders.

However, it is well settled that the Board does not take
judicial notice of the records of this Ofice. In re The O ausen
Co., 222 USPQ 455, 456 n.2 (TTAB 1984); International Association
of Lions Clubs v. Mars, Inc., 221 USPQ 187, 189 n.8 (TTAB 1984).
Moreover, LUCI's notion for judgnent on the pleadi ngs does not
ask that the Board take judicial notice of the pleadings and the
Board's final order in Cancellation No. 92026649, but refers to
the papers subnmitted with the notion
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acconpani ed JAC s notion to convert (and was thus received
wi thin 30 days of service of the notion for summary
judgnment) will be considered. See Trademark Rul e

2.127(e) (1).

Backgr ound

On August 31, 1993, Registration No. 1790050 issued to
JAC for the mark EQ SYSTEM and design for the hair care
products |isted above.

On August 15, 1997, Cosmair Inc., predecessor to LUCI,
filed a petition to cancel Registration No. 1790050 for the
mar kK EQ SYSTEM and design on the grounds of priority and
| i keli hood of confusion, alleging that Cosnmair Inc.’s
application Serial No. 75057432 had been refused
registration on the basis of Registration No. 1790050. The
Board instituted Cancellation No. 92026649.° Followi ng a
trial, the Board issued its final decision holding that,
because Cosmair Inc. was not permtted to “tack on” its

dates of use for the earlier version of the mark, Cosmair

In sum LUCI submitted matters outside the pleadings with
its notion, and JAC noved to convert the notion to one for
summary judgnent. | n these circunstances, the Board' s deci sion
to treat the notion as a notion for summary judgnment does not
require further briefing by the parties. See TBMP 8528. 04.

3 On June 21, 2000, in the course of the proceeding, Cosnair
changed its nane to L' Oreal USA, Inc. The nanme change is
recorded with the USPTO Assi gnment Branch (Reel 2429, Frane
0352). As noted in footnote 1, L'Oreal USA, Inc. subsequently
assi gned application Serial No. 75057432 to the defendant in this
case, L’Oreal USA Creative, Inc.
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Inc. had not established priority of use. The Board' s final
deci sion also held that there were significant differences
bet ween the marks which, when applied to hair products, were
nei t her unique nor arbitrary, that there was six years of
co-exi stence wi thout actual confusion, and that the
testinmony of witnesses for both parties indicated that
confusion m ght be possible but was hardly |ikely, and that
there was no |ikelihood of confusion between JAC s mark and
Cosmair’s original and nodernized marks. Accordingly, the
Board’ s final decision denied the petition to cancel on the
ground that Cosmair had established neither priority of use
nor |ikelihood of confusion.

Foll owi ng the Board’'s decision in Cancellation No.
92026649, and the assignnment of the application, the
exam ning attorney withdrew the refusal to register LUCI s
mar kK based on |ikelihood of confusion with JAC s regi stered
mar k, and approved the application for publication in the
Oficial Gazette. Application Serial No. 75057432 published
for opposition on January 14, 2003. After receiving
extensions of its tine in which to do so, on May 13, 2003,
JAC filed a notice of opposition on the ground that LUC s
mar k, when used on its hair care products, so resenbles
JAC s previously registered mark for the sanme or simlar

goods as to be likely to cause confusion.
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Motion For Sunmary Judgnent

The Board now takes up the question of whether LUCI is
entitled to sunmary judgnent on the ground that the Board' s
finding in Cancellation No. 92026649 that there is no
| i kel i hood of confusion between LUCI’s nark SHADES EQ and
desi gn, the subject of application Serial No. 75057432, and
JAC s mark EQ SYSTEM and desi gn, the subject of Registration
No. 1790050, precludes consideration of the claimnow
brought by JAC, nanely that there is a |likelihood of
confusi on between the two narKks.

As noted above, in support of its position that JAC is
estopped from bringing the notice of opposition, LUCI has
submtted the declaration of attorney Robert Shernman, and
the pl eadings and the Board’ s final order in Cancellation
No. 92026649. JAC, on the other hand, contends that the
prior Board decision should have no preclusive effect here.
JAC argues that it has never taken the position that there
was no |ikelihood of confusion between the parties’ marks,
that the parties’ positions were reversed in the prior
proceedi ng and JAC had no burden to denonstrate |ikelihood
of confusion, and that JAC s role in the prior proceeding
was |imted to pointing out that LUCI's predecessor had
failed to carry its burden of proof. JAC also argues that,
because LUCI's predecessor failed to establish priority in

the prior proceeding, the determnation that there was no
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| i keli hood of confusion was not necessary to the Board’s
judgment. I n support of its position, JAC submtted a copy
of its trial brief filed in Cancellation No. 92026649, which
includes a section in which JAC asserts that LUCI has not
produced sufficient evidence to denonstrate |ikelihood of
conf usi on.

Appl i cation of Estoppel

As noted, LUCI has asserted the affirmative defenses of
res judicata (or claimpreclusion), collateral estoppel (or
i ssue preclusion), and judicial estoppel (preclusion of
i nconsi stent | egal positions). Trademark Act Section 19
specifically allows for the application of estoppel in inter
partes Board proceedings. See 15 U.S.C. §1069.* Al three
are judge-nade doctrines, based on conmmon | aw equitable

principles. See Wight & MIller, 18 Fed. Prac. & Proc.

Juris. 2d 84403 (2004). As such, consideration of the
defenses is within the court or the Board s discretion. See
Vitaline Corp. v. CGeneral MIIls, Inc., 891 F.2d 273, 13
UsP2d 1172 (Fed. G r. 1989); Boston Chicken Inc. v. Boston
Pizza International Inc., 53 USPQd 1053 (TTAB 1999); Wi ght

& MIller, 18 Fed. Prac. & Proc., Juris. 2d 84405 (2004) (“[A]

court may raise the question on its own notion.”). The

Trademark Act Section 19 states:

In all inter partes proceedi ngs equitable principles
of laches, estoppel, and acqui escence, where
appl i cabl e, may be consi dered and appli ed.
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Board w Il exercise its discretion and consider whether the
Board’'s earlier judgnment precludes this action.

Under the doctrine of claimpreclusion, "a judgnment on
the nerits in a prior suit bars a second suit involving the
sane parties or their privies based on the sane cause of
action."” Parklane Hosiery Co. v. Shore, 439 U S. 322, 326
n. 5 99 S.C. 645, 58 L.Ed. 2d 552 (1979); Jet Inc. v.
Sewage Aeration Systens, 223 F.3d 1360, 55 USPQ2d 1854 (Fed.
Cir. 2000). Because the earlier proceeding involved the
cause of action brought by LUCI to cancel JAC s mark, and
the instant proceeding involves the cause of action brought
by JAC to oppose registration of LUCI’'s nmark, the cause of
action is not the sane in the two proceedings.”

| ssue preclusion, as distinguished fromclaim
precl usi on, does not include any requirenent that the claim
(or cause of action) be the sanme: "[When an issue of fact
or lawis actually litigated and determ ned by a valid and

final judgnent, and the determnation is essential to the

Precl usi on of the cause of action, or claim occurs:
When a valid and final judgment rendered in
an action extinguishes the plaintiff's
cl ai mpursuant to the rules of nmerger or
bar, the cl ai mextingui shed incl udes al
rights of the plaintiff to renedi es agai nst
the defendant with respect to all or any
part of the transaction, or series of
connected transactions, out of which the
action arose.

See Vitaline Corp., supra at 275, quoting Restatenent (Second) of

Judgnent s 824(1)(1982).
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judgnent, the determnation is conclusive in a subsequent
action between the parties, whether in the sane or a

different clainf. Restatenent (Second) of Judgnents 8§27

(1982). See also Mother's Restaurant, Inc. v. Mama's Pizza,
Inc., 723 F.2d 1566, 221 USPQ 394 (Fed. G r. 1983). The
requi renents which nust be net for issue preclusion are:

(1) the issue to be determ ned nust be

identical to the issue involved in the

prior action;

(2) the issue nust have been rai sed,

litigated and actually adjudged in the

prior action;

(3) the determ nation of the issue nust

have been necessary and essential to the

resulting judgnent; and

(4) the party precluded nust have been
fully represented in the prior action.

Mot her's Restaurant Inc. v. Mama's Pizza, Inc., supra; Marc

A. Bergsman, TIPS FROM THE TTAB: The Effect of Board

Decisions in Cvil Actions; O aimPreclusion and |ssue

Precl usion in Board Proceedi ngs, 80 Trademark Rep. 540

(1990).

The first two of the four required elements are clearly
present in this case. |In Cancellation No. 92026649, the
Board determ ned the issues of priority of use and
| i kel i hood of confusion between the nmarks in Application
Serial No. 75057432 and Regi stration No. 1790050, and those

identical issues are raised in the notice of opposition.
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Following trial, Cancellation No. 92026649 concluded with a
final order deciding the pleaded issues, and thus priority
and |ikelihood of confusion were raised, |litigated, and
adj udged by the Board.
JAC disputes that the latter two requirenments were net.

To the extent that issue preclusion requires a full and fair
opportunity to litigate the issue to be precluded, JAC
argues that it was not fully represented in the prior
action. Specifically, JAC contends (Qpposer’s Menorandumin
Qpposition to Sunmary Judgnent, p.1):

[LUCI] is not entitled to summary

j udgnment based on Judicial Estoppel,

Col | ateral Estoppel, or Res Judicata

because [JAC] did not take the position

in the prior cancellation proceeding

that [JAC s] mark EQ SYSTEM and [ LUCI " s]

mar k SHADES EQ were confusingly simlar.
Rat her, JAC contends, JAC maintained the consistent position
that LUCI |acked priority and failed to establish |ikelihood
of confusion, points adopted by the Board in its final
order. JAC argues that this order should not “deny [JAC
the right to successfully and conpetently prove that which
[LUCI] was unable to prove on its own, the manifest
| i kel i hood of confusion between [the parties’ marks].”

However, the standard for issue preclusion is not

whet her the parties actually advanced all possible evidence

and argunents in the prior proceedi ng, but whether they were

af forded the opportunity to do so. "To preclude parties

10
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fromcontesting matters that they have had a full and fair
opportunity to litigate protects their adversaries fromthe
expense and vexation attending nultiple | awsuits, conserves
judicial resources, and fosters reliance on judicial action
by mnimzing the possibility of inconsistent decisions."”
Montana v. United States, 440 U. S. 147, 153-154, 99 S. C.
970, 59 L. Ed. 2d 210 (1979).

JAC al so contends that issue preclusion is inapplicable
because the Board' s determ nation of |ikelihood of confusion
was nere dicta, and not necessary to the Board s judgnent in
Cancel | ati on No. 92026649. Specifically, JAC argues that
the Board’ s determ nation that LUCI failed to establish
priority made noot the determ nation of |ikelihood of
confusion. At the outset, it is inportant to note that the
requi renent that a finding be "necessary" to a judgnent does
not nmean that the finding nust be so crucial that, wthout
it, the judgnent could not stand. Rather, the purpose of
the requirenent is to prevent the incidental or collateral
determ nation of a nonessential issue from precluding
reconsi deration of that issue in later litigation. See
Mot her's Restaurant Inc. v. Mama's Pizza, Inc., supra, at
1571, citing Restatenent (Second) of Judgnments 827 conment h
(1982).

Accordingly, the Board will consider the earlier

proceedi ng between the parties to determ ne whether JAC had

11
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a full and fair opportunity to try the issue of |ikelihood
of confusion such that JAC is considered to have been “fully
represented” in that proceedi ng, and whether the trial of
the Iikelihood of confusion issue was such that it should be
deened necessary to the Board s judgnent in the cancellation
pr oceedi ng.
Cancel | ati on No. 92026649

In the earlier action, JACfiled its answer denying the
al l egations of priority and |ikelihood of confusion between
the marks in Application Serial No. 75057432 and
Regi stration No. 1790050, participated in discovery, cross-
exam ned Cosnmair’s wtnesses, submtted trial evidence,
briefed the case on the nerits, and attended an oral hearing
before the Board. In its final decision in Cancellation No.
9202664, the Board specified that the record conprised the
i nvol ved registration and application files; the trial
testi nony depositions, with acconpanying exhibits, of
corporate officers for both parties, a corporate officer for
a third party sal on conpany, and JAC s chem st; Cosmair’s
notice of reliance on the discovery depositions, with
acconpanyi ng exhibits, of JAC s chief executive officer;
portions of the discovery deposition of a senior vice
presi dent of Cosnmair; JAC s notice of reliance upon JAC s
responses to interrogatories; excerpts fromthe publication

Modern Sal on; and dictionary definitions.

12
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Wth respect to priority, the Board determ ned that
Cosmair’s earlier version of its mark, in use since 1988,
was not the | egal equivalent of its current version,
noder ni zed around 1992 and the subject of the instant
application, and that Cosnmair was not permtted to “tack on”
its dates of use for the earlier version of the mark. The
Board concl uded that Cosmair had not established priority of
use of the mark shown in the application wth respect to
JAC s date of first use in its registration, July 5, 1990.

Wth respect to the determ nation of |ikelihood of
confusion, the Board considered the evidentiary factors set
out inlnre EI. du Pont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973). \Wen eval uati ng whet her the marks
of the parties are simlar, the Board considered both
versions of Cosmair’s mark “in case on further review, it is
determ ned that petitioner’s original and noderni zed marks
are legal equivalents.” The Board found that while al
three design marks featured the same two letters EQ the
parties’ marks had significant differences in sound,
appear ance, neaning, and commercial inpression. Citing the
testinony of each party in its evaluation of the neaning of
the marks, the Board found that EQ SHADES “suggests col or
shades that are equalized when applied to hair” and that EQ
SYSTEM “suggests a systemthat keeps hair in equilibrium

with the right balance of hair care products.” In its

13
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consideration of the relationship between the goods of the
two parties, the Board found that the parties used the marks
on identical or related hair care products. The Board
specifically addressed “the opinion and attitudes of the
parties in regard to the issue of |ikelihood of confusion.”
The Board found that the witnesses of the parties testified
that confusion is unlikely or the wtnesses were equivocal
about the |ikelihood of confusion. The Board al so noted
that neither party testified that there were any instances
of actual confusion. The Board considered the overlap
bet ween sone of the goods of the parties, the extensive
pronotion by Cosmair, and the significant differences
bet ween the marks which, when applied to hair products are
nei ther unique nor arbitrary, the six years of co-existence
w t hout actual confusion, and the testinony of parties’
W t nesses which indicated that confusion m ght be possible,
but was hardly likely. After considering all the evidence,
and weighing all the rel evant Dupont factors, the Board
concl uded that there was no |ikelihood of confusion between
JAC s mark and Cosmair’s original and noderni zed marks.
Accordingly, the Board denied the petition to cancel on the
ground that Cosmair had established neither priority of use
nor |ikelihood of confusion.

“[Aln inter partes decision of the Trademark Board,

whet her reviewed by the Federal Crcuit or not, nust be

14
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carefully exam ned to determ ne exactly what was deci ded and
on what evidentiary basis.... [Where the Trademark Board
has i ndeed conpared conflicting marks in their entire

mar ket pl ace context, the factual basis for the |ikelihood of
confusion issue is the sane, the issues are the sane, and
col l ateral estoppel is appropriate.” 5 J. Thomas MCart hy,

McCarthy on Trademarks and Unfair Conpetition, 832:101 (4th

ed. 2004). Here, the Board made detailed and specific
findings in its determnation of both priority and

| i kel i hood of confusion, and the determ nation of no

| i keli hood of confusion in the market place was necessary to
the final judgment. This is not a case where the Board nade
incidental determ nations on an issue which was not before
it. The issue of |ikelihood of confusion was the focus of
the parties' pleadings and was fully litigated before the
Board. See Mdther's Restaurant Inc. v. Mama's Pizza, Inc.,
supra, at 1571.

LUCI s Motion For Summary Judgnent GRANTED

After careful review of the record and the applicable
| aw, the Board finds that there is no genui ne issue of
material fact, and that LUCI is entitled to judgnent as a
matter of law. Fed. R Cv. P. 56(c). The pleaded
affirmati ve defense of issue preclusion applies here, and
the Board' s final decision in Cancellation No. 92026649

finding no |likelihood of confusion between the parties’

15
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marks bars relitigation of that issue.® Summary judgnment is
entered for LUCI, and the opposition is dismssed with

prej udi ce.

6 Accordi ngly, we need not reach the issue of whether judicial

estoppel is also applicable to this proceeding.
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