THIS DISPOSITION IS

Mailed:
CITABLE AS PRECEDENT February 9, 2006
OF THE TTAB Bucher

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

St arbucks U. S. Brands, LLC and Starbucks Corporation
d. b.a. Starbucks Coffee Conpany

V.

Marshall S. Ruben

Opposition No. 91156879
agai nst Serial No. 78120060

Julia Anne Mat heson and Linda K. MLeod of Finnegan
Hender son Farabow Garrett & Dunner, L.L.P. for
St arbucks U. S. Brands, LLC and Starbucks Corporation
d. b.a. Starbucks Coffee Conpany.

Edward A. Penni ngton and Robert R Seabold of Sw dler
Berlin Shereff Friedman, LLP for Marshall S. Ruben.

Before Walters, Bucher and Zervas, Adm nistrative
Trademar k Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:
Marshall S. Ruben (hereinafter “M. Ruben,” *Ruben”

or “applicant”) seeks registration on the Principal

Regi ster of the mark LESSBUCKS COFFEE (standard character

drawi ng) to be used in connection with goods and services

recited as anended, as:
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“coffee, tea, and coffee-based and tea-

based beverages” in International Cass 30;

and

“retail store services featuring coffee,

tea, coffee-based beverages, and tea-based

beverages” in International Cass 35.1

Regi strati on has been opposed by Starbucks

Corporation d.b.a. Starbucks Coffee Conpany and its
subsi di ary, Starbucks U. S. Brands, LLC (hereinafter,
collectively referred to as “Starbucks” or “opposers”).
As their grounds for opposition, opposers assert that

applicant’s mark when used in connection with applicant’s
goods and services so resenbl es opposers’ previously used
and regi stered marks, STARBUCKS and STARBUCKS COFFEE f or
coffee, tea, coffee-based and tea-based beverages as well
as retail store services featuring such goods, as to be
likely to cause confusion, to cause m stake or to deceive

under Section 2(d) of the Lanham Act; that Ruben's
LESSBUCKS mark is likely to dilute the distinctive quality
of the STARBUCKS mark under Section 43(c), 15 U S.C

§ 1125(c), alleging that their STARBUCKS mark becane

fanmous prior to applicant’s filing date; as well as

! Application Serial No. 78120060 was filed on April 7, 2002
based upon applicant’s allegation of a bona fide intention to
use the mark in comrerce. Applicant has disclained the word
COFFEE apart fromthe mark as shown.
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all eging that Ruben | acks the requisite bona fide intent
to use his mark in conmerce on or in connection wth the
goods and services listed in the application, as required
under Section 1(b) of the Trademark Act, 15 U S. C
§ 1051(b).2

Applicant, in his answer, has denied the salient
all egations in the opposition. The parties have fully
briefed this case and neither party requested an oral

heari ng.

The Record

By operation of the rules, the record includes the
pl eadi ngs and the file of the opposed application.
Starbucks U.S. Brands, LLC, a wholly-owned subsidiary of
St ar bucks Cor poration, has nmade of record opposers’

pl eaded regi strations® by submtting certified status and

2

Opposers also alleged in Count 111 of Starbucks’ Anended
Noti ce of Qpposition that Ruben's application is void ab initio
as Ruben was neither the owner of the mark nor solely entitled
to use the mark at the tinme he signed the verified statenent in
support of the application and at the tine he filed the
application before the United States Patent and Tradenark

O fice. This ground for opposition was based upon the

al l egation that the LESSBUCKS mark was concei ved and devel oped
by both M. Ruben and Herbert H Haft, as joint owners of the
mark — a separate set of factual circunstances fromthe cl ai m of
a lack of bona fide intention to use the mark in comerce.
Opposers subsequently withdrew this grounds for opposition.

3 Record ownership of nore than fifty STARBUCKS
registrations is in the nane of opposer Starbucks U S. Brands,
LLC, and opposer Starbucks Corporation (dba Starbucks Coffee
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title copies of the follow ng registrations for the

vari ous STARBUCKS nar ks:

For “coffee, tea, spices and cocoa” in
| nternational dass 30;*

for “coffee, tea, spices, herb tea,
chocol ate, and cocoa” in International
Cl ass 30; and “coffee bar services, and
coffee distribution services, and retail
stgre services” in International d ass
42

STARBUCKS for “coffee, tea, spices, herb tea,
(standard char act er chocol ate, and cocoa” in International
dr awi ng) d ass 30;°

Company) uses the STARBUCKS mar ks under |icense. See Not. of
Rel . 9, SEC 10-K 2003, p. 15; Chapnan Dep. at 10-13, Exh. 16.

4 Reg. No. 1098925 issued on August 8, 1978 based upon
applicant’s claimof use anywhere and use in comerce since at

| east as early as March 29, 1971. Section 8 affidavit accepted
and Section 15 affidavit acknow edged; renewed. Registrant

di sclains the words COFFEE, TEA and SPI CES apart fromthe mark
as shown.

° Reg. No. 1417602 issued on Novenber 18, 1986 based upon
applicant’s claimof use anywhere and use in commerce since at

| east as early as March 29, 1971. Section 8 affidavit accepted
and Section 15 affidavit acknow edged.

6 Reg. No. 1452359 issued on August 11, 1987 based upon
applicant’s claimof use anywhere and use in comerce since at

| east as early as March 29, 1971. Section 8 affidavit accepted
and Section 15 affidavit acknow edged.
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for “coffee” in International Cass 30; and
“restaurant services featuring coffee
and espresso beverages and al so serving
sandwi ches and breakfasts” in
| nternational Cass 42;°

for “hand operated coffee grinders and
coffee mlls, non electric coffee
makers, insulated cups, reusable non
paper coffee filters, beverage stowaways
(cup hol ders for use on car and boat
dashboards), non paper coasters, therma
i nsul ated bottl es, and housewar es;
nanely, coffee cups, non electric coffee
pots not of precious netal, cups, nugs,
di shes, trivets, and canisters” in
I nternational dass 21; “ground and
whol e bean coffee, cocoa, tea, powdered
chocol ate and powdered vanilla, nuffins,
pastries, cookies, breads, granola, and
candy; nanely, chocol ates, chocol ate
covered coffee beans, chocol ate covered
cherries, and chocol ate covered al nonds”
in International O ass 30; and “retai
store services featuring of all of the
above goods as well as decorative
magnets, paper coffee filters, and
el ectric appliances; namely, power
operated coffee grinders, espresso
makers, coffee makers, percolators, and
coffee pots; distributorship services of
all the foregoing goods; restaurant and
cafg services” in International C ass
42:

! Reg. No. 1542775 issued on June 6, 1989 based upon
applicant’s claimof use anywhere and use in comerce since at

| east as early as Cctober 23, 1987. Section 8 affidavit
accepted and Section 15 affidavit acknow edged. Registrant

di sclainms the word COFFEE apart fromthe mark as shown.

8 Reg. No. 1815937 issued on January 11, 1994 based upon
applicant’s allegations of first use date ranging from August to
Cct ober of 1992. Section 8 affidavit accepted and Section 15

af fidavit acknow edged; renewed. Registrant disclains the word
COFFEE apart fromthe mark as shown. The nmark is lined to
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for “flavoring syrups for beverages” in
I nternational dass 30;°

STARBUCKS for “ready-to-drink coffee, ready-to-drink
(standard char act er cof f ee- based beverages, in International
dr awi ng) Cl ass 30; and “coffee flavored soft

drinks and syrups and extracts for
maki ng flavored soft drinks and m | k-
basgg beverages” in International C ass
32;1

for “ready-to-drink coffee, ready-to-drink
cof f ee- based beverages” in International
Class 30; and “coffee-flavored soft
drink, flavored soft drinks and syrups
and extracts for making the foregoing”
in International COass 32;%

sramprere eoPpgr for [whol esal e distributorships, retai
outlets and nmail order services
featuring] ground and whol e bean coffee;
tea; cocoa; coffee and espresso
beverages and beverages nmade with a base
of coffee. espresso. and/or mlKk:

i ndicate the color green, and color is clainmed as a feature of
the mark. See also Reg. No. 1815938 (similar to Reg. No.
1815937 except that color is not clained as a feature of the
mark in this second registration).

o Reg. No. 1943361 issued on Decenber 26, 1995 based upon
applicant’s claimof use anywhere and use in commerce since at

| east as early as April 30, 1993. Section 8 affidavit accepted
and Section 15 affidavit acknow edged; renewed. Registrant

di sclains the word COFFEE apart fromthe mark as shown.

10 Reg. No. 2086615 issued on August 5, 1997 based upon
applicant’s claimof use anywhere and use in comerce since at

| east as early as May 20, 1996 in International Cass 30 and
July 31, 1995 in International Cass 32. Section 8 affidavit
accepted and Section 15 affidavit acknow edged.

Hn Reg. No. 2120653 issued on Decenber 9, 1997 based upon
applicant’s claimof use anywhere and use in comerce since at

| east as early as July 31, 1995. Section 8 affidavit accepted
and Section 15 affidavit acknow edged. Registrant disclains the
word COFFEE apart fromthe mark as shown.
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powdered flavorings; flavoring syrups;
baked goods, including nuffins, scones,
bi scuits, cookies, [pastries, cakes and
breads, and ready-to-make m xes of the
sane]; packaged foods; sandw ches and
prepared foods; chocol ate and
confectionery itens; [ready-to-eat
cereals]; dried fruits, [spreads];
juices; soft drinks; electric
appl i ances, nanely, kettles, coffee
makers, espresso makers and coffee
grinders; housewares, [non-electric
appliances and related itens, nanely,
hand- operated coffee grinders and coffee
mlls], insulated coffee and beverage
cups, [collapsible cup carriers and
caddi es], non-paper coasters, insulated
vacuum bottl es, coffee cups, tea cups
and mugs, gl assware, dishes, plates and
bow s, trivets, storage canisters, non-
el ectric drip coffee makers and non-

el ectric plunger-style coffee nmakers;
paper and non-paper coffee filters;
furniture; watches; clocks; toys; books;
musi cal recordings; [T-shirts, caps,
sweatshirts, jackets, aprons and ot her
clothing itens]” in International C ass
35’ 12

For “ground and whol e bean coffee; cocoa;
herbal and non-herbal teas; coffee, tea,
cocoa and espresso beverages, and
beverages nade with a base of coffee
and/ or espresso, instant coffee; ready-
to-drink coffee beveraaes: liauid and

12 Reg. No. 2227835 issued on March 2, 1999 based upon
applicant’s claimof use anywhere and use in comerce since at

| east as early as August 31, 1991. Section 8 affidavit accepted
and Section 15 affidavit acknow edged. Registrant disclains the
word COFFEE apart fromthe mark as shown. Qpposer is advised
that the el ectronic database of the USPTO, |ike the status and
title copies of the registration submtted by opposers,

i ncl udes, within deletion brackets in the recitation of these
International Cass 35 services, wording that is seenmingly
critical to the recitation of services.
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powder ed beverage m xes; powdered
flavorings; flavoring syrups for
beverages; baked goods, nanely, nuffins,
scones, biscuits, cookies, pastries and
breads; ice cream and frozen
confections; chocol ate; candy and
confections and ready-to-eat cereals” in
I nternational dass 30; and

for “whol esal e distributorships, retai

outlets and mail order services
featuring ground and whol e bean coff ee;
tea; cocoa; coffee and espresso
beverages and beverages nmade with a base
of coffee, espresso, and/or mlKk;
powdered m | k; powdered fl avori ngs;
flavoring syrups; baked goods, including
muf fi ns, scones, biscuits, cookies,
pastries, cakes and breads, and ready-

t o- make m xes of the same; packaged

f oods; sandw ches and prepared foods;
chocol at e and confectionery itens;
ready-to-eat cereals; dried fruits,
spreads; juices; soft drinks; electric
appl i ances, nanely, kettles, coffee
makers, espresso mekers and coffee
grinders; housewares, non-electric
appliances and related itens, nanely,
hand- operated coffee grinders and coffee
mlls, insulated coffee and beverage
cups, collapsible cup carriers and

candi es, non-paper coasters, insulated
vacuum bottles, coffee cups, tea cups,
mugs, gl assware, dishes, plates and
bow s, trivets, storage canisters, non-
electric drip coffee nmakers and non-

el ectric plunger-style coffee makers;
paper and non-paper coffee filters;
furniture: watches: clocks: tovs: books:

13 Reg. No. 2266351 issued on August 3, 1999 based upon
applicant’s claimof use anywhere and use in comerce since at
| east as early as Cctober 20, 1992. Section 8 affidavit
accepted and Section 15 affidavit acknow edged. Registrant

di sclains the word COFFEE apart fromthe mark as shown.
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nmusi cal recordings; T-shirts, caps,

sweatshirts, jackets, aprons and ot her
clothing itens” in International C ass

35. 14

St ar bucks has al so nade the deposition testinony of
the follow ng wtnesses of record: Colleen Chapnman,
Director, Brand Managenent, for Starbucks Coffee Conpany,
and Exhibit Nos. 1 - 39; Ann Breese, Director, Research
for the Marketing Research Departnent, for Starbucks
Cof f ee Conpany, and Exhibit Nos. 40 & 41; Robert N
Reitter, President of Guideline Associates, and Exhibits A
and B; and Marshall S. Ruben, Applicant, and Exhi bit Nos.
1- 15.%

The record al so i ncludes opposers’ nine separate
notices of reliance filed during their testinony period,
as follows:

1. Notice of Reliance No. 1, dated August 11
2004, containing certified status and title
copies of thirteen of Starbucks’ valid and
subsi sting pleaded U. S. trademark

regi strations for the STARBUCKS and
STARBUCKS COFFEE mar ks, as set forth above.

14 Reg. No. 2325182 issued on March 7, 2000 based upon
applicant’s claimof use anywhere and use in comerce since at
| east as early as Cctober 20, 1992. Registrant disclains the
word COFFEE apart fromthe mark as shown.

15 The deposition testinony of Marshall S. Ruben taken during
St arbucks’ testinony period is designated “Ruben | Dep. at
Exh. __.”
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2. Notice of Reliance No. 2, dated October 22,
2004, consisting of printed publications
avai l abl e to the general public.

3. Notice of Reliance No. 3, dated Cctober 22,
2004, consisting of printed publications
avai l able to the general public.

4. Notice of Reliance No. 4, dated Cctober 22,
2004, consisting of transcripts of
tel evision and radi o prograns broadcast to
the general public on national television
networ ks and radi o stations and taken from
the NEXI S dat abase.

5. Notice of Reliance No. 5, dated Novenber 4,
2004, consisting of Ruben’s Responses to
St arbucks’ First Set of Interrogatory Nos.
1-5, 11-14, and 16-17.

6. Notice of Reliance No. 6, dated Novenber 4,
2004, consisting of Ruben’s Suppl enent al
Responses to Starbucks’ First Set of
Requests for Adm ssion Nos. 1-10, 12-27,
and 51-53.

7. Notice of Reliance No. 7, dated Novenber
10, 2004, consisting of Ruben’s Responses
to Starbucks’ First Set of Requests for
Adm ssion No. 1.

8. Notice of Reliance No. 8, dated Novenber
10, 2004, consisting of civil action
conplaints filed by Starbucks against third
parties based upon the STARBUCKS and
STARBUCKS COFFEE mar ks.

9. Notice of Reliance No. 9, dated Novenber
19, 2004, consisting of certified copies of
St arbucks’ 10-K forns and exhibits as filed
before the Securities and Exchange
Comm ssion (“SEC’). 1

16 On Novenber 18, 2004, Starbucks filed a timely notion to
extend their testinony period for the linited purpose of

subm tting Notice of Reliance No. 9, containing certified copies
of Starbucks’ SEC 10-K filings. These fornms filed with the SEC
are official records consistent with Rule 2.122(e). W grant

St arbucks’ notion to extend as conceded under Trademark Rul e
2.127(a), and for good cause shown under Fed. R Civ. P. 6(b).

- 10 -
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Applicant, Marshall S. Ruben, has nmade of record his
own deposition testinony taken during his testinony

period, along with applicant’s Exhibit Nos. 42 - 45. %

Procedural Matters

Before turning to the record and the nerits of this
case, we nust discuss several prelimnary matters.

The rel evant deposition transcripts show that Ruben’s
counsel objected to many of the docunents introduced at
each testinoni al deposition taken by Starbucks. Applicant
renewed his objections in his brief, asserting only that
“all docunents relied on by Starbucks Co. are objected to
since they were not produced during the discovery phase of
t he proceeding,”* and therefore all references to the
docunents shoul d be stricken, and opposers should not be
allowed to rely upon those docunents.

We find that Ruben’s sweeping allegations are
insufficient to preserve the individual objections
originally nmade at the tine opposers’ various depositions

were taken. Applicant’s brief fails to identify the

speci fic docunents that he clains should be stricken from

v This second deposition of Marshall S. Ruben taken during
Ruben’s testinony period is designated “Ruben |l Dep. at
Exh. __.”
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the record or the discovery requests to which such
docunents were allegedly responsive. The Board will not
cull through each deposition and exhibit in order to
identify each separate objection. Accordingly, we
summarily deny applicant’s objections to the docunents

i ntroduced during the testinonial depositions taken by
St ar bucks.

To the extent that applicant’s objection to all of
opposers’ docunents on the ground that such docunents were
not properly disclosed during discovery may be consi dered
a separate objection, it is not well taken. Starbucks
produced 4,500 pages of docunents on January 27, 2004,
wel | before the close of the discovery period. Starbucks’
initial discovery objections were followed with nultiple
subm ssi ons of additional docunments and disclosures.? As
to any prejudice clainmd by applicant, we note that all of
St ar bucks’ extensive production took place well in advance
of opposers’ testinony deposition of Colleen Chapman, when

many of these docunents were introduced.

18 Applicant’s brief, pp. 2, 23.

19 To the extent that applicant takes the position that all
of Starbucks’ discovery responses shoul d have been produced by
the closing date of the discovery period, this is clearly not
the rule. See Nobell.comLLC v. Qaest Conmmuni cations
International Inc., 66 USPQd 1300, 1303 n. 6 (TTAB 2003).
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Addi tional ly, applicant has objected specifically to
St ar bucks’ tardy production of copies of civil action
conplaints relating to the STARBUCKS mark, which were
subm tted by Starbucks on Novenber 10, 2004 under Notice
of Reliance No. 8. Ruben argues that Starbucks shirked
their discovery obligations by failing to produce this
i nformati on during discovery. Ruben asserts that he only
becane aware of the civil action conplaints in Novenber
2004 wth Starbucks’ Novenber 10, 2004 subm ssion of
copies of these conplaints with their Notice of Reliance
No. 8, and hence, that he “did not have the opportunity to
i nvestigate the conplaints.”

W find Ruben’s clains that he was unaware of
Starbucks’ civil action conplaints until Novenber 2004 to
be di si ngenuous. Starbucks conplied with Board procedures
(See TBWP § 419(10) (2d ed. Rev. 2004)) as it relates to
applicant’s Interrogatory No. 13 and Request for Docunents
No. 14 seeking identification and production of any
docunents, including conplaints, relating to any chal |l enge
by opposer(s) to any third party’ s use of a mark that
opposer(s) considered to conflict with any of Starbucks’
marks by tinely identifying the parties, the jurisdiction,

and the proceedi ng nunber for all outstandi ng enforcenent

- 13 -
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matters in their January 27, 2004 witten di scovery
responses — nore than nine nonths before Starbucks’
testi nmony deposition. Accordingly, we overrule
applicant’s objections to the introduction of copies of
St arbucks’ civil action conplaints.

Applicant also argues that Starbucks’ survey evidence
shoul d be stricken because M. Reitter, opposers’ survey
expert, was not identified during the discovery period.
Ruben, in his brief, does not identify a specific
di scovery request asking for the identity of experts. See
TBMP 8§ 419(7) (2d ed. Rev. 2004). In any event, the
record shows that Starbucks did not retain M. Reitter
until after the close of the discovery period, and decided
to introduce M. Reitter’s testinony and report into
evidence in July 2004. Starbucks properly notified Rubens
of Reitter’s deposition. As to the survey results, as
di scussed above with regard to ot her docunentation, we
find that opposers conplied with all their obligations to
produce for applicant survey results as soon as they

becane avail abl e. 2

20 Specifically, M. Reitter had survey interview conducted

bet ween May 27 and June 1, 2004. On July 1, 2004, as soon as
any feedback was avail able to Starbucks — and hoping that the
results m ght encourage a settlenment — opposers notified

- 14 -
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St ar bucks has objected to several printouts of
excerpts apparently taken fromlInternet websites that
Ruben sought to introduce during his testinony deposition.
These excerpts contain criticisns of Starbucks and/or the
price of goods sold by Starbucks. During Ruben’s
deposition, Starbucks’ counsel objected to this evidence
as i nadm ssi bl e hearsay that was not properly
aut henticated by the person with first-hand know edge who
searched for and downl oaded the information. In fact, on

cross exam nation, M. Ruben admtted that these

applicant of the prelimnary results of the survey. M.
Reitter's prelininary report was al nost identical to the final
report served on August 13, 2004. On July 30, 2004, with nore
than two weeks notice, Starbucks noticed M. Reitter’s testinony
deposition for August 16, 2004 — the |last day of Starbucks’
thirty-day testinony period as plaintiffs. On August 9, 2004,
M. Reitter conpleted the final survey interviews, using the

i dentical questionnaire, study design, relevant universe of
interest, sanmpling plan, field instructions, and interview ng
and verification procedures identified in his July 1, 2004
report. On August 12, 2004, M. Reitter conpleted his final
survey report, and sent a copy to Starbucks’ counsel on August
13, 2004. On the sane date, opposers hand-delivered a copy of
that final report to M. Ruben’s counsel. Hence, we find that
M. Ruben had notice of Starbucks’ intention to introduce M.
Reitter’'s testinony and report as soon as those reports were
avail able to Starbucks and as soon as Starbucks nade the
decision to use M. Reitter as a trial expert. Should applicant
have wanted to construct his own survey, or to engage an expert
to critique or rebut Starbucks’ survey, he had sufficient tine

| eading up to his testinony period. Additionally, in the event
M. Ruben’s counsel needed additional tinme to review the final
survey report in advance of M. Reitter’s deposition, he could
have contacted Starbucks' counsel to reschedul e this deposition.
There is no indication that M. Ruben’s counsel requested this,
| et alone any indication that opposers were not anenable to it.

- 15 -
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particul ar searches were conducted, and the search results
printed out, by soneone in his counsel’s office. Wile he
al l egedly conducted a simlar search hinmself, he was not
aware of the paraneters of the search associated with the
web pages submtted during his testinony, and was not able
to nane the individual who conducted the Internet search.
Accordingly, this evidence has not been properly
aut henti cated, and we have given it no consideration. See
Racci oppi v. Apogee, Inc., 47 USPQRd 1368 (TTAB 1998).
Finally, opposers nove under Trademark Rule 2.123(1)
and TBMP 8§ 539 (2d ed. Rev. 2004), to strike the exhibits
attached to Ruben’s trial brief, as this evidence was not
made of record during his testinony period. TBW
704.05 (b) (2d ed. Rev. 2004). The evidence includes
excerpts fromthe novel, Mby D ck. Although we can take
judicial notice that the novel itself is a classic, we
cannot take judicial notice of the contents of the novel.
We agree with opposers that all of this evidence nust be
excluded as untinely and therefore grant opposers’ notion
to strike. The exhibits attached to Ruben’s trial brief

have been given no consi derati on.
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Factual Findings

St ar bucks opened their first retail store in Pike
Pl ace Market in Seattle, Washington in 1971. Starbucks
has grown to well over 5,000 conpany-owned and |icensed
stores throughout the United States, making Starbucks one
of the | argest and best-known vendors of coffee products
inthe United States. Tens of mllions of custoners are
exposed to the STARBUCKS mark every day. 1In the three-
year period of 2001 to 2004, Starbucks spent nore than
$150 million marketing their STARBUCKS and STARBUCKS
COFFEE marks. These activities included television and
radio commercials, print advertisenents, in-store
di spl ays, brochures, billboards, banners, catal ogs and
signage. |In determ ning when and where to pl ace
advertisenments bearing the STARBUCKS mark, opposers
specifically target media and | ocations with the highest
visibility, consuner traffic, circulation, and nmarket
penetration. Starbucks al so operates an Internet website
t hat generates an average of 350,000 hits fromvisitors
each week.

In the three-year period of 2001 to 2004, Starbucks
had sal es of nmore than $10 billion. | n 2004 al one,

St ar bucks’ sal es revenues reached $4 billion. Consuners
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can find STARBUCKS cof fee served and/or sold in tens of

t housands of grocery stores, hotels, bookstores, airports,
restaurants, hospitals, universities and convention
centers nationw de. Starbucks has attracted a remarkabl e
vol une of unsolicited nedia attention from nati onal
television and radi o prograns, news wire reports, and the
print press.

Starbucks’ retail stores are typically located in
high-traffic, high-visibility |ocations. Starbucks’
stores conduct nore than eleven mllion custoner
transactions per week. As of 2004, nearly half of al
consuners in the United States had visited a Starbucks’
| ocation —up from88 mllion visitors conprising 42% of
the total U. S. population in 2002.

In addition to their conpany-owned retail stores,

St arbucks has for many years been engaged in |icensing
arrangenents, foodservice accounts, and other initiatives
for their products to reach custoners wherever they work,
travel, shop or dine. Starbucks has |icense agreenents to
operate Starbucks locations within major U S. grocery
stores, such as Safeway, Al bertsons, Fred Meyer and
Kroger. STARBUCKS coffee is served fromthousands of

dedi cated areas in Hyatt Hotels, Marriott Hotels, Starwood

- 18 -
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Hotels, Westin Hotels, various cruise lines, Barnes &
Nobl e Bookstores, hospitals, universities and convention
centers. Starbucks has |icensed Host Marriot Services
Corporation to operate nore than 150 ki osks in major U S
airports. As with Starbucks’ conpany-owned stores, each
of these | ocations prom nently displays the STARBUCKS nar k
on exterior signage, nenus, cups, and in nmultiple spots

wi thin each | ocation. Starbucks markets and distributes
whol e bean and ground coffee under the STARBUCKS mar k
through a licensing agreement with Kraft Foods, Inc.,
reaching into 19,500 grocery store and warehouse cl ub
accounts throughout the United States. Starbucks sells
whol e bean and ground coffee bearing the STARBUCKS mark to
institutional foodservice conpanies servicing nore than
12,800 busi nesses, educational institutions, healthcare
centers, office distributors, hotels, restaurants,
airlines, and other retailers. Through an agreenent with
t he Pepsi - Col a Conpany, Starbucks al so distributes several
excl usi ve coffee beverages — including bottled STARBUCKS
DOUBLESHOT coffee drinks — at grocery stores, convenience
stores, and simlar retailers nationw de. Each of these

products prom nently bears the STARBUCKS nar k.
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St ar bucks al so has engaged i n co-brandi ng and
strategic partnership marketing with firnms such as
Hew ett - Packard (“HP"), T-Mobile, BankOne Corporation and
VI SA. Starbucks supports the Sundance Film Festival,
whi ch di splays the STARBUCKS mark in advertising and
pronoting its independent filmfestival.

Not surprisingly, Starbucks investnent in
advertising and pronoting their STARBUCKS mark, and their
correspondi ng growt h and achi evenents, have attracted
intense unsolicited nmedia attention. Starbucks coffee
products and stores have been featured in nunmerous
national television and radi o prograns and press articles.

Applicant, Marshall S. Ruben, is an entrepreneur with
experience in shopping center devel opnent and | easing. He
grew up learning the retail business as a result of his
famly s ownership of the Washi ngton DC based Steven-

W ndsor Men’s Shops. He |earned about discount retailing
fromthe late Herbert Haft, well known in the WAshi ngton
DC area for, inter alia, founding Trak Auto, Shoppers Food
War ehouse, and Crown Books, according to M. Ruben’s
testinmony. Ruben filed the involved intent-to-use
application seeking registration of the mark LESSBUCKS

COFFEE for coffee, tea, and coffee-based and tea-based

- 20 -
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beverages, and retail store services featuring coffee,
tea, coffee-based beverages, and tea-based beverages. He
testified that he intends to use the LESSBUCKS mark in
connection wth a nationw de chain of “discount” coffee
stores. A year after filing the involved trademark
application, M. Ruben entered into a witten |licensing
agreenment with another entity that he stated he forned
wth M. Haft as one of many possi ble ways he envi si oned
follow ng through on his intention of opening a chain of
di scount coffee stores to sell coffee, tea, and rel ated
products to nenbers of the general public under the
LESSBUCKS nar k.

However, aside fromhis subjective intentions and a
| icense agreenment with a conpany he co-founded with M.
Haft, 2 Ruben has taken no steps to comercialize his
i deas, and has failed to produce any other docunentary
evi dence denonstrating his intent to use the LESSBUCKS
mark in connection with the identified goods and services.
In response to Starbucks’ interrogatories, Ruben stated

that the application filing “speaks for itself ..”2 On

21 The record contains no evidence that this conmpany ever
conducted any activity in connection with the |icense agreenent.
22 Opposers’ Interrogatory No. 16, asked Ruben to “state al
facts that support Applicant's bona fide intent to use

- 21 -
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nore than one occasion, Ruben testified that he has no
witten business or marketing plans and has not held any
busi ness neetings regardi ng the LESSBUCKS mar k?; that he
has made no effort to contact suppliers?; that he has not
desi gned any product packagi ng, signs or |abels, has done
no hiring of personnel?; and that he has neither

i nvestigated distributors nor identified any possible

retail |ocations.?

Starbucks Has Standing

First, we note that with regard to the threshold
inquiry of Starbucks’ standing in this opposition
proceedi ng, opposers have all eged and proven at trial a
real commercial interest in the STARBUCKS and STARBUCKS
COFFEE marks, as well as a reasonable basis for the belief

t hat opposers woul d be damaged by the registration of

Applicant’s Mark in commerce as to each of the products and
services set forth in Application Serial No. 78/ 120060.” Ruben
responded that his “application speaks for itself as to his bona
fide intent to use Applicant’s Mark in comrerce.” (Applicant’s
bj ecti ons and Responses to Qpposers’ First Set of
Interrogatories at No. 16.)

23 Ruben | Dep. at 35, line 12 to 37, line 6.

24 Ruben | Dep. at 40, starting at |line 24; and Ruben | Dep.
at 46, lines 4 — 6.

25 Ruben | Dep. at 38, lines 1 — 13; and Ruben | Dep. at 46,
lines 7 — 18.

26 Ruben | Dep. at 38, lines 16 — 21; and Ruben | Dep.
at 40, starting at line 12.
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applicant’s LESSBUCKS mark. Ritchie v. Sinpson, 170 F. 3d

1092, 50 USPQ2d 1023, 1025-26 (Fed. Cir. 1999). Starbucks
U.S. Brands, LLC, as a wholly-owned subsidiary of

St ar bucks Cor poration, has presented evidence of its
ownership of prior issued registrations for the various
STARBUCKS mar ks, as well as Starbucks’ prior use of the
STARBUCKS marks in connection with services and goods
identical to those listed in Ruben’s application. G ven
that Starbucks U S. Brands, LLC, is a wholly-owned
subsidiary of Starbucks Corporation, we conclude that both
opposers have standing. W find that opposers have
clearly denonstrated that they would be in conpetition
with applicant in the sale of coffee, tea, and coffee-
based and tea-based beverages and retail store services
featuring coffee, tea, coffee-based beverages, and tea-

based beverages.

Priority

We turn then to the issue of priority inrelation to
t he goods and services set forth in opposers’ pleaded
registrations. As noted above, Starbucks U.S. Brands,
LLC, has established its ownership of valid and subsisting

regi strations for the various STARBUCKS marks. Therefore,
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there is no issue as to opposers’ priority. See King

Candy Conpany v. Eunice King's Kitchen, Inc., 496 F.2d

1400, 182 USPQ 108 (CCPA 1974); and Carl Karcher

Enterprises Inc. v. Stars Restaurants Corp., 35 USPQd

1125 (TTAB 1995). Mbreover, volum nous evidence in the
record shows that opposers have used the various STARBUCKS
mar ks since prior to the filing date of applicant’s
application, which in the absence of other evidence, is

the earliest date on which applicant can rely.

Likelihood of Confusion

We turn, then, to the issue of |ikelihood of
confusion. Qur determ nation of |ikelihood of confusion
i s based upon our analysis of all of the probative facts
in evidence that are relevant to the factors bearing on
the issue of |ikelihood of confusion. See Inre E |I.

du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563

( CCPA 1973).

Fame
As to the strength of opposers’ STARBUCKS nark, the
record shows that opposers have been aggressive in taking
steps to protect their STARBUCKS mark. Except for several

third-party marks that opposers have commenced enforcenent
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actions against, there is no evidence in the record of any
third-party use of simlar marks for related goods and
services. Accordingly, the STARBUCKS and STARBUCKS COFFEE
mar ks are strong and entitled to a broad scope of

prot ection.

More significantly, for our purposes, the du Pont
factor focusing on the fame of the prior mark plays a
domnant role in the process of bal ancing the du Pont
factors in cases featuring a fanous or strong nmark.

Kenner Parker Toys, Inc. v. Rose Art Industries, Inc., 963

F.2d 350, 22 USPQ2d 1453, 1456 (Fed. G r. 1992); see al so

Pal m Bay I nports Inc. v. Veuve Oicquot Ponsardi n Mai son

Fondee En 1772, 73 USPQ2d 1689, 1694 (Fed. G r. 2005);

Bose Corp. v. QSC Audi o Products Inc., 293 F.3d 1367, 63

UsPd 1303 (Fed. Gr. 2002); and Recot, Inc. v. M C

Becton, 214 F.3d 1322, 54 USPQ2d 1894 (Fed. Cir. 2000).

As the fame of a mark increases, the degree of simlarity

bet ween the marks necessary to support a concl usion of

i kel y confusion declines. Bose Corp., supra at 1309.
Moreover, the Federal Circuit has stated repeatedly

that there is no excuse for even approaching the well -

known trademark of a conpetitor inasmuch as “[a] strong
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mark ...casts a | ong shadow whi ch conpetitors nust avoid.”

Kenner Parker Toys Inc., supra at 1456.

Opposers have testified that in the year 2004,
St arbucks’ sal es revenues reached $4 billion. M. Chapnman
stated that total sales under the STARBUCKS mark for the
three years of 2001 to 2004 exceeded $10 billion.
Furthernore, in that sanme three-year period, Starbucks
spent nore than $150 mllion pronoting their goods and
servi ces under the STARBUCKS and STARBUCKS COFFEE marks.

In fact, opposers have shown that industry,
busi nesses, brand | eaders, and the general public have
recogni zed STARBUCKS as one of the nobst fanmpus brands in
the world.? Applicant hinself admtted that the STARBUCKS
mark was well known to the general public and fanous for
coffee and retail store services featuring coffee prior to
the filing date of his application.

As di scussed above, STARBUCKS coffee products and
stores have attracted intense unsolicited nedia attention
fromnational television and radi o prograns and the press,

whi ch has resulted in extensive recognition and renown of

2 Opposers cite to I NTERBRAND, an international branding
consultancy firm Brandweek, Adweek, Busi ness Week, and an
International Trademark Association treatise by Frederick W
Mostert, Fanous and Wl | -Known Marks (2" ed. 2004).

- 26 -
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t he STARBUCKS nmark anong the general public. See e.g.,
Bose Corp., 63 USPQ2d at 1309 [extensive nedia coverage is
i ndi cative of fane].

We agree with opposers that this evidence confirns
that the STARBUCKS mark is truly a fanous mark. The
evidence in this case certainly exceeds the extensive
public recognition and renown found sufficient to
establish fanme in other cases.?

In view of the above, we find that the du Pont factor
focusing on the fame of the mark wei ghs heavily in favor

of finding a |ikelihood of confusion herein.

28 See Bose Corp., 63 USPQ2d at 1308 [ ACOUSTI C WAVE nar k

f amous based on seventeen years of use, annual sal es over $50
mllion, annual advertising in excess of $5 million, and
extensi ve nedia coverage]; Nina Ricci, SARL. v. ET.F
Enters., Inc., 889 F.2d 1070, 12 USP@@d 1901, 1902 (Fed. Gr.
1989) [NINA RICCl fanobus for perfune, clothing and accessories
based on $200 nmillion in sales, over $37 million in adverti sing,
and over 27 years of use]; Kinberly-Cark Corp. v. H Douglas
Enter., Ltd., 774 F.2d 1144, 227 USPQ 541, 542 (Fed. G r. 1985)
[ HUGA ES fanous for diapers based on over $300 nmillion in sales
over nine years and $15 million in advertising in a single
year]; Specialty Brands Inc. v. Coffee Bean Distribs., Inc., 748
F.2d 669, 223 USPQ 1281, 1284 (Fed. Cir. 1984) [ SPICE | SLANDS
for teas, spices and seasoni ngs fanmous based on use for 40
years, $25 nillion annual sales for spices, $12 nmillion sales
for tea between 1959 and 1981, and “several million” in
advertising]; Gant Food. Inc. v. Nation's Foodservice, |nc.

710 F.2d 1565, 218 USPQ 390, 392-93 (Fed. GCir. 1983) [G ANT FOOD
famous for supernarket services and food products based on sal es
over $1 billion in one year, “considerable amunts of noney” in
advertising, and 45 years use]; Planters Nut & Chocolate Co. v.
Crown Nut Co., 305 F.2d 916, 134 USPQ 504, 506 (CCPA 1962) [MR
PEANUT fanpus for nuts and nut products based upon $350 million
in sales, $10 mllion in advertising, and over 10 years of use).

- 27 -
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Relatedness of the goods and services
We turn, next, to the rel atedness of the goods and
services as listed in the cited registrations and in the
i nvol ved application. The Board mnmust base its
determ nation of whether there is a relationship between
t he goods and services of the parties on the basis of the
goods and services identified in the respective

application and registrations. Octocom Systens, Inc. v.

Houst on Conputer Services, Inc., 918 F.2d 937, 16 USPQd

1783, 1788 (Fed. Cr. 1990).

Applicant has recited “coffee, tea, and coffee-based
and tea-based beverages” and “retail store services
featuring coffee, tea, coffee-based beverages, and tea-
based beverages.” This is substantially identical to the
dom nant goods and services recited in opposers’ asserted
regi strations. For exanple, as seen above, opposers’ Reg.
No. 1542775 for STARBUCKS COFFEE and design is for
“coffee” and “restaurant services featuring coffee and
espresso beverages .. Accordingly, for purposes of
Section 2(d) of the Lanham Act, we find that applicant’s
goods and services are identical in part to opposers’

goods and servi ces.
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Channels of trade

Because the parties’ respective application and
registrations are unrestricted, and applicant’s goods and
services are identical to sonme of opposers’ goods and
services, we nust presume that at such tine as applicant
were to use his mark on the identified goods and recited
services, the parties’ respective goods and services wl|l
be traveling through the sane channels of trade to the
same cl asses of consuners. CBS Inc. v. Mrrow, 708 F.2d

1579, 218 USPQ 198, 199 (Fed. G r. 1983); Hew ett-Packard

Co. v. Packard Press Inc., 281 F.3d 1261, 62 USPQ2d 1001,

1005 (Fed. Cir. 2002) (“[A]bsent restrictions in the
application and registration, goods and services are
presuned to travel in the sane channels of trade to the

sanme class of purchasers.”); and Kangol Ltd. v. KangaRoos

U S A, 974 F. 2d 161, 23 USPQ2d 1945, 1946 (Fed. Gr
1992) .

Absent restrictions in any of the identifications of
goods and recitations of services, Ruben's efforts to
di stinguish his intended channels of trade and/or classes

of consuners nust fail. Hew ett-Packard Co., 62 USPQ2d at

1005. In any case, the record shows that the parties’

channel s of trade and cl ass of consuners will be

- 29 -
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identical. Although Ruben testified that he intends to
offer a chain of “discount” coffee stores to “cost

consci ous” consuners, opposers’ unrestricted recitations
of services woul d enconpass di scount stores and, further,
t he evidence shows that in addition to their traditional
retail channels, Starbucks also markets and sells their
goods to nmenbers of the general public through di scount
war ehouse club stores. Ruben hinself presented evidence
t hat consuners can purchase STARBUCKS brand whol e beans,
co- pronot ed under the STARBUCKS and Kl RKLAND br ands, at

Cost co di scount war ehouse cl ubs.

Conditions under which and buyers to whom sales are made

As to the du Pont factor focusing on the conditions
under which and buyers to whom sal es are made, applicant
argues that “[o]ne has to doubt whether an unsophisticated
custoner coul d even place an order in a Starbucks
| ocation.” He argues that not unlike w ne aficionados,
fans of specialty coffees “place increased enphasis on
qual ity beans, regional character and the skill of the

roaster,” and hence represent careful, sophisticated

pur chasers.
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By contrast, Starbucks contends that the coffee and
tea products at issue herein are relatively inexpensive
and may be purchased by ordinary consuners at retai
stores, grocery stores, and warehouse club stores. Ms.
Col | een Chapman, Director of Brand Managenent for
St arbucks, testified that Starbucks sells a cup of coffee
for $1.40 in conpany-owned stores — falling within the
sane i nexpensive price range in which Ruben intends to
offer his coffee. Starbucks has produced evi dence that
consuners can find whol e bean and ground STARBUCKS coffee
at grocery stores, such as Safeway, Kroger and Al bertsons.
We find that the evidence of record shows conclusively
that the products and services at issue are neither
expensive nor conplicated, and may be purchased on inpul se
by ordi nary consuners. Moreover, there is nothing in this
record to support applicant’s position that coffee | overs
are sophisticated in ternms of a |ikelihood of confusion
anal ysis. Rather, because retail coffee and tea beverages
and coffee and tea itself are inexpensive products and may
be purchased on inpul se and wi thout care, consuners devote
l[imted attention to the purchase of such goods and
services, and thus are nore susceptible to confusion. See

Pal m Bay I nports Inc., supra at 1695 (Fed. Cr. 2005);

- 31 -
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Recot, Inc., supra at 1899; Specialty Brands, Inc. v.

Cof fee Bean Distributors, Inc., 748 F.2d 669, 223 USPQ

1281, 1282 (Fed. Cir. 1984); and Hard Rock Cafe Licensing

Corp. v. Elsea, 48 USPQ2d 1400, 1407 (TTAB 1998). See

also 3 J Thomas McCarthy, MCarthy on Tradenmarks and

Unfair Conpetition, § 23:95 (4'" Ed. 2005).

Similarity of the marks
We turn next to the du Pont factor focusing on the
simlarity or dissimlarity of the marks in their
entireties as to appearance, sound, connotation and

comercial inpression. See PalmBay Inports Inc. v. Veuve

Cicquot Ponsardin M son Fondee En 1772, supr a.

We note in discussing this factor, the Court of
Appeal s for the Federal Circuit has held that when nmarks
appear on “virtually identical goods or services, the
degree of simlarity necessary to support a conclusion of

i kely confusion declines.” Century 21 Real Estate Corp.

v. Century Life of America, 970 F.2d 874, 23 USPRd 1698,

1701 (Fed. Gr. 1992).
In this case, both marks — STARBUCKS COFFEE and
LESSBUCKS COFFEE — consist of two words having a simlar

cadence. Bot h STARBUCKS and LESSBUCKS cont ai n ni ne
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letters, two syllables, and end in the identical term
BUCKS. 2 As applicant admtted during his testinony
deposition, the LESSBUCKS COFFEE and STARBUCKS COFFEE
mar ks “visually, when typed the sane, they | ook |ike
simlar letters.” Ruben | Dep. at 77-78.

Moreover, it is on this point that we turn to M.
Reitter’s survey results. Starbucks retained M. Reitter,
a recogni zed expert in the field of marketing and mar ket
research. M. Reitter designed a mall intercept survey
involving interviews with two hundred respondents at
shopping malls in eight geographically dispersed
metropolitan areas.

M . Ruben chal |l enges Starbucks’ survey results by
criticizing the survey’s format. He argues that several
of the survey’'s key questions are |eading — guiding
respondents to think that another conpany m ght own or be

associ ated wi th LESSBUCKS COFFEE. However, we find that

29 The marks in opposers’ various registrations having the
greatest simlarity to Ruben's nark woul d be STARBUCKS in
standard character form(e.g., Reg. Nos. 1452359 and 2086615)
and STARBUCKS COFFEE in block lettering(e.g., Reg. No. 2227835).
Nonet hel ess, in all the other special form marks clainmed by
opposers, the words STARBUCKS and STARBUCKS CCOFFEE are the
predominant itens within the larger conposites, or logos, and in

each of these marks, there is still a strong simlarity with
Ruben’s mark as to appearance, sound and overal |l conmerci al
i mpression.
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the survey questions are consistent with those accepted in
our established precedent on trademark surveys.
Thi s Board has had occasion to review the so-called

Ever - Ready®* survey format. See Carl Karcher Enterprises

Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125, 1132

(TTAB 1995); and M Iles Laboratories, Inc. v. Naturally

Vitam n Suppl enents, Inc., 1 USPQRd 1445 (TTAB 1986). W

agree with opposers that Questions la and 1b of Starbucks’

survey® parallel the precise formats approved in Ever-

Ready and Carl|l Karcher.

Next, we note that consistent with Ever-Ready,

St ar bucks’ Question 2a* and Question 3a* were designed to

30 In Union Carbide Corp. v. Ever-Ready. Inc., 531 F.2d 366,
188 USPQ 623 (7'" Cir. 1976), cert. denied, 191 USPQ 416 (1976),
the plaintiff conducted a survey to determ ne whether there was
a likelihood of confusion between defendant’ s EVER- READY | anps
and plaintiff Union Carbide s EVEREADY batteries, flashlights
and bul bs. The survey asked: “Wo do you think puts out the
| anp shown here? [showing a picture of defendant’s EVER- READY
lanp and mark],” and "What nakes you think so?” 1d. at 640.
31 (Question 1a): “This is the name of a retai
establ i shment that serves coffee, tea, and ot her beverages.
Just from knowi ng this, have you formed an opini on about the
nane of a conpany that owns this retail establishnment?”

[ Respondents answering Question la “yes” were then asked:]

(Question 1b): *“What is the nane of the conpany?”
32 (Question 2a): “Do you think the conpany that owns this
retail establishment is connected or affiliated with any ot her
conpany?”

[ Respondent s answering Question 2a “yes” were then asked:]
(Question 2b): “What other conpany?”
33 (Question 3a): “Do you think the conpany that owns this
retail establishnment has authorization, pernission or approval
from anot her conpany to use this nane?”

- 34 -
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elicit responses concerning sponsorship, affiliation,
perm ssion and approval. Wiile these types of questions

were not expressly addressed in Ever-Ready, a |eading

comment at or 3 suggests, and court opi nions* have found,
that affiliation and connection queries are appropriate in
light of the specific |anguage of the Lanham Act.
Additionally, all these survey questions contain the
foll owup question: “Wat makes you think so?” The
answers given to these foll ow up questions persuade us
t hat the respondents were not nerely guessing.
Rat her, given the way in which this survey formt

carefully follows the Ever-Ready |ikelihood of confusion

survey format, we find that it is reliable and therefore
of probative value on the issue of |ikelihood of confusion

herein. Turning to the results of the survey, alnost half

[ Respondents answering Question 3a “yes” were then asked:]
(Question 3b): “Fromwhat other conpany?”

34 See e.g., 5 J. Thomas McCarthy, MCarthy on Trademarks and
Unfair Conpetition, § 32:175 (4'" ed. 2004).
35 See e.g., MDonald' s Corp. v. MBagel's, Inc., 649 F. Supp.
1268, 1 USP@@d 1761 (S.D.NY 1986); James Burrough Limted v.
Sign of the Beefeater, Inc., 540 F.2d 266, 192 USPQ 555, 564 (7'"
Cr. 1976); National Football League Properties, Inc. v. Wchita
Falls Sportswear, Inc., 532 F. Supp. 651, 215 USPQ 175, 181-83
(WD. Wash. 1982); Pebble Beach Co. v. Tour 18 |I. Ltd., 155 F. 3d
526, 48 USPQd 1065, 1076-77 (5" Cir. 1998); Indianapolis Colts,
Inc. v. Metropolitan Baltinore Football Club Ltd. Partnership,
34 F.3d 410, 31 USPQd 1811, 1816 (7' Cir. 1994); and Anheuser -
Busch. Inc. v. Balducci Publications, 28 F.3d 769, 31 USPQd
1296 (8™ Cir. 1994).
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of the ordinary consuner participants who encountered the
t erm LESSBUCKS COFFEE bel i eved that the products offered
under the LESSBUCKS designation were in sone way connected
to STARBUCKS. When the interviewer asked what nmade them
believe that there was a connection or association between
LESSBUCKS COFFEE and STARBUCKS, substantially all of the
respondents referred to the simlarity of the marks.

As to the connotation of his mark, M. Ruben expl ai ns
t hat when selecting a nane for his discount coffee stores,
he wanted a mark that would i nmedi ately convey a nessage
to consuners that his products were “l ess” expensive
(i.e., fewer “bucks”) than products offered by high-end
conpetitors. In this sanme vein, another nane he
consi dered was “Savebucks.” W agree with applicant that
one possible connotation of the word LESSBUCKS to
consuners may well be as a term suggestive of |ess
expensi ve products.

Al t hough applicant makes nmuch of the fact that
opposers’ “Starbucks” mark is drawn froma Herman Melville

character in the novel Mby Dick,* this connotation or

36 Chapman Testinonial Dep. at 98, lines 11 - 17; Pour Your

Heart Into It: How Starbucks Built a Conpany One Cup at a Tine
by Howard Schultz (Hyperion 1997), pp. 32 - 33.
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connection is not likely to be known to an appreci abl e
nunber of Starbucks’ tens of mllions of consuners.
Rat her, we find that the majority of consuners would view
the term STARBUCKS i n opposers’ marks as an arbitrary, or
even coined, term In any case, we find that the
connotations of the parties’ respective marks are
different.

Nonet hel ess, after conparing the respective parties’
marks in their entireties, despite any possible
di fferences in nmeaning, we conclude that the narks are
sufficiently simlar as to appearance, sound and overal
commerci al inpression, such that this du Pont factor

wei ghs strongly in opposers’ favor.

Ruben’s “Parody”

Applicant argues in his brief that LESSBUCKS is
likely to be perceived as a parody of the STARBUCKS nmar Kk,
and as such should be considered in our assessnent of the
du Pont factors. Because Ruben believes that Starbucks
charges too nuch for their products, he argues that his
mark will be perceived as a play on the word STARBUCKS
that sinply suggests applicant’s products cost “less” than

t hose of Starbucks or other conpetitors. Applicant argues
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t hat because the joke wll be obvious to prospective
custoners, custoners are not likely to be confused as to
source, sponsorship or approval, and hence, parody works
to avoid likelihood of confusion in the present case.
Appl i cant further argues that inasmuch as opposers pronote
STARBUCKS COFFEE as a “prem uni brand of coffee and coffee
services, the mark LESSBUCKS COFFEE conmes across as a
hunor ous parody of the STARBUCKS COFFEE brand, and the
fame of the STARBUCKS brand di m ni shes any I|i kel i hood of
conf usi on.

As opposers point out, however, applicant’s parody
argunent fails on several counts.

First, Ruben’s own testinony shows that he cannot
make up his m nd whether or not to advance a parody
argunent in this case. Ruben asserts “parody” as an
“affirmati ve defense” in his original answer, but then his
amended answer includes no such claim \Wen asked about
parody during his testinony depositions, Ruben expressly
testified that he did not select his LESSBUCKS mark to
play off of the STARBUCKS mark. So on the one hand, he
argues that he did not intend to evoke the fanous

STARBUCKS nmar k, but on the other hand, maintains that his
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LESSBUCKS mark is a protected parody of the STARBUCKS
mar k.

Second, Ruben’s proposed use is for a conpeting
“chain” of retail stores. See e.g., Deere & Co. v. MID

Products. Inc., 41 F.3d 39, 32 USPQd 1936, 1940 (2" Cir.

1994) [joking uses of trademarks are deserving of |ess
protection when the object of the joke is the mark of a
directly conpeting product].

Third, applicant argues that the obviousness of the
j oke, when conbined with the fane of the STARBUCKS brand,
di m ni shes any |ikelihood of confusion. However, the
results of opposers’ survey provide evidence to the

contrary. See Colunbia Pictures Industries, Inc. v.

Mller, 211 USPQ 816, 820 (TTAB 1981). The high | evels of
confusi on between the LESSBUCKS COFFEE and STARBUCKS mar ks
reflected in M. Reitter’ survey establish beyond any
doubt that prospective purchasers of applicant’s LESSBUCKS
COFFEE goods and services are, in fact, likely to believe
that both parties’ goods and services cone fromthe sanme

source.
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Summary: Likelihood of Confusion

In conclusion, after weighing all the rel evant
du Pont factors, we find a |ikelihood of confusion herein.
STARBUCKS is a distinctive, strong and fanmous mark; the
respective goods and services herein are legally
identical; the trade channels and cl asses of purchasers
are therefore legally identical; the marks are simlar as
t o appearance, sound and commercial inpression; the goods
and services are inexpensive and are sold to ordinary
cl asses of consuners; purchasers are unlikely to exercise
care in purchasing the identified goods and services; and
parody is unavailing to applicant as an outright defense

and, further, does not serve to distinguish the marks.

Dilution and lack of a bona fide intention to use the mark

In view of our finding as to the |likelihood of
confusion claim we need not reach the nerits of opposers’

dilution claim See Anmerican Paging Inc. v. Anmerican

Mobi | phone Inc., 13 USPQ2d 2036, 2039-2040 (TTAB 1989),

aff’d wi thout opinion, 17 USPQ2d 1726 (Fed. Cr. 1990).
Simlarly, we need not reach the nerits of opposers’
clainms as to applicant’s lack of a bona fide intention to

use the mark in comerce
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Deci sion: The opposition is sustained and

registration to applicant is hereby refused.



